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Pursuant to 37 C.F.R. §42.51(b)(2) and 35 U.S.C. §316(a)(5), Patent Owner 

Novo Nordisk A/S (“PO”) respectfully requests additional discovery from 

Petitioners Mylan Pharmaceuticals Inc. (“Mylan”), Dr. Reddy’s (“DRL”), and Sun 

Pharmaceutical (“Sun”) (together, “Petitioners”). Petitioner Mylan, to achieve 

institution of inter partes review, provided a Sand Revolution stipulation, promising 

“that if the Board institutes, Petitioner will not pursue in the [‘parallel’ litigation] 

any instituted grounds.” Pet. 66.0F

1 Notwithstanding Petitioner Mylan’s promise, and 

the institution of IPR2023-00724 on October 4, 2023, Petitioner Mylan has 

continued actively pursuing three instituted grounds (IPR Grounds 1, 2, and 4, the 

“overlapping grounds”) in district court litigation, In re: Ozempic (Semaglutide), No. 

1:22-md-03038-CFC (D. Del.). Later-joined Petitioners DRL and Sun, co-

defendants in the litigation, copied that stipulation from Mylan in their own copycat 

IPRs before providing Sotera stipulations, which became effective as of their own 

institutions on April 25, and May 28, 2024, respectively. See IPR2024-00009, 

Pap.19, 1-2; IPR2024-00107, Pap.16, 1-2. Since Mylan’s institution, three of 

Mylan’s IPR experts (Drs. Bantle, Jusko, and Dalby) have prepared multiple sets of 

 
1 Unless stated, statutory and regulatory citations are to 35 U.S.C. or 37 C.F.R., as 

context indicates, internal citations omitted, and emphases/annotations are added. 
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litigation reports that include the grounds forbidden by Mylan’s stipulation.  

EX2551, ¶¶1, 206, 227, 331; EX2537, ¶1, 286-304, 323-339, 414-438; EX2538, ¶¶1, 

178-181; EX2650, ¶1n.1; EX2651, ¶1n.1; EX2652, ¶1nn.1-2. The first set of reports 

was even served by Mylan’s counsel. EX2539, 1-2. And while in a later set of 

reports, served July 16, the three experts expressly indicated Sun and DRL did not 

participate in the Grounds subject to their Sotera stipulations, the experts made a 

very different statement regarding Mylan’s participation in the overlapping grounds:     

 

EX2650, ¶1n.1; EX2651, ¶1n.1; EX2652, ¶1nn.1-2. 

The Board held a call on July 22, 2024 to discuss PO’s request to file motions 

for sanctions and additional discovery, both related to Mylan’s violation of its 

stipulation. On that call, counsel for Mylan was asked if he could represent that he 

was not involved in pursuing the grounds at issue in the litigation expert reports. He 

would not, asserting that answering “would raise work product protection issues”:  

THE CHAIRPERSON:  [C]an you represent that[] you’re not involved 

in pursuing those grounds in those expert reports? 

MR. ANSTAETT:  I’m reluctant to – I’m reluctant to say anything on 

that score, your Honor, because as we’ve pointed out to patent owner 
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with respect to their request for discovery in the communications with 

the experts, that would raise work product protection issues under Rule 

26(b)(4), and invite waiver of those protections…. 

EX2536, 13:6–15; see also id., 21:21-22:9, 35:12-36:1. As the Board noted in its 

subsequent Order (Pap.69, 5):  

It appears from Mylan’s positions that it is undisputed that… Mylan 

has some involvement in the invalidity case in the district court 

litigation that includes grounds on which we instituted inter partes 

review. This action, on its face, appears to be in direct conflict with the 

stipulation Mylan included in its Petition. We determine that Patent 

Owner’s requested briefing may be helpful to the panel and authorize 

such briefing as set forth below in the Order. 

The Board granted PO authorization to file this motion for additional 

discovery “on condition that the motion explain how such discovery would be useful 

in light of the extant schedule, including the schedule for briefing…,” as well as a 

motion for sanctions. Pap.69, 5–6. This motion accordingly seeks additional 

discovery from Petitioners regarding their respective retention, direction, and 

payment of these three shared litigation experts in developing invalidity arguments 

on the overlapping grounds Mylan promised not to pursue in district court. While 

Mylan’s violation of its stipulation is already apparent, discovery requests are in the 

interests of justice here because Mylan is unwilling to represent that it has not 

violated its stipulation, and the discovery is pertinent and will be helpful in 
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understanding the extent of Mylan’s violation and the harm Mylan has imposed.  

I. Discovery Requests 

PO seeks discovery in the form of the Requests for Production set forth below 

in §A, or, in the alternative, in the form of the Interrogatories set forth below in §B. 

A. Requests for Production 

PO requests the following from each Petitioner. For any document responsive 

to a Request for Production set forth below that Petitioner withholds on the basis of 

privilege, Petitioner shall provide a privilege log identifying the document’s date, 

author(s), recipient(s), subject matter, and the basis of the asserted privilege.  

Request for Production No. 1: Documents sufficient to show, for each litigation 

co-defendant (Mylan, DRL, Sun, Zydus, and Rio, collectively, “co-defendants”), the 

date and terms of retention of Drs. William Jusko, John Bantle and/or Paul Dalby 

(“Mylan’s IPR experts”) (including but not limited to retention agreements) by any 

co-defendant in In re: Ozempic (Semaglutide) Patent Litigation, No. 1:22-md-

03038-CFC (D. Del.) (“litigation”), and any instructions regarding the scope of such 

retention as it relates to arguments about the overlapping grounds.  

Request for Production No. 2: Documents sufficient to show the timing and 

frequency of any communications between or among any co-defendant, on one hand, 

and any of Mylan’s IPR experts, on the other, relating to or reflecting any direction, 

instruction, or consultation of such expert(s) regarding the overlapping grounds in 
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the litigation (including, but not limited to, the litigation expert reports), including 

the identity of each such co-defendant.  

Request for Production No. 3: Documents sufficient to show which co-

defendant(s) paid each of Mylan’s IPR experts for that expert’s work on the 

overlapping grounds and any instructions regarding payment for work on the 

overlapping grounds, including: any final retention, engagement or payment 

agreements; any invoices or payment requests between or among any of the co-

defendants and/or experts; and any payment confirmations.  

B. Interrogatories 

In the alternative to the Requests for Production set forth above, PO requests 

from each Petitioner answers verified by its counsel to the following topics to 

ascertain retention, direction, and compensation of experts.  

Separately, for each of Dr. Bantle, Dr. Jusko, and Dr. Dalby: 

Interrogatory No. 1: When did Petitioner retain the expert for purposes of the ’462 

Patent in the litigation? 

Interrogatory No. 2: [Please answer separately for (a) and (b)] Which co-

defendant(s), had any role in directing or reviewing the expert’s work relating to the 

overlapping grounds in: (a) the expert’s report served on March 19, 2024 (“March 

19 report”), or any draft thereof, and (b) the expert’s report served on July 16, 2024 

(“July 16 report”), or any draft thereof?    
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Interrogatory No. 3: To Petitioner’s knowledge, has Mylan ever specified that it 

will not interact with the expert concerning portions of his work in the litigation 

having to do with the overlapping grounds?  If so, when? 

Interrogatory No. 4: [Please answer separately for (1) and (2)] How much has each 

co-defendant (1) paid and (2) been invoiced by the expert for work on the 

overlapping grounds in the litigation?  How are expenses for the expert in connection 

with the overlapping grounds in the litigation shared, if at all, among the co-

defendants? 

Interrogatory No. 5: [Please answer separately for (a) and (b)] To Petitioner’s 

knowledge, has Mylan ever specified that it will not compensate or was not 

compensating the expert for portions of (a) the March 19 report or (b) the July 16 

report addressing the overlapping grounds in the litigation?  If so, when? 

II. Each Garmin Factor Weighs in Favor of Granting Additional Discovery 

“[A] party may move for additional discovery” by showing it is “in the 

interests of justice.” §42.51(b)(2); see Garmin Int’l, Inc. v. Cuozzo Speed Techs. 

LLC, IPR2012-00001, Pap.26, 6-7 (Mar. 5, 2013) (precedential). PO seeks discovery 

from all three Petitioners. The Garmin factors do not distinguish between original 

and joined petitioners, and, as shown above, DRL and Sun were aware of Mylan’s 

Sand Revolution stipulation, stood by while Mylan violated it, and, as litigation co-

defendants, benefit from Mylan’s violation. See IPR2024-00009, Pap.18, 1-2 (DRL) 
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(“in violation of the stipulation Mylan promised”); IPR2024-00107, Pap.14, 1-2 

(Sun).  

A. Garmin Factor 1: whether the party requesting discovery is 
already in possession of evidence tending to show beyond 
speculation that in fact something useful will be uncovered; 

Factor 1 weighs in favor of additional discovery because it is known that 

Mylan worked with the experts to develop invalidity positions on the overlapping 

grounds in the litigation. Mylan’s participation is self-evident from the face of the 

litigation expert reports, where the experts say they are opining on Mylan’s behalf, 

and from Mylan’s service of the three reports on behalf of all co-defendants, as well 

as Mylan’s arguments here that it is allowed to pursue in district court the 

overlapping grounds it promised not to, so long as it does not raise them in a motion 

or at trial. Paper 69, 3; EX2539, 1-2; EX2551, ¶1; EX2537, ¶1; EX2538, ¶1. As the 

Board noted, “[i]t appears… it is undisputed that Petitioner Mylan has some 

involvement in the invalidity case in the district court litigation that includes grounds 

on which we instituted inter partes review.” Paper 69, 5.  

Indeed, the public record further indicates that useful evidence is likely to be 

uncovered by discovery, because it shows Mylan began sharing its IPR experts with 

the other co-defendants on invalidity positions regarding these overlapping grounds 

only after Mylan’s institution. When co-defendants and copycat petitioners DRL 

and Sun filed their petitions and joinder motions within a month of Mylan’s 
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institution, DRL and Sun each submitted declarations from their own alternate 

experts expressing uncertainty about whether Mylan would allow them to retain 

Mylan’s. See, e.g., EX2545, 4-5 (“[I]n the event that Mylan does not agree to allow 

DRL to retain the Mylan Declarants….”); EX2546, 4-6. But the March 19, 2024 

reports Mylan served for all co-defendants confirm Mylan’s experts now “have been 

retained by” every co-defendant—including petitioners Mylan, DRL and Sun, as 

well as Zydus and Rio—for the purposes of attacking the ’462 Patent. EX2536 ¶1; 

EX2537 ¶1; EX2538 ¶1. The discovery sought concerns these experts’ retention, 

direction, and payment. 

Thus, PO has already identified evidence establishing “beyond speculation 

that in fact something useful will be uncovered” that identifies and explains the 

extent of Petitioner Mylan’s improper pursuit in the litigation of the overlapping 

grounds, and the harm it has imposed. Garmin, Pap.26, 6; Samsung Bioepis Co. v. 

Regeneron Pharms., Inc., IPR2023-00884, Pap.58, 8 (May 23, 2024).  

B. Garmin Factor 2: whether the requested discovery is solely 
directed to seeking the other party’s litigation positions and the 
underlying basis for those positions; 

PO’s requests are not intended to obtain the Petitioners’ litigation positions or 

their basis. Rather, PO seeks factual information regarding Petitioner Mylan’s role 

in coordinating, educating and unifying the co-defendants and retaining, directing, 

and compensating the experts on the overlapping grounds—pertinent to the extent 
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of Mylan’s pursuit of those grounds after institution of IPR2023-00724. “It is not 

apparent that any of the requested discovery would inappropriately reveal any 

litigation position” of Petitioners” and this factor therefore weighs in favor of 

granting additional discovery. Samsung Bioepis, IPR2023-00884, Pap.58, 8. 

C. Garmin Factor 3: whether the party requesting discovery is able 
to reasonably figure out or assemble the information without the 
discovery request;  

Similarly, Factor 3 weighs in favor of PO’s requested discovery because PO 

has no other means to generate equivalent information, which is “essentially, at 

[Petitioner Mylan’s] fingertips and can be readily produced.” Samsung Bioepis, 

IPR2023-00884, Pap.58, 9. When PO asked each Petitioner about Petitioner Mylan’s 

involvement in developing invalidity positions on the overlapping grounds in the 

March 19 and July 16 litigation expert reports, each Petitioner refused to answer. 

EX2653, 1-2, 12-13. Further, PO was unable to obtain this information in 

depositions of Bantle and Jusko. E.g., EX2552, 59:10-67:3; EX2553, 55:20-56:12.  

D. Garmin Factor 4: whether the requested discovery is easily 
understandable; and Garmin Factor 5: whether the requested 
discovery is overly burdensome. 

Garmin Factors 4 and 5 also favor discovery because the Requests for 

Production, and alternatively, the Interrogatories, are easy to understand, narrowly 

tailored to reflect PO’s need, would not be burdensome to produce because they are 

directed to three experts’ work on three invalidity arguments regarding a single 
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patent, and only as to their retention, direction, and compensation. Garmin, Pap.26, 

7. To the extent Petitioners object to discovery on the basis of privilege or work 

product, Petitioners may provide a detailed privilege log. See, e.g., Qualcomm Inc. 

v. FedEx Corp. Servs., Inc., IPR2022-00584, Pap.30/86, 10–11 (Dec. 21, 2022).  

III. How Discovery Would Be Useful in Light of the Extant Schedule, 
Including the Schedule for Briefing 

So that the discovery may be productively considered by the Board in advance 

of any Final Written Decision (and/or sanctions decision), PO proposes that, upon 

grant of this motion, (1) Petitioners be given 5 business days in which to provide the 

requested discovery, (2) PO be permitted 3 business days from that production to 

submit (along with the received discovery) one 2-page paper commenting on how 

the discovery adds to the relevant information already briefed in the sanctions 

motion, and (3) Petitioners be permitted 3 business days from any such submission 

by PO to submit one 2-page responsive paper from Mylan, and one 2-page 

responsive paper from DRL/Sun.  

Respectfully submitted: /Megan Raymond/   July 31, 2024  
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CERTIFICATE OF PAGE COUNT 

The undersigned certifies that the foregoing PATENT OWNER’S MOTION 

FOR ADDITIONAL DISCOVERY 37 C.F.R. §42.51(b)(2) complies with the 

Board’s July 26, 2024 (Pap.69) limiting this motion to 10 pages.  

Dated: July 31, 2024 Respectfully Submitted, 
 
By: /Megan Raymond/ 
Megan Raymond (Reg. No. 72,997) 
Groombridge, Wu, Baughman & Stone 
LLP 
801 17th Street, NW, Suite 1050 
Washington, DC, 20006 
P: (202)-505-5878 
megan.raymond@groombridgewu.com  
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CERTIFICATE OF SERVICE 

The undersigned hereby certifies that a copy of PATENT OWNER’S 

MOTION FOR ADDITIONAL DISCOVERY 37 C.F.R. §42.51(b)(2) has been 

served in its entirety by causing the aforementioned document to be electronically 

mailed to the following attorneys of record for the Petitioners listed below: 

Petitioner’s Counsel of Record: 

Lead Counsel: Brandon M. White 
Reg. No. 52,354 
White-ptab@perkinscoie.com 
Perkins Coie LLP 
700 13th Street, NW 
Washington, DC 20005 
Telephone: (202) 654-6200 
 
By Electronic Mail 

Backup Counsel: Emily J. Greb 
Reg. No. 68,244 
Greb-ptab@perkinscoie.com 
Perkins Coie LLP 
33 East Main Street 
Madison, WI 53703 
Telephone: (608) 663-7460 
 
Courtney Prochnow, PhD 
Reg. No. 67,639 
Prochnow-ptab@perkinscoie.com 
Perkins Coie LLP 
633 W. 5th St., Ste 5850 
Los Angeles, CA 90071 
Telephone: (310) 788-9900 
 
Christopher D. Jones 
Reg. No. 76,472 
Jones-ptab@perkinscoie.com 
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Perkins Coie LLP 
700 13th Street, NW 
Washington, DC 20005 
Telephone: (202) 654-6200 
 
Jonathan I. Tietz, PhD 
Reg. No. 76,753 
Tietz-ptab@perkinscoie.com 
Perkins Coie LLP 
700 13th Street, NW 
Washington, DC 20005 
Telephone: (202) 654-6200 
 
Matthew A. Lembo 
Reg. No. 75,633 
Lembo-ptab@perkinscoie.com 
Perkins Coie LLP 
1155 Avenue of the Americas 
Floor 22 
New York, NY 10036 
Telephone: (212) 262-6900 
 
Shannon M. Bloodworth 
SBloodworth@perkinscoie.com 
Perkins Coie LLP 
700 13th Street, NW 
Washington, DC 20005 
Telephone: (202) 654-6200 
 
David L. Anstaett 
DAnstaett@perkinscoie.com 
Perkins Coie LLP 
33 East Main Street 
Madison, WI 53703 
Telephone: (608) 663-7460 
 
Bryan D. Beel 
BBeel@perkinscoie.com 
Perkins Coie LLP 
1120 NW Couch St. 
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Portland, OR 97209 
Telephone: (503) 727-2000 
 
Nathan Kelley 
Kelley_nathan-ptab@perkinscoie.com 
Perkins Coie LLP 
700 13th Street, NW 
Washington, DC 20005 
Telephone: (202) 654-6200 
 
Rodney Swartz 
Reg. No. 73,343 
RSwartz@perkinscoie.com 
Perkins Coie LLP 
1120 NW Couch St. 
10th Floor 
Portland, OR 97209 
Telephone: (503) 727-2000 
 
Semaglutide-Ozempic@perkinscoie.com 
By Electronic Mail 
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Lead Counsel 
for Dr. Reddy’s 
Laboratories, 
Inc. and Dr. 
Reddy’s 
Laboratories. 
Ltd.: 

Jovial Wong 
Reg. No. 60,115 
Winston & Strawn LLP 
1901 L Street NW 
Washington, DC 20036 
Telephone: (202) 282-5867 
jwong@winston.com 
 
By Electronic Mail 

Backup 
Counsel: 

Scott Border 
Reg. No. 77,744 
Winston & Strawn LLP 
1901 L Street NW 
Washington, DC 20036 
Telephone: (202) 285-5054 
sborder@winston.com 
 
Sharon Lin McIntosh 
(pro hac vice to be submitted) 
Winston & Strawn LLP 
1901 L Street NW 
Washington, DC 20036 
Telephone: (202) 285-5756 
slin@winston.com 
 
By Electronic Mail 
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Lead Counsel 
for Sun 
Pharmaceutical 
Industries Ltd. 
and Sun 
Pharmaceutical 
Industries, Inc.: 

Brian Sodikoff 
Katten Munchin Rosenman LLP 
525 West Monroe Street 
Chicago, IL 60661 
P: (312) 902-5200 
brian.sodikoff@katten.com 
 
By Electronic Mail 

Backup 
Counsel: 

Christopher B. Ferenc 
Katten Munchin Rosenman LLP 
1919 Pennsylvania Ave., N.W. 
Suite 800 
Washington, DC 20006 
P: (202) 625-3500 
christopher.ferenc@katten.com 
 
By Electronic Mail 

Dated:  July 31, 2024      Respectfully submitted, 

By:  /Sayem Osman/ 
Sayem Osman 
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