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l. PO Did Not Delay in Seeking the Motion for Additional Discovery?

The substantive value of PO’s discovery concerns sanctions, and—having
tried but failed to secure it through lengthy negotiations—PO sought Board author-
ization for it at the same time PO sought it for sanctions briefing. Without permission
to brief sanctions, the related additional discovery would not have been *“useful.”
Garmin, Pap.26, 7. Petitioner Mylan’s arguments that PO “unduly delayed” are tied
to its arguments about sanctions timing (Opp.4), which PO addresses in its sanctions
briefing. Pap.84; Pap.70, 2-6. In short, it was not PO’s obligation to police Peti-
tioner’s compliance, and PO’s IPR counsel acted promptly after becoming aware
Petitioner Mylan was improperly pursuing the overlapping grounds—drafting and
serving the §42.11(d)(2) proposed motion, meeting and conferring, and then seeking
a call with the Board for permission to file. Pap.84; see Parse Biosciences, Inc. v.
10x Genomics, Inc., IPR2023-00955, Paper 28, 4 (Aug. 21, 2024). Mylan’s claim
this “could have been resolved long ago” is belied by Mylan’s own continued viola-
tion of its stipulation in July, and Mylan’s late-concocted (July 2) argument that it
had to serve expert reports to preserve those grounds for trial. Pap.80, 2; EX2655, 2.

Mylan’s “delay” cases are inapt. The request in Douglas Dynamics, L.L.C. v.

2 Petitioner’s arguments about district courts deciding Fintiv compliance and the

sanctions motion being “moot” are addressed in PO’s sanctions motion briefing.



IPR2023-00724
U.S. Patent No. 10,335,462

Meyer Products LLC was denied primarily because petitioner failed to provide
threshold nexus evidence, negating any “significan[ce]” of the requested commer-
cial success evidence. IPR2015-01839, Paper 29, 5-7 (July 26, 2016). Delay was a
secondary issue, and the Board found petitioner’s awareness of the information for
over a year and relying on that data in its infringement contentions (after institution
and before seeking additional discovery) made the delay significant. Id. at 8-9. And
granting the discovery sought in Deere & Co. v. Gramm would have required delay-
ing the schedule to permit its use in the POR. IPR2015-00898, Paper 17, 2-3 (Nov.
19, 2015). There are no similar gamesmanship concerns arising here: the requested
discovery need not impact case schedule, as laid out in PO’s Motion (Br.10).

II.  The Garmin Factors Weigh in Favor of Additional Discovery

Mylan doesn’t dispute that Garmin factors 2-4 favor granting additional dis-
covery. Instead, Mylan argues PO “improperly lumps its arguments together” and
contests whether Garmin factors 1 and 5 also favor additional discovery. Opp.5.
(Mylan provides no authority requiring a separate Garmin factor analysis for each
request, which PO broke out separately to the extent necessary. See Br.xxii, 6-10.)

In authorizing the briefing for this Motion, the Board recognized there was no
apparent dispute that “Petitioner has some involvement in the invalidity case in the
district court litigation that includes the grounds on which we instituted inter partes

review.” Pap.69, 5. And Mylan still doesn’t dispute its participation here. Instead,
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Mylan appears to refer to its involvement as “facts [PO] already knows.” Opp.6.

Notably, Mylan doesn’t dispute that it has in its possession evidence related
to the retention, direction, and payment of the shared litigation experts on the 3
overlapping grounds that would be uncovered by this additional discovery. Instead
of disputing its involvement or the existence of evidence, Petitioner argues the Mo-
tion does not contain “any explanation for why the discovery it seeks would have
substantive value beyond the facts it already knows.” Opp.6. Not so: as the Board
noted in authorizing this Motion, Mylan’s involvement, “on its face, appears to be
in direct conflict with the stipulation Mylan included in its Petition” and thus PO’s
requested briefing “may be helpful to the panel.” Br.3; Pap.69, 5. The substantive
value of the additional discovery requested here is to establish “the extent of Mylan’s
violation and the harm Mylan has imposed” (Br.3-6)—i.e., its participation in pur-
suing the instituted grounds “in [apparent] direct conflict with the stipulation Mylan
included in its Petition.” Id.; Pap.69, 5. The extent of Mylan’s participation and the
harm it caused is relevant to Petitioner’s arguments that the sanctions sought are
disproportionate and that PO suffered no harm. Pap.80, 12-15.

RFPs. Mylan asserts PO has not shown how the RFP “documents would pro-
vide substantive value beyond what PO already knows (factor 1).” Opp.8. But each
RFP seeks documents that would be useful for establishing the extent of Petitioner

Mylan’s involvement in pursuing the overlapping grounds and the harm imposed on
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PO, and are thus in the interests of justice. For example, documents responsive to
RFP No. 1 (retention) may establish that Mylan entirely or primarily drove the work
on the overlapping in the expert reports (if, e.g., the other co-defendants did not
retain the experts well in advance of the filing of the reports). Likewise, documents
responsive to RFP No. 2 (direction) may establish that Mylan was the primary or
sole party controlling the experts in litigation in connection with the overlapping
grounds. And RFP No. 3 (payment) documents may establish Mylan was the only
or primary funder of the litigation expert reports for the overlapping grounds (e.g.,
others didn’t reimburse Mylan). See EX2552, 65:1-7; 74:19-75:7. Petitioner’s argu-
ments about expert and cost sharing miss the point—while sharing is not prohibited
per se, sharing can’t be used to breach Mylan’s Sand Revolution stipulation. By
providing that stipulation, Mylan explicitly agreed not to pursue the overlapping
grounds—including by substantive or financial contributions. Pap.69, 5; Pap.1, 66.

And with respect to Garmin factor 5, Mylan further argues the documents are
“overly burdensome to provide or log (factor 5).” Opp.8. But RFP Nos. 1, 2, and 3
each minimize the burden on Mylan by seeking only “[d]Jocuments sufficient to
show,” and narrowing the requests to information related to the specific overlapping

grounds asserted for one patent (the 462).2 Br.4-5. And each RFP is limited in time

3 Although Mylan never asked, PO would not object to Mylan redacting information
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(starting when Mylan retained the shared experts) and does not seek privileged or
work product protected information. PO merely seeks information about the reten-
tion, payment, and frequency of communications with experts—not the substance
of such communications. Work product doesn’t protect factual information, such as
the bases for an opinion, or compensation. E.g., Apple Inc. v. Singapore Asahi Chem.
& Solder Indus. PTE Ltd., IPR2019-00377, Paper 22, 10 (Oct. 21, 2019); see also
Fed. R. Civ. P. 26(b)(4)(C); EX2552, 65:1-67:20; EX2553, 52:9-54:6. Mylan cites
no case suggesting the frequency or times of counsel-expert interactions are privi-
leged. Cf., EX1140, 8:22-9:17 (Mylan asking similar questions). And Mylan may
provide a privilege log as necessary. Br.4; Cavium, LLC v. Alacritech, Inc.,
IPR2018-00401, Paper 24, 12-13 (Nov. 20, 2018).

Interrogatories. Interrogatory No. 1 (retention) satisfies Garmin factor 1 for
the same reasons as RFP No. 1; Interrogatory Nos. 2 and 3 (direction) for the same
reasons as RFP No. 2; and Interrogatory Nos. 4 and 5 (payment) for the same reasons
as RFP No. 3. The Interrogatories (an alternative to the RFPs) impose minimal bur-
den because they are directed to just three experts’ work on three invalidity argu-
ments regarding the 462 patent, and only concerning their retention, direction, and
compensation over a limited time.

Respectfully submitted: /Megan Raymond/ August 23, 2024

unresponsive to the requested information on the overlapping grounds.
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