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II. Understanding of the Governing Law 

A. Legal Standard for Prior Art 

 

 

PayPal - Exhibit 1003 
PayPal v. Fintiv - IPR2023-00744 

Page 11 of 121



IPR2023-00744                  Declaration In Support of Petition for IPR re U.S. 
Patent No. 8,538,845 

6 
 

 

 

 

 

 

 

PayPal - Exhibit 1003 
PayPal v. Fintiv - IPR2023-00744 

Page 12 of 121



IPR2023-00744                  Declaration In Support of Petition for IPR re U.S. 
Patent No. 8,538,845 

7 
 

 

 

B. Invalidity by Anticipation 

 

 

C. Invalidity by Obviousness 
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D. Interpreting Claims Before the Patent Office 
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E. Materials Relied on in Forming My Opinions 

 

 

Ex-No. Brief Description 

1005 US Publication No. 2007/0255620 (“Tumminaro”) 

1006 US Publication No. 2006/0253335 (“Keena”) 

1007 U.S. Publication No. 2011/0137789 (“Kortina”) 

1008 US Publication No. 2008/0270246 (“Chen”) 

 

F. Level of Ordinary Skill in the Art 
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G. Identification of Challenge 

 

Ground Claims Basis for Unpatentability 

1 5, 7 Anticipation under 35 U.S.C. § 102 by 
Tumminaro 

2 5-7 
Obviousness under 35 U.S.C. § 103 over 
Tumminaro and Background Knowledge of 
POSA 

3 1-3 
Obviousness under 35 U.S.C. § 103  over 
Tumminaro, Keena, and Background Knowledge 
of POSA 

 
III. BACKGROUND OF THE TECHNOLOGY 

A. Background and Prevailing Industry Trends Before the ’845 
patent 

1. Mobile Wallets Were Well-Known to Send and Receive 
Money 
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2. Velocity and Limit Checks Were Well-Known 
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Ex-1008, [0086].  These checks were performed for all transactions, including 

“Funding.” See Figs. 11-12, [0022].   

3. Unbanked Subscribers Using Apps and Mobile Payments 
Systems were Well-Known 
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Ex-1017.  
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Ex-1008, [0022]. 
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B. Overview of the Challenged ’845 Patent 

 

The monetary transaction system may be used for many 
different tasks including enrolling a customer for a mobile 
wallet, adding a stored value account (either hosted by a 
mobile wallet platform or a third party), adding a bank or 
credit union account to a mobile wallet, adding a debit or 
credit card account to a mobile wallet, depositing funds in 
a mobile wallet, withdrawing funds from a mobile wallet, 
paying bills from a mobile wallet, topping up a prepaid 
mobile account through a mobile wallet, transferring funds 
through a mobile wallet (nationally or internationally), 
making in-store purchases using a mobile wallet. 
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1 The ’845 patent refers to this as “know your customer” (KYC) data, but it explains 

that “[t]he term ‘know your customer’ or ‘KYC’ refers to information collected 

about an individual that identifies that individual.” Id., 28:54-65. 
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1. Disclosure relevant to Independent Claim 5  
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In one embodiment, the monetary transaction system 210 
is implemented to top up a prepaid mobile account from a 
mobile wallet. The communication module 215 of the 
monetary transaction system 210 receives a subscriber 
communication over one of a plurality of channels 111 
connected to the monetary transaction system (step 710). 
The subscriber communication indicates that an unbanked 
subscriber 205 desires to top up a prepaid mobile 
account by a specified amount using a specified 
payment method from the unbanked subscriber’s 
mobile wallet. The transaction processor 216 validates the 
status of the selected payment method (step 720) and 
performs a limit check and/or a velocity check on the 
selected payment method (step 730). 
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In one embodiment, the monetary transaction system 210 
is implemented to pay a bill from a mobile wallet. The 
communications module 215 of the monetary transaction 
system 215 receives a subscriber communication over a 
communication channel 111 connected to the monetary 
transaction system (step 810). The subscriber 
communication indicates that unbanked subscriber 205 
desires to pay a bill for a specified amount using a 
specified payment method from the unbanked 
subscriber’s mobile wallet (e.g. eMoney). The monetary 
transaction system 210 validates the status of the selected 
payment method (step 820) and performs a limit check 
and/or a velocity check on the selected payment 
method to ensure the eMoney transfer is permissible 
(step 830). 

In one embodiment, the monetary transaction system 210 
is implemented to make a purchase from a mobile wallet. 
The communications module 215 of the monetary 
transaction system 210 receives a communication from a 
subscriber over a communication channels 111 (step 910). 
The subscriber communication indicates that an unbanked 
subscriber 205 desires to purchase an item for a specified 
amount of funds using a specified payment method from 
the unbanked subscriber’s mobile wallet. 
 
The monetary transaction system 210 then returns a 
secure, perishable purchase code to the unbanked 
subscriber over at least one of the channels connected to 
the monetary transaction system (step 920) and receives a 
subsequent agent branch communication over a channel 
indicating that the purchase code has been presented to an 
agent (branch) (step 930). The monetary transaction 
system 210 validates the status of the specified payment 
method (step 940), determines if the specified payment 
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method can accommodate a purchase for the specified 
amount (step 950), performs a limit check and/or a 
velocity check on the selected payment method (960). 
 

The monetary transaction system may then use rules 
engine 220 to perform a limit check (to determine whether 
sufficient funds are available) and/or a velocity check (to 
determine whether the user has exceeded a specified 
number of (hourly, daily, or weekly) transactions) on the 
unbanked subscriber’s mobile wallet account (step 340). 

2. Disclosure relevant to Independent Claim 1  
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C. Assumed Effective Filing Date 

 

D. Relevant Prosecution History 
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Ex-1002 at 52.  
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Id.  Critically, this language was not added to claims 15 and 21 of the ’199 

application, but nonetheless the examiner allowed all claims, citing the language of 

claim 1 as the reasons for allowing independent claims 15 and 21.  

Id. at 58; see also id. at 56-57. Independent claims of 1, 15, and 21 of the ’199 

application issued as claims 1, 4, and 5, respectively, of the ’845 patent.   

 

IV. Claim Construction 

A. District Court Claim Construction 
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B. Claim Terms Requiring Construction 

1. “unbanked subscriber” 

 

 

PayPal - Exhibit 1003 
PayPal v. Fintiv - IPR2023-00744 

Page 41 of 121



IPR2023-00744                  Declaration In Support of Petition for IPR re U.S. 
Patent No. 8,538,845 

36 
 

2. “wherein performing the specified transaction includes 
communicating with a monetary transaction database to 
determine whether the transaction is permissible based on 
data indicated in the [unbanked] subscribers’ profile” 

 

[P]erforming the specified transactions may include 
communicating with the monetary transaction database to 
determine whether the transaction is permissible based on 
data indicated in the unbanked subscriber’s profile (for 
instance, whether the subscriber has enough eMoney in 
his or her stored value account, or has enough money in 
his or her bank account). Rules engine 220 may also be 
consulted to determine whether the subscriber has 
exceeded a specified number of allowed transactions.  
Then, if funds are available, and the transaction is 
otherwise permissible, the monetary transaction system 
can transfer money or eMoney 221…   
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3. “validating the status of the specified recipient to ensure the 
specified recipient has a valid mobile wallet account” (claim 
5) 
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4. “validating the status of the unbanked subscriber’s mobile 
wallet account” (claim 1) 
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V. Detailed Discussion of the Grounds for Unpatentability 

 

A. Overview of the Principal Prior Art 

1. Tumminaro (Ex-1005) 
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2. Keena (Ex-1006) 
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3. Motivation to Combine Tumminaro and Keena 
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B. Ground 1: Claims 5 and 7 Are Anticipated by Tumminaro 

1. Claim 5  

a. [Preamble]: “A monetary transaction system for 
conducting monetary transactions between unbanked 
subscribers and other entities, the system comprising:” 
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Ex-1005, Figure 3.   
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b. [5a]: “a mobile device configured to run a monetary 
transaction system application;” 
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c. [5b]: “a monetary transaction system subscriber that has 
a profile with the monetary transaction system, wherein 
the subscriber indicates, via the monetary transaction 
system application, one or more specified transactions 
that are to be performed using the monetary transaction 
system;” 
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d. [5c]: “a monetary transaction system processor that 
performs the one or more transactions specified by the 
subscriber, wherein performing the specified 
transactions includes communicating with a monetary 
transaction database to determine whether the 
transaction is permissible based on data indicated in the 
subscriber’s profile;” 
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e. [5d]: “at least one entity that is to be involved in the 
specified transaction, the at least one entity having a 
profile with the monetary transaction system; and” 

 

f. [5e]: “wherein the monetary transaction system is 
implemented to transfer money between mobile wallets, 
including performing the following steps;” 
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Through the mobile payment system and their phones, 
users will be able to do what they can with a normal 
wallet and much, much more. Users will be able send and 
receive money, pay for services, pay for bills, pay for 
movie tickets, pay for groceries, pay a babysitter, pay for 
coffee and a newspaper, instantly pay back a friend, split 
a dinner bill, send money to children, get money from 
parents, get quick or emergency cash, send emergency 
cash, pay up or collect on a friendly wager, pay for 
fantasy football, pay for gardening services, pay for 
association dues, track purchases, check the balance, and 
more. 

 
Ex-1005, [0035]. 

Some of the benefits of the invention include MPS 
electronic payments encourage cash to stay in the bank 
(instead of consumer’s pockets). MPS electronic 
payments are safe and traceable. MPS electronic 
payments occur in near-real-time. MPS electronic 
payments are accessible to any-one, any-time and any-
place. MPS can provide an optional or not required 
companion prepaid debit card (e.g., MasterCard, Visa, or 
other) for instant funds accessibility. MPS electronic 
payments can be leveraged for person-2-person (P2P) as 
well as person-2-merchant (P2M) transactions. MPS 
funds are stored within distributed pooled partner bank 
accounts. “T” records for MPS consumer funds are 
managed within the MPS payment system of record (for 
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low cost P2P and P2M transfer). MPS facilitates manual 
or automated load functionality from existing financial 
instruments (e.g., credit, debit, other). MPS facilitates 
manual or automated unload functionality to existing 
financial instruments (e.g., credit, debit, other). MPS can 
optimize load or unload processing (i.e., performing load 
or unload within bank when possible). MPS facilitates 
electronic payments in a cross-bank manner. MPS 
facilitates electronic payments in a cross carrier or cross 
network manner. MPS facilitates electronic payments in 
a cross device or cross channel manner (i.e., mobile, e-
mail, Web, instant messenger). MPS funds are electronic, 
PIN protected, and “live” in the bank. 
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g. [5f]: “receiving subscriber communication over one of a 
plurality of channels connected to the monetary 
transaction system, the subscriber communication 
indicating that an unbanked subscriber desires to 
transfer a specified amount of funds to specified 
recipient using a specified payment method from the 
subscriber’s mobile wallet;” 
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Ex-1005, Figure 16.  See also Fig. 26, [0421]. 
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h. [5g]: “validating the status of the selected payment 
method;” 
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i. [5h]: “performing at least one of a limit check and a 
velocity check on the selected payment method, the limit 
check determining whether sufficient funds are available 
to make the deposit amount, the velocity check 
determining whether the unbanked subscriber has 
exceeded a specified number of transactions within a 
specified time period;” 

 

 

 

PayPal - Exhibit 1003 
PayPal v. Fintiv - IPR2023-00744 

Page 86 of 121



IPR2023-00744                  Declaration In Support of Petition for IPR re U.S. 
Patent No. 8,538,845 

81 
 

 

PayPal - Exhibit 1003 
PayPal v. Fintiv - IPR2023-00744 

Page 87 of 121



IPR2023-00744                  Declaration In Support of Petition for IPR re U.S. 
Patent No. 8,538,845 

82 
 

 

j. [5i]: “validating the status of the specified recipient to 
ensure the specified recipient has a valid mobile wallet 
account;” 
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k. [5j]: “debiting the specified payment method by the 
specified amount of funds;” 
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l. [5k]: “transferring the specified amount of funds to the 
specified recipient over at least one of the plurality of 
channels connected to the monetary transaction 
system;” 
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m. [5l]: “notifying the unbanked subscriber that the 
specified amount of funds was transferred to the 
specified recipient over at least one of the plurality of 
channels connected to the monetary transaction system.” 
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2. Claim 7: “The monetary transaction system of claim 5, 
wherein the money is transferred internationally between the 
mobile wallets.” 

 

C. Ground 2: Claims 5-7 Are Rendered Obvious by Tumminaro in 
view of the background knowledge of a POSA 

 

1. [5f]: “receiving subscriber communication over one of a 
plurality of channels connected to the monetary transaction 
system, the subscriber communication indicating that an 
unbanked subscriber desires to transfer a specified amount 
of funds to specified recipient using a specified payment 
method from the subscriber’s mobile wallet;” 
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2. [5l]: “notifying the unbanked subscriber that the specified 
amount of funds was transferred to the specified recipient 
over at least one of the plurality of channels connected to the 
monetary transaction system.” 
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3. Claim 6: “The monetary transaction system of claim 5, 
wherein validating the status of the specified recipient 
comprises performing a check on the specified recipient to 
comply with the office of foreign assets control.” 
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D. Ground 3: Claims 1-3 Are Rendered Obvious over Tumminaro, 
Keena, and the Background Knowledge of POSA  

1. Claim 1  

a. [Preamble]:  “A monetary transaction system for 
conducting monetary transactions between unbanked 
subscribers and other entities, the system comprising:” 

 

b. [1a]: “a mobile device configured to run a monetary 
transaction system application;” 

 

c. [1b]: “an unbanked monetary transaction system 
subscriber that has a profile with the monetary 
transaction system, wherein the unbanked subscriber 
indicates, via the monetary transaction system 
application, one or more specified transactions that are 
to be performed using the monetary transaction system;” 
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d. [1c]: “a monetary transaction system processor that 
performs the one or more transactions specified by the 
unbanked subscriber, wherein performing the specified 
transactions includes communicating with a monetary 
transaction database to determine whether the 
transaction is permissible based on data indicated in the 
unbanked subscriber's profile;” 

 

e. [1d]: “at least one entity that is to be involved in the 
specified transaction, the at least one entity having a 
profile with the monetary transaction system; and” 

 

f. [1e]: “wherein the monetary transaction system is 
implemented to deposit funds at an agent branch 
through a mobile wallet, including performing the 
following steps:” 
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g. [1f]: “receiving communication from an agent branch 
over one of a plurality of channels connected to the 
monetary transaction system, the agent communication 
indicating that the unbanked subscriber desires to 
deposit a specified amount of funds into the unbanked 
subscriber’s mobile wallet account;” 
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h. [1g]: “validating the status of the unbanked subscriber's 
mobile wallet account;” 
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i. [1h]: “determining if the agent branch is authorized to 
receive deposited money;” 
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Ex-1006, Figures 2B-2C. A POSA would have understood that the underlying 

purpose of Keena’s PIN challenge is to determine whether the vendor performing 

the top-up for a user is authorized to receive deposited money: “Access control and 

authentication for mobile user is provided using PIN, partial PIN, derived PIN 

and/or confirmation of additional details (such as personal information) as defined 

by the operator/distributor.” Id., [0070].  
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j. [1i]: “performing one or more of a limit check and a 
velocity check on the unbanked subscriber's mobile 
wallet account, the limit check determining whether 
sufficient funds are available to make the deposit 
amount, the velocity check determining whether the 
unbanked subscriber has exceeded a specified number of 
transactions within a specified time period;” 
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k. [1j]: “crediting the unbanked subscriber’s mobile wallet 
account with the specified amount of funds when the 
agent bank is authorized to receive the deposited 
money;” 
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l. [1k]: “returning a notification to the agent branch 
confirming the deposit; and” 
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Ex-1006, Figure 2D.  A POSA would have recognized that in the modified 

Tumminaro-Keena system, after the vendor is validated, Tumminaro’s modified 

POS at the merchant/vendor/agent location receives a top-up confirmation message 

(e.g., as shown in Figure 2D), which serves as Tumminaro’s payment server 

“returning a notification to the agent branch confirming the deposit.”  One reason 

for modifying Tuminnaro in this way (i.e., to send the vendor/agent a confirmation) 

is to prevent the vendor from submitting duplicate transaction requests. 

m. [1l]: “notifying the subscriber that the specified amount 
of funds was deposited in the unbanked subscriber's 
mobile wallet account over at least one of the plurality of 
channels connected to the monetary transaction system.” 
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Ex-1006, Figure 2E. A POSA would have recognized that in the modified 

Tumminaro-Keena system, the subscriber receives a top-up confirmation message 
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(e.g., as shown in Figure 2E) on his/her mobile device, which serves as Tumminaro’s 

payment server “notifying the subscriber that the specified amount of funds was 

deposited in the unbanked subscriber's mobile wallet account over at least one of the 

plurality of channels connected to the monetary transaction system.”  Keena’s use of 

SMS in sending the top-up confirmation message sent to the subscriber serves as the 

“one of a plurality of channels connected to the monetary transaction system” for 

notifying the subscriber of the deposit.  Ex-1006, [0051] (“The subscriber also 

receives a top-up acknowledgement via SMS.) It is common sense that users like 

knowing when their deposits have cleared so they can spend the money (e.g., pay a 

utility bill) with confidence that their payment will not be denied for insufficient 

funds.  Moreover, the technology for sending notifications was well established by 

June of 2011 and a POSA would have every expectation of success implementing 

such notifications.  Indeed, a  POSA would have recognized that Keena’s use of SMS 

as a channel is in no way limiting. Keena, in fact states that the SMS channel can be 

substituted for “any other appropriate channel.”  Ex-1006, [0045]. Tumminaro, taken 

alone or in combination with Keena, also discloses communications over “one of a 

plurality of channels connected to the monetary transaction system.” See Ex-1005, 

[0353]. Accordingly, Tumminaro in combination with Keena and background 

knowledge of POSA renders this limitation obvious.  
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2. Claim 2: “The monetary transaction system of claim 1, 
wherein the monetary transaction system application provides 
a web interface that allows subscribers to perform the same 
functions provided by the monetary transaction system 
application.” 

 

3. Claim 3: “The monetary transaction system of claim 1, 
wherein the monetary transaction system application is 
provided on a prepaid or postpaid phone.” 
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E. No Secondary Considerations of Nonobviousness Exist

Executed this 23rd day of March,  2023. 

Respectfully submitted, 
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Appendix A: Table of Challenged Claims of the ’845 Patent 

Claim 
Element / 
Claim 
Number 

Claim Language 

1pre “A monetary transaction system for conducting monetary transactions 
between unbanked subscribers and other entities, the system comprising:” 

1a “a mobile device configured to run a monetary transaction system 
application;” 

1b “an unbanked monetary transaction system subscriber that has a profile with 
the monetary transaction system, wherein the unbanked subscriber indicates, 
via the monetary transaction system application, one or more specified 
transactions that are to be performed using the monetary transaction 
system;” 

1c “a monetary transaction system processor that performs the one or more 
transactions specified by the unbanked subscriber, wherein performing the 
specified transactions includes communicating with a monetary transaction 
database to determine whether the transaction is permissible based on data 
indicated in the unbanked subscriber's profile;” 

1d “at least one entity that is to be involved in the specified transaction, the at 
least one entity having a profile with the monetary transaction system; and” 

1e “wherein the monetary transaction system is implemented to deposit funds 
at an agent branch through a mobile wallet, including performing the 
following steps:” 

1f “receiving communication from an agent branch over one of a plurality of 
channels connected to the monetary transaction system, the agent 
communication indicating that the unbanked subscriber desires to deposit a 
specified amount of funds into the unbanked subscriber's mobile wallet 
account;” 

1g “validating the status of the unbanked subscriber's mobile wallet account;” 
1h “determining if the agent branch is authorized to receive deposited money;” 
1i “performing one or more of a limit check and a velocity check on the 

unbanked subscriber's mobile wallet account, the limit check determining 
whether sufficient funds are available to make the deposit amount, the 
velocity check determining whether the unbanked subscriber has exceeded a 
specified number of transactions within a specified time period;” 
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1j “crediting the unbanked subscriber's mobile wallet account with the 
specified amount of funds when the agent bank is authorized to receive the 
deposited money;” 

1k “returning a notification to the agent branch confirming the deposit; and” 
1l “notifying the subscriber that the specified amount of funds was deposited 

in the unbanked subscriber's mobile wallet account over at least one of the 
plurality of channels connected to the monetary transaction system.” 

  
2 “The monetary transaction system of claim 1, wherein the monetary 

transaction system application provides a web interface that allows 
subscribers to perform the same functions provided by the monetary 
transaction system application.” 

  
3 “The monetary transaction system of claim 1, wherein the monetary 

transaction system application is provided on a prepaid or postpaid phone.” 
  
5pre “A monetary transaction system for conducting monetary transactions 

between unbanked subscribers and other entities, the system comprising:” 
5a “a mobile device configured to run a monetary transaction system 

application;” 
5b “a monetary transaction system subscriber that has a profile with the 

monetary transaction system, wherein the subscriber indicates, via the 
monetary transaction system application, one or more specified transactions 
that are to be performed using the monetary transaction system;” 

5c “a monetary transaction system processor that performs the one or more 
transactions specified by the subscriber, wherein performing the specified 
transactions includes communicating with a monetary transaction database 
to determine whether the transaction is permissible based on data indicated 
in the subscriber’s profile;” 

5d “at least one entity that is to be involved in the specified transaction, the at 
least one entity having a profile with the monetary transaction system; and” 

5e “wherein the monetary transaction system is implemented to transfer money 
between mobile wallets, including performing the following steps;” 

5f “receiving subscriber communication over one of a plurality of channels 
connected to the monetary transaction system, the subscriber 
communication indicating that an unbanked subscriber desires to transfer a 
specified amount of funds to specified recipient using a specified payment 
method from the subscriber’s mobile wallet;” 

5g “validating the status of the selected payment method;” 
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5h “performing at least one of a limit check and a velocity check on the 
selected payment method, the limit check determining whether sufficient 
funds are available to make the deposit amount, the velocity check 
determining whether the unbanked subscriber has exceeded a specified 
number of transactions within a specified time period;” 

5i “validating the status of the specified recipient to ensure the specified 
recipient has a valid mobile wallet account;” 

5j “debiting the specified payment method by the specified amount of funds;” 
5k “transferring the specified amount of funds to the specified recipient over at 

least one of the plurality of channels connected to the monetary transaction 
system;” 

5l “notifying the unbanked subscriber that the specified amount of funds was 
transferred to the specified recipient over at least one of the plurality of 
channels connected to the monetary transaction system.” 

  
6 “The monetary transaction system of claim 5, wherein validating the status 

of the specified recipient comprises performing a check on the specified 
recipient to comply with the office of foreign assets control.” 

  
7 “The monetary transaction system of claim 5, wherein the money is 

transferred internationally between the mobile wallets.” 
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