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1 This request is being filed pursuant to the Revised Interim Director Review Process
adopted on July 24, 2023.



l. INTRODUCTION

Pursuant to 37 C.F.R. § 42.71(d) and the Revised Interim Director Review
Process adopted on July 24, 2023, Patent Owner respectfully requests a rehearing of
the Board’s decision granting institution of inter partes review (Paper 10).

Under 35 U.S.C. 8§8314(a), “[t]he Director may not authorize an inter partes

review to be instituted unless the Director determines that the information presented

in the petition ... shows that there is a reasonable likelihood that the petitioner would

prevail.” In addition, 37 C.F.R. 842.10(b)(3) requires the Petition to identify “[h]ow

the challenged claim is to be construed.” In the context of these requirements, this
case presents the following legal issues: (1) whether the Director can institute an
inter partes review if the Petition fails to demonstrate that the relied on references

meet the claim construction advanced in the Petition, and, if so, (2) whether an

institution can hinge on information not set forth in the Petition.

In this case, the Board rejected the Petitioner’s proposed construction and
declined to address Patent Owner’s argument that the prior art failed to meet the
claim construction identified in the Petition. The Board then authored its own
argument for unpatentability, based on information not included in the Petition, and
instituted the inter partes review under 8314(a). These aspects of the Institution
Decision cannot be reconciled with the requirement that the institution be based on

“the information presented in the petition.” 35 U.S.C. 314(a).




II. STATUTORY THRESHOLD FOR INSTITUTION
The statutory threshold for institution is codified in 35 U.S.C. 8314(a), which
states:

(a) Threshold. The Director may not authorize an inter partes
review to be instituted unless the Director determines that the
information presented in the petition filed under section 311 and any
response filed under section 313 shows that there is a reasonable
likelihood that the petitioner would prevail with respect to at least 1 of
the claims challenged in the petition. (emphasis added).

The Rules promulgated by the Office go on to (i) specify that the information
presented in the Petition must include an identification of how the claim is to be
construed, and (ii) restate the statutory threshold for institution:

37 C.F.R. § 42.104 - Content of petition.

In addition to the requirements of 8§ 42.6, 42.8, 42.22, and 42.24, the
petition must set forth:

(b) Identification of challenge. Provide a statement of the precise relief
requested for each claim challenged. The statement must identify the
following: ...

(3) How the challenged claim is to be construed. ...

37 C.F.R. 8 42.108 - Institution of inter partes review.

(c) Inter partes review shall not be instituted unless the Board decides
that the information presented in the petition demonstrates that there is
a reasonable likelihood that at least one of the claims challenged in the
petition is unpatentable. (emphasis added).

In SAS Institute Inc. v. lancu, 138 S. Ct. 1348, (2018), the United States
Supreme Court contrasted the “inquisitorial process” used in reexaminations with

the statutory requirement that an inter partes review be grounded in the Petition:

2


https://www.law.cornell.edu/definitions/index.php?width=840&height=800&iframe=true&def_id=bb60766a6af0534def01f16d0b094bad&term_occur=999&term_src=Title:37:Chapter:I:Subchapter::Part:42:Subpart:B:Subjgrp:222:42.104
https://www.law.cornell.edu/cfr/text/37/42.6
https://www.law.cornell.edu/definitions/index.php?width=840&height=800&iframe=true&def_id=bb60766a6af0534def01f16d0b094bad&term_occur=999&term_src=Title:37:Chapter:I:Subchapter::Part:42:Subpart:B:Subjgrp:222:42.104
https://www.law.cornell.edu/definitions/index.php?width=840&height=800&iframe=true&def_id=54b12794d27226018013acefbbb074bb&term_occur=999&term_src=Title:37:Chapter:I:Subchapter::Part:42:Subpart:B:Subjgrp:223:42.108
https://www.law.cornell.edu/definitions/index.php?width=840&height=800&iframe=true&def_id=bb60766a6af0534def01f16d0b094bad&term_occur=999&term_src=Title:37:Chapter:I:Subchapter::Part:42:Subpart:B:Subjgrp:223:42.108
https://www.law.cornell.edu/definitions/index.php?width=840&height=800&iframe=true&def_id=bb60766a6af0534def01f16d0b094bad&term_occur=999&term_src=Title:37:Chapter:I:Subchapter::Part:42:Subpart:B:Subjgrp:223:42.108

... Congress has supplemented litigation with various administrative
remedies. The first of these was ex parte reexamination. Anyone,
including the Director of the Patent Office, can seek ex parte
reexamination of a patent claim. 88302, 303(a). Once instituted,
though, an ex parte reexamination follows essentially the same
Inquisitorial process between patent owner and examiner as the initial
Patent Office examination. 8305. Later, Congress supplemented ex
parte reexamination with inter partes reexamination. Inter partes
reexamination (since repealed) provided a slightly more adversarial
process, allowing a third party challenger to submit comments
throughout the proceeding. 8314(b)(2) (2006 ed.) (repealed). But
otherwise it too followed a more or less inquisitorial course led by the
Patent Office. 8314(a). Apparently unsatisfied with this approach, in
2011 Congress repealed inter partes reexamination and replaced it
with inter partes review. See 35 U. S. C. 88311-319 (2012 ed.).

The new inter partes review regime looks a good deal more like
civil litigation. At its outset, a party must file “a petition to institute an
Inter partes review of [a] patent.” §311(a). The petition “may request to
cancel as unpatentable 1 or more claims of [the] patent” on the ground
that the claims are obvious or not novel. 8311(b); see 88102 and 103.
In doing so, the petition must identify “each claim challenged,’ the
grounds for the challenge, and the evidence supporting the challenge.
8312(a)(3). The patent owner, in turn, may respond with “a preliminary
response to the petition” explaining “why no inter partes review should
be instituted.” §313. With the parties’ submissions before him, the
Director then decides “whether to institute an inter partes review . . .
pursuant to [the] petition.” §314(b). (In practice, the agency’s Patent
Trial and Appeal Board exercises this authority on behalf of the
Director, see 37 CFR 842.4(a) (2017).) Before instituting review, the
Director must determine, based on the parties’ papers, “that there is a
reasonable likelihood that the petitioner would prevail with respect to
at least 1 of the claims challenged in the petition.” 35 U. S. C. §314(a).
(id. at 138 S. Ct. at 1353-1354 (emphasis added)).




In contrast to the “inquisitorial process” used in reexaminations, the Supreme
Court explained that the contours of an inter partes review must be guided by the
Petition rather than being defined by the Director:

... Start where the statute does. In its very first provision, the statute
says that a party may seek inter partes review by filing “a petition to
institute an inter partes review.” §311(a). This language doesn’t
authorize the Director to start proceedings on his own initiative. Nor
does it contemplate a petition that asks the Director to initiate whatever
kind of inter partes review he might choose. Instead, the statute
envisions that a petitioner will seek an inter partes review of a particular
kind—one guided by a petition describing “each claim challenged” and
“the grounds on which the challenge to each claim is based.”
8312(a)(3). From the outset, we see that Congress chose to structure a
process in which it’s the petitioner, not the Director, who gets to define
the contours of the proceeding. And “[jlust as Congress’ choice of
words is presumed to be deliberate” and deserving of judicial respect,
“so too are its structural choices.” University of Tex. Southwestern
Medical Center v. Nassar, 570 U. S. 338, 353 (2013).

It’s telling, too, to compare this structure with what came before.
In the ex parte reexamination statute, Congress embraced an
inquisitorial approach, authorizing the Director to investigate a
question of patentability “[o]n his own initiative, and at any time.”
8303(a). If Congress had wanted to give the Director similar authority
over the institution of inter partes review, it knew exactly how to do
so—it could have simply borrowed from the statute next door. But
rather than create (another) agency-led, inquisitorial process for
reconsidering patents, Congress opted for a party-directed, adversarial
process. Congress’s choice to depart from the model of a closely related
statute is a choice neither we nor the agency may disregard. See Nassar,
supra at 353-354.

More confirmation comes as we move to the point of institution.
Here the statute says the Director must decide “whether to institute an
Inter partes review . . . pursuant to a petition.” §314(b). The Director,
we see, is given only the choice “whether” to institute an inter partes
review. That language indicates a binary choice—either institute
review or don’t. And by using the term “pursuant to,” Congress told
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the Director what he must say yes or no to: an inter partes review that
proceeds “[i]n accordance with” or “in conformance to’’ the petition.
OED, www.oed.com/view/Entry/155073. Nothing suggests the
Director enjoys a license to depart from the petition and institute a
different inter partes review of his own design. (id. at 138 S. Ct. at 1355-
1356 (emphasis added)).

* * %

... The statutory provisions before us deliver unmistakable commands.
The statute hinges inter partes review on the filing of a petition
challenging specific patent claims; it makes the petition the centerpiece
of the proceeding both before and after institution; and it requires the
Board’s final written decision to address every claim the petitioner
presents for review. (id. at 138 S. Ct. at 1358 (emphasis added)).

The AIA Statute, PTO Rules, and the Supreme Court’s opinion in SAS
Institute, all make plain that the Director’s decision to institute an inter partes review

must be grounded in the Petition, rather than following the “inquisitorial process”

used by the Director in reexaminations. The Institution Decision in this case failed
to adhere to these requirements.
IIl. THE PETITION AND PRELIMINARY RESPONSE

The record upon which the Institution Decision was based consisted of only
the Petition (Paper No. 2) and the Patent Owner Preliminary Response (POPR, Paper
No. 7). While Petitioner requested leave to file a Pre-Institution Reply, the Board
denied that request on the ground that Petitioner had “not established ‘good cause’
for additional preliminary briefing.” Paper No. 9 at 3.

The Petition challenged claims 1-3 and 5-7 (Challenged Claims) of U.S.

Patent No. 8,538,845 (the “’845 Patent,” Ex. 1001), each of which recites an



“unbanked subscriber.”? Pursuant to its requirement to identify how the Challenged
Claims should be construed (37 C.F.R. 42.104(b)(3)), the Petition advanced the
following explicit construction of “unbanked subscriber”:

... an unbanked subscriber is one that does not have or have access to a
financial institution account. (Pet., 16)(emphasis added)

The term “financial institution account” broadly encompasses any financial
account provided by a financial institution.® See, POPR at 10. As masters of the
Petition, Petitioners chose to construe an “unbanked subscriber” as someone who,
not only lacked (or lacked access to) a bank account, but as someone who also lacked
(or lacked access to) a financial institution account with any of the numerous types
of financial institutions besides banks. See, POPR at 10-11.

The Petition relied on U.S. Pat. Publ. 2007/0255620 (‘“Tumminaro”)

(Ex. 1005) for the “unbanked subscriber” limitations recited in the Challenged

2 See, e.g., Ex. 1001, Claim 1 at 29:42-48 (“a monetary transaction system processor
that performs the one or more transactions specified by the unbanked subscriber, ...
whether the transaction is permissible based on data indicated in the unbanked
subscriber’s profile); and 29:58-60 (“the agent communication indicating that the
unbanked subscriber desires to deposit a specified amount of funds into the
unbanked subscriber’s mobile wallet account.”)

3 The term “financial institution” is defined in the U.S. Code as follows:

The term “financial institution” means any institution engaged in the business of
providing financial services to customers who maintain a credit, deposit, trust, or
other financial account or relationship with the institution. 15 U.S.C. 86827 (1999)
(emphasis added).
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Claims, asserting without explanation that subscribers with access to funds held in
Tumminaro’s pooled bank accounts were “unbanked subscribers’:

... Tumminaro discloses the payment system is capable of “conducting
monetary transactions between unbanked subscribers and other
entities.” Tumminaro explains that “[t]he stand-alone closed loop
payment system of the present invention is designed to integrate with a
companion bank account. This account can be a preexisting account or,
for unbanked users, accounts can be created or held in a pooled
account with the partner bank.” Ex-1005, [0447], emphasis added.
(Pet. at 30-31) (emphasis in original).

* %k ok

... As explained above, Tumminaro’s “pooled account” serves as “the
unbanked subscriber’s mobile wallet account. See Ex-1005, [0447].
Tumminaro discloses “crediting the unbanked subscriber’s mobile
wallet account with the specified amount of funds.” Ex-1005, [0604]
(“At times, account holders may add funds to the pooled account as
indicated at 5302. Such funds may be deposited at a partner
merchant that has agreed to accept funds from account holders
which are then deposited into the pooled account.”). Thus,
depositing funds into the pooled account “credit[s] the unbanked
subscriber’s mobile wallet account with the specified amount of funds.”
(Pet. at 66) (emphasis in original).

Completely missing from the Petition was any explanation why subscribers
with access to Tumminaro’s pooled bank accounts lacked access to a “financial
institution account,” as required by the Petition’s construction of “unbanked

subscriber.” More simply, the Petition failed to explain how Tumminaro met the

Petition ’s own construction of “unbanked subscriber.”

In the Patent Owner Preliminary Response (POPR), Patent Owner explained

that Tumminaro’s system operates as a “financial institution” because each
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subscriber (including Tumminaro’s so-called “unbanked subscribers”) with funds in
Tumminaro’s “pooled account™ has direct access to a “financial institution account.”

POPR at 12-19. Tumminaro expressly defines its “pooled account™ as a bank account

(which is indisputably a “financial institution account™ ):

In an embodiment of the invention, a mobile device is associated
to one or more bank accounts (checking, savings, credit, prepaid, or a
pooled account, and the like) ... Ex. 1005 at [0242] (emphasis added).

***x

... funds from each account holder are pooled at a single financial
institution and each account holder has an interest in the pooled
account equal to the funds deposited, minus the funds transferred to
another account plus the funds received from others. Account holders
may withdraw some or all of their available funds from the pooled
account. Id. at [0197] (emphasis added).

In addition, as explained in the POPR, Tumminaro discloses that its
subscribers may deposit funds directly into the pooled bank account using an ATM:

At times, account holders may add funds to the pooled account as
indicated at 5302. Such funds may be deposited at a partner merchant
that has agreed to accept funds from account holders which are then
deposited into the pooled account. Alternatively, the account holder
may utilize their plastic debit card at an ATM to deposit cash or checks
... Id. at [0604] (emphasis added)

As depicted in the following annotated version of Figure 5 of Tumminaro

(prepared by Patent Owner and shown at p. 18 of the POPR), Tumminaro’s “pooled

accounts’’ are bank accounts that hold the funds of so-called ‘“unbanked

subscribers,” and such subscribers have direct ATM access to these accounts:
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Fig. 5
As Patent Owner explained, while Tumminaro may refer to “unbanked users”
by name, the Petition failed to explain how such users lack a financial institution
account or access to one, as required by the construction in the Petition. POPR at 12.
Significantly, the Petition did not even dispute that Tumminaro’s “pooled accounts”
were bank accounts. Rather, the Petition expressly acknowledged that Tumminaro’s

“[p]ooled accounts are bank accounts for multiple users held at a partner financial

institution or internally by the closed loop system itself.” (Pet. at 23) (emphasis
added). The Patent Owner, therefore, argued that the institution should be denied

because the information in the Petition failed to show that Tumminaro’s so-called

“unbanked subscribers” lacked access to a “financial institution account,” as

required by the construction set forth in the Petition.



IV. THE INSTITUTION DECISION
The Institution Decision acknowledged Patent Owner’s argument why the

institution should have been denied, but failed to substantively address it because

the Board rejected the claim construction identified in the Petition. Institution
Decision, Paper No. 9 at 11 (“Because we decline to adopt PayPal’s proposed
construction, we need not address Fintiv’s argument ...””). The Board then authored

its own argument for unpatentability, based on information not included in the

Petition, and instituted the inter partes review under 8314(a). In so doing, the Board
failed to comply with the statutory requirement that a decision to institute an inter

partes review be grounded in the Petition.

In SAS Institute, the Supreme Court characterized inter partes review as much
“like civil litigation,” even referring to the IPR Petition as a “complaint.” 138 S. Ct.
at 1355 (“[m]uch as in the civil litigation system it mimics, in an inter partes review
the petitioner is master of its complaint.”) And like the analysis applied by a District
Court adjudicating a motion to dismiss a complaint on the pleadings (e.g., under Fed.
R. Civ. P. 12), the first task of the Board under 8314(a) is to determine whether the
Petition contains sufficient allegations which, if accepted as true, would permit a
finding in favor of the Petitioner. If the allegations in the Petition fail to satisfy this
minimum threshold, the institution must be denied. See, e.g., Wasica Finance GmbH

v. Continental Automotive Systems, Inc., 853 F.3d 1272, 1286—87 (Fed. Cir. 2017)
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(“the expedited nature of IPRs bring with it an obligation for petitioners to make
their case in their Petition to institute.”)

In the context of adjudicating a motion to dismiss on the pleadings, if the
complaint is deficient, the Court cannot revise the complaint to state a cause of
action, and deny the motion to dismiss. Similarly, if an IPR Petition is deficient on
its face, the Board cannot correct the Petition, and then institute an IPR based on
other information not set forth in the Petition.

After this initial hurdle is cleared, the Board is certainly free to reject the claim
construction proposed in the Petition, and institute the inter partes review based on
the Board’s construction so long as the information in the Petition provides the basis
for the Board’s analysis. However, if this initial hurdle is not cleared, the analysis
under 8314(a) must end, and the institution must be denied. In the present case, the
Board failed to assess whether the Petition even cleared this initial hurdle, because
the Board failed to analyze whether the prior art met the Petition’s own construction
of “unbanked subscriber.”

In this case, after rejecting the Petition’s proposed construction, the Board
then authored its own interpretation of “unbanked subscriber,” one that neither party
had advanced. Specifically, the Board interpreted an “unbanked subscriber” as a

subscriber that does not have (or does not have access to) a traditional bank account
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or credit union account. The Board rendered this interpretation in two steps. First,
in the Claim Construction section, the Institution Decision stated:

Upon reviewing the specification of the *845 patent, it provides
an explicit definition of the claim term “unbanked subscriber.” That is,
the specification states that “/a/n ‘unbanked subscriber’ is a subscriber
that does not have (or does not have access to) a bank account or credit
union account.” Ex. 1001, 12:25-27. (Institution Decision, Paper No. 9
at 11) (emphasis added).

See, also, id. at 22 (“we preliminarily construe the claim term “unbanked subscriber”
as “a subscriber that does not have (or does not have access to) a bank account or
credit union account.”) The “express definition” cited by the Board completely
precludes an “unbanked subscriber” from having (or having access to) any bank
account or credit union account. However, in the second step, when applying the
prior art, the Board added a gloss to the specification’s definition, further limiting
an “unbanked subscriber” to one that does not have (or does not have access to)
something that the Board termed to be a “traditional” bank account or credit union
account:

As we explain above, we understand Tumminaro to draw a
distinction between a banked user (i.e., an individual that has (or has
access to) a bank account) and an unbanked user (i.e., an individual
that does not have (or does not have access to) a bank account). When
making its payment system accessible to an unbanked user,
Tumminaro discloses that the unbanked user may maintain money in
a pooled account. ... Tumminaro further discloses that the pooled
accounts may be virtual pooled accounts 134 that are “managed
separately from the pooled accounts of the financial institution.”... In
our view, Tumminaro discloses that the pooled accounts are not
traditional bank accounts, but rather temporary virtual accounts
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created for an unbanked user that he/she may use to interact with the
payment system.

Even if we were to agree with Fintiv that Tumminaro’s payment
system allows an unbanked user to make deposits and withdraws from
his/her pooled account using an ATM, this would not change our
preliminary view that the pooled account is not a traditional bank
account. ... Id. at 24-25.

The Board’s position that a subscriber who has access to a bank account (i.e.,

Tumminaro’s pooled banked account) is nonetheless an “unbanked subscriber” for

purposes of the ’845 Patent so long as the bank account is not a “traditional” bank

account, is not grounded in the Petition (or any intrinsic or extrinsic evidence). In

fact, the Petition made no such argument. Nor is there any information in the record
as to what does or does not constitute a “traditional’” bank account.

In attempting to distinguish “traditional” bank accounts from ‘“non-
traditional” bank accounts, the Institution Decision relied on a statement from
Petitioner’s expert that “unbanked” refers to “individuals that cannot get accounts at

traditional financial institutions” (ld. at 23). This statement uses the adjective

“traditional” to describe traditional financial institutions. It does not even suggest

that, within a traditional financial institution (like the bank in Tumminaro), there are

“traditional” and “non-traditional” bank accounts. That notion emanated completely

from the Board.*

4 1t bears noting that Petitioner’s expert opined that “a POSA reading the *845 Patent
would understand that the plain and ordinary meaning of the term “unbanked
subscriber” is a subscriber that does not have or have access to a financial institution
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Also lacking from the Petition (or the prior art) was any reference to
Tumminaro’s pooled bank accounts being “temporary” bank accounts, as stated in
the Institution Decision. See, Institution Decision at 24 (“Tumminaro discloses that
the pooled accounts are not traditional bank accounts, but rather temporary virtual
accounts ...”); at 25 (describing the pooled account as ‘“nothing more than a
temporary virtual account ...”); and at 28 (“Tumminaro’s pooled accounts and
reloadable prepaid debit accounts are not traditional bank accounts, but rather
temporary (and in the case of pooled accounts—also virtual) accounts ....”)
Significantly, neither the Petition, nor its accompanying expert declaration
characterized, Tumminaro’s pooled accounts as “temporary” (because they are not),
and Tumminaro itself nowhere includes the word “temporary.” Again, the entire
notion that Tumminaro’s pooled accounts are “temporary” emanated from the
Board, rather than being grounded in the Petition.

V. CONCLUSION
Under 35 U.S.C. 8314(a), “[t]he Director may not authorize an inter partes

review to be instituted unless the Director determines that the information presented

in the petition ... shows that there is a reasonable likelihood that the petitioner would

prevail.” Here, the basis for the Institution Decision does not emanate from

account.” Ex. 1003 at { 80. In contrast to the Board, Petitioner’s expert did not
attempt to distinguish between “traditional” and “non-traditional”” bank accounts.
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information presented in the petition, but rather from the Board. This is contrary to

the Supreme Court’s statement that, in creating the inter partes review process,

Congress did not “create (another) agency-led, inquisitorial process for

reconsidering patents.” SAS Institute, 138 S. Ct. at 1355-1356 (emphasis added)).
Instead, Congress made “the petition the centerpiece of the proceeding,” (Id. at

1358), and required the Director to “determine, based on the parties’ papers, ‘that

there is a reasonable likelihood that the petitioner would prevail with respect to at
least 1 of the claims challenged in the petition.”” Id. at 1353-1354 (emphasis added)).
In this case, the Board strayed from these requirements in instituting these
proceedings. For these reasons, the Patent Owner requests that the Director
reconsider and vacate the Institution Decision.

Dated: November 1, 2023 Respectfully submitted,

By: /s/ Jonathan K. Waldrop
Jonathan K. Waldrop

USPTO Registration No. 50,334
Attorney for Patent Owner
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