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I. INTRODUCTION

Petitioner materially changed its claim construction position during the
District Court trial a little over two weeks before the Institution Decision, and now
agrees with Patent Owner that the claims require the application to be executing
remotely on the server. Petitioner’s new construction cannot support that Hariki’s
web browser—the only “application” the Board found met all the limitations for
claims 1-3, 5-14, and 16-22—satisfies the claim limitations. Or, at a minimum,
Petitioner’s new claim construction position introduces enough of a question such
that there 1s not compelling evidence of unpatentability.

As explained herein, Petitioner’s adoption of a diametrically opposed claim
construction from the one Petitioner required for its arguments is a factual change of
status that the Board can—and should—consider in deciding this request for
rehearing. There is good cause for the Board to consider this new evidence, at least
because: (1) this inconsistent position is the type that the rules say should be
considered as a matter of course; (2) Petitioner’s about-face did not occur until after
Patent Owner filed its Preliminary Response; and (3) the material change goes to the
very heart of both the discretionary denial and merits decision.

While Patent Owner believes the Petition should be denied because
Petitioner’s change of position precludes a factual finding supported by substantial

evidence—i.e., that Hariki’s web browser could be the claimed application—the
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Board should at least find the weakened Petition (in light of the agreed-upon claim
construction) cannot meet the much higher compelling evidence standard, and
reverse the discretionary denial decision.

II. RELIEF REQUESTED AND BASIS FOR ITS ENTITLEMENT

Patent Owner requests that the Board reverse its decision instituting trial.
See Paper 10 (“Inst. Dec.”). The basis for this relief is that the only “application”
the Board identified as meeting the limitations of independent claims 1 and 12 (and
dependent claims 2-3, 511, 13-14, and 16-22) is Hariki’s “web browser,” id. 64—
65; however, the web browser in Hariki is not running on a server, remote from the
“wireless device,” as both Parties agree is required by the claims. Relatedly, there
is at least a question as to whether a claim is obvious, so the Board should reverse
its compelling evidence finding and discretionarily deny the Petition. See OpenSky
Indus., LLC v. VLSI Tech. LLC, 1PR2021-01064-102, at 49 (Oct. 4, 2022)
(precedential).

III. LEGAL STANDARD

When deciding a request for rehearing, the Board will reverse if it finds an
“abuse of discretion.” 37 C.F.R. § 42.71(c). “An abuse of discretion may arise if
the decision is based on an erroneous interpretation of law, if a factual finding is not
supported by substantial evidence, or if an unreasonable judgment is made in

weighing relevant factors.” Conopco, Inc. v. Procter & Gamble Co., IPR2014-
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00506-25, at 2-3 (PTAB Dec. 10, 2014) (informative) (citations omitted).

Additionally, the Board has inherent authority to reverse an institution
decision based upon changed facts. Canadian Solar Inc. v. The Solaria Corp.,
IPR2021-00095-17, at 7-8 (PTAB Sept. 24, 2021) (citing GTNX, Inc. v. INTTRA,
Inc., 789 F.3d 1309, 1313 (Fed. Cir. 2015)). A factual change in a parallel
proceeding, such as a party’s complete reversal of a claim construction, is a change
of status that the Board should consider. Director Review, Vector Flow, Inc. v. HID
Global Corp., 1PR2023-00353-11, at 2 & 7 (PTAB Aug. 10, 2023) (reversing
institution decision and mandating the Board allow additional briefing regarding
changes in the parallel district court proceeding, including a party’s inconsistent
claim construction); see also Ford Motor Co. v. MIT, IPR2021-00341-17, at 2-3
(PTAB Nov. 21, 2022) (granting request for rehearing upon claim construction
reversal in parallel litigation); Consolidated Trial Practice Guide (“TPG”), 48
(Nov. 2019) (“The Board, in its claim construction determinations, will consider
statements regarding claim construction made ... by a petitioner filed in other
proceedings.”).

“The burden of showing a decision should be modified lies with the party

challenging the decision.” 37 C.F.R. § 42.71(d).
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IV. NEW EVIDENCE FOR THE BOARD’S CONSIDERATION?

In the Petition, Petitioner said “POSITAs would have understood that the
‘application’ is not limited to one residing only on a client or only on a server.”
Pet. at 36 n.10 (emphasis added). Subsequently, during trial, Petitioner and its
expert materially changed its claim construction position, arguing that the claims do
require that the application execute exclusively on a server.® Ex.2019, Trial
Testimony of Netflix’s Technical Expert, 209:12—14 (“The claimed application—
it’s very clear in the claims in the patent—the application has to be executing on the
server.”); id. 216:8—10 (“So the patents, the asserted claims require an application
that’s executing on a server.”); id. 222:10-12 (“So it’s important to emphasize that
the claims require they recite an application, and that application has to be executing
on the server.”); id. 225:11-12 (“Well, according to the patent, the application is—
needs to be executing on the server.”); id. 228:6-9 (“Yeah. The—it has to be for an
application, the claimed application. And the claimed application in the patents has
to be executing on the server.”); id. 229:4—6 (““And that application has to be the

same application that I discussed before, the one that’s executing on the server.”);

2 The Board authorized Patent Owner to submit the cited exhibits and to argue that

good cause exists for admitting the new evidence by email on November 16, 2023.
3 During trial, Patent Owner asserted Claim 16 of the ’245 Patent, which is

dependent on Claim 12.
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Ex. 2020, Netflix Closing Arguments, 42:12—13 (“[R]emember, the application in
the claims is what’s on the server.”); id. 46:10-17 (“[F]ocus[ing] on where that
application lives... Again, Dr. Malek and Dr. Villasenor both agree that the
application lives on the server, on the back end. No dispute about that.”).

Netflix and its expert explicitly differentiated the claimed application from

anything that could be called an application on the wireless device:

Q. The device has its own software application on it,

correct?
A. Tt has software on it.
Q. Is that software not an application?

A. Well, I just want to be careful to make sure that the
word application is not misused. It is not the claimed

application. . . .

Q. So you have an application, claimed application on

the server, correct?

A. There must be an application on the server. That’s

right.

Q. Then the app—a different application on the wireless

device renders a user display, correct?

A. Well, it renders a display that shows the application

that’s running on the server, yeah.”

Ex. 2019, 243:4-24; see also Ex. 2020, 39:7-13 (“So remember, I showed you
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the evidence that both experts agree that the application that’s in the claim is a
back-end application. In fact, you remember I asked Dr. Malek: If I download
the Netflix app on my phone, is that the application in the claim? He said no. He
agreed with me. Both experts agree. The application must be on the back end.”).

Then, in a preview of the claim construction that Petitioner will argue to this
agency’s reviewing court on appeal, Petitioner filed a Motion for Judgment as a
Matter of Law that there is no infringement of a patent with an identical specification
as the 245 Patent,* because “[t]he ‘application’ required by the claims is on the
server.” Ex. 2021, p. 6, 11. 2-3 (citing Ex. 2019 209:12-14, 216:8-9, 222:7-16).

In short, there is no question that Petitioner has changed its position and now
agrees with Patent Owner that “it’s very clear in the claims in the patent—the
application has to be executing on the server.” Ex. 2019, 209:12—-14. The Institution
Decision cited a routine decision, Samsung Elecs. Co. v. Smart Mobile Techs. LLC,
[PR2022-01248-13, at 58 (PTAB Jan. 24, 2023), for the proposition that a
petitioner can advance “different constructions” in District Court and before the
Board. Inst. Dec. 105. However, Samsung merely permitted a petitioner to
maintain that “no formal claim construction” was necessary instead of using the

specific construction proposed in district court, or that petitioner could adopt a

4 U.S. Patent No. 8,989,715 at issue in [IPR2023-00757.

_6-
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construction “advanced by a patent owner that is seeking to broadly construe the
claims to prove infringement,” which is not being done here. 1PR2022-01248-
13,at 58. Nothing in Samsung permits a petitioner to advance a construction that
i1s diametrically opposite from the construction it advanced during trial. A
Petitioner cannot reasonably state that a claim requires X in the district court and,
simultaneously, state that the same claim does not require X in the PTAB.
Offering such contradictory positions necessitates that Petitioner is being
untruthful’ or advancing a position with which it expressly disagrees. Hologic,
Inc. v. Enzo Life Sciences, Inc., IPR2018-00019-21, at 2 (PTAB Nov. 28, 2018)
(finding a petitioner may not “satisfy its obligations under our rules by conducting

unpatentability analysis only under a claim construction with which it expressly

disagrees™); CommScope Techs. LLC v. Dali Wireless Inc., 10 F.4th 1289, 1299
(Fed. Cir. 2021) (prohibiting “simultaneously argu[ing]” “incongru[ous] . . . claim[]
requirements for infringement versus invalidity”).

V. GOOD CAUSE FOR NEW EVIDENCE

There is good cause to allow Patent Owner to submit new evidence. First,

> “Petitioner’s failure to inform [the PTAB] of its differing claim construction

arguments before the district court raises the specter of lack of candor.” Facebook,
Inc. v. Sound View Innovations, IPR2017-00998-13, at 17-18 (PTAB Sept. 5, 2017)
(citing 37 C.F.R. § 42.11(a)).
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Petitioner would have been obligated to provide this relevant, non-privileged,
information inconsistent with its position in its Petition had it existed at the time the
Petition was filed. TPG 47 (citing 37 C.F.R. § 42.51(b)). This rule demonstrates
that the Board has a policy that inconsistent evidence—in this case created by
Petitioner itself—is important to a fair proceeding, and Petitioner is not harmed by
admitting the evidence. This supports finding good cause.

Second, the evidence goes to the heart of the related substantive and
procedural matters that the Board relied upon in making its Institution Decision as
described above and below. The highly relevant nature of the evidence—that the
Board should have when reconsidering its decision—also supports good cause.

Third, the new evidence was not available when Patent Owner filed its
Preliminary Response, so Patent Owner could not have included the evidence in its
prior filing. That Patent Owner did not choose to omit evidence available to it also
marshals for finding good cause.

Fourth, Patent Owner did not delay in bringing its request. Patent Owner
sought a call for permission to include new evidence with the Board approximately
8 days after the Institution Decision was issued, and the Board instituted only 12
business days after the trial. This is reasonable given that Patent Owner needed time
appreciate the change vis-a-vis the Petition, analyze the Institution Decision,

research the caselaw to determine whether there was a strong basis to bring a request,
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and to meet and confer with opposing counsel. The lack of delay also militates for
a good cause finding.

Fifth, the evidence is minimal and focused. Patent Owner is only providing
and citing a few pages from the trial transcript, and two lines from Petitioner’s post-
trial motion, which collectively and unambiguously show that Petitioner has
changed its position. As such, it is not burdensome to consider the evidence, or
evidence that is open to interpretation—again supporting good cause.

Indeed, the material change in Petitioner’s claim construction position—
between the filing of the Preliminary Response and the Institution Decision—is the
type of factual change that warranted “good cause” to present new evidence in a
similar case, where “Petitioner sought authorization to file a reply addressing the
Patent Owner’s arguments for discretionary denial and alleged inconsistencies in
claim construction positions taken in the pending litigation.” Vector Flow, PR2023-
00353-11, at 2. The Director reversed the institution decision and ordered the Panel
to allow additional briefing because “[t]he Board’s reasoning in denying Petitioner’s
request to file a reply did not take into account the change in status of the parallel
district court proceeding that occurred between the Petition and the Preliminary
Response.” Id. 7. In a similar manner, the changed factual circumstances that
occurred after the Preliminary Response was filed and before the Institution

Decision was issued demonstrate good cause to present new evidence in this request
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for rehearing.

VI. MATTERS THE BOARD MISAPPREHENDED OR OVERLOOKED
AND THE PLACE WHERE EACH MATTER WAS PREVIOUSLY
ADDRESSED IN A REPLY

While the Board could have taken judicial notice of the Petitioner’s change of
position as it did with other activities in the District Court, see, e.g., Dec. Inst. 22
(citing Ex. 3001, Jury Verdict); see also Ex. 3002 (Order re MSJ); Nov. 2, 2023
Email from PTAB (explaining that “the Board may take judicial notice of
information available from those [district court] docket entries,” such as filed
Ex. 1024, Netflix’s Memorandum in Opposition to GoTV Streaming, LLC’s Motion
for Judgment as a Matter of Law), the Board could not have overlooked Petitioner’s
change of position in the Petition or Preliminary Response because the reversal did
not occur until after those documents were filed. Patent Owner is asking the Panel
to base its decision upon the after-arising factual changes as allowed under its
inherent authority as explained above.

VII. THE PARTIES CLEARLY CONTESTED THAT THE APPLICATION
MUST RUN ON THE SERVER, AND PETITIONER’S CONCESSION
THAT IT DOES UPENDS THE BASIS FOR THE BOARD’S
INSTITUTION DECISION

The claim construction issue of whether an application must be remotely
executing on a server as Patent Owner contended, or whether the claimed application

“is not limited to one residing ... only on a server” as Petitioner argued, Pet. at

-10 -
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36 n.10, was clearly at issue for claims 1-3, 5-14, and 16-22. Patent Owner said
of Petitioner’s construction: “[t]his is incorrect.” Paper 7 (“POPR™), at 8 n.4.

Petitioner agreed Hariki’s browsers run on the client. See, e.g., Pet. at 10
(“Web browsers are client applications.”), 24 (“The mobile devices ‘run[] a web
browser program’”) (citing Ex. 1005 [0021]), 37 (“[T]he mobile device ‘executes’
the application, i.e., web browser.”) (citing Ex. 1005 [0028]), 48 (“[T]he application
(e.g., a web browser) [is] executed on the mobile device.”) (citing Ex. 1002,
Bederson Dec’l, 9149). Petitioner then relied upon this claim construction by
identifying “the web browser” running on the wireless devices as the application.
See, e.g., Pet. 36.

The Board agreed with Petitioner that “Hariki teaches ‘an application’ on a
mobile device, i.e., a web browser program.” Inst. Dec. 64 (emphasis added).

From the very first page of the Preliminary Response, Patent Owner argued
that the claims only covered “a remotely executing application on a wireless
device.” POPR, at 1 (emphasis added). Patent Owner noted that, at the time of the
patent, “wireless devices generally ran ‘application[s] locally,”” id. at 6 (citing
Ex. 1001, at 2:6-8), that these local applications had problems that the inventor
sought to overcome, id. at 7-8, and, therefore, the *245 Patent’s solution was to run
“applications centrally,” id. at 7-8. Patent Owner specifically noted that “[t]he

Patent-at-Issue’s applications are ‘stored’ and ‘executed’ ‘on the remote server,” in

-11 -
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contrast to traditional applications that were downloaded and locally run on wireless
devices.” Id. at 8 (citing Ex. 1001, at 2:40-41; 2:66—67; 3:11-12; 5:58-60; 6:10—
11; 16:45-46). Patent Owner provided Figure 5 from the 245 Patent to show that
the application is located on the server, and explained that “the server ‘locate[s] and
execute[s] the requested application.”” Id. at 9 (citing Ex. 1001, at 16:40-43 &
Fig. 5). Patent Owner described the remote applications’ compiled pages as
“sent to the wireless client device.” Id. at 11 (citing Ex. 1001, at 18:12-15).

In contrast, Patent Owner noted that the “software on the wireless devices
that interacts with the server,” and renders the remotely running application, was
called the “client” by the ’245 Patent. Id. at 14.

For limitations [1f]/[ 12f], Patent Owner argued that “Hariki does not speak
of the browser running remotely from a wireless device and having its interface,
including any ‘pages,’ sent to a device” or that the “locally running browser and
its pages were transmitted from server 120.” Id. at 43. Rather, Patent Owner
noted that Hariki, at best, intimated that the device manufacturers locally
installed the mobile device browser on the wireless device. /d. at 43 n.8. Patent
Owner argued that “[t]he web browser running on the wireless device in Hariki
may be analogous to the Patent-at-Issue’s client 210 that consumes pages of an
application but is not the claimed application.” Id. at 46.

For limitations [1g]/[12g], Patent Owner asserted that a browser could not

-12 -
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be the application that generates the identified compiled page content because
“[t]he requested application is executed on the server” and “that it is the server
that ‘produces dynamic or static pages’ ‘during execution of an application [on]
the server.”” Id. at 35 (citing Ex. 1001, at 3:2—-12; 3:31-33).

Petitioner anticipated the Patent Owner’s position that the application must be
remote, and implicitly conceded the web browser is not remote, by arguing “[t]o the
extent that the Patent Owner might contend that the ‘associated application’ must be
remote to the mobile device” . . . the Ul content package w[as] associated also with
the web server.” Pet. 3637 (emphasis added).

Ultimately, the Board tacitly adopted Petitioner’s construction that the
claimed application “is not limited to one residing . . . only on a server,” because
the Board identified Hariki’s “web browser”—that everyone agrees is solely
executing on wireless devices—as the “application” of claims for which the Board
found a likelihood of unpatentability, i.e., claims 1-3, 5-14, and 16-22. See, e.g.,
Inst. Dec., at 64—65 (“Hence, based on the current record, Petitioner establishes
sufficiently that Hariki teaches ‘an application’ on a mobile device, i.e., a web
browser program . .. however, we disagree with Petitioner’s alternative assertion
that Hariki teaches ‘an application’ on a server.”).

Given Petitioner’s concession during trial that the application must run on the

server, there 1s no longer substantial evidence to support a finding that Hariki’s web
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browser is the claimed application. See Facebook, Inc. v. Sound View Innovations,
IPR2017-01003-14, at 22 (PTAB Sept. 1, 2017) (explaining that Petitioner’s
failure to “offer[] any explanation as to why now these terms may be interpreted
... [1]n light of [its expert’s] conflicting testimony and Petitioner’s reliance on
that conflicting testimony [in District Court], we are not persuaded Petitioner
has established a reasonable likelihood of prevailing in its assertion that [a]
claim . . . would have been obvious™).

Finally, Petitioner’s prior polar opposite position from that in the related
litigation was also key to the procedural, Fintiv discretionary denial
determination. Patent Owner argued such inconsistent positions—though not
the location of the application, as Petitioner had not yet reversed its position—
should be considered when considering Factor 6 of Fintiv, POPR 59, for which
the Board said, “Patent Owner does not explain how Petitioner’s proposed
explicit constructions for certain claim terms in the California case conflict with
how Petitioner applies those claim terms to the asserted references in this
proceeding.” Inst. Dec. 106. It is now clear that Petitioner’s construction that
the application must run on the server directly conflicts with Petitioner’s position
that a browser—that does not run on the server—can be the claimed application.
This conflict at least diminishes the Petition to the point where there is

insufficient basis to find the Petition meets the “substantial evidence” standard
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to trump the other Fintiv factors that favor discretionary denial. See Resmed
Corp. v. Cleaveland Med. Devices Inc., IPR2023-00565-13, at 16—-18 (PTAB
Sept. 25, 2023) (“Petitioner’s strategy [of asking us to review the unpatentability
arguments under a construction it already asserted in district court is wrong]
undermines its argument that the Petition presents a compelling unpatentability
challenge.”).

VIII. CONCLUSION

Regardless of whether the Board’s decision granting institution was
appropriate under the facts as they existed at the time, Petitioner now agrees with
Patent Owner’s position that the application must be running remotely on a server,
and this change in circumstances warrants rehearing of the Board’s decision based
on Hariki’s browser as the claimed application. Patent Owner requests that the
Board modify its earlier decision and exercise its Fintiv discretion to deny institution

or deny institution on the merits.
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