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I. INTRODUCTION 

Petitioner moves to submit supplemental information as permitted by the 

Board’s email dated October 11, 2024. Petitioner’s motion meets the requirements 

of 37 C.F.R §42.123(a). The supplemental information is (i) a declaration of Matt 

Ceglia (Ex. 1129, “Ceglia Declaration”), which further shows Ex. 1006 (802.16-

2004 - IEEE standard; hereinafter “802.16-2004”) is prior art, and (ii) a full public 

version of the file history for US Patent No. 10,447,450 (Ex. 1130). The 

supplemental information is responsive to Patent Owner’s objections to Exhibits 

1002 and 1007. (Paper 32). Petitioner served the supplemental information to 

Patent Owner within ten business days of the objections. See 37 C.F.R. §42.64(b). 

II. THE SUPPLEMENTAL INFORMATION PERTAINS TO EXHIBITS 

PREVIOUSLY SUBMITTED  

Petitioner previously submitted Ex. 1007, which was a declaration from an 

IEEE employee authenticating 802.16-2004 (Ex. 1006) and establishing public 

accessibility of 802.16-2004 as of October 1, 2004. Patent Owner objected to Ex. 

1007 (Paper 32, P. 2–3) In response to the objections, Petitioner contacted IEEE 

and acquired a second declaration (Ceglia Declaration, Ex. 1129) further 

explaining the public accessibility of 802.16-2004. Ex. 1129 further explains 

IEEE’s regular business practices related to dating their published standards, 

inclusion of metadata, and when publications are first made available to the 

interested public thus further demonstrating that 802.16-2004 was publicly 
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accessible on October 1, 2004 via IEEE Xplore. Petitioner did not intentionally 

withhold the Ceglia Declaration; rather, Petitioner served the supplemental 

evidence in response to Patent Owner’s objections per PTAB procedure. 

Patent Owner objected to Ex. 1002 as being “incomplete.” (Paper 32, P. 1.) 

Ex. 1002 included the relevant excerpts of the publicly available file history, but in 

response to Patent Owner’s objections, Petitioner seeks to file a full public version 

of the file history (Ex. 1130) to supplement Ex. 1002. 

III. BOARD PRECEDENT SUPPORTS THE MOTION 

The Board has consistently granted motions to submit supplemental 

information to confirm the public accessibility of non-patent prior art relied upon 

in the Petition. Hulu, LLC v. Sound View Innovations, LLC, IPR2018-01039, Paper 

29 at 15 (PTAB Dec. 20, 2019) (Precedential) citing Nikon Corp. v. ASML 

Netherlands B.V., IPR2018-00688, Paper 16 at 5–6 (PTAB Oct. 29, 2018). The 

Board has also held, “Petitioner need not demonstrate that the supplemental 

information proffered could not have been obtained earlier.” Valeo NA Inc., v. 

Magna Electronics, Inc., IPR2014-01208, Paper 23 at 5 (PTAB Mar. 9, 2015). Nor 

do the “Board’s rules prohibit[] a party from filing, as supplemental information, 

evidence which also is responsive to evidentiary objections.” (Id.) 

In Nikon, the Board granted Petitioner’s motion to submit a librarian’s 

declaration showing a non-patent prior-art reference was publicly accessible before 
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the filing date of the challenged patent. The Board granted the motion because the 

supplemental information did not change the grounds nor the evidence presented in 

the Petition, did not limit the Board’s ability to ensure a just, speedy, and 

inexpensive trial, did not prejudice patent owner, and precedent supported granting 

motions to submit, as supplemental information, declarations confirming the date 

of public accessibility of non-patent prior art relied upon in the petition. Nikon at 

4–6. 

The facts of this case are like Nikon. Petitioner is seeking to submit a 

declaration further confirming the date of public accessibility of 802.16-2004 (Ex. 

1129), Patent Owner has until December 5, 2024 to respond and will not be 

prejudiced, granting Petitioner’s motion is in the interest of a just, speedy, and 

inexpensive resolution of the trial, and the supplement information does not change 

the grounds nor the evidence presented in the Petition. 

Petitioner respectfully requests the Board grant this motion. 

      Respectfully submitted, 

Dated: October 17, 2024 

  /Kyle G. Konz/   

John S. LeRoy (Reg. No. 48,158) 

Christopher C. Smith (Reg. No. 59,669) 

Kyle G. Konz (Reg. No. 68,910) 

BROOKS KUSHMAN P.C. 

150 W. Second St., Suite 400N 

Royal Oak, Michigan 48067-3846 

Attorneys for Petitioner  
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Certificate of Service 
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316(a)(3) and 37 C.F.R. § 42.123(a), was served via electronic mail to the 

attorneys listed below at the following email addresses: 

NeoWireless_IPRs@lowensteinweatherwax.com; 

lowenstein@lowensteinweatherwax.com; xzhou@caldwellcc.com; 

hhamad@caldwellcc.com; weatherwax@lowensteinweatherwax.com: 

hendifar@lowensteinweatherwax.com  

 

LEAD COUNSEL BACK-UP COUNSEL 

Kenneth J. Weatherwax 

Parham Hendifar 

Lowenstein & Weatherwax LLP 

1016 Pico Boulevard 

Santa Monica, CA 90405 

Tel.: 310.307.4503 

Fax: 310.307.4509 

 

Nathan Lowenstein 

Lowenstein & Weatherwax LLP 

1016 Pico Boulevard 

Santa Monica, CA 90405 

Telephone: (310) 307-4500 

Facsimile: (310) 307-4509 

 

Hamad M. Hamad 

Xu Zhou 

Caldwell, Cassady, & Curry P.C. 

2121 N. Pearl St., Ste 1200 

Dallas, TX 75201 

Telephone: (214) 888-4848 

Facsimile: (214) 888-4849 

 

Respectfully submitted, 

 

  /Kyle G. Konz/   

John S. LeRoy (Reg. No. 48,158) 

Christopher C. Smith (Reg. No. 59,669) 

Kyle G. Konz (Reg. No. 68,910) 

BROOKS KUSHMAN P.C. 

150 W. Second St., Suite 400N 

Royal Oak, Michigan 48067-3846 

(248) 358-4400 

Attorneys for Petitioner  
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Certificate of Compliance Pursuant to 37 C.F.R. § 42.24 
 
 

This paper complies with the type-volume limitation of 37 C.F.R. § 42.24. 

The paper is within the 3-page limit prescribed by the Board’s Authorization email 

dated October 11, 2024, excluding the parts of the paper exempted. 

This paper also complies with the typeface requirements of 37 C.F.R. 

§ 42.6(a)(ii) and the type style requirements of § 42.6(a)(iii)&(iv).   

Respectfully submitted, 

 

Dated: October 17, 2024     /Kyle G. Konz/    

John S. LeRoy (Reg. No. 48,158) 

Christopher C. Smith (Reg. No. 59,669) 

Kyle G. Konz (Reg. No. 68,910) 

BROOKS KUSHMAN P.C. 

150 W. Second St., Suite 400N 

Royal Oak, Michigan 48067-3846 

(248) 358-4400 

 

Attorneys for Petitioner 


