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L. INTRODUCTION

United Services Automobile Association (“Petitioner”) filed a Petition
(Paper 3, “Pet.”) requesting inter partes review of claims 1-27 of
U.S. Patent No. 10,192,369 B2 (Ex. 1001, “the *369 patent™). Petitioner also
filed a paper rankingthree Petitions filed against the 369 patent—ranking
the Petitions 1 to 3 for, respectively, [IPR2023-00768, 00769 (this IPR), and
00770. Paper2. Auto Telematics Ltd. (“Patent Owner”) filed a Preliminary
Response. Paper 7 (“Prelim. Resp.”).

Under 35 U.S.C. § 314(a), an inter partes review may not be instituted
unless the information presented in the Petition and any response thereto
shows “there is areasonable likelithood that the petitioner would prevail with
respect to at least 1 of the claims challenged in the petition.”

Upon consideration of the Petition, Preliminary Response, and the
evidence of record, we determine that the information presented in the
Petition does not establish a reasonable likelihood that Petitioner would
prevail in showingthe unpatentability of at least one of the challenged
claims. Accordingly, we do not institute inter partes review of challenged
claims 1-27 of the *369 patent as unpatentable under the grounds presented
in the Petition.

A. Related Matters

According to the parties, the 369 patent is the subject of a civil action
in Auto Telematics Ltd. v. United Services Automobile Association,
6:22-cv-00474-ADA-DTG, W.D. Tex.), filed May 11, 2022. Pet. 89-90;
Paper 6. The 369 patentis also the subject of petitions in IPR2023-00768
and 00770. See Pet. 2.
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B. The '369 Patent (Ex. 1001)

The 369 patent relates generally to “a mobile device adapted for
installation to a vehicle and configured to log . . . driving information, for
example, video footage associated with how the vehicle is driven.”

Ex. 1001, 1:24-27. This information may be utilized “to determine the
cause of an event such as an accident, to modify driver behaviour and/or to
determine insurance premiums.” /d. at 1:27-30.

The ’369 patent describes that “data logging devices exist for road
vehicles,” and can be used “to determine the cause of traffic accidents or
other vehicle-related events, whetherthese stem from a vehicle malfunction
or driver negligence.” Id. at 1:41-46. However, thesedevices are often
“integrated with the car data network,” and “difficult and costly to install.”
Id. at 1:49-53.

The *369 patent thus proposes a “mobile telecommunications device
adapted for installation to a vehicle and configured to log driving
information associated with the vehicle when driven.” Id. at 1:64-67.
According to the *369 patent, “the use of amobile telecommunication device
enables a data logging device to be conveniently and inexpensively
retrofitted to a vehicle.” Id. at 2:15-17.

To log the data, the adapted device operates by “registering the start
of the drivingperiod during which themobile device is installed to the
vehicle and the vehicle is being driven by the driver.” Id. at 3:21-23. This
prevents logging information needlessly. 7d. at 3:24-25. Preferably, the
registration is “in response to an initialisation input,” such as user input, or
automatic, “in response to the mobile device being installed to the vehicle

and/or thevehiclebeing driven.” Id. at 3:32-39. “For example, ifthe sensor
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datareflects a detected speed above a predetermined threshold—for
example, 20 kilometers per hour—then this can be used to trigger the start of
the drivingperiod.” Id. at 3:42—45.

Figure 2, reproduced below, shows a schematic presentation of an

automobile with amobile device installed for logging. Id. at 12:57-59.
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Figure 2, reproduced above, shows a preferred arrangementofthe
mobile telecommunications device 17 within the automobile 3. /d. at
15:1-4.

Figure 3, reproduced below, shows a schematicillustration of the

functional components of the mobile device of Figure 2. Ex. 1001, 12:60—
61.
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Figure 3 reproduced above shows modular components of mobile
telecommunication device 17 of Figure 2. Ex. 1001, 15:41-42. The ’369
patent discloses that sampled sensor data is stored in storage 34. Id. at
16:66—67. Referringto the flow chart in Figure 4a, the *369 patent further
discloses that

[o]nce the driving period hasbeen initiated, sensor data is
sampled and recorded in storage 34, at step 44. Additionally, the
sampled sensor data is used to generate driving information by
the processor module 33. The sampled sensor data and the
driving information is continuously analysed by the processor
module33, at step 46.

The processor module 33 determinesif a driving incident
has been detected, at step 48. This is determined on the basis of
the analysiscarried out at step 46. Ifa driving incident has been
detected, all the sensor data and driving information associated
with the data file period, is stored in a data file in protected
storage 34b, at step 50.

Ex. 1001, 19:16-28. Accordingto the *369 patent, the sampled data is
preferably stored in the storage buffer 34a, “unless a driving incident has
been identified, in which case the associated sensor data and driving

information is stored in the permanent storage component 34b to avoid
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undesirable overwriting.” Ex.1001, 17:8—14 (emphasis added). The *369

patent adds that

[i]n preferred embodiments, the FIFO storage buffer 34a is
provided with a finite amount of storage space. Nonetheless, said
storage space may be predefined by the user as will be described
below. In any case, once this storage space has been exhausted,
the oldest recorded data is overwritten by newly sampled data,
and this cycle of overwriting older data with newly sampled data
is continuously carried out during operation of the
telecommunications device 17, unless a driving incident has
been detected, in which case, and as mentioned previously, all
data related to the driving incident is stored in a long term
protected storage 34b to safeguard it from being overwritten by
newer data.

Ex. 1001, 17:15-26 (emphases added).
C. Challenged Claims
Petitioner challenges claims 1-27. Pet. 1. Claims 1,26, and 27 are
the independent claims. Claim 1 is reproduced below with, in brackets, the

Petition’s identifiers (Pet. x1i—xiii):

[1.1] A mobiletelecommunications device configured to log

driving information associated with a vehicle, the mobile

telecommunications device comprising:

[1.2] asensor set comprising an image sensor, an audio sensor,

an accelerometer or a positioning module, or a combination

thereof;

[1.3] auserinterface;

[1.4] aprocessor and;

[1.5] amemory;

[1.6/1.7/1.8] the mobiletelecommunications device being

configured to:
[1.6] determine, based on at least one of the inputs
received by the userinterface and sensor data from the
device’s sensor set, a start of a driving period during
which the mobile device is removably attached to the
vehicle and the vehicle is in use;

6
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[1.7] processthe sensordata from the sensor set during
the drivingperiod to derive driving information
associated with how the vehicle is driven; and
[1.8] storea selection of the drivinginformation to the
memory;

[1.9/1.10] wherein
[1.9] thedrivinginformation is derived without data
from the vehicle sensors, and
[1.10]the memory comprises: a long term memory for
persistently storing driving information and a short term
memory for transiently storing driving information,
wherein the short term memory receives driving
information at a higher update rate than the long term
memory,

[1.12/1/13] the mobiletelecommunications device being

further configured to:
[1.12]write driving information to the short term memory
at a predetermined update rate during the driving period in
a predetermined sequence; and,
[1.13]overwrite the driving information previously
written to the short term memory in accordance with the
predetermined sequence.

Ex. 1001, 31:42-32:10 (minorreformattingadded).
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D. Alleged Grounds of Unpatentability

Petitioner asserts the following grounds of unpatentability:

Claims Challenged 35U.S.C. § References
1-4,6,7,9, 13-26 103(a) Peng!, Chatterjee,”> Katayama?
5 103(a) Peng, Chatterjee, Katayama,
Tamir*
8 103(a) Peng, Chatterjee, Katayama,
Balachandran?
10-12 103(a) Peng, Chatterjee, Katayama,
Riemer®
27 103(a) Peng, Chatterjee, Katayama,
Berkobin’

Pet. 1-2. In addition to the references listed above, Petitioner relies on the
Declaration of Dr. William R. Michalson. Ex. 1003. PatentOwnerrelies on

the Declaration of Mr. Christopher K. Wilson. Ex. 2001.

I'US Pat. Appl. Pub. No.2011/0307188 A1, published December 15,2011
(Ex. 1005) (“Peng™).

2U.S. Pat. Appl. Pub.No. 2010/0131691 A1, published May 27, 2010

(Ex. 1006) (“Chatterjee”).

3 European Patent Application Pub. No. EP 1,914,691 A1, published April
23,2008 (Ex. 1024) (“Katayama”).

4 U.S. Patent No. 7,821,421 B2, issued October 26, 2010 (Ex. 1006)
(“Tamir”).

> U.S. Patent No. 6,073,004, issued June 6, 2000 (Ex. 1007)
(“Balachandran™).

® Thompson et. al, “Using Smartphones to Detect Car Accidents and Provide
Situational Awareness to Emergency Responders,” Mobileware 2010,
LNICST 48, pp. 29-42,2010 (Ex. 1008) (“Thompson™).

7U.S. Patent Appl. Pub. No. 2008/0255888 A1, published October 16, 2008
(Ex. 1010) (“Berkobin™).
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II. ANALYSIS
The 369 patent issued from Patent Application No. 15/454,937 (“the
’937 Application”). Ex. 1001,code (21). The 937 Application has a filing
date of March 9, 2017, and is a continuation of Patent Application No.
15/061,910 (“the *910 Application”), which issued as U.S. Patent No.
9,633,487 B2 (“the 487 patent”). Id., codes (22), (63). The 487 patentisa
continuation of Application No. 13/994,455, which was filed as a national
stage application of Patent Cooperation Treaty (PCT) Application No.
PCT/GB 2011/052491 filed on December 15,2011 and issued as U.S. Patent
No.9,311,271. Id., code (63). The 369 patent further claims priorityto:
e Patent Application No. 1021292.6 filed in Great Britain on
December 15,2010 (Ex. 1503, “P17);
e Patent Application No. 1101259.8 filed in Great Britain on
January 25,2011 (Ex. 1504, “P2”);
e Patent Application No. 1109759.9 filed in Great Britain on June
10,2011 (Ex. 1505, “P3”)¥; and
e Patent Application No. 1118777.0 filed in Great Britain on
October31,2011.°
Id., code (30).

8 For convenience, we refer to these documents as P1, P2, and P3, which s
the notation adopted by the parties.

? We do not address this application in this Decision, for two reasons. First,
Petitioner dismisses its applicability, so it cannot support institution of
review. SeePet. 5n.3. Second, as discussed below, the central issue
presented by the parties for us to decide is whether P3 provides written
description support for claim 1 of the *369 patent.

9
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In the Petition, Petitioner relies on Peng for each of its unpatentability
challenges. Pet. 1-2. Asindicatedon its face, Pengwas published on
December 15, 2011, and issued from an application filed on June 29, 2011.
Ex. 1005, codes (22), (43) (emphasis added). Therefore, Petitioner’s
reliance on Peng as prior art to the >369 patent is premised upon the
assertion that the three priority documents, P1-P3, fail to provide written
description support for claims 1-27 of the *369 patent. See Pet. 5-7.

In response, Patent Owner contends that Peng is not a prior art
reference because the challenged claims of the *369 patent have a priority
dateno later than P3’s filing date of June 10, 2011, which predates Peng.
Prelim. Resp. 11-29. Patent Owner contendsthat all of Petitioner’s
unpatentability challenges must therefore fail because each relies on Peng,
which isnot prior art. /d.

Based on ourreview of the parties’ arguments and evidence, we agree
with Patent Owner. We address the parties’ arguments and evidence below
with a focus on the parties’ arguments regarding P3.

A.  Legal Standards — Priority

In an inter partes review, the burden of persuasion is on the petitioner
to prove unpatentability by a preponderance of the evidence, and that burden
never shifts to the patent owner. Dynamic Drinkware, LLCv. Nat’l
Graphics, Inc., 800 F.3d 1375, 1378 (Fed. Cir. 2015).

For a claim in a later-filed U.S. patent application to be entitled to the
filing date of an earlier U.S. or foreign patent application, the earlier
application must, among other requirements, provide written description
support under 35 U.S.C. § 112 for the claimed subject matter in the later-
filed U.S. application. Inre Ziegler, 992 F.2d 1197, 1200 (Fed. Cir. 1993)

10
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(“A foreign patent application must meet the requirements of 35 U.S.C.
§112, first paragraph, in order for a later filed United States application to be
entitledto the benefit of the foreign filing date under 35 U.S.C. § 119.”);
Anascape, Ltd. v. Nintendo of Am. Inc., 601 F.3d 1333, 1335 (Fed. Cir.
2010) (explaining that, to obtain the benefit of a parent application’s filing
date undersection 120, “the claims of the later-filed application must be
supported by the written description in the parent ‘in sufficient detail that
one skilled in the art can clearly conclude that the inventor invented the
claimed invention as of the filing date sought.””’ (quoting Lockwoodv. Am.
Airlines, Inc., 107 F.3d 1565, 1572 (Fed. Cir. 1997))). “To satisfy the
written description requirement, a patent’s specification must ‘reasonably
convey[] to thoseskilled in theart that the inventor had possession of the

299

claimed subject matteras of the filingdate.”” Novartis Pharms. Corp. v.
Accord Healthcare, Inc.,38 F.4th 1013, 1016 (Fed. Cir. 2022) (alteration in
original) (quoting Ariad Pharms., Inc. v. Eli Lily & Co., 598 F.3d 1336,
1351 (Fed. Cir. 2010) (en banc)). “Fornegative claim limitations, . . . there
is adequate written description when, for example, ‘the specification
describes a reason to exclude the relevant [element].”” Id. (quoting
Santarus, Inc. v. Par Pharm., Inc., 694 F.3d 1344, 1351 (Fed. Cir. 2012)).
B.  Independent Claims 1, 26, and 27
1. Limitations [1.9], [26.9], and [27. 10]
Independentclaim 1 recites that the mobile telecommunications
device is configured to [1.7] process the sensordata from the sensor set
during thedrivingperiod to derive driving information associated with how

the vehicleis driven (Ex. 1001, 31:51, 31:58—-60); and [ 1.8] store a selection
of the driving information to the memory (Ex. 1001,31:61-62),[1.9]

11
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“wherein the driving information is derived without data from the vehicle
sensors.” Ex. 1001, 31:63—-64 (emphasis added).

Independent claim 26 recites similarly that the mobile
telecommunications device is configured “to process sensor data from the
sensor set during the drivingperiod to derive driving information . . .
wherein the driving information is derived without data from the vehicle
sensors.” Ex. 1001, 34:3, 34:16-17.

Independentclaim 27 also recites “wherein the driving information is
derived without data from the vehicle sensors.” Id. at 34:57-58.

We discuss the parties’ arguments and evidence presented for
limitation [1.9], which apply to similarlyrecited limitations in claims 26 and
27.

a)  Petitioner’s Contentions!’

Petitioner contends that limitation 1.9 is a negative limitation and that
P3 does not provide adequate written description support for “wherein the
driving information is derived without data from vehicle sensors.” Pet. 5-6;
Ex. 1001, 31:62-63.

More specifically, Petitioner contends that “for [1.9], [26.9], and
[27.10], by requiring the driving information to be derived ‘without data
from vehicle sensors,” PO structured this clause as a negative limitation,

which P1-P3 does not support.” Pet. 6 (citing Ex. 1003 9464, 70-93).

19 Petitioneralso contends that the *369 patent’s specification lacks written
description support under 35 U.S.C. § 112 for limitations [1.9],[26.9], and
[27.10]. Pet.7. Thescope of unpatentability arguments in an inter partes
review only extends to 35 U.S.C. §§ 102 and 103. See 35 U.S.C. §311(b).
Thus, we consider Petitioner’s written description arguments only in regards
to the priority dispute, not the *369 patent’s specification disclosure.

12
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b)  Patent Owner’s Contentions

In its Preliminary Response, Patent Owneragrees that limitation 1.9
should be treated as anegative limitation. Prelim. Resp. 13 n.6.

For written description support, Patent Owner argues that P3 describes
the advantages of using mobile data because “it will be appreciated thata
more sophisticated telephone (e.g., a smart phone) has a richer sensor set
with which to record and determine the occurrence of an incident.” /d. at 14
(quoting Ex. 1505, 5:20-21). Patent Owner argues that because “richer
sensor set” “is a comparative term” and P3 “does not expressly identify the
sensor set which is less rich than the mobile device’s sensor set,” a POSITA
would understand “theless rich sensor set would be that of the vehicle as the
vehicle’s sensor set is the only other sensor set that reasonably could have
been used as part of the disclosed invention.” Id. at 14n.7 (citing Ex. 2001
4 32). Patent Ownerasserts P3 “makes clear that the sensor set on which the
invention is relying to gather driving data is that of the smart-phone, and not
sensors that are included in some other component with a ‘less rich’ sensor
set (i.e., vehiclesensors).” Id. at 14 (citing Ex. 2001 432).

Patent Owner further argues that P3 discloses an application gathering
a list of sensor inputs that are “common to modermn smart phones” and “that
the application ‘is arranged to record a number of these sensor inputs
continuously.’” Id. at 14—15 (citing Ex. 1505, 5:25-35, 6:1-2; Ex. 2001
4 33). Patent Ownerclaims that the “references to the mobile phone sensor
set would make clear to a person of ordinary skill in the art that the Witness
application disclosed in P3 was designed to rely on inputs received from the
sensor set of the mobile phone.” Id. at 15. Patent Owner alleges that this

disclosure coupled with P3’s “teaching that the smart-phone’s sensor set is

13
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‘richer’ than any other sensor set that could be utilized. . . makes clear that
.. . the claim limitation of deriving driving in formation without data from
the ‘lessrich’ vehicle sensors is clearly disclosed in P3.” Id. (citing

Ex. 2001 9 34).

Patent Owner further asserts that P3 discloses the use of vehicle
sensors (e.g.,an odometer) that are “used to confirm that the application is
accurately tracking thebeginning and end of each drivingperiod.” Prelim.
Resp. 16 (citing Ex. 1505, 19:31-20:14) (“[M]easures may involve matching
datarecorded by the Witness application with that recorded independently
by the vehicle. . . . If the distancerecorded by the Witness application does
not correlate with the difference between odometer readings, then the
discrepancy will be flagged.”).

Patent Owner also arguesthat “[w]hile any negative limitation
includedin a claim must have a basis in the disclosure, that basis may be
met, among other means, if alternative elements are positivelyrecitedin the
specification and then explicitly excluded in the claims.” Prelim. Resp. 17
(citing In re Johnson, 558 F.2d 1008, 1019 (CCPA 1977); Ex parte
Grasselli, 231 USPQ 393 (Bd. App. 1983), aff’'d mem., 738 F.2d 453 (Fed.
Cir. 1984)). Patent Owner asserts that “the use of data from the mobile
device’s sensor set, as well as from the vehicle’s sensor set, to derive driving
information is disclosed as an alternative embodiment in P3.” /d. at 18.
Thus, Patent Owner claims, “like in Johnson, the claim’s exclusion of data
from one of those sensor sets, i.e., the vehicle’s sensor set, 1s also disclosed
and supported”as P3 “necessarily described theuse of data only from the
mobile device’s sensors” after “[h]Javing described the use of data from both

vehicle and mobile device sensors.” Id.

14
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c¢)  Discussion

As an initial matter, we note that there is no dispute between the
parties that limitation 1.9 is a negative limitation that excludes a particular
feature. Pet.5-6; Prelim. Resp.13 n.6. For the purposes of this Decision,
we consider the parties’ arguments and evidence under this undisputed claim
construction adopted by both Petitioner and Patent Owner.

Our reviewing court has explained that “[n]Jegative claim limitations
are adequately supported when the specification describes a reason to
exclude the relevant limitation.” Santarus, 694 F.3d at 1351. The Federal
Circuit noted that such support need notrise to thelevel of disclaimer and
that it is possible to support both the inclusion and exclusion of the same
element. Id. In Inphi Corp. v. Netlist, Inc., 805 F.3d 1350 (Fed. Cir. 2015),
the Federal Circuit expanded on the discussion of negative limitations,
noting “that properly described altemative features are sufficientto satisfy
the written description standard of § 112, paragraph 1 for negative claim
limitations.” Inphi, 805 F.3d at 1357; see also Manual of Patent Examining
Procedure (“MPEP”) § 2173.05(1) (9th ed., Rev. 07.2022, Feb. 2023)
(statingthat, “[i]f alternative elements are positively recited in the
specification, they may be explicitly excluded in the claims”).

We agree with Patent Owner that P3 provides support for the
limitation in question sufficient to satisfy the written description requirement
of 35 U.S.C. § 112. In particular, P3 discloses theuse of the Witness
application on a mobile device and the Witness application receives sensor
data “typical for modern smart-phones.” Ex. 1505, 5:25-35. These
sensor/data inputs include G-force/accelerometer, GPS module (speed,

location, elevation, direction, etc.), 3D compass, and camera. /d.

15
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Additionally, P3 discloses the processing of mobile phone sensor data
to derive driving information such as the driving speed and G-force. P3
discloses that

[a]nother setting that can be controlled in the Settings Screen is
the G-force threshold at which the Witness application will
assume that a crash has taken place. It is expected that different
vehicles and driving styles will need different G-force thresholds
to be set to ensure areasonable sensitivity to crash forces whilst
also prevent crash detection false positives.

Ex. 1505, 14:19-23. Similarly, as discussed, P3 discloses that “the
application may be arranged to detect the vehicle speed, and at a particular
speed, switch off the screen entirely. It should be understood that the device
will continue to record video, telemetry and other information even when the
screen is switchedoff.” Id. at 15:5-8.

Further, P3 discloses that vehicle odometers collect data
independently from the mobile device sensors. Ex. 1505, 19:31-20:14. As
such, this information can be used to confirm that the Witness application is
accurately tracking thedrivingperiod. Ex. 2001 926 (“In P3, the odometer,
which itselfis a vehicle sensor, is used to confirm that the application is
accurately tracking the beginning and end of each drivingperiod.”). P3
states that

if a user could choose to disable the application when speeding
then the effectiveness of the application would be reduced.

Accordingly, the application may include measures to
guarantee that the application is enabled whenever a given
insured vehicleis being driven.

Such measures may involve matching datarecorded by the
Witness application with that recorded independently by the
vehicle. For example, the Witness application records the
distance travelled during every journey. To ensure the summed
distances of all journeys tracked by the Witness application tally

16
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with the total travelled distance of the vehicle, the user may be
prompted to enter the odometer mileage periodically.

If the distance recorded by the Witness application does
not correlate with the difference between odometer readings,
then the discrepancy will be flagged to the user and/or the
insurance company. A substantial discrepancy will typically
indicate that the Witness application has not been monitoring all
vehicle journeys and the appropriate action can be taken (e.g., the
user can be warned, insurance premium may be raised etc|. ]).

Ex. 1505, 19:31-20:14 (emphases added). In this instance, P3 discloses that
the mobiledevice sensors may or may not be used with the vehicle sensors
(e.g., odometer) as an alternative embodiment to derive the driving
information. Thus,read as a whole, P3 properly discloses alternative
embodiments that provide a reason to exclude deriving driving information
with the vehicle sensors, such as when the vehicle sensordata is not
compared to check the accuracy of the Witness application. See Ex. 1505,
19:31-20:14.

Based on, at least, this disclosure, we determine that P3 provides
sufficient written description for limitation 1.9. “Negative claim limitations
are adequately supported when the specification describes a reason to
exclude the relevant limitation.” Inphi, 805 F.3d at 1355 (quoting Santarus,
694 F.3d at 1351). “[P]roperly describing alternative features — without
articulating advantages or disadvantages of each feature — can constitute a
‘reason to exclude.” Id. Moreover, “[1]f alternative elements are positively
recited in the specification, they may be explicitly excluded in the claims.”
Id. at 1356; see also In re Johnson, 558 F.2d 1008, 1019 (CCPA 1977)
(“Thenotion that one who fully discloses, and teaches those skilled in the art
how to make and use, a genus and numerous species therewithin, has

somehow failed to disclose, and teach those skilled in the art how to make

17
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and use, that genus minustwo of those species, and has thus failed to satisfy
therequirements of § 112, first paragraph, appears to result from a
hypertechnical application of legalistic prose relating to that provision of the
statute.”).

On the whole, we find that P3’s disclosure reasonably conveysto one
skilled in the art that the inventor had possession of limitation [ 1.9] of claim
1 thatrequires “wherein the driving information is derived without data from

vehicle sensors.” Ex. 1001, 31:63—-64.
d)  Limitations [26.9] and [27.10]

As discussed, limitation [26.9] of independent claim 26, and limitation
[27.10] of independent claim 27, recite the same requirements as limitation
[1.9]. Forthe same reasons discussed above, we find that P3’s disclosure
reasonably conveys to one skilled in the art that the inventor had possession
of limitations [26.9]and [27.10].

2. Limitations [1.10]—[1.13]

Claim 1 further recites

[1.10] the memory comprises: a long term memory for
persistently storing driving information and a short term
memory for transiently storing driving information,
[1.11] wherein the short term memoryreceives driving
information at a higher update rate than the long term
memory,

[1.12/1.13] the mobile telecommunications device being
further configured to:

[1.12]write driving information to the short term
memory at a predetermined update rate during the
driving period in a predetermined sequence; and,

[1.13]overwrite the driving information previously
written to the short term memory in accordance
with the predetermined sequence.

18
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Ex. 1001, 31:64-32:10.

Petitioner contends that “each priority document fails to provide
support for at least [1.9]-{1.13] of independent claim 1 (nor the same
limitations found in claims 26 and 27) of the *369 patent.” Pet.5. While
Petitioner arguably provides some explanation for its challenge to limitation
[1.9], we observe that Petitioner does not provide any evidence or supporting
argument for limitations [1.10]-[1.13]. See Pet. 5—6; Prelim.Resp. 21. As
discussed above, we determine that P3’s disclosure reasonably conveys to
one skilled in the art that the inventor had possession of limitation [1.9] of
claim 1 that requires “wherein the driving information is derived without
data from vehiclesensors.” Ex. 1001, 31:63—64. With respect to limitations
[1.10]-[1.13], we determine that the Petition is incomplete and lacks
sufficient explanation for Petitioner’s challenge to these limitations.

Moreover, we note that Patent Ownerdirectsus to disclosure in P3
where the Witness application records sensor inputs continuously at “the
highest update rate possible.” Prelim. Resp. 21 (quoting Ex. 1505, 6:2-3).
There, P3 further discloses that “to conserve storage space on the smart-
phone, data is stored/overwritten according to a recordingstrategy, to
attempt to preserve the most relevant data.” Ex. 1505, 6:4—6. P3 also
discloses that upon detection of a crash or event of significance, the Witness
application will protect the high quality recorded data so it is not
overwritten. Inparticular, this datamay be contained in a “Kept” area of
storage so as not to be overwritten as part of the Recording Strategy.

Ex. 1505, 8:8; 11:8-9. “In contrast, datafiles in the Recording Stack may be
overwritten as part of the Recording Strategy.” Id. at 11:9-10.
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Based on this disclosure in P3, Patent Owner contends that (1) storing
of data files in the Kept area provides written description support for “long
term memory for persistently storing driving information”; and (2) storing
data files in the Recording Stack (which can be overwritten as part of the
Recording Strategy) provides written description support for “short term
memory for transiently storing driving information.” See Prelim. Resp. 27—
29; Ex. 2001 99 33—-38. Patent Owner further asserts that P3’s Recording
Strategy may record at the highest rate possible, but also separately store
data for an event of significance in a Kept area of storage. Prelim. Resp. 25—
26; Ex. 2001 9 35. Patent Owner contends that this disclosure indicates that
“the short term memory receives driving information at a higher update rate
(e.g., ‘predetermined update rate’) than the long term memory,” because the
long term memoryreceives the data only when there’s an event of
significance. Id. Patent Owner further explains that P3’s Recording
Strategy (e.g., predetermined sequence) is used to determine how to store
and overwrite data stored in the Recording Stack. Id. at 26-27.

On the whole, we agree with Patent Owner. Based on at least the P3
disclosure cited by Patent Owner, we find that P3’s disclosurereasonably
conveys to one skilled in the art that the inventor had possession of
limitations [1.10]{1.13] of claim 1. Moreover, we note that the Petition is
deficient in that it does not address this cited disclosure and does not
otherwise explain why the priority documents, e.g., P3, do not provide
adequate written description support for these claimed features ofthe *369

patent.
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3. Conclusion
The Petition fails to establish that P3 does not provide sufficient
written description support for claims 1, 26, and 27, and so fails to satisfy
Petitioner’s burden to establish that Peng qualifies as prior art. Therefore,
we determine Petitioner has failed to demonstrate a reasonable likelihood of
prevailing on its challenges of claims 1, 26, and 27, all of which are based

on Peng.

C.  Claims 2-25

Petitioner does not separately disputethat P3 discloses the limitations
in dependent claims 2—25. Therefore, the Petition fails to establish that P3
does not provide sufficient written description support for any one of these
claims, and so fails to satisfy Petitioner’s burden to establish that Peng
qualifies as prior art.

We determine Petitioner has failed to demonstrate a reasonable
likelihood of prevailing on its challenges of claims 2-25, all of which are

based on Peng.

1. CONCLUSION
For the reasons stated above, based on thisrecord, we determine that
Petitioner has not demonstrated a reasonable likelihood of showing that
Peng qualifies as prior art to the *369 patent. Therefore, we determine
Petitioner has failed to demonstrate a reasonable likelihood of prevailing on
its challenge of claims 1-27 on all grounds presented in the Petition, all of
which are based on Peng.

We deny institution of infer partes review of the 369 patent.
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IV. ORDER
Upon consideration of the record before us, it is:
ORDERED that the Petition is denied as to all challenged claims of

the *369 patent, and no inter partes review is instituted.

For PETITIONER:
W. Karl Renner
Grace Kim

Andrew B. Patrick
Michael Zoppo
ThomasRozylowicz
FISH & RICHARDSON P.C.
axf-ptab@fr.com
gkim@fr.com
patrick@fr.com
zoppo@fr.com
tar@fr.com

For PATENT OWNER:

Steven E. Tiller

Gregory Stone

Whiteford, Taylor & Preston
stiller@wtplaw.com
gstone@wtplaw.com
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