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On October 24, 2023, Petitioner requested authorization to file a reply and a 

proposed stipulation regarding what grounds it would agree not to pursue in the co-

pending district court litigation.  On October 30, 2023, the Board denied Petitioner’s 

request to file a reply, but (i) authorized Petitioner to file its stipulation and (ii) 

authorized Patent Owner to file a two-page brief addressing the impact of 

Petitioner’s stipulation on factor 4 of the Fintiv analysis.  IPR2023-00786, Paper 11.  

Petitioner filed its stipulation on November 1, 2023 (IPR2023-00786, Paper 12), and 

Patent Owner respectfully submits this reply.   

Factor 4 of the Fintiv analysis addresses the degree of overlap between the 

issues in the petition and those before the district court.  A stipulation not to pursue 

at the district court “any ground raised or that could have been reasonably raised” in 

the petition will mitigate concern over duplicative efforts and conflicting decisions.  

Sotera Wireless, Inc. v Masimo Corp., IPR2020-01019, Paper 12 at 19 (PTAB Dec. 

1, 2020) (precedential).  On the other hand, a limited stipulation not to pursue only 

the same grounds weighs only “marginally in favor of not exercising discretion to 

deny institution.” Sand Revolution II, LLC v. Cont’l Intermodal Group-Trucking 

LLC, IPR2019-01393, Paper 24 at 11-12 (PTAB June 16, 2020) (emphasis added). 

Here, Petitioner has offered only the limited stipulation that it “will not pursue 

in the parallel district court litigation the specific grounds” raised in its petition.  

IPR2023-00786, Paper 12 at 2 (emphasis added).  Petitioner’s narrow stipulation is 
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nowhere near the stipulation held to be effective in Sotera Wireless and does very 

little to “ensure that [the] IPR functions as a true alternative to litigation.”  Sand 

Revolution II, Paper 24 at 12 n.5.  To the contrary, Petitioner’s stipulation preserves 

its ability to pursue invalidity theories on the exact same prior art in parallel as long 

as the district court theory is not the specific grounds in the petition.  

For example, Petitioner offers to stipulate it will not argue in the district court 

that the challenged ’928 patent claims are obvious over U.S. Patent Application Pub-

lication No. 2013/0007870 to Devarajan (“Devarajan”) in view of U.S. Patent Ap-

plication Publication No. 2009/0070873 to McAfee (“McAfee”).  But Petitioner’s 

final district court invalidity contentions include a nearly identical argument based 

on McAfee in view of Devarajan and various other combinations of Devarajan, 

McAfree, and other references.  (Ex. 2013 161-168.)  Petitioner has also presented 

eighty-six (86) additional combinations in its final district court invalidity conten-

tions to be pursued alongside any instituted inter partes review.  (Id. 164-168.).   

Petitioner has not explained its failure to offer this new stipulation along with 

its petition, or at any point before Patent Owner submitted its preliminary response.  

Petitioner’s belated concern that institution should be denied under Fintiv cannot be 

remedied by removing a single grain of sand from its pail of district court arguments.  

Factor 4 of the Fintiv analysis continues to weigh strongly for discretionary denial.
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Date:  November 3, 2023   Respectfully submitted, 

      
     KING & SPALDING LLP 

         /s/ Brian Eutermoser   
      Brian Eutermoser 
     Registration No. 64,058 

     Attorney for Patent Owner  
     Open Text Inc. 
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