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I. INTRODUCTION 

Patent Owner Lionra Technologies Ltd. (“Patent Owner”) submits this 

preliminary response to Petitioner Apple Inc.’s (“Petitioner”) Petition for inter 

partes review of U.S. Patent No. 7,260,141 (“the ’141 patent”). 

The Board should exercise its discretion to deny the petition in light of a 

parallel district court case involving the same patent, overlapping claims, the same 

prior art, and the same parties.  By the time the Board reaches an institution 

decision in this proceeding, the parties and the district court will have already 

invested significant time and resources in the case which was filed on April 1, 

2022 – over a year before the institution decision is due.  Fact discovery is ongoing 

(including source code review).  The district court has issued its claim construction 

order.  By the date of the institution decision, the parties will have nearly 

completed fact discovery.  A Final Written Decision will not be due until six (6) 

months after trial is set to begin on May 20, 2024.  The Fintiv factors strongly 

favor a discretionary denial. 

II. THE FINTIV FACTORS WEIGH AGAINST INSTITUTION 

35 U.S.C. § 314(a) gives the Board discretion to deny institution of the 

requested inter partes review due to the advanced state of parallel district court 

litigation regarding the same issues.  See NHK Spring Co. v. Intri-Plex Techs., Inc., 

IPR2018-00752, Paper 8 (PTAB Sept. 12, 2018) (precedential, designated May 7, 
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2019) (“NHK Spring”).  The Board has set forth six factors for determining whether 

discretionary denial due to such parallel litigation is appropriate (the “Fintiv 

factors”): 

whether the court granted a stay or evidence exists that one may be granted 
if a proceeding is instituted;  

proximity of the court’s trial date to the Board’s projected statutory 
deadline for a final written decision;  

investment in the parallel proceeding by the court and the parties;  

overlap between issues raised in the petition and in the parallel proceeding;  

whether the petitioner and the defendant in the parallel proceeding are the 
same party; and  

other circumstances that impact the Board’s exercise of discretion, 
including the merits.  

Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 at 5-6 (PTAB Mar. 20, 2020) 

(precedential, designated May 5, 2020) (“Fintiv I); Apple Inc. v. Fintiv, Inc., 

IPR2020-00019, Paper 15 at 7-8 (PTAB May 13, 2020) (decision denying institution 

of inter partes review) (“Fintiv II”).  “These factors relate to whether efficiency, 

fairness, and the merits support the exercise of authority to deny institution in view 

of an earlier trial date in the parallel proceeding.”  Fintiv I at 6.  In evaluating the 

factors, “the Board takes a holistic view of whether efficiency and integrity of the 

system are best served by denying or instituting review.”  Id.  
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As set forth below, all of the Fintiv factors weigh against institution.  To avoid 

duplication of efforts, wasting resources, and potentially inconsistent decisions, the 

Board should deny institution. 

A. Factor 1: The district court has not granted a stay, nor is there 
any evidence that a stay will be granted. 

There is presently one active district court case involving the ’141 patent 

pending in the Western District of Texas before Judge Albright: Lionra 

Technologies Limited v. Apple Inc., No. 6:22-cv-00351-ADA (W.D. Tex.).  The 

district court is aware of Petitioner’s pending IPR petition because Patent Owner 

filed a Notice of IPR Petition informing the court that defendant/Petitioner filed an 

IPR petition regarding claims of the ’141 patent.  Ex. 2001.  Nevertheless, the district 

court has not stayed the case pending IPR.  Nor is there any evidence that the case 

will be stayed.  

To the contrary, the district court has entered a scheduling order and the case 

is set for trial on May 20, 2024.  See Ex. 2002, Docket Control Order at 4.  The 

district court case is not at an early stage.  The case against Apple was filed on April 

1, 2022 – which will be more than a year before an institution decision is due in three 

months.  See Ex. 2003, Docket Sheet at 10.  This has been an actively litigated matter 

with 107 docket entries to date.  See Ex. 2003, Docket Sheet.  A Final Written 

Decision will not be due until six (6) months after trial is scheduled to begin with 
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jury selection on May 20, 2024.  See Ex. 2002, Docket Control Order at 4. 

Petitioner has not filed a motion to stay, likely because Judge Albright does 

not favor stays pending IPR proceedings.  See Ex. 2004 (Law360 Article: West Texas 

Judge Says He Can Move Faster Than PTAB) (Judge Albright: “It’s my job to give 

people the opportunity to have their cases tried in a federal court . . . and I probably 

can get a patent trial resolved more quickly than the PTAB can.”).  Indeed, Petitioner 

does not indicate in its Petition that it intends to seek a stay, and only admits that 

“[n]o motion to stay has been filed.”  Petition at 16; see also Samsung Elecs. Co. 

Ltd. v. Evolved Wireless LLC, IPR2021-00950, Paper 10 at 10–11 (PTAB Nov. 29, 

2021) (“Evolved”) (finding this factor weighed in favor of denial and denying 

institution where patent owner showed a stay was unlikely based on the advanced 

stage of the case and the court’s past decisions denying stays). 

Regardless, by the deadline for an institution decision (November 23, 2023), 

discovery will be well underway with less than a week of fact discovery remaining.  

See Ex. 2002, Docket Control Order at 3.  Claim construction has been completed 

and Judge Albright has issued a claim construction order.  See Ex. 2005.  Thus, even 

if Petitioner ultimately files a motion to stay, it is highly unlikely that Judge Albright 

would grant a stay at that late juncture in the case.  See, e.g., Ex. 2006 (Order denying 

motion to stay pending IPR where plaintiff had served its preliminary infringement 

contentions and where claim construction was scheduled to begin before the IPR 
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institution deadline); Ex. 2007 at 5 (Order denying stay pending IPR even though 

discovery had not yet begun, as the district court had already “invested significant 

resources and time in construing all the contested claim terms”). 

As explained by the Board, a stay of the district court litigation pending 

resolution of the PTAB proceedings “allays concerns about inefficiency and 

duplication of efforts.”  Fintiv I at 6; Fintiv II at 12.  But here, the district court has 

not stayed the pending litigation, nor is there any evidence that a stay will be granted.  

Allowing this IPR to proceed simultaneously with the district court litigation would 

be wasteful and inefficient. This factor weighs against institution. 

B. Factor 2: The proximity of the court’s trial date to the Board’s 
projected statutory deadline for a final written decision. 

The statutory deadline for a final written decision in this proceeding is 

November 23, 2024, which can be extended to May 23, 2025, for good cause or in 

the case of joinder.  37 C.F.R. § 42.100.  Jury selection in the district court is 

scheduled for May 20, 2024.  See Ex. 2002, Docket Control Order at 4.   

Even if the Board disregards the scheduled trial date, an analysis of the current 

median time-to-trial statistics still weighs against institution.  See Ex. 2008, U.S. 

District Courts—Federal Court Management Statistics–Profiles—During the 12-

Month Periods Ending June 31, 2018 Through 2023.  The most recent statistics, for 

a 12-month period ending June 31, 2023, show a median time-to-trial in the Western 
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District of Texas of 26.4 months.  Id. at 37.  Accordingly, the projected trial date for 

purposes of Fintiv in accordance with Director’s June 21, 2022 Memorandum on 

Discretionary Denials would be June 13, 2024 – within a month of the scheduled 

trial date and well before the expected timing of a Final Written Decision if 

proceedings are instituted.  It is certainly not around the same time or after the 

projected statutory deadline for the PTAB’s final written decision. 

This factor weighs against institution.  

C. Factor 3: The parties and the courts have made a substantial 
investment in the parallel proceeding. 

This factor relates to the “amount and type of work already completed in the 

parallel litigation by the court and the parties at the time of the institution decision.”  

Fintiv I at 9 (emphasis added).  For example, “if, at the time of the institution 

decision, the district court has issued substantive orders related to the patent at issue 

in the petition,” this factor favors denial.  Id. at 9-10.  Claim construction orders 

entered by the district court likewise “indicate that the court and parties have 

invested sufficient time in the parallel proceeding to favor denial.”  Id. at 10.  

As discussed above, this has been an actively litigated matter with 107 docket 

entries to date.  See Ex. 2003, Docket Sheet.  By the deadline for an institution 

decision (November 23, 2023), discovery will be well underway with less than a 

week of fact discovery remaining.  See Ex. 2002, Docket Control Order at 3.  Claim 
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construction has been completed and Judge Albright has issued a claim construction 

order. See Ex. 2005.  Moreover, the Federal Circuit has also invested time and 

resources in this litigation, denying a petition for a writ of mandamus.  See In re: 

Apple Inc., Case No. 2023-135 (Fed. Cir. Aug. 16, 2023). 

Thus, the parties and the federal courts will have invested significant time and 

resources in the litigation by the time the Board reaches an institution decision in 

this matter.  This favors discretionary denial.  Fintiv I at 10; Fintiv II at 13-14 

(finding that “the level of investment and effort already expended on claim 

construction and invalidity contentions” favored denial). 

D. Factor 4: There is complete overlap between this IPR and the 
district court proceedings. 

This factor looks at “whether all or some of the claims challenged in the 

petition are also at issue in district court,” and whether the “petition includes the 

same or substantially the same claims, grounds, arguments, and evidence” as the 

parallel district court case.  Fintiv I at 12-13.  

Here, Petitioner has challenged all of the asserted claims of the ’141 patent.  

Petitioner’s Invalidity Contentions in the district court case identify the same 

Williams, Fulton, and Trott references asserted in the Petition as prior art that 

anticipates and/or renders obvious the asserted claims.  See Ex. 2009 at 12, 13 and 

16.  In fact, Petitioner explicitly incorporated by reference all positions set forth in 
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the IPR petition in the district court invalidity contentions.  Id. at 64.  Thus, there is 

complete overlap with respect to Petitioner’s invalidity arguments and evidence.  

That the district court case involves additional prior art references not asserted in 

this IPR is “not relevant to the question of the degree of overlap for this factor.”  

Fintiv II at 15.  The fact that the Petition challenges additional claims also does not 

warrant institution.  See, e.g., Next Caller Inc. v. TRUSTID, Inc., IPR2019- 00961, 

Paper 10 at 14 (PTAB Oct. 16, 2019) (denying institution where the district court 

case involved only a subset of the challenged claims). 

In sum, this IPR and the district court case involve the same claims—which 

will be construed under the same Phillips standard—and substantially the same prior 

art (and, as discussed below, the same parties), which raises substantial “concerns of 

inefficiency and the possibility of conflicting decisions.”  Fintiv I at 12.  This factor 

thus weighs in favor of a discretionary denial.  See Fintiv II at 15; NHK Spring at 

19–20. 

E. Factor 5: Petitioner is a defendant in the district court litigation.  

There is no dispute that Petitioner is the defendant in the district court 

litigation.  “Because the petitioner and the defendant in the parallel proceeding are 

the same party, this factor weighs in favor of discretionary denial.”  Fintiv II at 15.  
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F. Factor 6: Other circumstances that impact the Board’s exercise of 
discretion, including the merits. 

The Board may consider other circumstances in the exercise of its discretion, 

including the merits of the case.  Fintiv I at 14.  However, “a full analysis of the 

merits is not necessary to evaluate this factor.”  Fintiv II at 17.  And, it is important 

to note that the compelling merits standard is a higher standard than the standard for 

institution set by statute.  “A challenge can only ‘plainly lead to a conclusion that 

one or more claims are unpatentable’ if it is highly likely that the petitioner would 

prevail with respect to at least one challenged claim.”  OpenSky Indus., LLC v. VLSI 

Tech. LLC, IPR2021-01064, Paper 102, 49 (PTAB Oct. 4, 2022) (precedential). 

Petitioner’s assertion that it will stipulate to not asserting the prior art in the 

district court litigation should not preclude full consideration of the Fintiv factors 

where, as here, the Petitioner waited until almost the last possible day to file its 

petition and, even if it does file a full Sotera stipulation, would not address all of the  

Fintiv concerns because Petitioner is also asserting that numerous products, systems, 

and/or services are prior art under 35 U.S.C. §§ 102(a), (b), and/or (g) that anticipate 

and/or render obvious the Asserted Claims.  See Ex. 2009 at 27-29. 

Petitioner has not presented a “particularly strong” case of unpatentability 

because it is based solely on alleged obviousness and not anticipation.  The different 

references relied upon by Petitioner do not disclose all of the elements of the 
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challenged claims, which is presumably why Petitioner relies on alleged 

obviousness.   

As set forth above the Petition does not present a reasonable likelihood of 

invalidity under any ground or challenged claim, let alone compelling evidence of 

unpatentability, and factor 6 weighs against institution.  All six Fintiv factors 

strongly favor discretionary denial, and the Petition should be denied. 

III. CLAIM CONSTRUCTION 

As discussed above, the district court has issued a claim construction order for 

the ’141 patent.  Specifically, the district court ruled on the following three terms 

from claim 1. 

First, that “the phased array antenna” references the antecedent “an 

electronically steerable phased array antenna comprising a plurality of antenna 

elements” from the preamble.  Second, that “generated from signals received via the 

phased array antenna” should be construed as “generated by converting signals 

received by each antenna element to baseband, where they are not combined prior 

to being processed at the baseband level.”  Third, that the preamble is not limiting 

except for the phrase “an electronically steerable phased array antenna comprising a 

plurality of antenna elements.”  See Ex. 2005 at 2. 
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IV. CONCLUSION 

All of the Fintiv factors strongly favor discretionary denial, and the Petition 

should be denied for this reason alone. 

 

Respectfully submitted, 

/Brett Cooper/ 
Brett Cooper, Reg. No. 55,085 
Lead counsel for Patent Owner 

Date: August 23, 2023 
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