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Honorable Director,

American Honda Motor Co., Inc., Petitioner Honda in IPR2023-00797 respectfully requests Director
Review of the September 3, 2024 Institution Decision. To that end, concurrently herewith, Petitioner
has filed the attached Petitioner’s Request for Rehearing by the Director.

Director Review is a critical tool to, among other things, prevent a split of authority on questions of
law implicating procedural due process rights. In this case, through Director Review, Petitioner
Honda seeks review of an Institution Decision that diverges from Federal Circuit precedent and the
Board’s own jurisprudence, by failing to recognize a shifting burden of production that applies in
disputes over a patent’s priority date. Dynamic Drinkware, LLC v. Nat’l Graphics, Inc., 800 F.3d 1375,
1379 (Fed. Cir. 2015) (citing Tech. Licensing Corp. v. Videotek, Inc., 545 F.3d 1316, 1329 (Fed. Cir.
2008)); Microsoft Corp. v. Interdigital, IPR2024-00537, Paper 10. In addressing Ground 1, the
Board’s denial of institution violated Petitioner Honda’s procedural due process rights under this
shifting burden of production by:

(i) allocating an improper initial burden of production on Petitioner Honda as to the
priority date of the "302 patent, and
(ii) denying Petitioner Honda any opportunity to rebut Neo’s evidence and argument

on the same issue, which was nevertheless deemed dispositive.

These failures stem from a failed application of the shifting burden of production, and they resulted
in a violation of Petitioner Honda’s procedural due process rights.

Further, for Ground 2, the Board abused its discretion by rendering a decision that addressed a
combination not advanced by the Honda petition, and by failing address the combination of
references that was presented by the Honda petition. Specifically, the Honda petition advanced a
combination that integrated into a mobile environment only a limited portion of WiMAX, namely its
ranging feature. The Decision assessed instead assessed an integration of WiMAX not limited to its
ranging feature, and criticized that combination for reasons relating to a broader WiMAX
integration, despite evidence offered by Petitioner Honda demonstrating the viability of the more
limited proposed WiMAX integration.

Accordingly, Petitioner Honda respectfully requests Director Review and reversal of the Institution
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I. INTRODUCTION AND OVERVIEW OF RELIEF REQUESTED

Director Review is a critical tool to prevent a split of authority on a
question of law implicating procedural due process rights. In this case, the
Board’s decision diverges from Federal Circuit precedent, and the Board’s own
jurisprudence, which each apply a shifting burden of production of evidence in
disputes over the priority date of a challenged patent. Dynamic Drinkware,
LLC v. Nat’l Graphics, Inc., 800 F.3d 1375, 1379 (Fed. Cir. 2015) (citing
Tech. Licensing Corp. v. Videotek, Inc., 545 F.3d 1316, 1329 (Fed. Cir.
2008)). This shifting burden ensures fairness, and Honda asks for nothing
more than this fair treatment.

Here, in addressing Ground 1, the Board abused its discretion by (i)
allocating an improper initial burden of production, as to a priority issue, to
Honda, and then, when the burden shifted back to Honda after Neo’s
preliminary response, (ii) denying Honda its due process opportunity to rebut
Neo’s evidence and argument on the priority issue, which was nevertheless
deemed dispositive in Ground 1. The present decision is both contrary to
Federal Circuit precedent and inconsistent with prior decisions where the
Board instituted trial on similar facts. See, e.g., Microsoft Corp. v. Interdigital

Patent Holdings, Inc., IPR2024-00537, Paper 10 at 2, 20-21.





Proceeding No.: IPR2023-00797
Attorney Docket: 15625-00371P4

Accordingly, and accounting for the earlier remand of March 27, 2024,
Honda requests reversal of the Institution Decision and institution consistent
with Microsoft. Or, at a minimum, Honda respectfully requests the Director to
vacate the Institution Decision and remand for entry and consideration of
Honda’s rebuttal briefing and evidence on the priority issue.

Further, for Ground 2, the Board’s decision on obviousness erred by not
considering the combination of references presented by Honda in its petition—
one that relied upon only a limited portion of WiMAX — the WiMAX periodic
ranging feature, to be implemented in a mobile device. Based on this error, the
Board assessed a combination that was not advanced when evaluating
motivation to combine and reasonable expectation of success, giving credit to
evidence from Neo that focused on features of WiMAX other than its periodic
ranging feature, which were not integrated into the combination advanced by
the Honda petition. The Board therefore erred in not assessing the ground (i.e.,
Ground 2) advanced by Honda in its petition, and it was, thus, tantamount to an
abuse of discretion that Honda asks the Director to reverse.

II. BACKGROUND
A.  Procedural History

On March 30, 2023, Honda filed its IPR petition challenging claims 23,

24, 26, and 27 of the 302 patent. After Neo filed its preliminary response
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(POPR), Honda sought leave to file a reply and evidence rebutting (i) Neo’s
arguments seeking discretionary denial under General Plastic and (ii) Neo’s
arguments that the reference Koo is not prior art because the 302 patent is
allegedly entitled to an earlier provisional filing date. Paper 7. The Board
denied Honda’s request on both issues. Paper 12. The Board then proceeded to
deny Honda’s petition under § 314(a), without addressing the issue of the *302
patent’s effective filing date. See Paper 14 (“the First DI”), 4 (fn. 1) and 11.

Honda requested and was granted Director Review of the First DI on the
issue of discretionary denial, which resulted in the Director vacating the First
DI and remanding to the Board to decide institution on the merits. See Papers
16 and 27. On remand, the Board denied institution on September 3, 2024, this
time (1) agreeing with Neo’s “uncontroverted” evidence as to the 302 patent’s
effective filing date and concluding that Koo (Ground 1) is not prior art, and
(11) agreeing with Neo’s arguments on obviousness as to reference Kitroser
(Ground 2) and the preamble feature of a “mobile” device. See Paper 29 (the
“Second DI”), generally and at 17 and 22-23.

B. Overview of Grounds

Grounds 1 and 2 both share the same primary reference (WiMAX) but
differ in the secondary references (Koo in Ground 1 and Kitroser in Ground 2).

Petitioner explained how WiMAX teaches all claim limitations, except for the
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claimed preamble feature that a device is “mobile,” and that Koo and Kitroser
both show it was obvious to implement the relevant teachings of WiMAX in a
“mobile” device. Id. at 10-11, 22-25, 58 and 69-61.

In addition, Petitioner explained that the claims of the *302 patent lack
written description support in earlier provisional applications. /d. at 2. Based
on this showing, Ground 1 presented Koo as prior art with respect to the later
non-provisional filing date of the 302 patent. Ground 2 presented Kitroser as
prior art even with respect to the earliest provisional filing date of the *302
patent.

III. LEGAL STANDARD

“Requests for Director Review of the Board’s decision whether to
institute an AIA trial, or decisions granting rehearing of such a decision, shall
be limited to decisions presenting (a) an abuse of discretion or (b) important
issues of law or policy.” USPTO, Revised Interim Director Review Process at
2.B, Availability of Director Review: AIA Trial Proceedings (last modified
October 1, 2024), https://www.uspto.gov/patents/ptab/decisions/revised-
interim-director-review-process.

An abuse of discretion is found if the decision: (1) is clearly

unreasonable, arbitrary, or fanciful; (2) is based on an erroneous

conclusion of law; (3) rests on clearly erroneous fact finding; or (4)

involves a record that contains no evidence on which the Board

could rationally base its decision. [Intelligent Bio-Sys., Inc. v.
lllumina Cambridge Ltd., 821 F.3d 1359, 1367 (Fed. Cir. 2016).
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IV. ARGUMENT

A.  Ground 1: The Board Abused Its Discretion by
Circumventing the Federal Circuit’s Mandate of a Shifting
Burden of Production

The Board’s Second DI is contrary to well-established Federal Circuit
law distinguishing two different burdens of proof in an IPR: a burden of
persuasion and a burden of production. Dynamic Drinkware, 800 F.3d at 1380
(citing Tech. Licensing, 545 F.3d at 1328). The burden of persuasion is on the
petitioner to prove ‘“unpatentability by a preponderance of the evidence,” 35
U.S.C. § 316(e), and that burden never shifts to the patentee. /d.

A second and distinct burden, the burden of production, or the burden of
going forward with evidence, is a shifting burden, “the allocation of which
depends on where in the process of trial the issue arises.” Id. Specifically, the
shifting burden begins with a challenger of the patent, who “has the burden of
going forward with evidence” of invalidating prior art. Tech. Licensing, 545
F.3d at 1327. In response, if seeking to disqualify prior art based on priority
date, the patent owner has “the burden of going forward with evidence either
that the prior art does not actually anticipate, or, as [patent owner] attempted in
this case, that it is not prior art because the asserted claim is entitled to the
benefit of a filing date prior to the alleged prior art.” Id. This requires the

patent owner “to show not only the existence of the earlier application, but
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why the written description in the earlier application supports the claim.” /d.
Only after the patent owner’s evidence and argument in support of the earlier
filing date is before the court does “the burden of going forward again shift[] to
the proponent of the invalidity.” /d.

Here, had the Board properly applied the shifting burden, it should have
recognized that Honda’s initial burden was, at most, to identify in its Petition
specific claim features lacking support in earlier provisional applications of the
’302 patent, which Honda did. And, the Board should have further appreciated
that once Neo proffered evidence of support in an earlier application, the
burden of production shifted back to Honda, and that denying institution of this
inter partes review without giving Honda any opportunity to rebut Neo’s
evidence on the priority issue would constitute a denial of Honda’s due process
provided by the Federal Circuit’s shifting burden of production framework.

1. The Board Abused Its Discretion by Allocating an
Initial Burden of Production on Honda that is

Contrary to Federal Circuit Precedent and the
Board’s Own Jurisprudence

In denying institution, the Board criticized Honda for failing to advance
evidence in its Petition “as to whether the disclosure of the [302 patent’s]
Provisional—explicitly or inherently—would have reasonably conveyed to
skilled artisans that the inventor possessed the features of the subject

limitation.” Second DI at 18. This is an unprecedented heightening of the
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initial burden of production on a petitioner. According to Federal Circuit
precedent and the Board’s own jurisprudence, Honda’s initial burden of
production was merely to identify prior art that predated the non-provisional
filing date of the 302 patent and, at most, further identify claim features that
lacked written description support in earlier ancestral applications. Honda’s
Petition satisfied both of these requirements.

The shifting burden of production in such disputes is based on well-
established precedent that a patent owner is not presumed to be entitled to the
earlier filing dates of ancestral applications that do not share the same
disclosure. Focal Therapeutics, IPR2014-00116, Paper 8 at 9; see also
Dynamic Drinkware, 800 F.3d at 1380 (citing PowerQasis, Inc. v. T-Mobile
USA, Inc., 522 F.3d 1299, 1305 (Fed. Cir. 2008)). Instead, if a petitioner
proffers intervening prior art, then the burden of production shifts to the patent
owner to show entitlement to an earlier filing date. /d.; see also Research
Corp. Tech., 2010-1037 (Fed. Cir. 2010) (once a challenger identifies
invalidating intervening prior art, the patent owner has the burden of
production of entitlement to an ancestor application’s filing date); In re NTP,
Inc., 654 F.3d 1268 (Fed. Cir. 2011) (“for a patent’s claims to be entitled to an

earlier priority date, the patentee must demonstrate that the claims meet the
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requirements of 35 U.S.C. § 120”); In re Magnum Oil, 2015-1300 (Fed. Cir.
2016); Hologic, Inc. v. Smith & Nephew, Inc., 2017-1389 (Fed. Cir. 2018).

The Board has recognized a similar threshold for the initial burden. For
example, in Microsoft, IPR2024-00537, the Board instituted IPR after finding
the petitioner satisfied its burden to “initially produce and apply art that existed
as of ... the filing date of the [challenged patent] until an earlier date is
proved,” which shifted the burden to the patent owner to show “that the
challenged claims are entitled to claim priority to [an earlier application].”
IPR2024-00537, Paper 10 at 20-21; see also Unified, IPR2021-00275, Paper
48; Inguran, PGR2015-00017, Paper 22.

In some cases, the Board has imposed a higher initial burden by
requiring the petitioner to specifically identify claim features lacking written
description support in earlier applications. For example, in Maxlite, Inc. v.
Jiaxing Super Lighting Elec. Appl. Co., Ltd., IPR2020-00208, the petitioner
requested rehearing of institution denial, arguing that the Board improperly
placed an initial burden on the petitioner to “bring forth all arguments with
respect to why the challenged claims are not entitled to an earlier priority
date.” IPR2020-00208, Paper 14 at 3. The Board granted rehearing and
recognized its earlier error in noting, “[w]e determine that if such a burden

exists, Petitioner has met that burden by contending that the challenged patent
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is not entitled to any priority date earlier than its filing date,” which meant
“identifying, specifically, the features, claims, and ancestral applications
allegedly lacking written description support.” /d. at 5. Then, the burden
shifted to the patent owner to “make a sufficient showing of entitlement to
earlier filing date(s).” Id. Other decisions by the Board allocated a similar
initial burden on the petitioner to specifically identify claim features lacking
support. See, e.g., Lupin, IPR2015-01775, Paper 15 at 11; Focal Therapeutics,
IPR2014-00116, Paper 8 at 10; Polaris, IPR2013-00323, Paper 9.

In this case, Honda’s Petition satisfied all of these initial burden
requirements by (1) identifying a reference, Koo, that antedated the non-
provisional filing date of the *302 patent, and (i1) identifying specific claim
features (“the probing signal with a code sequence modulated in the frequency
domain”) lacking support in earlier provisional applications. Petition at 2-5.
Yet despite Honda satisfying its initial burden of production, the Board’s
Second DI inexplicably states that Honda’s petition “does not direct us to any
evidence supporting these plain attorney arguments, which we find

unpersuasive.” Second DI at 17.!

' The Second DI appears to conflate Honda’s burden of persuasion with the

separate, and shifting, burden of production on the priority issue. Indeed, the
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2. The Board Abused Its Discretion by Denying
Honda Its Due Process Right to Rebut Neo’s
Arguments and Evidence on the Priority Issue

Compounding the Board’s improper allocation of initial burden of
production on Honda, the Board further erred in failing to account for the
shifting of this burden subsequently required. For example, the Second DI
inexplicably states, with reference to Neo’s POPR, “/a]lthough not its burden,
we find Patent Owner sufficiently evidences that the disclosure of the *586
Provisional would have reasonably conveyed to skilled artisans that the
inventor possessed the features of the subject limitation.” /d. at 22 (emphasis
added). However, according to Dynamic Drinkware, it was indeed Neo’s
burden to proffer such evidence. Furthermore, this then shifted the burden
back to Honda to proffer evidence rebutting Neo’s arguments and evidence on
the priority issue. The Board, however, erred by denying institution of this
inter partes review without ever providing Honda such opportunity.

Honda even went so far as to specifically request separate briefing on
the priority issue. Specifically, on September 18, 2023, Honda sought leave to

file a reply to Neo’s POPR and to submit additional evidence including a

Second DI cites only the burden of persuasion but not the shifting burden of

production with respect to the priority date of the *302 patent. Second DI at 9.

10
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supplemental declaration from Honda’s technical expert, Dr. Buehrer, because
“Patent Owner’s arguments that the reference Koo is not prior art
mischaracterize the *586 provisional to which the *302 patent claims priority
and also mischaracterize a 2006 book authored by Petitioner’s technical expert
Dr. Buehrer.” See Papers 7 and 12. The Board denied Honda’s request,
explaining that “Petitioner has not established good cause for further briefing
on any of these issues at this time” and that “[t]he Board will determine
whether to institute trial based on the Petition, the Preliminary Response, and
the evidence in the record.” See Paper 12 at 4-5. Then, after denying
institution the first time under § 314(a) and upon remand from the first
Director Review, the Board denied institution without providing Honda the
opportunity to rebut Neo’s evidence and argument on the priority issue, which
due process requires because Honda bore the ultimate burden of proof on this
issue. Tech. Licensing, 545 F.3d at 1328.

The Board’s decision to deny institution in this case was both contrary to
Federal Circuit precedent and inconsistent with the Board’s own jurisprudence.
For example, in Microsoft, IPR2024-00537, the Board instituted trial after
recognizing that the “Petitioner has not had the opportunity to rebut Patent
Owner’s [POPR] evidence and argument regarding the effective filing date of

the claimed invention, which due process requires because Petitioner bears the

11
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ultimate burden of proof on this issue.” IPR2024-00537, Paper 10 at 2, 20-21
(citing Tech. Licensing, 545 F.3d at 1328) (emphasis added).

Here, had the Board properly applied the shifting burden of production,
it should have recognized, as the Microsoft Board had, that Honda never before
had the burden to offer detailed evidence on the priority issue, but instead was
merely obligated, at most, to identify that problem in its Petition, which Honda
did. And, with this recognition, the Board should have further appreciated that
denying institution, without giving Honda any opportunity to meet its shifted
burden of production, constituted a denial of Honda’s due process.

Thus, for these reasons, Honda respectfully requests that the Director
reverse the Second DI and Order the Board to proceed with institution
consistent with Microsoft, IPR2024-00537, which is warranted to ensure
timely resolution of an IPR that has already been delayed as a result of having
to address earlier discrepancies raised in the First DI. Or, at a minimum,
Honda respectfully requests the Director to vacate the Second DI and remand
for entry and consideration of Honda’s rebuttal briefing and evidence on the
priority issue. Honda also respectfully submits that all parties would benefit if
the Board were to update the Trial Practice Guide in a manner that properly

accounts for the burden of production in this type of priority dispute.

12
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B. Ground 2: The Board Abused Its Discretion by Rendering a
Decision That Did Not Consider the Combination of
References Presented By Honda in the Petition

For Ground 2, the Board abused its discretion by rendering a decision on
obviousness that did not consider the actual combination presented—one that
relied upon only a limited portion of WiMAX, namely specific features of the
periodic ranging process, to be implemented in a mobile device. This error
resulted in the Board’s improper inquiry into reasonable expectation of
success, one which judged not the combination presented, but instead credited
Neo’s evidence directed to features not relied upon in the prior art. As such,
the Board abused its discretion on Ground 2 through an erroneous conclusion
of law. Intelligent Bio-Sys., 821 F.3d at 1367.

In this case, the Second DI improperly relied on evidence proffered by
Neo that failed to address the specific features in the prior art shown by Honda
to render obvious the claimed invention. Instead, the Board relied on Neo’s
evidence that only expressed general challenges in implementing the WiMAX
standard as a whole in a mobile environment. Second DI at 22-35. This
evidence credited by the Board did not address (much less call into question)
implementing the specific features of WiMAX (namely, the specific aspects of
a periodic ranging procedure) in a mobile environment relied upon by Honda

to render obvious the claimed invention.

13
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The Board relied, for example, upon IEEE’s formation of a Study Group
Call for Contributions to study and report on the feasibility of implementing
802.16a in a mobile systems environment. See Second DI at 26 (citing Ex.
2007 at 1). The Second DI repeatedly cited to “IEEE’s Call for Contributions
and its questioning of technical feasibility.” Second DI at 26, 29, 30, 34.
However, Ex. 2007 said nothing about the technical feasibility of the specific
features of WiMAX’s periodic ranging procedure shown by Honda’s Petition
to render obvious the claimed invention. The Second DI also credited Neo’s
citation to “a second, later submission” authored by Kitroser, “this time
proposing changes to the ranging mechanism of IEEE 802.16 for mobile
users.” Second DI at 34 (citing Ex. 2023 at 1, 3). However, Ex. 2023 only
discusses features of WiIMAX (“initial ranging” and “BW requests”) which are
distinct from the periodic ranging features that render obvious the claimed
invention. Neo’s evidence credited by the Second DI says nothing about these
periodic ranging features, much less changing any of these specific periodic
ranging features of WiMAX for a mobile environment.

The Board’s error is further revealed by its characterization that
“Kitroser essentially states nothing more than ‘[n]o changes are required’ to
implement 802.16a in a mobile systems.” Second DI at 27, 29, 33. This

mischaracterizes Kitroser. Kitroser does not disclose or suggest that the

14





Proceeding No.: IPR2023-00797
Attorney Docket: 15625-00371P4

entirety of the 802.16a standard could be implemented in mobile systems with
“no changes.” Instead, Honda’s Petition explains that Kitroser addresses the
“impact of the mobile environment on the current 802.16a” standard by
considering various aspects of the 802.16a standard, among which Kitroser
specifically teaches that “[n]o changes are required in the PHY layer ranging
mechanism.” Petition at 25, 59, 60. Here again, therefore, the Second DI
confirms an error in not applying the actual grounds advanced by Petitioner,
which proposed to implement in a mobile system only the specific features of
the PHY layer ranging mechanism relied upon in the Petition, not to implement
more broadly the 802.16a, without changes.

Therefore, the Board’s decision on obviousness, which was based on an
error in not judging the actual combination of references presented in Ground

2, was improper and should be reversed by the Director.

V.  CONCLUSION

The Director should vacate the Board’s Second DI and proceed with

institution or, at minimum, remand for further consideration.

15
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Decision. Or, at a minimum, Petitioner Honda respectfully requests vacatur of the Institution
Decision and remand to the Board for entry and consideration of Honda rebuttal briefing and
evidence on the priority issue.

Respectfully,

Karl Renner

W. Karl Renner

Fish & Richardson P.C.

1000 Maine Ave., SW, Suite 1000 | Washington, D.C. 20024
Tel: (202) 626-6447 | renner@fr.com
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