From: Trials

To: Specht, Kara; Trials; lionel.lavenue@finnegan.com; r.maxwell.mauldin@finnegan.com
Cc: matt@rhmtrial.com; jim@rhmtrial.com; BMW-NorthStar-IPRs

Subject: RE: IPR2023-00815, IPR2023-00816, IPR2023-00817

Date: Wednesday, September 20, 2023 12:22:53 PM

Counsel,

The Board finds good cause for the requested briefing and authorizes Petitioner to file a 15-page
pre-institution reply in each of IPR2023-00815, IPR2023-00816, and IPR2023-00817 limited to (1)
Patent Owner’s 314(a) arguments regarding Fintiv; (2) Patent Owner’s arguments regarding alleged
abuse of the IPR process; and (3) Patent Owner’s claim construction of requiring the door lock to be
activated immediately upon receiving a reservation certificate (i.e., IPR2023-00815, Paper No. 7, at
18-23, IPR2023-00816, Paper No. 7 at 18-21, IPR2023-00817, Paper No. 7, at 21-24). The Board
also authorizes Patent Owner to file a 15-page pre-institution sur-reply. Petitioner’s briefs are due
on or before October 4, 2023, and Patent Owner’s briefs are due on or before October 12, 2023.

Regards,

Esther Goldschlager
Supervisory Paralegal Specialist
Patent Trial & Appeal Board
U.S. Patent & Trademark Office

From: Specht, Kara <Kara.Specht@finnegan.com>

Sent: Wednesday, September 20, 2023 6:34 AM

To: Trials <Trials@USPTO.GOV>

Cc: matt@rhmtrial.com; jim@rhmtrial.com; BMW-NorthStar-IPRs <BMW-NorthStar-
IPRs@finnegan.com>

Subject: IPR2023-00815, IPR2023-00816, IPR2023-00817

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before
responding, clicking on links, or opening attachments.

Dear Board,

Pursuant to 37 C.F.R. §§ 42.23, 42.24(c), 42.108(c), and 42.208(c), Petitioners ASSA ABLOY and HID
requests authorization to file a 15-page pre-institution reply in each of 15-page pre-institution
replies in IPR2023-00815, IPR2023-00816, and IPR2023-00817 to respond to three arguments that
could not have been addressed in the respective Petitions:

(1) Patent Owner’s 314(a) arguments regarding Fintiv;
(2) Patent Owner’s arguments regarding alleged abuse of the IPR process; and

(3) Patent Owner’s unforeseeable and incorrect construction of requiring the door lock to be
activated immediately upon receiving a reservation certificate (i.e., IPR2023-00815, Paper
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No. 7, at 18-23, IPR2023-00816, Paper No. 7 at 18-21, IPR2023-00817, Paper No. 7, at 21-
24),

Good cause exists for pre-institution briefing on these issues because (1) factual circumstances
before the district court have changed since the Petitions’ filing date; (2) Petitioners could not have
foreseen Patent Owner’s abuse of process argument; and (3) Patent Owner’s construction of timing
requirements is contrary to the claims and specification and thus unforeseeable.

Patent Owner has indicated that it opposes.

Petitioners are available for a call with the Board at the Board’s convenience.

Best regards,

Kara Specht
Counsel for Petitioner

Kara Specht
Partner
Finnegan, Henderson, Farabow, Garrett & Dunner, LLP

271 171 Street, NW, Suite 1400, Atlanta, GA 30363-6209
404.653.6481 | fax 404.653.6444 | kara.specht@finnegan.com | bio | www.finnegan.com
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