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I. INTRODUCTION

Pursuant to the Board’s Order (Paper 8), Infinera Corporation (“Petitioner”)
submits this Preliminary Reply to Patent Owners’ Preliminary Response (Paper 6,
“POPR”). For at least the following reasons, Patent Owners’ arguments fail, and
Petitioner respectfully requests that the Board institute trial on the merits in this
proceeding.

II. ARGUMENT

A. PATENT OWNERS HAVE FAILED TO SHOW THAT NOKIA,
FUJITSU, AND AT&T ARE REAL PARTIES IN INTEREST

Patent Owners argue that the Board should deny institution because Petitioner
has failed to name Nokia, Fujitsu, and AT&T as real parties in interest (“RPIs”).
POPR 55-57. Patent Owners’ argument is incorrect and should be rejected for two
reasons. First, as a threshold matter, the Board need not address whether Nokia,
Fujitsu, and AT&T are unnamed RPIs because none of these entities is subject to the
IPR time bar or estoppel under 35 U.S.C. § 315, and thus the Board should not
address the RPI issue because that determination is not necessary to resolve the
proceeding. Unified Patents, LLC v. MemoryWeb, LLC, IPR2021-01413, Paper 76
at 5 (PTAB May 22, 2023) (“The Board should not have determined whether Apple
and Samsung are RPIs in this proceeding given that determination was not necessary
to resolve the proceeding.”); SharkNinja Operating LLC v. iRobot Corp., IPR2020-

00734, Paper 11 at 5 (PTAB Oct. 6, 2020) (precedential) (declining to address RPI
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issue where no time bar or estoppel provisions under 35 U.S.C. § 315 are
implicated). Although Patent Owners attempt to conjure an estoppel issue based on
allegations relating to invalidity contentions served in the district court (POPR 55),
as discussed below, Patent Owners’ RPI arguments are not directed to estoppel under
35 U.S.C. § 315 as required by the Director, and thus, there is no reason for the
Board to provide an advisory opinion for an issue that is not ripe. Unified Patents,
Paper 76 at 5 (noting petitioner’s position that “the panel erred by issuing a non-
binding advisory opinion on RPI”) (internal quotations omitted).

Here, because neither Petitioner nor any of the alleged RPIs would be time
barred or otherwise estopped from bringing this Petition, the Board need not decide
whether all RPIs are named. Accordingly, this ends Patent Owners’ RPI challenge
and their argument should be rejected.

Second, Patent Owners have not shown any party is a real party in interest.
Determining whether a non-party is a RPI requires more than “determining
whether a party benefits generally from the filing of [a] Petition and also has a
relationship with the Petitioner.” Unified Patents, Inc. v. RealTime Adaptive
Streaming, LLC, IPR2018-00883, Paper 36, 15 (PTAB Nov. 27, 2018). Rather, the
“heart of the inquiry” is whether Petitioner acted at the “behest” of another,
including “whether a party exercises or could exercise control over a petitioner’s

participation in a proceeding, or whether a party is funding the proceeding or
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directing the proceeding.” Uniloc 2017 LLC v. Facebook Inc., 989 F.3d 1018, 1028
(Fed. Cir. 2021).

Here, Patent Owners have failed to provide any evidence that Infinera filed
this proceeding at the behest of Nokia, Fujitsu, and AT&T, or that any of these
entities exercises or could exercise control over Infinera’s participation in this
proceeding. Patent Owners also provide no evidence that Nokia, Fujitsu, or AT&T
directs or funds this proceeding—because there is none. Patent Owners’ assertion
that they “believe Petitioner has coordinated with its co-defendants directly
regarding IPR strategy, including the arguments raised in the Petition” (POPR 55),
without more, is insufficient because it is speculative and unsupported by any
evidence. Wi-Fi One, LLC v. Broadcom Corp., 887 F.3d 1329, 1340 (Fed. Cir. 2018)
(finding “no evidentiary support” that a party was acting ““at the behest” of another).
Indeed, beyond mere speculation, Patent Owners have proffered no evidence that
shows or even suggests that Nokia, Fujitsu, and AT&T should be named RPIs. See
Worlds Inc. v. Bungie, Inc., 903 F.3d 1237, 1244 (Fed. Cir. 2018).

As Infinera explained to Patent Owners’ counsel via email on July 11, 2023,
“Infinera has not coordinated and/or worked on any IPRs with any of the other
defendants.” EX-2006 at 1. The fact that Nokia, Fujitsu, and AT&T may be co-
defendants with Infinera in consolidated district court actions involving the *181

Patent, without more, is insufficient to establish that Nokia, Fujitsu, and AT&T are
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RPIs in this proceeding. See Bowtech, Inc., v. MCP IP, LLC, IPR2019-00379,
Paper 14 at 25 (PTAB July 3, 2019) (finding an entity must be more than merely
one who will benefit from a favorable result to be named as an RPI); see also
Uniloc 2017, 989 F.3d at 1028 (““[I]t is not enough that a non-party has . . . an
interest in invalidity of the challenged patent by virtue of its status as a defendant
in a litigation.”).

Accordingly, the Board should reject Patent Owners’ RPI argument and grant
institution.

B. PATENT OWNERS’ 325(d) ARGUMENTS REGARDING EX-
2004 ARE MISLEADING

In support of their 325(d) argument that the prosecution history involves
repeated examination of one electrical reference combined with a form factor
reference, Patent Owners rely on EX-2004—the file history for the parent
application (12/512,968) to the 795 Patent. POPR 27. Patent Owners argue that
“[d]uring examination of” the parent application “the inventors pursued claims
similar to the presently challenged patent” (POPR 27) (citing EX-2004). Patent
Owners further state that “[t]he Examiner ultimately was persuaded to withdraw his
objections and allowed some pending claims.” POPR 28. However, Patent Owners’
arguments regarding EX-2004 are misleading because they omit that the Examiner

maintained rejections of claims most similar to those at issue here, and on appeal
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that the Board affirmed the Examiner’s rejections of those claims during
examination of the parent application. EX-2004 14, 25-29, 106-109, 112—-113.

Specifically, Patent Owners omit that the Examiner actually maintained art
rejections over application claims 18 and 19 (EX-2004 106—109, 112—-113), which
include limitations more similar to the challenged claims in this IPR. Compare EX-
2004 92-93 (parent application claims 18, 19) with, EX-1001 (claims 1, 3). The
Examiner maintained the rejection of application claim 18 over Brede, and the
rejection of claim 19 over Brede in combination with Aronson. EX-2004 106—-109,
112-113. The Board also ultimately affirmed the Examiner’s rejections of those
claims on appeal. EX-2004 25-29.

Also in support of their 325(d) argument that the prosecution history involves
repeated examination of one electrical reference combined with a form factor
reference, including their discussion of EX-2004, Patent Owners mischaracterize
Petitioner’s analysis of Pang in view of Vrazel. POPR 26-27, 32-34. Contrary to
what Patent Owners argue (POPR 37-38, 48-49), Petitioner does not merely swap
the designation of primary and secondary references. Rather, as discussed in the
Petition (Pet. 11-21, 22-68, 72-75), the combination of Pang in view of Vrazel is a
different combination than those previously considered by the Office, particularly
because it is based on different disclosures of different references and a different

motivation to combine. As such, Pang in view of Vrazel is neither the same nor
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substantially the same as art or arguments presented during prosecution or asserted
in any prior IPRs.

Patent Owners’ generic characterization of the references as simply either an
“electrical reference” or a “form factor reference” ignores the differences in Pang’s
and Vrazel’s specific teachings, including the differences in the motivation to
combine and why a POSITA would have had reason based on the references’ distinct
disclosures to make the modification. As discussed in the Petition and supporting
declaration (Pet. 15-21; EX-1003 99 58-67), a POSITA would have had unique
reasons for modifying Pang in view Vrazel based on specific teachings unique to
those two references. For example, Pang specifically discloses pluggable fiber optic
transceiver modules with transmit and receive PCBs arranged “within the [same]
fiber optic module to reduce the footprint of the fiber optic module.” EX-1007
[0006], [0065]. Pang also specifically discloses the desirability “to minimize the size
of system printed circuit boards (PCBs)” and “reduce the footprint of the fiber optic
module which will attach to such system PCBs.” EX-1007 [0006]. Vrazel also
discloses modulation components and techniques that “add little or no complexity”
to the optical components of the transmitter and receiver and increasing data rates
using the same optics as those used in conventional optical links. EX-1006 [0011].
Based on Pang’s and Vrazel’s unique disclosures, the Petition explains why a

POSITA would have had unique, combination-specific reasons for combining the
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references’ teachings and a reasonable expectation of success in doing so. Pet. 15-
22. These specific arguments regarding the teachings of the prior art and the
motivation to combine were not previously before the examiner.

Patent Owners’ mischaracterization of the references is an oversimplification
and over-generalization of the references’ teachings. Patent Owners do not
meaningfully address the differences in the references’ specific disclosures or
discuss the unique differences in the motivations to combine. Patent Owners’
argument ignores the fact that, although there may be some similarities because the
references are all in the same general field, Pang and Vrazel are nonetheless different
and their combined teachings are not the same or substantially the same as the
teachings of those references previously considered.

Patent Owners do not provide any expert testimony to support their
characterizations of the prior art or to otherwise rebut Dr. Min’s uncontroverted
expert opinion and testimony. Patent Owners also do not provide any comparative
analysis of the references’ disclosures beyond mere attorney argument as to what
counsel contends the references allegedly disclose.

III. CONCLUSION

For the foregoing reasons, Petitioner respectfully requests that the Board

institute inter partes review and cancel all challenged claims as unpatentable.
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Respectfully submitted,
DUANE MORRIS LLP
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1201 North Market Street, Suite 501
Wilmington, DE 19801
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ATTORNEY FOR PETITIONER
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