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Petitioner submits this Reply to Patent Owner’s Preliminary Response
(“POPR”) (Paper 7). As explained in the Petition (Paper 2, 84-86), and further
below, the Fintiv factors favor institution.

In particular, given new developments in the district court litigation—namely,
that the stay in the district court litigation in effect at the time the Petition was filed
was lifted on July 27, 2023, and a new trial date was set—Petitioner provided Patent
Owner with a Sotera stipulation after the POPR was filed. Ex.1045. In Patent
Owner’s own words, that stipulation “ensure[s] that an inter partes review would be
a ‘true alternative’ to the district court proceeding.” POPR, 25 n.5. Pursuant to the
Director’s June 21, 2022 Memorandum (“Guidance Memo”), this alone prevents
discretionary denial under Fintiv. See Ex.1037, 7-8.

Factor 1 (Stay): Based on two cherry-picked decisions, Patent Owner
claims “there is no evidence” a stay would be granted if review were instituted.
POPR, 19-20. But the judge in the pending district court litigation, the Honorable
Alan Albright, has stayed litigation pending instituted [PRs in instances where, as
here, the instituted claims would cover every claim asserted in the district court.
See, e.g., Sonrai Memory Ltd. v. W. Digital Techs., Inc., No. 6:21-CV-01168-
ADA, 2022 WL 3108818, at *5 (W.D. Tex. Aug. 4, 2022); Lone Star SCM Sys. v.
Zebra Techs. Corp., No. 6:21-cv-842-ADA, 2023 WL 4923962, at *5 (W.D. Tex.

July 31, 2023).



Factor 2 (Trial Proximity): Patent Owner cites several years-old decisions
(all of which predate the Guidance Memo), arguing this factor weighs in favor of
denial because the current district court schedule places trial before the statutory
deadline. POPR, 21-22. Not so. The Board’s analysis on this factor turns on
median time-to-trial statistics. See Guidance Memo, 8-9. Here, the “median time-
to-trial is around the same time” as the statutory deadline (November 28, 2024), so
this factor weighs against discretionary denial. /d., 9; see Petition, 84-85 (citing
Ex.1038, which identifies the median time to trial in the Western District of Texas
as 29.5 months, placing trial in December 2024).! Additionally, Petitioner filed its
Petition on April 20, 2024, within its statutory deadline of June 24, 2024.

Factors 3 (Investment in Parallel Proceedings), 4 (Overlap), and 5 (Same
Parties): These factors are tailored to “avoid duplicative efforts between the” Board
and district court. See POPR, 6 (discussing factors 3 and 5), 7-8 (discussing factor
4). Because Petitioner agreed to a Sotera stipulation, Ex.1045, there will be no
overlap between the district court and Board proceedings. See id., 7-8. What is more,

Petitioner challenges all 16 claims of the ’737 patent, while Patent Owner has

! Although the most recent statistics identify a median time to trial of 26.4 months,
the resulting trial date would still be “around the same time” as the final written

decision deadline—falling in September 2024. See Ex.1046.



asserted only seven claims in the district court litigation (claims 1, 2, 7, 8, 13, 14,
and 15). See Ex.1029 at 2. Moreover, when the Board issues its institution decision,
investment in the district court case will have been minimal, as the parties will not
yet have completed fact discovery, prepared expert reports, or filed summary
judgment motions. Thus, these factors collectively weigh against discretionary
denial.

Factor 6 (Compelling Merits): Patent Owner’s argument on this factor is
nothing more than a nod at his assertions on the merits. POPR, 27-28. Those
assertions fail to undermine the extensive, detailed analysis presented in the Petition
and the supporting expert declaration (Ex.1003).

In sum, even if Petitioner’s Sofera stipulation were not outcome-

determinative, the Fintiv factors collectively weigh against discretionary denial.
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