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Petitioner Maplebear Inc. d/b/a Instacart submits this Reply to Patent Owner
Consumeron’s Preliminary Response filed August 24, 2023 (“POPR,” Paper 6) on
the three topics authorized by the Board. See Ex.1029. Consumeron’s Preliminary
Response arguments are incorrect, and the Board should institute trial.

I. PRIORITY DATE DETERMINATIONS ARE PERMISSIBLE IN IPR

The POPR alleges “Petitioner’s back-door effort to challenge validity under
Section 112 violates 35 U.S.C. § 311(b).” POPR, 24. This argument is foreclosed
by precedent holding the opposite.

In Parus Holdings, Inc. v. Google LLC, 70 F.4th 1365 (Fed. Cir. 2023), the
Federal Circuit addressed this specific issue. The patent owner before the Board
attempted to establish an earlier priority date for its challenged claims; the Board
disagreed with the patent owner’s effort after evaluating the claims and finding the
claims to lack sufficient written description support in the priority applications. /d.
at 1369-70. On appeal, the patent owner alleged “the Board’s determinations
regarding the written description requirement of 35 U.S.C. § 112 exceeded its
statutory authority under 35 U.S.C. § 311(b).” Id. at 1373. The Court found this
argument to be “without merit” because § 311(b) “‘merely dictates the grounds on
which an IPR petition may be based, not the issues that the Board may consider to
resolve those grounds.”” Id. (emphasis added), quoting Arthrex Inc. v. Smith &

Nephew, Inc., 35 F.4" 1328, 1344-45 (Fed. Cir. 2022). The Court further wrote
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that the petitioner “complied with § 311(b) by asserting invalidity grounds under
§ 103.” Parus, 70 F.4" at 1373.

The same applies here. Petitioner complied with the statute by raising
unpatentability grounds under § 103. See Petition, 29 (listing § 103 grounds).
Consumeron asserts that Petitioner’s references are not prior art based on an
alleged entitlement to an earlier priority date. See POPR, 7-20. To resolve the
dispute, the Board can institute trial and “determine whether the challenged claims
satisf[y] the written description requirement” (Parus, 70 F.4™ at 1373) as part of
the unpatentability determination without exceeding its statutory authority.
Consumeron’s argument to the contrary is without merit.

II. EVENTS IN RELATED PROSECUTION SUPPORT PETITIONER’S
PRIORITY ARGUMENT

As the Petition noted, “the *465 patent is related to the following pending
application: U.S. 17/585,779.” Petition, 74. The *465 patent and *779 application
recite similar claim limitations. For example, the 465 patent recites “upon failing
to locate an identified product of the set of one or more goods” (Ex.1001, 11:20-
21) and the *779 application similarly recites “upon failing to locate the at least
one item” (Ex.1030, p. 22). The 465 patent also recites “at least one image of the
replacement product” (Ex.1001, 11:28-29) and the *779 patent similarly recites

“an image of the replacement product” (Ex.1030, p. 22).
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The Petition argued that these limitations are not found in the 465 patent’s
priority applications, including the 848 application. See Petition, 22 (“failing to
locate an identified product™); 23 (“replacement product”). The examiner of the
779 application appears to agree, as the examiner found that the prior applications,
including the 848 application, “fail to provide support for” the similar limitations
in the 779 application.! Ex.1030, p. 235.

The fact that another branch of the Office found substantially similar claims
to not have support in the priority applications confirms “there is a reasonable
likelihood that the petitioner would prevail with respect to at least 1 of the claims
challenged in the petition” meriting institution. 35 U.S.C. § 314(a).

III. CLAIM CONSTRUCTION
A.  An “acquisition request” is a request to acquire, not “shop”

Consumeron contends that the proper construction of “acquisition request”
is “a request for an agent to shop for goods on a customer’s behalf.” POPR, p. 30.

Neither the intrinsic nor extrinsic evidence, however, requires the agent to “shop”

! The examiner did not indicate consideration of the Petition in the Notice of
References Cited. See Ex.1030, p. 278. Also, notably, the examiner applied the
Petition’s Carr reference to reject some of the *779 application’s claims. See id.,

255.
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or even make a purchase—the agent must simply acquire goods, consistent with
the plain language of the claim. It would be improper to narrowly require shopping
when Consumeron elected to broadly claim all types of “acquisition request[s].”

Contrary to Consumeron’s position, the specification does not equate an
“acquisition request” with a “shopping request.” POPR, pp. 30-32. Instead, the
specification’s repeated use of the phrasing “purchase or otherwise acquire” and
“shopping or acquisition request” confirms that an acquisition can be performed by
means other than purchase or shopping. See Ex.1036 (Merriam-Webster
Dictionary) (defining “otherwise” as “in a different way or manner”).

Preferably, the user specifies the exact location from which the
selected delivery agent is to purchase or otherwise acquire the

product, such as a retail store location.
Ex.1001, 5:34-36.

If the product is approved at 120, the delivery agent will
purchase or otherwise acquire the product on behalf of the
customer at 121 and deliver the product based on the delivery
options specified in the customer’s profile, or amended delivery
instructions provided by the customer at the beginning of a
particular shopping request or at some time during a particular

shopping request.

Id. at 7:65-8:4.
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Once registered, the user provides the service provider with
information regarding the type of product desired and the
shopping or acquisition location from which the user desires to

purchase or otherwise obtain the product.
Id. at 2:32-36. The specification is thus explicit that a delivery agent can fulfill an
acquisition request without the agent shopping or purchasing. For example, the
description of Fig. 3, which illustrates the main process flow of the “acquisition
services” provided to the customer, explains that a customer may “pre-purchase[]”
a good that the agent acquires by “pick-up.” Ex.1001, 7:6-7, 7:32-40.

Alternatively, the customer has the option of paying the retailer
or seller directly, in which case the customer will only be billed
for the pick-up and delivery services provided. ... If pre-
purchased by the customer, the delivery agent obtains a receipt

showing proof of pre-payment by the customer.
Ex.1001, 8:25-33. Similarly, the specification explains that an agent can fulfill a
“request for purchase or acquisition” when visiting a “shopping location”:

A mobile delivery agent in close proximity to the shopping
location will receive the request for purchase or acquisition
from the system, and the delivery agent will proceed to the

shopping location.
Ex.1001, 2:36—41. That is, an agent need not make a “purchase” even when

traveling to a “shopping location.”
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Consumeron understood the distinction between acquisition and shopping
when it filed the first non-provisional application in the family leading to the 465
patent (US 12/711,867). Specifically, the non-provisional application was modified
relative to the precursor provisional application (US Prov. 61/237,128) to broaden
its scope beyond “shopping.” For example, Consumeron replaced:

¢ in the title: “REMOTE SHOPPING” with “REMOTE ACQUISITION”;
¢ in the abstract: “to remotely shop for a product(s)” with “to remotely
acquire a product”; and
¢ in the specification: “purchase” with “purchase or otherwise acquire”.
See Ex.1032; Ex.1033 (comparison of US Prov. 61/237,128 and US 12/711,867).
Faced with invalidating art, Consumeron cannot now retreat from its own effort to
broaden the scope of the 465 patent beyond shopping.

The extrinsic evidence is consistent with the above intrinsic evidence and
confirms that an acquisition does not require a purchase or transaction. A sampling
of dictionaries, including the Collins English Dictionary relied upon by
Consumeron, defines “acquire” as simply coming into possession or obtaining
something without requiring purchase. See, e.g., Ex.1034 (Collins English
Dictionary) (“If you acquire something, you buy or obtain it for yourself, or

someone gives it to you.”); Ex.1031 (Merriam-Webster Dictionary) (defining
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“acquire” as “to come into possession or control of [something] often by
unspecified means”).

Consumeron’s alternative reliance on federal statutes related to “forest
resources or products in short supply in the western United States” is not useful.
See Preliminary Response, p. 30 (citing Ex.2004); Ex.1035 (excerpt from 16
U.S.C. § 620). Legal statues related to forestry are not pertinent to understand the
meaning of “acquisition request” in the claims of the *465 patent.

The Board should adopt the plain and ordinary meaning of “acquisition
request” consistent with the specification: “a request to acquire.” Not only is
Consumeron’s construction overly narrow, but, if adopted, would inject
unnecessary uncertainty into the proceeding as the specification does not explain
what it means for a delivery agent to “shop.” See e.g., Ex.1001, 1:29 (stating
instead that “the present invention pertains to customer shopping”). The
Preliminary Response similarly does not explain what actions by the agent would
constitute shopping.

When “acquisition request” 1s properly construed, the prior art renders
obvious the challenged claims, as the Petition illustrates.

IV. CONCLUSION

For the foregoing reasons, Petitioner requests that the Board institute trial.
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Respectfully submitted,

Dated: September 15, 2023 /Raghav Bajaj/

HAYNES AND BOONE, LLP Raghav Bajaj

2323 Victory Avenue, Suite 700 Lead Counsel for Petitioner
Dallas, Texas 75219 Registration No. 66,630

Customer No. 27683
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