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1 PROCEEDI NGS
2 M CHAEL D. M TZENVACHER, PH.D.,
3 Deponent, having first been satisfactorily
4 i dentified by the production of his
09:30 AM 5 Massachusetts driver's license and duly sworn
6 by the Notary Public, was exam ned and
7 | testified as foll ows:
8 EXAM NATI ON
9 BY MR JARRATT:
09:33 AM 10 Q Good norning, Dr. Mtzennacher?
11 A Good nor ni ng.
12 Q Can you pl ease state your nane --
13 full name for the record, please?
14 A M chael David Mtzenmacher.
09:33 M 15 Q Approxi mately how many tines have
16 you been deposed?
17 A | don't know. | don't have a
18 count.
19 Q Can you give an approxi mation?
09:33 AM 20 A Probably | expect nore than 50.
21 Q So, generally, you know how
22 depositions work. Is that fair to say?
23 A | think so, yes.
24 Q Do you understand that you nust
09:33 AM 25 provi de verbal answers to ny questions so
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1 | that the court [sic] can nake an accurate
2 transcript?
3 A Yes.
4 Q And because we're formng a record
09:34 AM 5 here, it's inportant that we don't tal k over
6 each other. So if you can let me finish ny
7 question, 1'Il let you finish your questions
8 [sic].
9 Does that sound fair?
09:34 AM 10 A Yes.
11 Q You understand that your counsel
12 m ght object to a question but you still mnust
13 provi de an answer to the question unless
14 I nstructed otherw se, correct?
09: 34 AM 15 A | understand that.
16 Q If you' re confused as to a
17 question | ask, |I'd appreciate you let ne
18 know so | can perhaps ask it in a different
19 way.
09:34 AM 20 Can we agree on that?
21 A Il will try to do so.
22 Q Is there any reason why you can't
23 provide full and accurate, truthful testinony
24 t oday?
09: 34 AM 25 A No, | don't think so. | should
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1 say, a few weeks ago, about a nonth ago | had
2 bronchitis, so | may cough at points, but,
3 you know, |'m not infectious or anything, as
4 | far as | know.
09: 34 AM 5 Q Ckay. So all the testinony you'll
6 gi ve today woul d be an accurate
7 representation of your opinions?
8 A Yes.
9 Q You understand that the testinony
09:35AM 10 | you're providing today will be used in a
11 Inter Partes review proceedi ng | PR 2023-00865
12 challenging U S. Patent No. 11,238, 4657
13 A | don't recall the |IPR nunber, but
14 | understand it's been used for an | PR
09:35 AM 15 Q And if | say the '465 patent, wll
16 | you understand that that's referring to U. S
17 Pat ent 11, 238, 4657
18 A Al'l right.
19 Q And if | say "this proceedi ng" or
09:35 AM 20 "this IPR" will you understand that that
21 will be referring to | PR 2023-00865?
22 A Il will try and do so.
23 Q Do you recall that the four famly
24 menbers of the '465 patent were previously
09:35 AM 25 chal l enged in | PR proceedi ngs 2022- 01356,
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1 01357, 01358, 01359 also filed by Instacart?
2 A Again, | don't renenber the
3 nunbers. | do recall there were previous
4 | PRs.
09: 36 AM 5 Q And you provided testinmony in
6 | those I PRs, correct?
7 A | believe so.
8 Q Can we agree that if | say the
9 previous Instacart IPRs, I'mreferring to
09:36 AM 10 those four IPRs that you provided testinony
11 in?
12 A Il will try and recall that as we
13 go.
14 Q Do you understand that your
09:36 AM 15 | testinony will be publicly avail able and
16 | filed in this proceedi ng?
17 A | guess. It hadn't occurred to ne
18 one way or another if it will be public, but
19 | have to assune these things are, | guess.
09:36 AM 20 Q How many | PRs have you wor ked on?
21 A | don't know.
22 Q Can you give an approximation?
23 A | nean, probably not a good one
24 | without ny list of cases, and it's also hard
09:37 M 25 | for ne to recall and renenber, because often,
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i ke, you'll be doing several -- like, as we
di scussed here, there were sort of severa
| PRs al though it was for the sanme famly of
patents. So if | remenber, you know, | tend
to count that in nmy head as one | PR because
it's, you know, one proceedi ng or deposition
fromny standpoint.

Q More or less than 10 I PRs you
wor ked on, woul d you appr oxi mat e?

A | mean, | think if you counted
t hem separately, the way that you did here,
so that, you know, so that, like, for
i nstance, the previous ones in this case were
multiple IPRs, that would be nore than 10.
["mnot sure if that's the case ot herw se.

Q O the IPRs you' ve worked on, how
many have you wor ked on for patent owner

Consuneron?

A | don't know. | would have to
| ook up that information. | don't recall as
| sit here.

Q And in ternms of definitions we
m ght use today, if | use the acronym PCSI TA,
Wi |l you understand that to nean a person of

ordinary skill in the art?
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1 A I"mfamliar with that acronym
2 yes.
3 Q When | say "your decl aration,”
4 | will you understand that I'"'mreferring to
09:38 AM 5 | Exhibit 2008 filed in this IPR?
6 A | can't recall the exhibit nunber,
7 but if you give ne ny declaration, I'll be
8 able to refer to it.
9 Q Sure. Let's look at that now.
09: 38 AM 10 So I''m handing the witness what's
11 been previously marked as Exhibit 2008 in
12 this I PR
13 Can you please confirmthat this
14 I's your declaration you filed in this
09:38 AM 15 pr oceedi ng?
16 A It certainly appears to be.
17 Q Can you confirmthat that is your
18 signature in paragraph 96 of this docunent?
19 A Yes, it looks like my signature.
09:39 AM 20 Q After you signed your declaration,
21 were any changes to Exhibit 2008 nmade by you
22 or anyone el se?
23 A |"d have to say, | have to check
24 | with counsel, | nmean, if they changed a
09:39 AM 25 punctuation mark or sonmething. | believe
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1 when | signed off, you know, typically, I
2 don't recall in this specific instance,
3 typically when | sign off | note that if, you
4 know, sonething in ternms of punctuation needs
09:39 AM 5 to be changed on, like, the front cover, they
6 have ny perm ssion to do so.
7 Q Does counsel al ways need your
8 perm ssion to nake changes to your
9 decl aration after you signed it?
09:39 M 10 A | would typically say yes or I,
11 | typically, you know, informcounsel that, you
12 know, if there's any changes beyond, you
13 know, sonething typographical or sonething in
14 the formatting to l et me know.
09:40 AM 15 Q Who wrote your declaration,
16 Dr. Mtzenmacher?
17 A | wote nmy declaration. | worked
18 Wi th counsel, but it's ny declaration and ny
19 set of opinions.
09:40 AM 20 Q Were you provided with a first
21 draft?
22 A | don't recall in this proceedi ngs
23 one way or the other. You know, typically
24 | when | work with counsel, you know, | wite
09:40 AM 25 things, they wite things, it gets conbined,
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put together. In this case | know we al so
had, | think as you nentioned, previous
declarations as a starting point. So that
may have been part of the starting point.

Q Do you recall how nuch of this
decl aration you wote?

A Yes. It's ny declaration. These
are ny opinions, you know, and it's an
iterative process where, you know, | wite,
the attorneys wite; it goes back and forth.

Q In drafting your declaration, did
you choose your words careful ly?

A | nean, | generally try and choose
ny words carefully.

Q | didn't ask generally. | asked
Wi th respect to this declaration.

A | nean, again, generally |I try and
choose ny words carefully, including in this
declaration. |If there's some word choice
specifically that you wish to discuss, let ne
know.

Q Do you still stand by all the
opi nions you provided in this declaration?

A Yes.

Q Are there any typographical errors
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1 | that you would like to correct in your
2 | declaration?
3 A | don't recall as | sit here.
4 Again, | can't recall anything as |I sit here.
09:41 AM 5 And reading it the last couple days, | fee
6 li ke I mght have noticed a stray conma
7 somewhere but nothing that changed the
8 meani ng.
9 Q Are there any errors in your
09:42 AM 10 | analysis that you'd like to correct?
11 A No.
12 Q And this declaration contains your
13 opinions only; is that correct?
14 MR. PRICE: (bjection.
09:42 AM 15 A "' mnot sure what you nmean by ny
16 opinions only. | nean, it contains facts.
17 It's contains ny CV. 1'mnot quite sure what
18 you nean by the question.
19 BY MR JARRATT:
09:42 AM 20 Q "1l rephrase
21 Does your declaration contain the
22 opi ni ons of any ot her persons?
23 MR. PRICE: (bjection.
24 A | can't speak for what the
09:42 AM 25 opi nions of other people are that may or may
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1 not match my opinions. These are ny opinions
2 that's presented in the report -- or sorry,
3 In the declaration.
4 BY MR JARRATT:
09: 42 AM 5 Q Did you review your declaration
6 | thoroughly before signing it?
7 A Yes.
8 Q Did you revi ew whet her quotes
9 contained within your declaration were from
09:43 AM 10 correct sources?
11 A | generally try to. That's part
12 of nmy process. But, again, if there's
13 sonmet hing specific you d like me to | ook at,
14 pl ease | et nme know.
09:43 AM 15 Q Are you an attorney,
16 Dr. Mtzenmacher?
17 A No.
18 Q Are you famliar with the |egal
19 doctrine of claimconstruction?
09:43 AM 20 A | nmean, not in the way that an
21 attorney mght, but generally | am
22 Q And do you understand that the
23 | egal doctrine of claimconstruction is based
24 on statutes and case | aw?
09:43 AM 25 A Again, I"mnot a |awer, so |
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1 | wouldn't know what statutes or case law it
2 | was dependent on, but | understand it's part
3 of the legal process.
4 Q Wuld it be fair to say that your
09:43 AM 5 under st andi ng of claimconstruction,
6 including the case law, is based upon the
7 under st andi ng provi ded by counsel ?
8 A Yes. In all cases, | would depend
9 on counsel for an understandi ng of whatever
09: 44 AM 10 the current framework or understandi ng of
11 claimconstruction is.
12 Q So is it correct that you're not
13 relying on any of your own | egal expertise to
14 understand the doctrine of claim
09: 44 AM 15 construction?
16 A Agai n, not being an attorney, you
17 woul d have to spell out for nme the contours
18 of what you nmean by, like, the doctrine of
19 claimconstruction. | understand that as
09: 44 AM 20 part of the |egal process, claimterns are
21 construed. My recollection is that, you
22 know, they m ght take on different
23 constructions in fact in an IPR versus in a
24 District Court proceeding and that there are
09: 44 AM 25 various rul es and understandi ngs of that.
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1 Q Is the claimconstruction in an
2 | PR the sanme or different fromthe claim
3 construction in a District Court proceeding?
4 A I nmean, | would think -- ny
09: 45 AM 5 understanding is that in these sorts of
6 proceedi ngs, you know, the people running the
7 PR w Il determ ne that claimconstructions
8 are appropriate for their process.
9 Q Did you have to apply a claim
09:45 AM 10 | construction in your declaration?
11 A So |I've discussed this, | think,
12 page 4 of ny report, or page 4 of ny
13 decl aration, that during -- the purpose of
14 Inter Partes review proceeding, the claim
09:45 AM 15 | term should be giving -- given their ordinary
16 and customary neani ng as woul d be under st ood
17 by a person of ordinary skill in the art in
18 gquestion at the time of the invention, and I
19 di scussed that further in paragraphs 9 and
09:46 M 20 | 10.
21 Q Now, is it correct that you
22 anal yzed the '465 patent from a perspective
23 of a PCSI TA?
24 A That is certainly a part of ny
09:46 AM 25 anal ysis, yes.
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Q Can a POSI TA' s perspective change
over tinme?

A So I"'mnot quite clear what you
mean. But, again, I'"'mnot an attorney. You
know, mny understanding is, typically when one
is discussing a POSITA, in particular with
regard to a patent, if you' re |ooking at a
POSI TA, you know, at the time surrounding the
patent when it was constructed and fil ed.

Q s a POSITA s perspective in the
art of renote acquisition in 2000 the same as
a POSI TA s perspective as in the year 2024?

A " mnot sure that | considered
that specific question, or | would need a
setting to determ ne, you know, what woul d be
the differences or a context to determne if
there were differences that were inportant.

Q Is it inportant to apply the
correct time frame when applying the
perspective of a POSI TA?

A | nmean, generally in terns of --
again, I'mnot sure if this is part of the
| egal framework specifically with a PGOSITA,
but in ternms of analyzing things |like patents

and the clainms and the specifications, you
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1 know, one does that with the understandi ng of
2 when it was constructed, in the tinme period
3 It was constructed and nade into a patent.
4 Q What POSITA tine frane did you
09: 48 AM 5 apply in your declaration?
6 A | believe if you | ook through
7 again, ny description of the background and
8 SO0 on, you can see that | was doing it within
9 the tinme frame of the patent. You know, |
09: 48 AM 10 think it would be relevant from you know,
11 roughly the, you know, early to md, you
12 know, decade of the 2000s. | don't think
13 there was a particul ar change that | can
14 think of during that particular tine period
09:499 M 15 | that would be relevant; and, again, | give
16 background accordingly when | do the overview
17 of the patent and throughout ny declaration
18 Q You just testified you applied the
19 | time frame of the m d-2000s.
09:49 AM 20 A The decade, |ike, you know,
21 bet ween 2000 and 2010.
22 Q What rel evance does the m d-2000s
23 have to the ' 465 patent?
24 A Sorry. Could you pass ne -- if
09:49 AM 25 you have a copy of the patent, |'mjust
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1 | trying to renenber the specific dates.

2 Q "' m handi ng exhibit -- sorry.

3 Handi ng the witness Exhibit 1001 in this

4 proceeding. This is U S Patent 11,238, 465.
09: 50 AM 5 A So, as | recall, the exact date on

6 the patent, the patent filing date was in

7 | the -- or the effective date is 2011. So,

8 you know, the background or the history or

9 what led to the patent, you know, how one
09: 50 AM 10 | would think of the problemthat was trying to

11 be sol ved was, again, in, roughly, the

12 m ddl e, between 2005 and -- of the 2000 to

13 2010 tinme frame.

14 So approximately in that tine
0951 AM 15 | frame is when | inagine the patent was being,

16 you know, thought of, developed. | don't

17 have the exact date in front of nme; but,

18 again, | don't see there's any particul ar

19 difference intinme -- in the tine period in
09: 51 AM 20 that range in terns of how one of ordinary

21 skill in the art would interpret the patent.

22 Q wll, Dr. Mtzenmacher, | just

23 handed you the patent, so you do have the

24 exact date in front of you.
09: 51 AM 25 A Ri ght, right.

THE SULLIVAN GROUP OF COURT REPORTERS

Ex.1038 / IPR2023-00865 / Page 19 of 139
Maplebear Inc. d/b/a Instacart v. Consumeron, LLC


http://www.sullivancourtreporters.com/
http://www.sullivancourtreporters.com/

1 Q So which date did you apply to
2 your analysis of a POSI TA?
3 A So ny understanding is this is a
4 continuation of application nunber 13/270, 848
09:51 AM 5 filed on October 11, 2011
6 So, again, when one is |ooking at
7 a skill in the art, one would be | ooking
8 around, generally prior to that day, which
9 was the tinme franme that | suggested to you
09:52 AM 10 Q WIl you turn to paragraph 22 of
11 your decl aration?
12 A Sur e.
13 Q Can you read that first sentence
14 of paragraph 22?
09:52 M 15 A "I al so understand that petitioner
16 defined a POSI TA as of August 2009 as soneone
17 know edgeabl e and famliar with the
18 el ectronic comerce arts that are pertinent
19 to the '465 patent.”
09:52 AM 20 Do you want ne to go on?
21 Q No, that's fine.
22 A Ckay.
23 Q D d you apply the understandi ng of
24 a POSI TA as of August 2009, or did you apply
09:52 AM 25 a different tine franme, such as the
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m d- 2000s?

A Again, that's within that range.
| don't see that there's any particul ar
difference of what |I'm saying applies to that
date, and, again, to the range of dates |'ve
descri bed.

Q Did you apply any other POSITA
time frames in your analysis of the '465
pat ent ?

A Again, when | | ooked at it or
exam ned or did the analysis of a patent, as
| discuss throughout the patent, in
particul ar when | di scussed the overvi ew but
al so the other background related to the
patent, that was, you know, within this tine
frame.

So | guess to answer your
question, like, the tine frame that | | ooked
at was, again, sort of the relevant tine
frame up to and including this time of the
patent, or the tinme when the patent was, you
know, back to certainly 2009 or 2011, which
I's, you know, what the continuation of the
"848 was referring to. Again, there's not a

real difference in how the PCSI TA woul d
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1 | understand these terns or understand the
2 patent specification or clains within that
3 range.
4 Q Did you anal yze the ' 465 Patent
09: 54 AM 5 fromthe perspective of a POSITA as of 20207
6 A " mnot quite sure what you nean
7 by that question or, you know, again,
8 under standi ng the clains and the patent and
9 | the invention, | tried to understand the tine
0954 AM 10 | that it was witten and invented.
11 Q So ny question was, did you
12 anal yze the '465 Patent fromthe perspective
13 of a POSITA as of 20207
14 A | don't believe | had a separate
09:54 AM 15 analysis. |I'mnot clear what particul ar
16 changes or suggestions that you have that
17 woul d be a difference specifically. So if
18 there's sone specific difference you think
19 relates to a PCSITA, | can consider it.
09: 55 AM 20 Q Can we nove to paragraph 68 in
21 your decl aration?
22 A Par agr aph what ?
23 Q 68.
24 A Sur e.
09: 55 AM 25 Q Can you read paragraph 68 into the
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record, please?
A Sure.

"I agree with Consuneron's
construction of the term" quote,
"acquisition request,' ungquote, as being,"
gquote, 'a request for an agent to shop for
goods on a custoner's behalf,' close quote,
Wi th, quote, "acquiring,' close quote,
"covering the agent conpleting the
transaction (purchasing) the goods. | also
agreed with and opined on this construction
in | PR 2022-01356, 01357, 01358 and 01359."

Q In that first sentence you read,
what do you nmean by "I agree with
Consuneron's construction"?

A My recollection is that in
previ ous cases this termhas cone up and
Consuneron had offered a construction of this
term | forget if it was, you know, both in
the District Court's case and in the |PRs.
But, again, as state here, | opined with this
inthe -- in the previous |PRs.

Q Shoul d I understand the statenent
to nean that this is Consuneron's

construction and not your construction?
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A Yes. | mean, Consuneron,
believe, cane up with that construction and |
agree with it.

Q Did you attenpt to cone up with
your own construction of the terns
"acquisition request” and "acquiring"?

A | nmean, | believe that at the tine
| got involved there were variable
constructions that were already in play. So
when | | ooked at it, it was, you know, these
were -- you know, this was one of the
constructions available, and | agreed with
it.

MR. PRICE: Just before we go any
further, I'lIl just rem nd the w tness
not to divul ge any di scussi ons between
the wi tness and counsel .

A I"msorry. | don't recal
specifically one way or the other. |
remenber, you know, this being one of the
possi bl e constructions, and | agreed with it.
BY MR JARRATT:

Q What do you nean by "one of the
possi bl e constructions"?

A VWll, | believe in the course of
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the 1 PRs, and you have to bring ne back to
t he, you know, other |IPR docunents, that
there was an alternative construction, you
know, given by Instacart.

Q So do | have it right that
Consumeron provides you with this
construction and then you attenpted to
support that construction?

A No, | don't think that's at all
what | said or how | would characterize it.

Consumer on presented this
construction and it makes sense to ne, and
agree with it, after having gone through the
pat ent and done ny own anal ysis.

Q So Consuneron presented you with
this construction and then you attenpted to
support it?

MR. PRICE: (bjection.

A Again, | think that's what you
just asked, and | repeat ny |ast answer. No,
that's not the way | would characterize it.
| believe, you know, this was one of the
possi bl e constructions and | agree with --
havi ng read the patent and done ny anal ysis,

| agree with this construction.
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BY MR JARRATT:

Q So which cane first, did
Consuneron present you with this construction
or did you analyze the patent to determ ne
the construction of acquisition request on
your own?

A So, again, this dates back to the
previ ous proceedings, and | don't recal
specifically, you know, at what point in the
process, you know. | don't recall if, you
know, during the course of it they asked ne
specifically to help construct this. | just
don't recall

| can say that | know that this
was one of the constructions avail able and
that |1, again, did ny analysis of the patent,
and | agree with this construction.

And, again, there's details,
believe in going further in this declaration,
where | discuss the reasons for ny opinion
that that's an appropriate construction of
the term

Q I s your construction based on
anything aside fromthe ' 465 Patent

speci fication?
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A So if you look at, | guess,
par agraphs -- so if you |l ook at paragraphs 70
to 77, | give a fairly detail ed explanation
of ny reasoning. Mst of the discussion |
provide is based on the specification, and ny
recollection is that's referred to as
intrinsic evidence.

In paragraph 76 | also tal k about
sonme extrinsic evidence, including, for
exanmple, | also nmake reference to Dr. Houh's
t esti nony.

Actually, there's also further
di scussion, | guess, in paragraphs 78 to 87,
whi ch al so di scusses this, and | think brings
not just the specification, but |I guess,
again, the know edge that a POSI TA woul d have
in looking at the specification and hel ping
to understand the term

Q For that extrinsic evidence that
you cite, did Consuneron provide you with
that extrinsic evidence?

A | don't recall as | sit here.

Q So what specific part did you play
i n devel oping the construction of acquisition

request ?
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MR. PRICE: (bjection.

A Agai n, those fromthe previous
IPRs. | don't recall as |I sit here, and, you
know, again, | would have to go back. |
don't recall whether they asked ne for a
prelimnary or if they had already had a
possi bl e construction. Either way, it
doesn't matter for my opinions in terns of
agreeing with this construction.

BY MR JARRATT:

Q So am | hearing correct that you
just carried over the construction of
acqui sition request fromprior IPRs into
this IPR and did not do an i ndependent
anal ysi s?

MR. PRICE: (njection.

A | don't think that's what | said,
or 1 don't see how you conme up with that
conclusion. | realize this was, you know,
general ly ny understanding or history in
| egal proceedings, is that when there are
nmul ti pl e proceedings, typically you aimto
have a claimconstruction that is the sane
across proceedings unless there is sonme good

reason not to.
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So, in particular, you know, |
t hi nk, agai n, Consumeron had previously
presented, and as | noted, | also agreed and
opi ned on the construction in the previous
| PRs, you know, so it would nake sense that
that would be the starting point.

And for the reasons | describe in
this report, or in this declaration, which is
focused on the '465 Patent and the '465
specification, that claimconstruction, it's,
well, here as well, or ny opinion is the
appropriate construction here as well.

BY MR JARRATT:

Q Al right. So just to be clear
you agree that the construction of
acquisition request in the prior |IPRs should
be the sane construction of acquisition
request in this IPR?

MR. PRICE: (bjection.

M scharacterizes his testinony.

A | would say, as a genera
principle, typically, you know, besides in
t he case where they pick a construction and,
you know, they would want to have a

consi stent construction throughout,
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whet her -- you know, again, what the
appropriate construction is wll be
determ ned eventual ly by, you know, the
appropriate, you know, people or the deciding
groups in the process.

| believe this is the right
construction here. M understanding is that
for the purpose of these proceedings, this
term has not yet been construed, and so
apply it here. You know, if there's a reason
why it should not be the sane across the
patents, you know, that woul d be sonething
for the, you know, the courts to decide.
BY MR JARRATT:

Q Are you aware that courts in the
prior |IPRs have, in fact, rendered a decision
on the construction of acquisition request?

A | am aware that they provided a
deci si on.

Q Are you aware that they di sagreed
wi th your construction of acquisition
request ?

A Yes. M understanding is, that is
on appeal and, you know, for the reasons |

presented in the original reports and
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1 additionally viewed, the reasons | presented
2 here, | believe that they're m staken and
3 that, you know, | can expect that that m ght
4 change on the appeal.
10: 08 AM 5 Q Did you read those final witten
6 decisions in the prior |IPRs?
7 A I"mnot sure | read all of them
8 | probably read at |east one of them
9 Q "mgoing to hand the w tness an
10: 08 AM 10 exhibit. [It's the final witten decision in
11 | PR 2022- 01356.
12 MR JARRATT: And we can mark this
13 as new Exhibit 1037.
14 (Exhibit 1037, Final Witten Deci sion,
10:08 AM 15 Determ ning Al Challenged C ains
16 Unpat ent abl e, marked for identification.)
17 MR PRICE: So just to be clear,
18 you intend to file this as Exhibit 1037
19 in conjunction with your upcom ng reply,
10:09 AM 20 correct?
21 MR, JARRATT: Correct.
22 BY MR JARRATT:
23 Q Dr. Mtzenmacher, have you seen
24 | this docunent?
10: 10 AM 25 A Again, | can't recall if I've seen
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this specific one. | |ooked at |east one of
the -- one of them | can't recall if I
| ooked at this specific one.

Q Can you turn to page 117

A "' mthere.

Q Do you see the paragraph in the
mddle starting with "for all the above
reasons" ?

A Yes.

Q Can you read that paragraph into
the record, please?

A | can read it.

"For all the above reasons, we
rej ect Consuneron's argunent that

‘acqui sition request -- sorry --
acquisition request is in quotes -- "is
limted to a request for an agent to shop for
goods. Rather, we agree with Instacart that
"acquisition request' has its ordinary
meani ng whi ch enconpasses but is not |imted
to purchasi ng or shopping and includes other
nmeans of acquiring a product. Accordingly,
consistent with the record here and our
construction related '865 I PR, we construe

"acquisition request' to include not only a
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request for a delivery agent to shop for and
pur chase goods, but also a request for the
agent to pick up or obtain prepaid goods."

Q Does the fact that the board
rej ected your prior construction affect your
analysis in this I PR?

A No. Because as |'ve stated right
there, incorrect, ny understanding is that's
an issue that's being brought on appeal.

Q The board nentions in this
par agraph that they applied the ordinary
nmeani ng.

Did you attenpt to apply the
ordi nary nmeani ng of acquisition request when
anal yzing the ' 465 Patent?

A Yes, but, in particular, the
ordinary nmeaning in the context of the
patent. And, particularly, | think, both for
this patent that is being discussed in this
previous I PR and also for the '465 Patent, |
di scussed the clear reasons why it does not
make sense, for instance, the way that they
descri be that an acquisition request
corresponds to a request for the agent sinply

to pick up goods.
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Q Did you provide any analysis in
the '465 Patent under the board's
construction in front of you or did you limt
your analysis to Consuneron's construction?

A So ny recollection is ny analysis
is based on this construction. Although, to
be clear, there's other analysis that does
not depend on the claimconstruction, such as
t hi ngs regardi ng, you know, the tineliness or
whether it's actually prior art.

Q I f the board applied the sane
construction of acquisition request in this
IPR as in the prior IPRs, wuld the cited
prior art render obvious the clainms of the
'465 Patent?

MR. PRICE: Objection, calls for a
| egal concl usi on.

A That would be up to the patent
board. | haven't argued that.

BY MR JARRATT:

Q So you have no analysis in your
decl arati on about whether the cited prior art
woul d render obvious the clainms under the
board's construction; is that correct?

A | believe that's correct, under
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the specific previous construction. Again,
specifically with regard to the aspects that
relate to the construction. Again, there are
ot her reasons, for instance, that | discuss
that it is, you know, not according to ny
understanding of the tinmeline, appropriately
considered prior art.

Q Let's turn back to paragraph 68 in
your decl aration

You state in paragraph 68 that the
term"acquisition request” is a request for
an agent to shop for goods on a custoner's
behal f.

What does it nean for "an agent to
shop" ?

A So the particular aspect that |
think is the point of disagreenent that |
understand in terns of the construction is to
shop for goods involves that the agent nust
conpl ete the transaction for the goods, that
I's, the delivery agent is the one conpleting
the transaction. The transaction is not
sinmply between the consuner and the seller,
so that the delivery agent just picks up and

then delivers goods. That's, again, based
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on, | think, the specification and the
di scussion of prior systens.

Q What is the plain and ordinary
meani ng of shop?

A To shop neans to go out and
exam ne and transact for goods.

Q What actions by an agent in the

"465 Patent woul d nean that the agent is

shoppi ng?
A | think I discuss this throughout
the rest of the section, that -- in the terns

descri bed t hroughout the specification where
it discusses an acquisition request or a
shoppi ng request. The acquisition process is
tied to the transaction, so the agent is
performng the transaction at the -- you
know, for the user.

So there are various things that
this can involve, depending on the claim but
such as | ooking for or exam ning for
substitute products.

But | think the key distinction is
that they' re acting on the custoner's behal f,
and part of that, they have to conplete the

correspondi ng transacti on and not sinply pick
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up al ready purchased goods.

Q s a transaction required for an
agent to shop?

A Sone formof transaction. | nean,
typically, the standard way woul d be, you
know, conpleting the purchase by providing
t he paynment, but | do understand there are
other fornms of transactions, such as barter
and so on, that, you know, may not involve an
actual nonetary paynent.

Q Does the delivery agent need to
enter a retail establishnent to shop?

MR. PRICE: (bjection.

A | nmean, | had not considered the
contours of, you know, |ike, specifically if
it would need to be or what woul d be
considered a retail establishnment. And,
guess, I'mnot clear in what your intention
or what you nmean by that termis

You know, if sonething -- what you
mean by retail establishnent is a place where
t he actual transaction takes place, then, as
| sit here, I"'mnot sure | see a way around
that, but | don't think | considered if there

was sone corner cases that mght still fall
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into that without that specific detail. And,
again, it nmay al so depend on the claim So
it would help if we were centered or focused
on a specific claim

BY MR JARRATT:

Q Let me change ny term nol ogy then
Let's use the term "shopping | ocation,"
because | believe that's used in the
speci fication of the '465 Patent.

A That is what | recall, yes.

Q So let me rephrase ny question

Does the delivery agent need to
enter the shopping | ocation to shop?
MR. PRICE: (bjection.

A "' mnot sure what you nean
specifically by "enter." And, again, it my
depend on the claim

But, in particular, | do note that
at least the primary enbodi nents that |'m
recal ling; and, again, | have to | ook at
specific clains to see if it's a requirenent
for all clainms, but in describing the act of
shoppi ng, the typical enbodi nents woul d be
that the agent travels to the shopping

| ocation to shop for requested products.
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BY MR JARRATT:
Q And once the delivery agent has
entered the shopping | ocation, does the agent

need to walk the aisles to | ook for a good

shop --

A So, again, maybe | should nake
clear. | don't agree with the term"enter."
I nean, like, |I"ve been to plenty of shopping
| ocations that are outside. |'mnot sure
what you nean by "enter." O there could be

shoppi ng | ocati ons maybe that don't have
ai sl es.

| nean, | would say a typical or a
usual occurrence that, yes, an agent, the
delivery agent would wal k into an
establishnent, if that was what the shopping
| ocation corresponded to, and nmay typically
wal k the aisles. | don't think that's
necessarily a requirenent.

Again, the requirenent is that,
you know, as opposed to previous service,
which are quite clearly described throughout
the patent specification, they do not sinply
pi ck up al ready purchased goods.

Q So I'm asking specifically with
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respect to the clains in the '465 Patent, and
that the clains use the term "acquisition
request.”

A Yes, sir.

Q And your opinion is that an
acqui sition request is a request for an agent
to shop.

So I'"'mtrying to determ ne the
requi renents of shopping as you set forth in
your construction of acquisition request in
t he cl ai ns.

So would a delivery agent need to
wal k the aisles in a shopping location to

meet your definition of the term "acquisition

request"?
MR. PRICE: (bjection, asked and
answer ed.
A Again, to the extent | understand

what you nean by "wal king the aisles,” there
may or may not be aisles. As |I've stated
before, it does not involve sinply picking up
al ready purchased goods. It involved, you
know, perform ng the transaction for the
agent .

BY MR JARRATT:
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Q Whi ch actions by the agent are
required for the agent to be considered to be
shoppi ng under your construction?

A At the very least, as |I've just
stated, they would have to be responsible for
perform ng the transaction that | eads to the
acqui sition, or that, you know, becones the
acqui sition of those goods. There may be
ot her aspects of that that do occur, you
know, again, like, such as, again, walking
the aisles, allowing for real-tine inspection
and so on that are al so covered as parts of
the claim if we're focusing very
specifically on the acquisition request.

You know, as |'ve stated here, you
know, what is neant by the acquisition
request -- sorry. Let ne find the
construction. The request for an agent to
shop for goods on a custoner's behal f, that
I nvol ves the agent nmaking -- conpleting the
transaction for the user or for the consuner.

Q Is there a difference between
acquiring and shopping in the context of the
' 465 Patent?

A So | think |I discuss this at
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par agr aph 74, that the specification uses the
terns "shopping” and "acquisition" as
synonyns, and, in particular, with regard to
acquisition request. It also, | think, at
times uses the term "shoppi ng request” or,
you know, in particular "shopping" or
"acquisition request.” And I think the point
I's that these should be understood to be the
same process.

Q So let me see if | understand what
you just said.

So is it your opinion there is no
di fference between shoppi ng and acquiring?

A In the context of when we're
tal ki ng a shoppi ng request or an acquisition
request, and I'd point you to paragraph 74.
And, in particular, what | state at the end
of paragraph 74 is whether we're referring to
a shoppi ng request or an acquisition request,
t he agent goes to the shopping | ocation and
shops for goods on the custoner's behal f.
They do not sinply pick up already purchased
goods.

Agai n, that corresponds to the

previ ous discussion in the declaration, and

THE SULLIVAN GROUP OF COURT REPORTERS

41

Ex.1038 / IPR2023-00865 / Page 42 of 139
Maplebear Inc. d/b/a Instacart v. Consumeron, LLC


http://www.sullivancourtreporters.com/
http://www.sullivancourtreporters.com/

10:29 AM

10: 30 AM

10: 30 AM

10: 30 AM

10: 30 AM

© 00 N o o b~ w N P

N NN N NN R R R R R R R R R R
O B W N P O © 0 N O O b W N B O

what |'ve said here that we're tal king about
the need for or the requirenent of a
transacti on.

Yeah, shopping and acquisition are
broad words. You know, if there's sonme other
context you want ne to look at howit's
di scussed in the patent, |, you know,
woul dn"t want to speak for every possible use
W t hout reading the patent, but particularly
when we're tal king about acquisition request
and shoppi ng request, and in particul ar
acqui sition request as, you know, being
shopping, | think that's clearly stated
several tinmes throughout the patent.

Q So your construction of
acqui sition request based on shoppi ng and
acquiring being synonynous, in your opinion
your definition could be a request for an
agent to acquire goods on a custoner's
behal f?

A So, | nean, | suppose, you know,
t hat woul d depend on, you know, the judge is
deciding it. | suppose, you know, it could
be. | don't think that would be helpful, in

nmy opinion, because | think the issue is in
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terms of acquisition request, you know, what
is specifically neant by acquire seens to be
t he di spute here.

And, again, | would nake clear, as
is made clear in the patent, which gives
several examples in the interaction of prior
systens that what is nmeant by an acquisition
request is nore than sinply picking up
al ready purchased goods. It involves a form
of transaction.

Q When the agent is acquiring goods
on behal f of the custoner, does the agent
need to pay for the goods to conplete the
acqui sition request?

A As | think |I stated, that would be
a typical way. There are ways of doing
transactions, again, that would not require
paynment in terns of exchangi ng noney for the
goods. It mght be barter or other system

Q Wul d the agent need to pay for
the good if it's prepurchased by the
cust onmer ?

A Wul d the agent need to pay for
the good if it's -- I'"mnot clear what you

mean, | guess, or that sentence doesn't nake
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sense to ne.

Q In the exanple of the '465 Patent
I n which a custoner prepurchases goods --

A Yes, there is sone discussion of
various places which are presented as
al ternatives.

Are you | ooking, for instance --
give me a second -- |ike, paragraph 80, for
i nstance; or where in ny report are you; or
where in the patent are you?

Q | was just referencing your | ast
coupl e of answers in which you reference the
prepur chase enbodi nent .

A Ckay.

Q And | was asking, to conplete an
acqui sition request, when the good is
prepurchased by the custoner, does the agent
need to pay for the good in that scenario?

MR. PRICE: (bjection.

A Sorry. Could you repeat that?
BY MR JARRATT:

Q In a situation in which the good
I s prepurchased by a custoner, to conplete an
acqui sition request, does the agent need to

pay for the good?
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1 MR. PRICE: (bjection.
2 A So |I'mnot sure which enbodi ment
3 or what your notion of payment that you're
4 tal king about. It sounds to ne |ike you're
10: 34 AM 5 di scussing things related to, for instance,
6 paragraph 79 to 81 of ny report. So to
7 start, I will point you to there.
8 | can | ook at the correspondi ng
9 citations in the patent. 1'mjust not clear
10: 34 AM 10 on what your neaning is of paying for the
11 goods if they're prepaid, and | believe the
12 pat ent di scusses several specific situations,
13 so | can look to those, if you'd |ike.
14 BY MR JARRATT:
10: 34 AM 15 Q Can an agent shop, under your
16 construction, w thout maki ng a purchase?
17 A | would say without nmaking a
18 transaction, or a purchase as the typical
19 transaction, if you want for conveni ence to
10: 34 AM 20 use the term "purchase" and will understand
21 It to mean transaction, | can try and do
22 that. Again, purchase is a typical way, not
23 | the only way that you can do a -- do a
24 transacti on.
10: 35 AM 25 Q Let's stick with transaction then.
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So can an agent shop w t hout
maki ng a transaction?

A | don't believe that would be
referred to as shopping in the context, or
that should not be howit's understood in the
context of this claimconstruction, which,
again, I'mtrying to make clear, involves a
transaction and is not sinply correspondi ng
to pick up and delivery. Again, | think this
IS gone over in detail starting about
par agraph 79 of ny decl aration, which refers
to the correspondi ng di scussions and the
patent at Col um 8.

Q The clainms of the '465 Patent
recite one situation in which an agent is
unable to | ocate the desired good.

A Right, | recall that generally.

Q Is that correct?

A Can you point me to --

Q Claim1 of the '465 patent.

MR. PRI CE: Counsel, we've been
going for about an hour. |Is this a good
time --

MR. JARRATT: After he answers

thi s question.
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BY MR JARRATT:

Q Do you see that in daim1?

A | seein Caiml it discusses upon
failing to locate and identified product of a
set of one or nore goods.

MR. JARRATT: Ckay. Let's keep
that in mnd, and let's take a break.
10 m nutes or so?
(Recess taken at 10:37 a.m to 10:46 a.m)
BY MR JARRATT:

Q You ready, Dr. Mt zennmacher?
A Yes.
Q Doctor, did you speak with counsel

about the substance of this proceedi ng during
t he break?

A No.

Q So | believe before the break we
wer e discussing the portion of Claim1l that
recites, "upon failing to locate and identify
product of the set of one or nore goods."

A Yes.

Q If an agent fails to | ocate and
identify product of a set of one or nore
goods, can they shop for that good?

A | nmean, | think they would have
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been trying to shop for that good, and then
they may shop for a replacenent good, if |
under stand your question. Unless am uncl ear,
that they can certainly transact for a
possi bl e repl acenent good if they cannot find
t hat good.

Q Wul d you agree they cannot
transact for the identified product if it's

not avail abl e?

A | nmean, if they have not found the
product, | can't speak for, you know, al
possi bl e scenarios, but, like, I would say

typically they' re not transacting for that
product .

Q So then they cannot shop for that
good, right, because under your definition
shoppi ng requires transacting -- transacting?

MR, PRI CE: (bjection.

A Agai n, they would have attenpted
to shop for that good or they would have been
shopping in the general sense of |ooking for
that good. The transaction woul d not
complete in that case, although they could
transact for a replacenent good.

BY MR JARRATT:
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Q So shopping al so i ncludes | ooki ng
for that good; is that right?

A | -- well, as discussed, | think,
in the patent, that could be a typical thing
that is done in the shopping process.
don't believe it's a requirenment of the
shoppi ng process.

Q Can you attenpt to shop rather
than performthe act of shopping itself? |Is
there a difference there?

A So, again, in the context that
we're tal king about for the claim
construction, the key issue or the key point
of dispute is that, you know, a request for
an agent to shop for goods on a custonmer's
behal f includes conpleting the transaction

So what we have in an acquisition
request is, you know, the agent is given a
list or the set of itens. These are the
desired itens, right, so it's a request to
shop for goods. You're requesting that they
performthat transaction. They nmay not be
able to conplete the transaction

One of the reasons they may not be

able to conplete the transaction is that they
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failed to locate an identified product, which
is, | think, part of what the problem-- the
patent is aimng to solve, and, in
particular, this claimdiscusses the issue
of, in that case, finding a repl acenent
product, essentially updating this

acqui sition request.

Q You nentioned in your answer that
the problemthat the patent is intending to
solve. Wiat is that problemthat the patent
is intending to sol ve?

A Vell, in this case, in this
particular claim it's discussing, you know,
again, in the context, the nore general
context of having a delivery agent, you know,
performthe renote acquisition and delivery
of goods. This claimis interested or, you
know, relates to this case when one of those
goods is -- cannot be identified or |ocated.
And then it discusses steps for determ ning
or for a replacenent item and having that
repl acenent item approved. And then, in this
case, | guess, in particular, to approve a
purchase of the replacenent product.

Q You testified that shopping
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requires transacting. 1Is that the plain and
ordi nary understanding of the term
"shoppi ng"?

A Yes, in the context of this patent
or, again, you interpret the plain and
ordinary meaning in the context of the patent
as one of ordinary skill in the art would
understand it.

And, again, as | discuss

t hroughout ny report, and, in particular, you
know, starting at paragraph 68, | think, and
goi ng through, you know, paragraph 87 or so,

| discuss, you know, that construction and,
in particular, how transactions are a part of
t he shoppi ng processes, as one woul d
understand that termin the context.

Q Does the plain and ordi nary
nmeani ng of a claimterm depend upon the
context of a patent?

A | nmean, | would say, generally,
yes. In particular, words can have a, you
know, variety of possible nmeanings. You
woul d use the neaning that is in the term of
the context, or how the termis used in the

context. So, yes, there's -- a word can have
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multiple or a variety of plain and ordinary
meani ngs. So you woul d have to ook at it in
the context in which its being used.

Q So it's your understanding that a
term can have different plain and ordinary

neani ngs dependi ng upon the patent it's used

in?
MR. PRICE: (bjection.
A | nean, so, for instance, orange
can be a color or a fruit. If | wanted to

know what the plain and ordinary meani ng of
orange was, clearly | would need to be
| ooki ng at the context to determ ne whether
orange was being used as a color or a fruit.
So | think, in general, yes, you
must | ook at the context, you know, to
determ ne the plain and ordi nary neani ng.
And, again, ny understanding is
that the plain and ordinary nmeani ng, you
know, as typically invoked as one of ordinary
skill in the art would understand it.
BY MR JARRATT:
Q Turni ng back to paragraph 68 in
your declaration, am| correct that

Consuneron has a construction of the term
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"acqui sition request” and Consuneron
separately has a construction of the term
"acquiring"; is that correct?

A | mean, |'mnot sure what the
| egal framework or if one understands those
as separate. You know, they're clearly
related. |I'mnot sure formally if they've
presented these as two separate constructions
or what the legal framework is for that.

Q Did you present themas two
separate constructions?

A | think I presented themas two --
you know, a construction with a further
expl anation or discussion

So | think paragraph 68 is rather

clear, where | say the construction of the
term"acquisition request” as being a request
for an agent to shop for goods on a
customer's behal f, you know, with "acquiring"
covering the agent conpleting the transaction
or that he's purchasing the goods.

Q Do the ternms "acquisition request”
and "acquiring" mean different things?

A Vell, | nmean, one is a noun and

one is a verb. So I'mnot sure what you nean
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they "mean different things."

| mean, they certainly are
different parts of speech. Like here they're
related, and | think I'mgiving a clear
expl anation of the relationship and
under st andi ng.

Q What is the relationship between
acqui sition request and acquiring?

A So an acqui sition request, as
described in the patent, is sonething that is
sent to the delivery agent, you know. In
response to the acquisition request, you
know, the delivery agent is to acquire the
correspondi ng goods, or that is the purpose
of the acquisition request is to give a, for
I nstance, a set of itens to be acquired.

The acquiring in this case, to be
clear, covers the agent conpleting the
transaction. So, for instance, in talking
about acquiring, it's typically said as
acquiring or purchasing. To be clear, that
the acquiring involves sone sort of
transaction. Typically, that woul d be
purchasing. Again, | think | stated that

there may be other ways of conpleting the
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transaction, other than, you know, with an

exchange of noney, such as through barter.
Q Did you provide an explicit

construction of acquiring in the prior

I nstacart | PRs?

MR. PRICE: (njection, foundation.

A Can you (inaudible) the prior |IPR?
Yeah, | don't -- | don't have those docunents
in front of ne.

BY MR JARRATT:

Q In this sentence you say, "wth
acquiring covering the agent conpleting the
transaction, purchasing the goods" --

A Par ent heses purchasi ng the goods.

Q What do you nean by the word
"covering"?

A | nean, that this is how acquiring
shoul d be understood or includes this aspect
as described in the specification.

Q Can the acquiring cover other
actions?

A Again, | think, you know, they
tal k about steps that may occur through -- in
the process of acquiring, you know, that

dependi ng on the setting may or may not be
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required. | think, again, the point here is
the key differentiation and understandi ng
seens to be this issue of whether the agent
conpl etes the transaction

Q Based on that answer, so acquiring
covers the agent conpleting the transaction
but it can al so cover other actions as well;

is that correct?

A So to the extent that acquiring,
you know -- so here I'm stating that
acquiring is -- and fromthe context | hope
that's clear -- nust include some form of

transaction, such as a purchase.

If you're just using covering, it
could be, like, you know, could possibly
I nclude, then there are certainly other
things that could be included within the
real m of acquiring.

| don't think there are other
things that are specifically part of
acquiring, unless it's specifically called
out in the clains, or there are other
aspects, you know, such as what we're talking
about here. You know, we've been talking

about Caiml1, the process of potentially
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acquiring a substitute good. And the process
for that is laid out in nore detail or nore
specifically in the claim

Q Does acquiring cover shopping?

A | mean, again, | think the way
|"ve stated it previously is that, you know,
as in paragraph 74, you know, that the
speci fication uses the term "shoppi ng" and
"acquisition" as the synonym

Q Does "acquiring" cover picking up
goods in the context of the '465 Patent?

A So I'd say, depending on the
claim you could have acquiring if, you know,
what you nean, to be clear, like as stated in
par agraph 68, here |I nean fromthe context,
covering neans that this is, you know,
acquiring requires the act of conpleting the
transacti on.

You know, | just want to
differentiate, sinply picking up goods woul d
not be part -- would not constitute
acquiring. Certainly in acquiring goods, a
typical step would be to pick up the goods,
and the patent discusses picking up and

delivering the goods. Again, | would say
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that's a sort of a -- they're sort of
separate steps.
G ve ne one second. | believe
discuss this nore clearly in the report.
So | think I would point you here
to paragraph 81, where | discuss an
enbodi nent where the agent can pick up and
deliver the goods w thout acquiring them
So, again, | would sort of
separate out that pick up and delivery are
separate steps. And, in particular, you
know, pick up and delivery can be done
W t hout acqui sition.
Q So is it your opinion that the
clains of the '465 Patent do not enconpass
t he prepurchase enbodi nent ?
A Can you be cl ear what you nean by
t hat ?
Q Yes. Let's go to immedi ately
precedi ng paragraph 80.
What point are you trying to nmake
i n paragraph 807
A Yeah. So | believe, as discussed
I n paragraph 80, the idea that the

acqui sition request covers sinple and pick up
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and goods are based on this alternative
enbodinent. | do not think the alternative
enbodi nent here of sinply a prepurchase is
covered by these clains and, in particular,
like it's presented as an alternative

enbodi nent that, you know, this is sonething
that | read, the alternatively, like this is
sonet hing that can be done, this is not
sonmething that is being clainmed as the

I nventi on.

Q So based on this paragraph, is it
your opinion that the clainms in the '465
Patent are directed to the acquisition
servi ces enbodi nent and not the prepurchase
enbodi nent ?

A So to the extent | understand your
phrasing of the question, | believe that is
the case when you're looking at dains 1 and
14. They all start with tal king about a
met hod for renote acquisition, both in
Claim1l and 14. And so this would be, you
know, corresponding to, | guess, what you're
calling acquisition services.

Q Now, if we | ook at the bottom of

par agraph 80 that we were just describing,
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you have a citation to the '465 Patent,
Colum 5, line 63 through Colum 8, |ine 4.
And you say that describes the acquisition
services as spanning fromsteps 110 to 121 of
Fi gure 3.

So is it accurate that those
portions of the '465 Patent are the
acqui sition services enbodi nent?

A | understand your question. |

don't think you phrased that quite correctly.
| would say Figure 3 is an
enbodi nent of the acquisition services. You
know, so -- sorry, let ne -- sorry. So on
Colum 3 it refers to Figure 3 as a flowchart
depicting additional steps involved in a
preferred nmethod of the present invention.
Al right. So | would view this as an
enbodi nent and descri bi ng, you know,
describing this enbodi nent, the acquisition
servi ces.

Q So do the clains, at |east,
enconpass the acquisition services enbodi nent
of Figure 3?

A " mnot sure what you nean by

"enconpass." | think the clainms, you know,
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shoul d have called out what the clains cal
out.

In particular, you know, for
instance, Claiml is a nethod that talks
about steps that are, you know, receiving,
contacting and so on, and indeed, you know,
sonme descriptions of those steps are included
in, you know, Figure 3 as one of the
enbodi nent s.

Q So is it your position that
there's multiple enbodinents in the
specification and the clains read on sone
enbodi nents but not others, including the
prepur chase enbodi nent, as one exanpl e of
what -- of an enbodi nent the clains do not
read upon?

A Right. So in ternms -- |ike,
al ways think of, you know, this is just weird
| anguage, and | don't know how | awyers use
it, I tend to think of enbodi nents or things
as generally being, yeah, typically one
refers to those as things that the clainms can
read on. | understand legally that there can
be enbodi nents given the specification that

do not read on the clains.
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So if I understand your question
| think, yes, these clains don't read on the
prepur chasi ng versi on because, yeah, to the
extent that this is just pick up and
delivery. Again, if we talk about
prepurchasing, if what we nmean by that is

just they're the pick up delivery steps but

then there's not an acquisition step, there's

not a transaction taking place.
Q So we | ooked at paragraph 82 of
your declaration, bottom of that page,

par agr aph 82, the bottom of page 38.

You state that "The clains read on

the acquisition service enbodi nent."

A Yes.

Q And is one exanpl e of that
Colum 5, line 63 through Colum 8, line 4
that you cite in the sentence i medi ately
previously?

A | mean, of course | would have to
go through the entirety. M understandi ng
is, to the extent as | describe here, as
t hese correspond to steps of Figure 3, that
t hose woul d be, you know, those would be

I ncluded as parts of potential acquisition
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servi ces.

Q I s the prepurchase enbodi nent

I ncluded in the enbodi nent of Figure 3?
MR. PRICE: (bjection.

A Not to ny understanding. | don't
see how it could be consistent with Figure 3.
BY MR JARRATT:

Q Al right. So the clains -- it's
your understanding the clains read on
Figure 3 but not the prepurchase enbodi nent,
which is separate?

A | mean, the clains are the clains.
| believe that if we go through the steps of
the clainms, they would correspond to, |
bel i eve -- you know, we'd have to |ook at a
particul ar specific enbodi nent.

My recollection is that Figure 3
nmeets the elenents of Cainms 1 and 14 as
descri bed, but the prepurchasing clearly
doesn't.

Q Can we now turn to paragraph 11 in
your decl aration?

A Sure.

Q Does this paragraph contain your

understandi ng of the witten description
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requi renent of 35 U . S.C. Section 112?

A That is the understanding |'ve
been gi ven by counsel

Q Did you apply this understandi ng
in your declaration -- in the analysis
portion of your declaration?

A Yes, | believe so.

Q Can you pl ease read the | ast
sentence of this paragraph?

A Sure.

"G ven this perspective, in sone
i nstances a patent owner can rely on
information that is well known in the art to
satisfy witten description.”

Q Can you give one exanple, or
provi de one exanple of these "sone instances
that a patent owner can rely on information
that is well known in the art to satisfy
witten description"?

A Well, sure. Al right.

So | believe -- | point you to
par agraph 55 of ny report. You know, as an

exanple, specifically in this case, you know,

ny understandi ng of Instacart's allegation is

that the '848 application assunes that the
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agent will be able to find the product
identified, you know, and | believe |I've seen
a simlar statenent in Dr. Houh's testinony.
And as | attenpt to point out, you know, that
that's just lacking in conmon sense.

And, in particular, you know, with
relation to paragraph 11, you know, | think a
patent owner, during this case, the patent
owner could rely on the information that is
wel | known that, like, you know, if you go to
the store, you have a product in mnd, you
don't always find that product that -- you
know, that the product nay not be able to be
f ound.

You know, | think that's clear
fromreading the patent. To the extent that,
you're arguing that that's not clearly
witten in a way that satisfies witten
description, | would certainly say that
that's a case of where the patent owner can
rely on information that is well known in the
art.

Q Can that well-known information be
used to show what a POSI TA woul d have

under st ood when reading this specification?
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A. Can that -- | nean, so if

you're -- you know, this may be a question
for a | awer, you know, you'd have to -- if
there's specific statutes or so on. | think

|"mexplaining this clearly frommny
under standi ng and fromthe techni cal
under st andi ng.

And, you know, again, ny
under standi ng of what it nmeans as stated in
11, a patent owner can rely on information
that is well known in the art to satisfy when
a description, right, you know, this is
sonmet hing that would be well known in the
art.

Again, | would argue it would not
just be known to a POSITA, although certainly
it would be known to a POSI TA, but that al so,
again, it's just commbn sense or common
experience as well.

Q So based on this sentence, it
seens to inply that well-known information
can be used in sone instances but not in
ot her instances.

And I"'mtrying to determ ne your

under st andi ng of whi ch instances that
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informati on can be used in?

A To be clear, that sounds to ne
like a |l egal determnation, and I amnot a
| awyer .

| amstating, froma technica
standpoint, that | understand it can be used
in certain situations. To the extent, you
know, | would nake an argunent, | woul d say
that this seens to ne to be a clear situation
that one knows. Again, one of ordinary skill
in the art would certainly know when you go
to purchase or otherw se transact for an
item the item m ght not be available. And,
again, | think even nore so, it's conmon
know edge, as |'ve stated here, you know,
even beyond the POSITA, |ike, one does not
need to have a techni cal background
specifically to understand that.

Q So as you pointed out, you, in
fact, used information that's well known in
the art in your analysis.

Do you know if that was properly
used under the | aw or not?
MR. PRICE: (bjection, calls for a

| egal concl usi on.
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A | amnot a lawer. | would defer
to the attorney.

" m providing a technical opinion.
| think my opinion here is clear

And to the extent | have an
understanding, this seens to nme that would
clearly be a case where, you know, one knows,
i ke the idea being presented, that, |ike,
the application would assune that you're able
to find the product is just, you know, to ne,
sort of not believable, not conprehensible on
its face.
BY MR JARRATT:

Q So because you're not an attorney,
you don't know if your extrinsic evidence can
be properly used in the witten description
anal ysis in your declaration?

MR. PRICE: (bjection, nisstates
testi nony.

A Again, to the extent that you're
asking for, you know, sone sort of, you know,
what are the legal contours, and | would
| eave that to the attorneys to argue.

You know, | am presenting the

under st andi ng, you know, again, froma
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techni cal standpoint, although as |'ve tried
to point out here, this isn't even a
particularly technical matter. This is just,
you know, when you go to a store, the item
you want to be there may not be there. And
the idea that sonehow t he patent assunes
otherwise, is just not, to ne, believable.

BY MR JARRATT:

Q So is it your testinony that you
do not know, under the |aw, when you can
properly apply well-known information in a
written description analysis?

MR. PRICE: (bjection, asked and

answer ed.

A | would refer you back to ny
previ ous answer. Again, | amnot an
attorney.

You know, to be clear, |I've been

in several cases where it seens |like the

| awyers aren't clear and that the judges wl|
deci de, you know, what they determ ne to be
the contours of what's appropriate or not
appropriate information to include. And
often that's a fight with [ awers as well.

To me, you know, | believe |
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stated a very clear opinion as to what |
believe is an incorrect analysis given by
I nstacart and Dr. Houh here.

BY MR JARRATT:

Q Did you use the well-known
information you cited in your declaration to
show what a POSI TA woul d have found obvi ous
in reading the specification?

MR. PRICE: (bjection.

A So to be clear, | know obvious has
a variety of legal neanings, so | want to be
careful about using that term You know, to
the extent that | understand, | would say
that -- you know, | wouldn't say it would be
obvious to a PCSITA. It would be -- already
be know edge of a PCSITA, as |'ve stated
her e.

To the extent that |, you know,
m ght use a word for it, | mght say that
that's sort of inherent in the shopping
experience, right, you know, inherent in the
process of acquiring goods froma | ocation,
that the location may not have those goods.
You know, to the extent you're

saying, would it be obvious to a POSI TA? |
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nean, yes, but not just that. Again, |
t hi nk, you know, obvious in the coll oquia
sense.

In the nore | egal sense, again,
woul d say this would just be know edge that a
PCSI TA woul d have had.

BY MR JARRATT:
Q Do you understand that the word
"inherent"” or "inherency" has a specific
| egal nmeaning in the context of patent |aw?
A Much in the sane way | understand
obvi ous can have certain neanings in the
context. Again, | would not know [|'mnot a
| awyer, so | wouldn't be presenting a |egal
opi ni on.

To the extent that | understand
those terns, and your use of obvious in the
gquestion, to the extent that | understand the
|l egal terns, | would say, inherent is the
better choice of word than obvi ous, but that
sounds |ike sonmething for |awers to fight.

Q So you do not know whet her if
something is inherent in a specification that
woul d satisfy as a witten description

requirenment ?
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A | believe |I've heard that term or
term nol ogy before. You know, | don't have
on hand, you know, what would be a
correspondi ng definition of inherent as used
in that |egal sense.

But to the extent that | do
understand it froma technical standpoint,
again, | believe |I've stated clearly, |
believe it is, you know, inherent in the way
that termis typically used in the shopping
experience, that a person nay go to an
establishment to purchase a good and that
good may not be avail abl e.

Q And you al so don't know whet her --
I f something is legally obvious in the
speci fication, whether that would satisfy the
written description requirenent?

A My understanding, to the extent |
understand it, is |ike that al one woul d not
satisfy the legal requirenent. You know,
it's certainly sonething could be obvious
and, you know, it would neet the witten
description requirenent.

| guess to the extent |'ve heard

that before, | guess, you know, obvious in
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the | egal and sone specific |egal sense may
not be sufficient.

Again, to be clear, ny report
doesn't say it would be obvious, that this
woul d sinply be already known to a PQSI TA.
And, again, to the extent that | understand
the legal difference, I would think inherent
is a clearly better termof choice and that
it is the nature of the shoppi ng experience
that you may go to an establishnment and not
find the good that you are | ooking for.

Q Can this sane wel | - known
i nformation be used to fill a disclosure gap
in a specification when it cones to witten
descri ption?

MR. PRICE: Objection, calls for a

| egal concl usi on.

A ["mnot -- |I'mnot sure what you
mean or if |I've used the termin ny report
"di scl osure gap." And, again, it sounds |ike
you're using legal term nology. And to be
clear, I amnot a |awer.

But fromthe technica
perspective, you know, as | stated at the end

at paragraph 11, given this perspective, in
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some i nstances a patent owner can rely on
information that is well known in the art to
satisfy a witten description. And, again,
ny understanding in patents is, you know, you
assune your reader has also just sone |evel
of comon know edge.

| can just say, again, the idea
that you may go to and establishnent and, you
know, with a desire to purchase an item and
that item may not be avail able, you know,
they may not have the itemis, | think, a
wel | - known experi ence.
BY MR JARRATT:

Q So you approached your anal ysis
froma technical perspective and not a | ega
perspective; is that correct?

A | nean, | amhere. M role is to
provi de, you know, a technical understanding
of , you know, the patent and correspondi ng
t her et o.

So, you know, clearly there's
overl ap between the technical aspects and
| egal aspects. But I, as previously stated,
amnot an attorney. So to the extent that

there were, you know, specific |egal
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qgquestions or doctrines that would need to be
argued over, that would be the job of the
attorney.

Q So do the clains of the '465
Pat ent neet the legal requirements of witten
descri ption under Section 1127

MR. PRICE: (bjection, calls for a
| egal concl usi on.

A | mean, to the extent that | can
of fer an opinion on that, | would say to the
| evel | understand it, | believe that there
is -- you know, that there's witten
description in the patent. Again,
understand that | amnot an attorney and, you
know, the |egal aspects of that argunent
woul d be argued by the | awyers, yeah, and ny
report provides technical basis or
understanding for that, to the extent that
that's needed.

MR, JARRATT: Ckay. | think we've
been goi ng about another hour. Do you
want to take a break? 10 m nutes.

THE W TNESS: Sure.

(Recess taken at 11:32 a.m to 11:38 a.m)
BY MR JARRATT:
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Q Dr. Mtzenmacher, did you speak
wi th counsel about the substance of this
proceedi ng during the break?

A No.

Q Let's now turn to paragraph 46 in
your declaration. And this paragraph
references the '848 application. 1'm going
to go ahead and give you a copy of that,
whi ch was previously marked Exhibit 1011 in
this proceeding.

MR. JARRATT: For the record, this

is U S Patent Application 13/270, 848.
BY MR JARRATT:

Q Al right. So in this
par agraph 46, at the top of the next page,
there's a sentence that begins, "Wether the
customer received."

Can you read that sentence?

A Sur e.

"Whet her the custoner received the
wrong product because it was out of stock or
an order picker msidentified the desired
item the specification need not spell out
t hese wel | - known scenarios.”

Q And when you say "the
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specification,” are you referring to the
specification of the '848 application?

A | believe so, yes. That's what's
di scussed in the paragraph.

Q kay. Al right. Let's |Iook at
this msidentified scenario. "An order
pi cker msidentified the desired item"™

So is this sentence saying that a
situation of the order picker msidentifying
the custoner's desired item that that's
somet hing that was known prior to the ' 848
application?

A | believe it would be a known
experience that people have -- you know, |'d
expect nost peopl e have experienced
t hensel ves in one form or another.

Q And in the situation when the
order picker msidentifies the desired item
the custoner woul d receive the wong product
prior to the '848 application?

A | believe so.

Q Is an exanple of this -- do you
mean that if a custoner ordered red apples
but the order picker instead grabbed green

appl es, the custoner woul d receive the wong
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product ?

A | suppose that could be an exanple
of , you know - -

Q So how does the '848 application
sol ve that problen?

A | nean -- so give ne a second.

| wouldn't want to speak for all
the possible ways that it solves the problem
but, in particular, you know, the '848 Patent
Is directed towards processes, which would
allow i nteraction between the agent, | guess,
the delivery agent and the custoner in order
to make sure the appropriate itens were
pi cked.

Q So i s one exanple of an agent
sendi ng an image of the itemthey grabbed to
t he custoner?

A That coul d be, yes.

Q So in the apple exanple, if the
agent grabbed the wong product, the green
appl es, the agent will send an i mage of the
green apples to the custoner?

A | would have to go through it, but
| believe that would be at | east one of the

scenari os possi ble under the '848 Patent.
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Q Right. And because this is a
m stake on the part of agent, right, he
thinks he's taking pictures of the desired
itembut he's really take a picture of the
wrong itemthe green apples; is that correct?

A | understand your hypothetical
scenari o.

Q So the agent is taking a picture
of the wong itemand sending it to the
agent in this scenario; is that correct?
Sorry. The agent -- strike that.

A It's your scenario.

Q The agent is taking a picture of
the wong itemand sending it to the custoner
for inspection; is that correct?

A In this case, under your scenari o,
if I understand right, they're taking a
picture of an itemthat they selected, you
know, for approval by the custonmer. And if
they' ve picked the wong item then in that
case it would be the wong item

Q So in the agent's mind, the
desired product is available, and he grabs
It, takes a picture of it, he just has the

wrong item is that correct?
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MR. PRICE: (bjection, inconplete
hypot het i cal .
A To the extent | understand the
scenario you're providing, | think that's the
case.

BY MR JARRATT:

Q So if the agent sends a picture of
the custoner -- sends a picture of the
customer -- excuse ne. Strike that.

The agent sends a picture to the
custonmer of the wong item what would then
happen in the ' 848 application?

A So, like, if you're asking ne to
anal yze a specific scenario that you're
maki ng up under the '848 Patent, | nean, |I'm
happy to try and do so, but that's, I|ike,
that may take sone tinme, and I will have to
go through the patent. You know, if that's
what you'd like, |I'mhappy to do that. But
["mjust letting you know.

Li ke the '848 Patent -- or the
' 848 Patent application, as | recall, covers,
you know, a variety of situations and has,
you know, multiple clains. So there may be

many ways that it handles that situation. |If
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you' d like me to do that analysis with regard
to these clains, |I'mhappy to do so.

Q You testified that the '848 --
okay, actually, strike that.

Let's nove back to paragraph 46.
Later in the paragraph you state, "The ' 848
application resolves" -- sorry.

"Further, whatever the underlying
reason for the wong product being
identified, the '848 application resolves it
with the agents who provide detailed
i nformati on about the identified product and
provide real -ti me feedback about the
product . "

So |I'm asking specifically about
how t he ' 848 application resolves the problem
of the agent sending a picture of the wong
itemto the custoner.

A kay. So if we're tal king about
that high level, like | said, that's in the
report, then | think we've discussed it.

That one of the ways that can be resolved is
that, you know, the agent would show the item
to the custoner, and the custoner could, you

know, interacting with the agent, say no,
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that's not the right itemor | refuse that
item

Q So if the custoner rejects the
Item because it's wong, |ike you just said,
woul d the agent go back and grab the desired
product based on the custoner's feedback?

A I would have to go back through
the patent, but | believe that would be one
of the scenarios that would be a possible
result.

Q Once the agent has grabbed the
correct product, the desired product, would
the agent then send an inmage of the desired
product to the custoner?

A That woul d be one of the possible
outconmes. And, again, | think there are a
vari ety of outcones discussed throughout in
the '848, and | would have to go through the
"848 to discuss all the possible ways or
out cones.

Q Can you go to paragraph 57 in your
decl aration? Can you read that first
sentence into the record, please?

A "Thus, al though one enbodi nent

contenpl ates that the agent |ocates the
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product identified in the acquisition
request, the fact remains that when the agent
arrives the product may be out of stock."

Q So this one enbodi nent you nention
in this sentence, is it your opinion that the
clainms in the '465 Patent do not cover this
one enbodi nent in which the agent |ocates the
product identified in the acquisition
request ?

A | nean, | think you'd have to
point me to a specific claim

Q Claim1l of the '465 Patent.

A | nean, give ne a second.

| nmean, to the extent that |
under stand your question, that daiml is
di scussing a nmethod and the nethod conprises
certain steps. And the steps include, upon
failing to locate and identify a product; and
simlarly, there's a step that upon receiving
approval of the purchase fromthe custoner
acquiring the replacenent product. So this
sounds like a | egal question.

But ny understanding is that, you
know, to infringe on, | guess, a nethod step,

you know, you nust conplete the steps of the
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method. So | think you would -- it would be
upon a failing to |l ocate an identified
product, that would be the situations when
the full nethod, you know, would be -- I'm
not sure what the right word is, when the
full method would occur, | guess.

Q So you just testified that aiml
recites the agent does not |ocate the
i dentified product, and the enbodi nent that
you reference in paragraph 57 contenpl ates
that the agent | ocates the product identified
in the acquisition request.

So does Caim1l not enconpass that
one enbodi nent you nentioned in paragraph 57?
MR. PRICE: (njection.

A | nmean, to the extent that you're
saying, like, if there was an order that, you
know, where there was no failure to | ocate an
I dentified product, would that read on the
clain? | nmean, | think, again, this is a
method. So it may depend on, you know, the
i mpl ementation or the understandi ng of the
met hod.

| nean, typically a nethod,

statenment infringenent, | think, legally only
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occurs when all the steps occur; but if you
had a process that, you know, upon failing to
| ocate the product would do these steps. But
in the cases where it found everything, it
woul d obviously not need to do, for instance,
finding a replacenments product. | guess
maybe that instance or occurrence woul dn't
i nfringe, but that sounds nore |like a |egal
question of, you know, when you have
sonet hing that infringes in sonme instances
and not ot hers.
BY MR JARRATT:

Q So does Claiml -- strike that.

So in the first sentence of

par agraph 57 you nention this one enbodi nent
contenpl ates an agent | ocates the product
identified in the acquisition request. And
you cite the '848 application at paragraph
23.

A Yes.

Q Do you nean that enbodinment is
descri bed in paragraph 23?2

A | mean, | think paragraph 23 is
typically describing an experience wherein,

you know, | would expect in nost cases that
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t he product found by the agent is the one
that the user wants. | nean, that paragraph
al so discusses if that is not the case. And,
again, it could be that is not the case
because, as you've nentioned, either the
agent may have nade a m stake or the product
was not avail able and the agent is attenpting
to check or offer an alternative.

Q Can you show ne in that paragraph
where it describes an item not being found by
an agent?

A Again, | think that's, you know,
as | state, I"'mnot sure it uses those words.
You know, | discuss this clearly in the next
sentence, you know, because the inventive
contribution was not directed to the various
wel | - known circunstances that would lead to
the delivery of wong or unsatisfactory
products, but what to do in the case that the
I nspected product is wong or unsatisfactory,
there's no requirenent that the
speci fications spell out these well-known
concepts in detail.

So, | nean, I'mnot sure it uses

those words. Again, | think, you know, the
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whol e point of having the delivery agent, you
know, show you, for instance, pictures is to
make sure that this is what you want. And,
again, | think it's clear that one of the
situations you m ght not get what you want is
the specific itemisn't there.

Q So you said paragraph 23 doesn't
say the specific words, an agent doesn't find
an item So which words does it use that a
POSI TA woul d understand to nmean that?

A | nean, | would say that that
follows, | guess, fromthe beginning of the
next paragraph 24. It says, "Next the
customer either approves or rejects
acqui sition of the inspected product.” And
following, "If the product is rejected, the
cust omer has the choice of inspecting another
product or termi nating the service."

So, again, this deals specifically
with the situation where the itemthat you
woul d i ke is not found.

Q In the first sentence of paragraph
24 you just read, it says, "the inspected
product."

What product is that referring
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to?

A | suppose it's the product that
was sel ected or chosen by the agent in 23.

And, again, this does go on. "If

t he custoner requests further shopping, the
delivery agent will nove to other simlar
products or may travel to another location in
search of a satisfactory product.”

Q If we go back to the top of
par agr aph 23 --

A By the way, before we end, besides
paragraph 57, I'd also point you to
par agr aph 58, which covers, | think, the
Hei nz tomat o ket chup exanpl e, which
under stand appeared in sonme of the
di scussions with the patent board.

Q Can you specify which discussions
with the patent board you just referred to?

A My recollection is that it's
Exhi bit 2010, but I'd have to | ook at the
exhibits.

Q Are you referring to the footnote
on page 23 of your declaration?

A Yes. Sorry. Thank you for
pointing -- that was actually Exhibit 2012.
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Q Can you read that footnote into
the record?

A Sur e.

"I understand that during the
exam ner interview of related U S. Patent
Application No. 17/585,779, the '779
application, the exam ner indicated that the
Hei nz ketchup exanpl e was operating in
accordance with the invention," Exhibit 2012
at seven to eight. "Nonetheless, to expedite
prosecution, the applicant renoved the
failing to | ocate | anguage fromthe pendi ng
clainms."

Q What' s your understandi ng of the
quote in that first sentence, "was operating
I n accordance with the invention"?

A Wll, it would be hel pful if we
had Exhi bit 2012. M recollection, there was
a discussion of the question about Heinz
application of the bottle where if, you know,
the actual product requested was not there,
that their -- you know, that a substitute
woul d accordingly be offered.

| believe the exanple used sort of

regul ar Heinz tomato ketchup and then
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followed with organic tomato ketchup. You
can imagi ne that that substitution may not be
satisfactory because of the -- you know,
organi ¢ may be nore expensive or so on
And | believe in nmy recollection

of that exhibit and wal ki ng through t hat
exanple, the entire point was, you know, the
applicant was expressing the conmmon situation
that, you know, the desired product m ght not
be there and so an alternative product m ght
be presented in its place.

Q Did the exam ner agree with the
applicants that the Heinz ketchup exanpl e was

covered by the '848 application?

MR. PRICE: (bjection, foundation

A You' d have to give ne the
docunent. But, again, ny recollection of the
di scussi on, as presented, was that the
exam ner had agreed, as | quote fromthe
exhibit, "was operating in accordance with
the invention."

BY MR JARRATT:

Q What does "the invention"” in that

quote refer to?

A | imagine it would refer to the
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"779 application. But, again, if we |ook at
t he di scussion, the discussion is actually
quite broad, as | recall, regarding the

I ssues of substitution being covered by, you
know, the specification and the desired goals
of the patent. |In this case there was

anot her patent in the famly.

Q kay. If we go back to your
par agr aph 23. Excuse ne. Sorry. Paragraph
23 in the '848 application, which is
Exhibit 1011.

A Sorry.

Q It's ny fault.

So the first sentence says, "Once
a store location is selected, the selected
delivery agent travels to the store |ocation
as indicated at step 113 and finds the
desired product to be acquired.”

A Yes.

Q Does "the desired product to be
acquired" refer to the product the custoner
identified in the acquisition request?

A Yes. That would typically be --
that woul d be the understandi ng of what

the -- at that point the desired product to
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be acquired is. Again, there nay be a
substitute or replacenent offered.

Q If we skip to the sentence about
in the mddle of the paragraph that starts
with "The delivery agent then enters.”

Do you see that?

A kay. So this is talking about in
one enbodi nent the delivery agent arrives at
the selected | ocation, and then | understand
they enter the location and identify the
product of interest.

Q And that product of interest,
again, does that refer to the product the
custoner identified in the acquisition
request ?

A Yeah. | nean, depending on how it
was identified, it could be a specific item
or one of the classic itenms or so on. But it
woul d typically be what the user has
request ed.

Q What does this paragraph disclose
that the agent should do when the custoner's
product of interest is identified by the
agent ?

A The custoner -- | nean, the
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paragraph, | think, will speak for itself,

but some of the steps it refers to
subsequently are communi cating to the
custonmer that the product has been identified
and the customer has the option of inspecting
the product in real-tine.

Q Anyt hi ng el se?

A | nean, again, the paragraph goes
on. Do you want ne to read through to the
end?

Q Vel |, so the next sentence says,
"If a custonmer chooses to inspect the
product, the custonmer will comunicate
i nstructions to the delivery agent at 118 and
the delivery agent wll utilize the digital
I mage capture device 46 to transmt real-tine
data to custoner conputer 30."

Is the purpose of that so the
customer can inspect the product that they
Identified in the acquisition request?

MR. PRICE: (njection.

A Yeah, | nean, again, | think one
of the points of this whole set of patents is
that for various reasons the wong item nmay

have been chosen, so this can give the
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customer the opportunity to inspect the
product .
BY MR JARRATT:

Q To be clear, the product that was
i nspected by the agent here or grabbed by the
agent was the product identified by the
customer in the acquisition request, correct?

A | nean, that was clearly the main
case, or the intention. But the entire point
of the patent is that there may be wong or
unsati sfactory products selected, right. So
I think, you know, their goal, obviously, the
agent is acting on behalf of the custoner is
to find the desired product.

There are vari ous reasons or

wel | - known circunstances that could lead to
the delivery of wong or unsatisfactory
products, and that's what the, you know, this
pat ent application and, you know, also the
"456 [sic] Patent is one of the things that
they're focused on, one of the issues they're
trying to, you know, to solve

Q So according to this section of
the ' 848 application, does the agent need to

make a judgnment call about what to do when he
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identifies the customer's desired good?

A "' mnot clear what you nean or
what is a judgnent call.

Q Let me rephrase.

Does the application affirmtively
state what the agent is to do when they find
the custoner's desired itenf?

A | nmean, this is discussing at
| east one enbodinent. To the extent |
under stand your question, you know, | think
we' ve al ready gone over, the delivery agent
t hen comuni cates to the custoner that the
product has been identified, and then there
are steps after that. Am| clear? |Is that
to what you're referring?

Q Yes.

So it appears that the ' 848
application tells the agent what to do if
they find the custoner's desired item
correct?

A And this is one of the enbodi nents
or so on discussed, or if we're focused on
this paragraph, | think we agreed that --
we' ve read that sentence.

Q So you had testified that

THE SULLIVAN GROUP OF COURT REPORTERS

95

Ex.1038 / IPR2023-00865 / Page 96 of 139
Maplebear Inc. d/b/a Instacart v. Consumeron, LLC


http://www.sullivancourtreporters.com/
http://www.sullivancourtreporters.com/

12:12 PM

12:12 PM

12:12 PM

12:12 PM

12:12 PM

© 00 N o o b~ w N P

N NN N NN R R R R R R R R R R
O B W N P O © 0 N O O b W N B O

sonmeti nmes the product is not going to be
found by the agent, maybe it's out of stock
or for sonme other reason. So if the

I dentified product is out of stock and the
agent can't locate it, what steps should the
agent take according to this portion of the
' 848 application?

A Agai n, you know, | think one
readi ng this woul d understand that the
delivery agent woul d, again, contact the
customer, you know, potentially with a
repl acenent product or for discussion of a
repl acenent product.

As | say in paragraph 57, you
know, the "'inventive contribution" was not
directed to the various well-known
circunstances that would lead to the delivery
of wrong or unsatisfactory product,” but what
to do in the case that it was wong or
unsati sfactory, you know, there is no
requi renent, but the specifications spell out
t hese wel | - known concepts in detail

Again, | think, you know, the
paragraph is clear that the purpose is, you

know, the custoner's requested products, the
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delivery agent will show it, the products, to
determ ne, you know, what is acceptable to
t he user.

Q Al right. Let's turn to
paragraph 4 in the '848 application.

A Par agr aph 47

Q Yes.

Does paragraph 4 descri be sone of
the known problens with internet shopping
prior to the '848 application?

A That appears to be its intention.

Q Was one of the known problens with
I nt ernet shoppi ng i nadequate pictures?

A That could potentially be a
pr obl em

Q Way woul d the picture referenced
in this paragraph be inadequate?

A | nean, in particular, it says,
"often a picture may not be available for the
itemor the picture will be inadequate to
accurately depict the item" So it may just
be a not particularly a good picture.

Q Is it fair to say that this
I nformati on about inadequate pictures was

al ready known to a POSITA prior to the ' 848
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application?

A I"mnot sure |'ve anal yzed t hat
speci fic question, but it seens to ne that
they' re tal ki ng about background, and so
think that would be sonething that woul d be
known to soneone with skill in the art.

Q If you turn to paragraph 29 of the
' 848 application.

A Sur e.

Q What does this paragraph generally
descri be?

A G ve nme a second.

| nean, | think, at a high |evel,
It discusses a custoner, you know, generating
a list in advance for itens that it |ater
wants to provide to a delivery agent.
guess one thing |I noticed, as | sit here, is
that, you know, at the top of the paragraph
It refers to creating an e-shopping --

THE REPORTER: A new?

A It discusses generating an
e-shopping wish list, and I think that sort
of adds to my previous discussion when it's
creating, you know, a wish list of things

that one desires. | think typically one
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under stands that you might not get all the
things that you desire for reasons, such as
they' re not avail abl e when you go to purchase
them But, again, at a high level, this
seens to be the process of setting up a |ist
that could be given to a -- to a delivery
agent .

Q About hal fway down there's a
sentence that begins, "A custonmer may trave
to a retail establishnment and either
utilizing in-house gear provided by the
retail establishnent or utilizing persona
equi pment, such as a cell phone incorporating
a canera, barcode or R code scanni ng device,
record which products the custonmer may be
interested in obtaining at a future tine.

For each product in the list, the custoner
sends information regardi ng the products,
just pictures, bar codes, QR codes, video
I nstructions, recipes, specifications,
i ngredi ents where manufactured, et cetera, to
server 14."

Am | correct that the custoner is
in -- hinself or herself in the retai

establ i shnment scanning the actual goods on
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the shelf in this situation?

A | mean, they're in a retai
establishnment, | guess, gathering information
to create a list of desired itens. | guess

" mnot sure how you phrased the question.
It's not clear from ny understandi ng that
that woul d necessarily be the sane retai
establishnment that the delivery agent would
go to at a later tine.

Q So do you understand this w sh
list to be different fromthe custoner's
acqui sition request described in connection
W th Figure 3?

A | nmean | assunme that the idea
here, although we'd have to go back over to
check, is that the wish list is, you know,
sort of preinformation, that a user m ght use
to construct an acquisition request.

Q Is it correct the acquisition
request identifies products the custoner
wants i mredi ately, and the wish list is
products the custonmer wants in the future; is
t hat accurate?

MR. PRICE: (bjection.

A | nmean, you know, it does discuss
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that a wish list may be interested in
obtaining certain itens at a future time. So
typically I would assune, you know, that

the -- that in creating a wwsh list, it's

i ke, you know, sort of like a note or a
Post-It note you would keep for yourself of
things you'd |ike. And, again, that could be
used later to construct an acquisition
request.

BY MR JARRATT:

Q Since the custoner is in the
retail establishnent, they could just buy the
products thensel ves, correct; but they're
doi ng sonething different, correct, they're
creating a wish list?

A Right. So there may be a variety
of reasons why the custoner would not want
that, to nmake the purchase i mediately. You
know, apparently, if they are there, they
potentially could, if they had the item
avai |l abl e.

Q So in this wish |ist enbodi nent,
is it correct the custoner sends the product
information to server 147

A As described in the enbodi nent, it
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does discuss sending information to

server 14. | admt, |I'd have to go back to
t he previous paragraph to see what server
that was or what it corresponded to.

Q What information coul d that
product information sent to server 14
I ncl ude?

A | nean, it gives a list of
exanples. And right there in the sentence
that we've read, it could be pictures,
bar codes, QR codes, video instructions,
reci pe specifications, ingredients where
manuf actured and then et cetera. So |
believe it would cover a large variety of
I nformation and i nformation types,
potentially.

Q So in this enbodi nent, the
customer is sending information to the
server, but in the enbodi nent of Figure 3 we
di scussed earlier, it's the agent sending
product information to the custoner; is that
correct?

MR. PRICE: (bjection.
A | nean, | would have to go back to

Figure 3. Like, again, this is sort of a
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prestep, you know, that allows the custoner
to create, again, this sort of wish |ist,
whi ch woul d then be used to, you know, be
presented to a selected delivery agent as
di scussed in the rest of the paragraph.
BY MR JARRATT:

Q So taking a step back, is it fair
to say that this wish [ist enbodinent is
different than the enbodi nent of Figure 3 we

di scussed earlier?

A | mean, | guess I'mnot quite
cl ear what you nean by "different." It seens
to be for -- you know, as | read it, that

this includes steps that would occur before
the start of Figure 3 but would be consi stent
Wi th Figure 3.

Q Based on t hese enbodi nents bei ng
consi stent, would a POSI TA have found it
obvi ous to conbine these two different
enbodi nent s?

MR. PRICE: (Objection, calls for a

| egal concl usi on.

A You' re asking nme questions outside
of nmy declaration. | haven't done that
analysis. | would have to consider what the
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question is and try and deternine that.
BY MR JARRATT:
Q I"'mnot asking a | egal conclusion
" masking froma perspective of a POSITA.
At the relevant time, would that POSITA find
it obvious to conbine steps in this wish |ist
enbodi nent with the enbodi nent of Figure 3?
MR. PRI CE: Sane objection
A Sorry. | think you are asking for
an anal ysis or sonme sort of conclusion.
You' Il have to point nme to my report.
don't think I've considered that question,
and | don't think 1'd be able to answer that
question w thout doing sone form of analysis.
BY MR JARRATT:
Q If we turn to paragraph 62 of your
decl arati on.
A Sorry. Paragraph 627
Q Correct.
Actual |y, you know what, let's
strike that and let's instead go to
par agr aph 64.
A Okay. But to be clear, | think 62
Is sort of related to your question, in that,

you know, as noted in 62, paragraph 29 is
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useful for denonstrating or explaining what
are sorts of information that can be rel ated
to a product. But, you know, go on.

Q In paragraph 64, it states, "In
fact, the application describes that the
i mage capture device include inage
recognition software that a POSI TA
understands is used to identify a scan bar
or QR codes to obtain imges fromlinks."

What do you nean by "a POSI TA
under stands" in this sentence?

A That the use of QR codes in the,
you know, 2000 and on tinme franme was al
understood. So a R code would typically
contain a, you know, limted anount of
i nformation. One of the major uses of that
i nformation, particularly in products and
product advertising, was to use a QR code to
encode a link to a website. That would be
the standard way of, you know, getting inmages
or additional information froma QR code.

Q Is that described in paragraph 8
of the '848 application that you cite?

A Yeah, so in paragraph 8, it

specifically tal ks about havi ng, you know,
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barcodes, QR codes that can be used in
i dentifying and comuni cating infornmation
about the product of concern.

You know, again, | think we've
seen in paragraph 9 that what we woul d nmean
by i nformation about a product, it would
i ncl ude things such as described or noted in,
you know, paragraph 62, woul d include things
| i ke pictures, video instructions and so on.
And, again, the way that that was known to be
done and was conmonly done, well before the
patent, was that the QR code encode |ink
i nformati on.

Q Does paragraph 8 itself state that
the i mage recognition software can be used to

scan barcodes and obtain i nmages?

A | nean, | don't think it used
specifically, like, the sentence reads, "It
can be used -- barcodes, QR codes can be used

i n identifying and conmuni cating information
about the product of concern.”

So, again, the typical way that
woul d be done is to send information by way
of a link, which would include things |ike

pictures, and that's consistent with, as |
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poi nted out, you know, in paragraph 62.

Ot her paragraphs in the
application, such as, you know, if we | ook at
par agraph 62, you know, it tal ks at
par agr aph 23 about getting product data;
par agr aph 30, tal king about using QR codes to
get information related to a product; and in
par agr aph 29 di scussing what is neant by
i nformati on regardi ng the product, including
pi ctures.

Q So let me see if | have it right.

So you stated that in paragraph 8,
"It doesn't explicitly say you can use inage
recognition software to scan barcodes to
obtain inmges, but it is typically done.™

A I"d say, and it's al so consi stent
and described, as | described in paragraphs,
you know, 62 and 63, el sewhere.

Q Wher e does that understandi ng that
Is typically done, where does that cone from
t hat under st andi ng?

A So |l et nme check.

It cones from you know, being
alive in the 2000 to 2010 time period. |1've

wor ked on ot her cases that involved QR codes
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and |1've | ooked at their history. And | know
that they started to be used in adverti sing,
| believe, it was in the late '90s and were
comonly in use for this sort of approach
again, by the, you know, very early 2000s
time period.

| think at paragraph 64 | have
several other exhibits that are related to
the history. So if you have Exhibit 2014,
2015 and 2016, | could refer to those.

Q And is the point of citing to
t hose exhibits and information, is that to
show what a POSI TA understood at the tinme of
the ' 848 application?

MR. PRICE: (njection.

A That's ny recollection, but 1'd
have to see the docunents or the exhibits to
confirmthat.

BY MR JARRATT:

Q Way did you include that
under standi ng of a POSI TA i n paragraph 62 of
your declaration? Excuse nme. 64 of your
decl aration?

A | mean, | guess I'mresponding to

the various argunents that were nmade in your
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report -- or in the -- by you reciting these
proceedi ngs as noted at the heading. You
know, |'m describing that the ' 848
application supports, you know, the obtaining
and sending to the custoner the information
determ ned fromthe barcode or QR code,
i ncluding at | east one i mage of the
repl acenent product limtation.

| believe your cite was suggesting
t hat sonehow, you know, just the fact that
there was a QR code woul dn't have been cl ear
that that involved sending an image. And,
again, you know, it's -- in my opinion
that's clearly incorrect but one of the
standard ways i n which i nages were sent at
the time period well before the patent.

THE STENOGRAPHER: Di d you say

incorrect or correct?

A | think | said incorrect, that
their assertion is incorrect, because that
was a common way that information, or in
particul ar, pictures would be distributed.
BY MR JARRATT:

Q Was it necessary to include the

knowl edge of a POSITA to rebut a petitioner's
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positions?

A | mean, in ny opinion, | don't
think so, because that's, | think, the
position -- the petitioner position on this

i's, you know, incorrect, not backed by facts,
you know, but it's sort of like, you know, if
you're going to make an argunent | disagree
with, I always find it hel pful to, you know,
provi de additi onal understandi ng or evidence
in ways that | can.

Q Does that evidence show that it
woul d have been obvious to use inage
recognition software to scan barcodes and
obt ai n i nages?

MR. PRICE: (njection.

A | feel like we've had this
di scussi on before about your creative use of
the word "obvious.” | nean, again, that's a
legal term so | don't want to.

| would say it's at |east obvious.
| would again say, rather, it is sonething
that is well known to one of skill in the
art, and, indeed, it would have been well
known to people even not of ordinary skill in

the art. By that tinme, you know, people with
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cell phones would go and scan barcodes and
get information on their devices that would
i nclude things like pictures. So, you know,
it would have been known. | nean, | guess,
additionally, it would have been obvious in a
col I oqui al sense.
BY MR JARRATT:

Q When | say the term "obvious,"
["'m not using ny own personal definition
["musing it in the way that you had used it,
for exanple, in paragraph 12 of your
decl arati on.

A Right. And that's -- | nean, if
your intention was to use it in a legal --
as a legal matter in your question, | just
w sh you woul d had specified that, because
then, again, 1'd point out that I -- | don't
believe | stated in paragraph 64 that it's
obvious. | would say the idea that QR codes
deliver pictures is obvious, but it was not
obvious in the |l egal sense of -- you know, to

the extent it could be derived fromthat

information, it's just, like, that would have
been known to people with skill in the art
and to people not in skill in the art because
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it was just conmon practice at that tine.

Q So did you apply a different
definition of obviousness than the |ega
definition in your declaration?

MR. PRICE:. (bjection.

A No, | don't believe so, but in
particular | didn't use the term "obvious”
in this paragraph that we're di scussing.

So, you know, when you're talking, I'd say,
you know, that a POSITA understands -- is
used to identify and scan bar QR codes to
obtain inmages fromfiles. So | didn't say
that a POSITA would find it obvious. | just
say, you know, a POSITA knows that you can
scan QR codes to obtain imges fromlinks
because that was a common practice at the
time.

BY MR JARRATT:

Q What is a difference, in your
m nd, of a POSI TA understandi ng sonet hi ng
versus a PCSI TA findi ng sonet hi ng obvi ous?

A So, again, | would have to go to
the -- you know, | would discuss this with a
| awyer before trying to coment on that

aspect in the legal definition.
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My under st andi ng of obvious is
somet hing that, for instance, is readily
derived fromthe information.

Here, | would say, like, it's
not -- you know, a POSITA doesn't need to
derive that QR codes could be used to
transmt a link for a picture because that
was al ready well known. People were using
that all the time. So it's not obvious in
the sense of, you know, |ike, oh, a QR code
can be used to encode information. It would
be, you know, one coul d i nagi ne, make an
argunent, like, it would be obvious to encode
a URL and use that to get a picture.

You know, that is not, | think,

t he argunment |'m maki ng, although it's,
think, a reasonable or potentially viable
argunment. |'d have to think about it. And,
you know, I'mnot trying to offer a | ega

opi nion on that argunent, because, again,
there are legal inplications of obvious.

But what | can say is that
everyone was already doing it at that tinmne,
right. That was, like, a well-known way of

getting information, go up and scan a QR code
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and get links to product pictures and so on.
Q Does the ' 848 application

specifically say to use the inmage recognition

software to identify and scan QR codes to

obt ai n i nages?

A | nean, we can go over the
| anguage. | think we have gone over the
| anguage. It says it can be used to get
information. It then gives exanples of what

i nformation to the product is, including
things like pictures, barcodes, and video
instructions, et cetera. You know, | discuss
this all at paragraph 62.

So, you know, if you're asking if
| think it's explicit, I think yeah. | nean,
it's in different paragraphs, but, like it
says you can use this to get information
about the product, and then it gives you
exanpl es of what are -- what woul d be
I nformati on about the product, or what would
be included is information about the product,
so.

MR. JARRATT: All right. No nore
guesti ons.

MR. PRICE: | just have one
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fol | ow up questi on.
EXAM NATI ON

BY MR PRI CE:

Q Dr. Mtzenmacher, do you recal
earlier when you were discussing the
di scl osure in paragraph 24 about a custoner
requesting further shopping and the delivery
agent traveling to another location in search

of a satisfactory product?

A Yes, | believe that's in
paragraph 24. Yes, | see that sentence.
Q If the agent has to travel to

anot her |location in search of a satisfactory
product, does that nean that the products
that was inspected and rejected was not

| ocated at the original |ocation?

A Yeah, well, you could not find the
product that the customer desired, so that
product, you know, would not have been found.
That's how | would read that as the typica
I nstance of that. |[|f you have to go
somewhere else to find a satisfactory
product, that means that the product you were
| ooki ng for was not avail abl e.

MR PRICE: Al right. | have no
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further questions.

FURHTER EXAM NATI ON
BY MR JARRATT:

Q Just a coupl e questions on that
specific topic.

If the custoner identified -- or
if the agent found the itemidentified in the
acqui sition request, sent a picture to the
customer, and the custoner rejected that item
as unsatisfactory, did the agent still |ocate
the itemidentified by the custoner?

A | nean, | would suspect in nost
cases no. | nean, | suppose, you know, naybe
t hey found one that was broken or, you know,
di nged or sonet hi ng, damaged, yeah. You
know, I would say in that case you haven't
found the product the custoner wanted,
certainly, so that's why you have to go to a
di fferent |ocation

And, again, | think the nore
typi cal instances, obviously, that you
woul dn't have found the product. And I've
stated -- you know, |ike we've gone over the
mul tiple places in ny report, but 1've sort

of said, you know, | don't think it's
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1 i nappropriate to sort of ask themto outline
2 every possible instance that woul d have been
3 comon know edge about why you m ght not have
4 been able to | ocate a satisfactory product.
12:46 PM 5 MR. JARRATT: No nore questions.
6 MR PRICE Al set.
7 THE STENOGRAPHER: M. Jarratt,
8 you're getting the original, obviously.
9 MR. JARRATT: Correct.
12: 46 PM 10 THE STENOGRAPHER  And did you
11 want a rough?
12 MR. JARRATT: Pl ease, yes.
13 THE STENOGRAPHER. M. Price, did
14 you want a rough?
12:46 PM 15 MR. PRICE: No, we don't need a
16 rough.
17 THE STENOGRAPHER: (Ckay. | have a
18 expedite for Monday.
19 MR. JARRATT: Correct.
12: 46 PM 20 THE STENOGRAPHER: Did you want
21 t he sane?
22 MR PRICEE W don't need it
23 expedi t ed.
24 THE STENOGRAPHER:  You bot h had
12: 47 PM 25 real -time, correct?
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MR. PRICE  Yes.
MR, JARRATT: Yes.
(Deposition concluded at 12:46 p.m)
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* * *

DECLARATI ON OF PENALTY OF PERJURY

I, , do hereby

decl are under penalty of perjury that | have
read the foregoing transcript; that | have

made any corrections as appear noted, in ink,
initialed by me, or attached hereto; that ny
testinony as contained herein, as corrected,

is true and correct.

EXECUTED t hi s day of ,

20 , at ,

(Gty) (St ate)

M CHAEL D. M TZENMACHER, PH. D.
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DEPCSI TI ON ERRATA SHEET
JOB NO. 135920
M CHAEL D. M TZENVACHER, PH. D

MAY 15, 2024
Page No.  Line No._ _ Change to
Reason for Change:
Page No.  Line No.__ Change to
Reason for Change:
Page No.  Line No.__ Change to
Reason for Change:
Page No.  Line No._ _ Change to
Reason for Change:
Page No.  Line No.__ Change to
Reason for Change:
Page No.  Line No.__ Change to
Reason for Change:
Page No.  Line No.__ Change to
Reason for Change:
Page No.  Line No.__ Change to
Reason for Change:
Page No.  Line No.__ Change to
Reason for Change:
Page No.  Line No.__ Change to

Reason for Change:
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COMMONVWEALTH OF MASSACHUSETTS
SUFFOLK, SS.

I, Sandra A. Deschaine, Registered
Prof essi onal Reporter and Notary Public
within and for the Commonweal t h of
Massachusetts at |arge, do hereby certify:

That M CHAEL D. M TZENVMACHER, PH.D., the
W t ness whose deposition is herei nbefore set
forth, was duly sworn by ne and that such
deposition is a true record of the testinony
gi ven by such wi tness.

That the witness is hereby readi ng and
signing the deposition transcript.

| further certify that I amnot rel ated
to any of the parties to this action by bl ood
or marriage and that | amin no way
interested in the outcone of this matter

N WTNESS WHERECF, | have hereunto set
ny hand this 17th day of My 2024.

%»; V::Zé(! &J /MG/Z(Q{ \{)/

Sandra A. Deschai ne, CSR RPR, CLR

My Conmm ssion Expires
July 5, 2024
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Consumeron, LLC (“Consumeron)is the ownerof U.S. Patent No.
8,244,594 B2 (Ex. 1001, “the ’594 patent™). Maplebear, Inc. d/b/aInstacart
(“Instacart”)filed a Petition requesting inter partes review of claims 1, 4, 5,
8,9, and 1317 of the 594 patent. Paper 1 (“Pet.”). We instituted inter
partes review of all the claimsas challenged in the Petition. Paper 9 (“Inst.
Dec.”). Consumeron filed aresponse (Paper 19, “PO Resp.”), Instacart filed
areply (Paper 24, “Pet. Reply”), and Consumeron followed with a sur-reply
(Paper 29, “PO Sur-Reply”). We held a hearingon January 11, 2024, a
transcript of which is in the record. Paper 34. Forthe reasons below, we
determine that Instacart demonstrates by a preponderance of the evidence
thatchallengedclaims 1,4, 5, 8, 9, and 13—17 are unpatentable as obvious
under 35 U.S.C. § 103(a).

I. BACKGROUND
A. Related Matters

The ’594 patent is the subject of a parallel infringement action in
Consumeron, LLCv. Maplebear Inc. d/b/a Instacart,No. 1:21-cv-01147
(D. Del. Aug. 6,2021) (“Delaware action”). Paper3, 1. The Delaware
action is presently stayed pending our decision here. See Ex. 3002.

Instacart has also filed petitions challenging the claims of several
related patents that are also at issue in the parallel Delaware action. Those
petitions are the subject of the following infer partes reviews: IPR2022-
01357 (US 10,628,835B2); [IPR2022-01358 (US 10,115,067 B2); and
IPR2022-01359 (US 9,202,191 B2).

Notably, Instacart challenges the claimsof yet another related patent,
US 11,238,465B2 (“the "465 patent). The 465 patent derived from the
same application—US Application 12/711,867 (“the 867 application”)—as
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the 594 patent challenged here and is the subject of another inter partes
review—IPR2023-00865 (“the 865 IPR”). CompareEx. 1001, code (21),
with Ex. 3005, code (63). Asdiscussed below in Section II.B.3, theclaims
of both the *594 and *465 patents share a common term, the construction of
which is in dispute in both proceedings.

B. The ’594 Patent

The ’594 patent describes “[a] system and method for remote

acquisition and delivery of goods.” Ex. 1001, Abstract, 1:64—65. The
system includes “a server in communication with customer computers” and
a “mobile delivery agent system” also in communication with theserver. 7d.

at 1:65-2:4. Figure 1 ofthe ’594 patent, reproduced below, is a schematic
diagram ofthe system.
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Figure 1 depicts a customer computer 30 accessing a service
provider’s server 14 over the internet. /d. at 2:52-58. Server 14
communicates with a plurality of mobile delivery agent systems 42. Id. at
3:9-11. Each mobile delivery agent system 42 includes a real-time video
processor 46, global positioning system (GPS) 47, and a communications
device 48. Id. at3:11-14. A customer contactsthe service provider through
the system depicted in Figure 1 and receives information regarding delivery
agents in the vicinity of the store where they would like the delivery agent to
obtain a product. /d. at 4:21-36.

Oncethe delivery agent is selected, “a customer shopping or
acquisition request and profile is sent to the delivery agent. . .and a
communications linkis established between the customerand the selected
delivery agent . .. such as through a telephone or internet connection” using
the mobiledelivery agent system 42. Id. at 5:19-24. Thedelivery agent
then travels to the store, finds the desired product, and “the customer has the
option of inspecting the product in real-time.” Id. at 6:33-55. “Ifthe
customer chooses to inspect the product, the customer will communicate
instructions to thedelivery agent. . . and the delivery agent will utilize real-
time video device 46 to transmit real-time data to customer computer 30.”
Id. at 6:55-58. The customer then “either approves or rejects acquisition of
the inspected product.” /d. at 6:65—66. Ifthe product is approved, “the
delivery agent will purchase or otherwise acquire the product on behalf of

the customer” and deliver the product to the customer. /d. at 7:7-14.
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C. The Challenged Claims

Of the challenged claims, claims 1 and 13 are independent. Neither
party disputes that claims 1 and 13 recite similar limitations. Claim 1,
reproduced below, is illustrative of the claimed subject matter (with
emphasis added for claim limitations in dispute):

1. A method for remote acquisition and delivery of goods
comprising:

deploying a plurality of delivery agents of a service
provider to various geographic locations, each delivery agent
having a mobile delivery agent system in communication with at
least one remote server, wherein each mobile delivery agent
system includes: a real-time video device, a global positioning
device, and a communication device;

receiving a first acquisition request from a first customer
for a set of one or more goods,

obtaining information, including location information
based on signals from the global positioning devices and
availability status information, on the plurality of delivery
agents;

obtaining a selection of one of the plurality of delivery
agents for fulfilling the first acquisition request;

deploying one of the plurality of delivery agents to a
location havingthe first set of one or more goods;

electronically transferring an image of the first set of one
or more goods to the first customer using the real-time video
device,

acquiring the first set of one or more goods via the delivery
agent; and

delivering the first set of one or more goods to a delivery
site selected by the first customer.

Ex. 1001, 9:44-10:2.
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D. The Asserted Challenges

Claims Challenged | 35 U.S.C.§ | Basis

1,8,9, 13-15 103(a) Park,' Kim>

9. 16,17 103(a) Park, Kim, Hileman?
4 103(a) Park, Kim, Pugliese?

In further support of these challenges, Instacart relies on the
declarations of Dr. Henry Houh. See Exs. 1003, 1044. Consumeron relies

on the declaration of Dr. Michael Mitzenmacher. See Ex. 2016.

II. ANALYSIS
A. Level of Ordinary Skill in the Art
Instacart submits that one skilled in the art would havehad “a
bachelor’s degree in electrical engineering, computer engineering, computer
science, or equivalent training, and approximately two years of experience
working in the field of electronic commerce” and that “[1]ack of work
experience can be remedied by additional education, and vice versa. Pet. 13
(citing Ex. 1003 §24). Consumeron respondsthat one skilled in theart
would have been “someone with a background in electrical engineering,
computer science, or the like,” but that “industry experience can make up for
a lack of technical training, and more education can make up for a lack of

industry experience.” PO Resp. 9 (citing Ex. 2016 9 17-20).

WO 01/11523 Al, published Feb. 15,2001 (Ex. 1005) (“Park”).

? Certified translation of KR2003-0085802, published Nov. 7, 2003

(Ex. 1006); corrected certified translation of Figure 2 (Ex. 1038); and
original Korean language version (Ex. 1007) (collectively, “Kim™).

> US 2003/0040944 A1, published Feb. 27, 2003 (Ex. 1009) (“Hileman”).
*US 2002/0072974 A1, published June 13,2002 (Ex. 1010) (“Pugliese”).

6





IPR2022-01356
Patent 8,244,594 B2

We discern no material difference between the levels of skill in the art
espoused by the parties. Nor does Consumeron’s expert. See Ex. 2016 20
(“Petitioner’s definition of a POSITA is not materially different from my
definition.”). Accordingly, we adopt the level of skill in the art as defined
by Instacart.

B. Claim Construction

1. “acquisition request”

The parties dispute the meaning of “acquisition request” as recited in
independent claims 1 and 13. See PO Resp. 9—-12; Pet. Reply 1-6; PO Sur-
Reply 2—8. Consumeron argues that “acquisition request” should be
construed to mean “arequest for an agent fo shop for goods on a customer’s
behalf.” PO Resp. 9 (emphasis added). Instacart argues, on the other hand,
that “[n]either the intrinsic nor extrinsic evidence, however, requires the
agent to “shop” or even makea purchase.” Pet. Reply 1-2. Accordingto
Instacart, “the agent must simply acquire goods, consistent with the plain
language of the claim” and “[i]t would be improper to narrowly require
shopping when Consumeron elected to broadly claim all types of
‘acquisition request[s].’” Id. at 2.

We previously construed the term “acquisition request” in the related
865 IPR to encompass “not only a request for an agent to shop forand
purchase goods for delivery to a customer, but also to encompass arequest
for a delivery agent to simply pick up and deliver goods that have been pre-
purchased by the customer.” See Ex. 3006, 9—11 (granting institution in
conjunction with construing “acquisition request”). Asnoted above in
SectionI.A (“Related Matters™), the 865 IPR centers on the 465 patent,

whose lineage derives from the same application—the *867 application—as
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the *594 patent challenged here. Compare Ex. 1001, code (21) (referencing
Appl. No. 12/711,867), with Ex. 3005, code (63) (also referencing Appl. No.
12/711,867). Indeed, the 594 and ’465 patents share essentially identical
specifications and figures. Thus, based on the final record before us (as
discussed below) and consistent with our prior construction in the related
865 IPR and, we likewise determine here that Instacart’s construction of
“acquisition request” is the morereasonable one. See SightSound Techs.,
LLCv. Apple Inc., 809 F.3d 1307, 1316 (Fed. Cir. 2015) (“Where multiple
patents ‘derive from the same parent application and share many common
terms, we must interpret the claims consistently across all asserted patents.””
(quoting NTP, Inc., v. Research in Motion, Ltd.,418 F.3d 1282, 1293 (Fed.
Cir. 2005)).

More specifically, as we explained in the 865 IPR, the specification
does not equate an “acquisition request” exclusively with a shopping or
purchase request. See Ex. 3006, 10—-11. Rather, the specification repeatedly
uses the phrase “purchase or otherwise acquire” to indicate that a delivery
agent may acquire goods by means other than purchasing or shopping. See,
e.g.,Ex. 1001, 4:58-60 (“[ T]he user specifies the exact location from which
the selected delivery agent is to purchase or otherwise acquire the product,
such as a retail store location.”); id. at 7:7-9 (“Ifthe product is approved at
120, the delivery agent will purchase or otherwise acquire the product on
behalf ofthe customer at 121.”);id. at 2:9-12 (“[ T]he user provides the
service provider with information regarding the type of product desired and
the shopping or acquisition location from which the user desires to purchase

or otherwise obtain the product.”) (emphases added).
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Consumeron’s argument that the specification “uses the word ‘or’ to
refer to things that are synonymousto each other” is not persuasive. See PO
Resp. 10; PO Sur-Reply 4 (essentially same). Asnotedabove, the
specification uses the phrase “purchase or otherwise acquire.” Ex. 1001,
4:58-60, 7:7-9 (emphasis added); see also id at 2:9—12 (similar). By
including the adverb “otherwise,” the specification makes clear that
purchase and acquire are not used synonymously, but ratherthat acquiring is
broader and encompasses other ways of obtaining a product. See Ex. 1039,
1 (otherwise” means “in a different way or manner”).

Indeed, the specification unequivocally describes instances where the
delivery agent acquires a product without purchasing or shopping for it. For
instance, the specification explains that the customer may “pre-purchase[ ]’
goods such that the customer requests simply that the delivery agent “pick-
up” of the goods:

the customer has the option of paying the retailer or seller
directly, in which case the customer will only be billed for the
pick-up and delivery services provided. . . . If pre-purchased by
the customer, the delivery agent obtains a receipt showing proof
of pre-payment by the customer.

Id. at 7:33—40 (emphases added). Even more explicitly, the specification
states:

[A]lthough discussed in the context of a customer who wishes to
purchase a product, it should be understood that system 10 may
be utilized to schedule both pick-ups and delivery of any type of
goods, including free goods.

Id. at 9:18-21 (emphasis added). Those disclosures collectively indicate that
a delivery agent can fulfill an acquisition request withoutnecessarily

shopping for or purchasing goods.
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Consumeron attempts to distinguish those descriptions, urging that
they refer to an “alternative” embodiment that “does not expand the meaning
of the term ‘acquisition request’ beyondits ordinary meaning.” PO Sur-
Reply 4-5. But that argument is premised on an incorrect assumption that
the ordinary meaning is limited to purchasing or shopping. Here, nothing in
the intrinsic record suggests that the term “acquisition request” excludes the
specification’s embodiments where “pre-purchased” or “free” goods are
only in need of “pick-up.” To the contrary, as noted above, the specification
repeatedly states the delivery agent may “otherwise acquire” goods without
purchasing them, thereby, indicating that the agent can fulfill an acquisition
request withoutnecessarily shopping for the goods on the customer’s behalf.
See Ex. 1001, 4:58-60, 7:7-9.

Extrinsic evidence also favors Instacart’s position. Inparticular,
Instacart cites dictionary definitions of “acquire” that contemplate acquiring
something by means other than purchasing or shopping, See Ex. 1042, 1 (“If
you acquire something, you buy or obtain it for yourself, or someone gives it
toyou.”); Ex. 1043, 1 (“acquire” means “to comeinto possession or control
of often by unspecified means”). In contrast, the narrower definition
Consumeron cites is not persuasive because it comes from an unrelated
statute, 16 U.S.C. § 620, and provides a meaning intended specifically
within the context of that statute.” PO Resp. 12 (citing Ex. 2018).
Consumeron does not explain why that definition should apply outsidethe
context of that statute, much less demonstrate it reflects the understanding of

one skilled in the art here.

> The cited statute relates to the “conservation of forest resources.” See
Ex. 1046 (stating the purpose of 16 U.S.C. § 620(b)(1)).

10
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Moreover, Consumeron’s extrinsic definition conflicts with the
description of “acquire” in the specification, which, as explained above,
expressly contemplates a broader meaning of acquiring, such as pickingup a
product without requiring the agent to shop forit. Thus, to theextent
Consumeron’s extrinsic definition conflicts with the specification, we do not
give it any weight. See Phillipsv. AWH Corp.,415F.3d 1303, 1314 (Fed.
Cir. 2005) (en banc) (explaining that an extrinsic definition may be
consulted “so long as th[at] definition does not contradict any definition
found in or ascertained by reading of the patent documents”) (internal
quotations omitted).

For all the above reasons, we reject Consumeron’s argument that
“acquisition request” is limited to arequest for an agent to shop for goods.
Rather, we agree with Instacart that “acquisition request” has its ordinary
meaning, which encompasses but is not limited to purchasing or shopping
and includes other means of acquiring a product. Accordingly, consistent
with the record here and our construction in therelated 865 IPR, we construe
“acquisition request” to include not only a request for a delivery agent to
shop for and purchase goods, but also arequest for theagentto pick up or
obtain pre-paid goods.

2. “realtime”

In instituting trial here, we adopted a construction of “real-time”
consistent with the way the district court construed the term in the Delaware

action, that is, “real time” means “data that is passed along as it is gathered.”

See Inst.Dec. 5 (citing Ex. 1034, 2; Ex. 1035, 22-26).5 Notably, thatisthe

® We cite to the original pagination of Exhibit 1035, which is the district
court’s “Memorandum Opinion” on claim construction.

11
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very construction Consumeron advocated before the district court. See

Ex. 1035, 4. Now, having seen Instacart’s challenges, Consumeron proposes
that we alter that construction because the district court allegedly “accepted”
that the term “does not includeany ‘intentional delay’ in the transmission.”
PO Resp. 13 (citing Ex. 1035, 22, 26); see also PO Sur-Reply 11-12
(essentially same).

Although the district court considered “intentional delay” in the
course of construing “real time,” the district court does not appear to have
accepted Consumeron’s narrower construction in that regard. More
accurately, the district court stated it “sees no reason that a ‘real-time’
transmission of data could not both involveno inherent delay and permit a
system that requires multiple ‘clicks’ to operate.” Ex. 1035, 24 (emphasis
added). In addition, the district court quoted from a technical dictionary,
which provided:

The basic definition of real-time data is that it is data that is not
kept or stored, butis passed along to theend user as quickly as it
is gathered. It is important to note that real-time data does not
mean that the data gets to the user instantly. There may be any
number of bottlenecks related to the data collection
infrastructure, the bandwidth between various parties, or even
just the slowness of the end user’s computer. Real-time data does
not promise data within a certain number of microseconds. It
just means that the data is not designed to be kept back from its
eventual use as it is collected.

Id. at 25 (citing “Technopedia”).

In other words, the district court contemplated that real-time data
includesdata that is transmitted as it is gathered despite some inherent delay
in transmitting and accessing the data, such as bottlenecks in the

infrastructure, slowness of the user’s computer, or “multiple clicks” by the

12
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user. Withthatin mind, we reject Consumeron’s attempt to alter our
construction of “real-time” to exclude so-called “intentional delay.” Thus,
consistent with the district court and our institution decision, we maintain
that “real-time” transmission means “data that is passed along as it is
gathered.”

3. “mobile delivery agent system”

In our institution decision, we adopted a construction of “mobile
delivery agent system” consistent with the way the term was construed in the
Delaware action, namely, “a mobile system that includes at least a device to
capture video or still images and a device set up to communicate with a
remote server.” See Inst. Dec. 4-5 (citing Ex. 1034, 1; Ex. 1035, 13-17).
Neither party disputes that construction. See PO Resp. 12 (adoptingour
construction); Pet. Reply 1-7 (disputing only the meaning of other claim
terms). Thus, we maintain our construction as stated above.

4. order of steps

Consumeron contends that the challenged claims should be construed
such thatthe claimed step of “transferring” an image of goods to a customer
“happens before” the step of “acquiring” the goods via the delivery agent.
PO Resp. 26; see also PO Sur-Reply 9 (“The claims and specification
require that the step of transferring an image of goods to a customer occurs
before acquiring the goods viathe agent.”).

In the Delaware action, however, Consumeron contended that the
claimed “[s]teps do not need to be performed in order,” but “can be

performed before or after the previous recited step.” Ex.1027,17-18.7 The

7 We cite to the original pagination of Exhibit 1027.
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district court agreed and adopted a construction that “the steps of method
claims do not need to be performed in order unless the claim recites an
order.” Ex. 1035, 11. Tothatend, the district court noted that the
specification of the *594 patent states, unequivocally, that “the steps for the
methods of remote acquisition and delivery of goods described herein do not
necessarily need to be in the order in which they are presented above.” /d.
at 10 (citing “’594 Patent at 9:36-39” (emphasis added)). That
acknowledgement in the *594 patent comports with Consumeron’s
representation to the district court that the steps as claimed need not be
performed in a specific order.

In any event, we need not resolve theissue of Consumeron’s
seemingly conflicting positions because Instacart shows that the asserted
combination of Park and Kim performs the steps in the order that
Consumeron now proposes here, as explained below.

C. Instacart’s Challenge of Independent Claims 1 and 13 Based on Park
and Kim

We begin with Instacart’s challenge of independent claims 1 and 13 as
being obvious over the combined teachings of Park and Kim. See Pet. 17—
38,42-49. In challenging those claims, Instacart submits a detailed
mapping of how Park and Kim satisfy each of therecited claim elements.
See id. at 25-38 (claim 1), 42-49 (claim 13). Instacart also explains why
one skilled in the art would have been motivated to combine their respective
teachings with areasonable expectation of success of arriving at the claimed
invention. Seeid. at 20-25.

Consumeron raises essentially five arguments in responseto
Instacart’s showing for claims 1 and 13. See PO Resp. 21-48. Accordingto

Consumeron, Instacart:
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(1) fails to show the asserted Park-Kim combination
discloses the delivery agent receiving an “acquisition request”
from the customer (id. at 22-24);

(2) fails to show the asserted Park-Kim combination

discloses the delivery agent “acquiring the . . . goods” for the
customer (id. at 24-25);

(3) fails to show the asserted Park-Kim combination
discloses the delivery agent “transferring an image” of the goods
tothe customer before “acquiring the . . . goods” (id. at 25-27);

(4) fails to show the asserted Park-Kim combination
discloses the delivery agent communicating with the customer in
“real-time” (id. at 27-32); and

(5) fails to articulate a sufficient reason to combine Park
and Kim (id. at 32—48).

In raising these arguments, Consumeron argues independent claims 1
and 13 together. See PO Resp. 21-22, 24, 32 (applying arguments to
Claims 1 and 13). We address each of Consumeron’s argumentsin the order
raised by Consumeron. And, although we may focus on Consumeron’s
arguments to identify theissues in dispute, we never shift the ultimate
burden from Instacart to prove unpatentability of the challenged claims.

35 U.S.C. §316(e) (2018); see also Harmonic Inc. v. Avid Tech., Inc., 815
F.3d 1356, 1363 (Fed. Cir. 2016) (“In an [inter partes review], the petitioner
has the burden from the onset to show with particularity why the patent it
challenges is unpatentable.”); Dynamic Drinkware, LLC'v. Nat 'l Graphics,
Inc., 800F.3d 1375, 1378 (Fed. Cir. 2015) (explaining specific burdens in
inter partes review).

1. “receiving afirst acquisition request from a first customer”

To begin, Consumeron argues that the asserted Park-Kim combination

lacks disclosure of the “acquisition request” recited in the “receiving” step of

15





[PR2022-01356

Patent 8,244,594 B2

claims 1 and 13. See PO Resp. 22-24. Accordingto Consumeron, “Park’s
disclosure of a customer shopping and placing an order for goods is not an
‘acquisition request’ because thereis no request for an agent to shop on
behalf ofthe customer.” Id. at 22. Instead, “the customer [in Park] has
already shopped for and purchased the product before the delivery agent
arrives to pick up and deliverit.” /d. at 23; see also id. at 24 (“[Park’s] order
is not an ‘acquisition request’ because the goods have already been
purchased by the customer.”).

We are not persuaded for the simple reason that Consumeron premises
its argument on an overly narrow and incorrect construction of “acquisition
request.” Asdiscussed above, when properly construed, “acquisition
request”isnot limited to arequest for a delivery agent to shop for and
purchase goods, but rather also encompasses arequest for the agent simply
to pick-up and deliver goods that have been pre-purchased by the customer.
To that end, Consumeron concedesthat the asserted Park-Kim combination
discloses a delivery agent picking up goods that have been pre-purchased.
See PO Resp. 23 (conceding “Park at 3:10—19” discloses “the customer has
already shopped for and purchased the product before the delivery agent
arrives to pick up and deliver it”). Thus, we find that theasserted Park-Kim
combination’s disclosure of a delivery agent picking up pre-purchased goods
for delivery to a customer meets the claimed “acquisition request.”

2. “acquiringthe. .. one or more goods via the delivery agent”

Similarly, Consumeron arguesthat the asserted Park-Kim
combination lacks the subsequently-recited stepin claims 1 and 13 of
“acquiring the first set of one or more goods via the delivery agent.” PO

Resp. 24-25 (emphasis added). According to Consumeron, Instacart’s
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showingthat Park teaches this limitation “is inconsistent with the plain
meaningofthe term ‘acquire’ and the explicit distinction drawn in the
specification between a delivery agent ‘acquiring’ goods and merely picking
up and delivering goods already purchased by the customer.” Id. at 25. But,
this argument, like Consumeron’s argument with respect to “acquisition
request,” is premised on a misunderstanding that “acquiring” excludes
simply picking-up goods. It doesnot. Nor do we see any meaningful
distinction between the meaning of “acquiring” and “acquisition” as used in
the claims, and Consumeron does not argue otherwise. Thus, becausethe
asserted Park-Kim combination indisputably discloses that a delivery agent
picks-up goods that have been pre-purchased, we reject the notion that Park
fails to meet the claimed step of “acquiring the first set of one or more goods
via the delivery agent.”

3. order of the steps of “transferring animage” and “acquiring the
. .. one or more goods”

Next, Consumeron argues that claims 1 and 13 require that the step of
“transferringan image” of the goods to the customer occurs “before” the
step of “acquiringthe. .. goods via the delivery agent.” PO Resp. 25; see
also id. at 26 (“In light of the intrinsic record, and the wording of the claims,
the electronic transfer of an image happens before the goods are acquired.”).
According to Consumeron, “[i]n Park, the goods are paid for and packaged
at a warehouse before a delivery agent arrives for pick up,” while “[i]n Kim,
likewise, the goods are purchased online from the delivery service provider
before that same delivery service provider (i.e. themerchant) captures
images of the purchased goods. /d. at 2627 (citing Ex. 1005, 48:12-23; Ex.
1006, 2). With that in mind, Consumeron surmises that “the Park-Kim
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combination would, at best, result in taking pictures of products after the
customer places an order and purchasesthe products viaa website.” /d. at
27.

We disagree. TotheextentPark does not explicitly teach that the
delivery agent transmits images of the goods themselves to the customer
before the agent acquiresthem, i.e., picks them up, Instacart points to Kim’s
teaching that—

“Upon receiving an order of a product from a customer... a
delivery service provider uses his/her mobile communication
terminal equipped with a digital camera fo capture an image of
the product ordered by the customer” and “send the images to
the customer real-time so that the product ordered . .. can be
confirmed.”

Pet. 36 (quoting Ex. 1006, Abstract, 2, respectively). Those
disclosures by Kim collectively teach that the delivery agent (i.e.,
“delivery service provider”) uses their mobile device to send an image
of the ordered product to the customer before the customer confirms
whetherthe delivery agent may proceedto acquire the product.
Consumeron contends that “the goods [in Kim ] are purchased online
from the delivery service provider before that same delivery service provider
(i.e. the merchant) captures images of the purchased goods.” PO Resp. 27
(first emphasis added). Butthat contention erroneously equates the
customer’s online order of a product with the delivery agent’s acquisition of
the product for delivery. Nowhere does Kim characterize the delivery agent
as acquiring the product based simply on the fact of a customer ordering the
product. Instead,as taught by Kim, the delivery agent’s acquisition of the
product hinges on the customer first seeingan image of the product and

giving their approval.
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More specifically, Kim describes the process by which the delivery
agent ultimately acquires the product on behalfofthe customer as follows:

Step 1, wherein a customer places an order of a product to a
delivery service provider via phone, fax or the Internet, which
prompts the delivery service provider to capture an image or
video of the ordered product through a mobile communication
terminal equipped with a digital camera and transmits the image

to a server; and

* * *

Step 4, wherein the server searches the database to transmit the
image or video of the product ordered by the customer to the
customer’s mobile communication terminal; and

Step 5, wherein the customer uses his/her own mobile
communication terminal to receive the image or video of the
ordered product and confirm the product; and

Step 6, wherein the delivery service provider delivers the product
to the intended recipient upon the customer’s confirmation of the
product.

Ex. 1006, 3 (emphases added). Figure 2 of Kim, reproduced partially below,
likewise illustrates the process.

FIG.2
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In our view, one skilled in the art reasonably would have understood,
from the above description and figure in Kim, that only after the delivery
agent sends an image of the ordered product to the customer, and only after
the customer inspects the image and confirms the product, does the delivery
agent actually acquire the product for delivery to the customer. Ex. 1003
9951, 55-56. Conversely, where the customer rejects the product, one
skilled in the art logically would haverecognized that the delivery agent
would not acquirethe product, much less bill the customer for the rejected
and undelivered product. Thus, in Kim, we find that the delivery agent’s
transmittal of images to the customer precedes thedelivery’s agent’s
acquisition of the product.

Neither Consumeron nor its expert ever addresses Kim’s explicit
disclosure of that scenario. Instead, they make the erroneous assumption
thata customer ordering a product in Kim is the same as a delivery agent
acquiring the product. See PO Resp. 27 (citing Ex. 2016 68); PO Sur-
Reply 9-10. Asexplained above, that is not the case.

Thus, for the above reasons, we reject the notion that the product in
the asserted Park-Kim combination is acquired by the delivery agent before
the delivery agent sends an image of the product to the customer. Rather,
we find that the asserted Park-Kim combination satisfies the claimed steps of
“transferringan image ofthe. .. goods” to the customer and “acquiring the
.. . goods via the delivery agent,” even assuming Consumeron’s contention
that the former must occur before the latter.

4. “real-time” communication

Claims 1 and 13 recite that the delivery agent transfers the image of

the goods to the customer using a “real-time” video device. Consumeron
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contends that “Park taken alone or in combination with Kim fails to teach or
suggest real-time communications of a product image from an MDAS to a
customer because, both Park and Kim send images to a server with a
customer having to make a request to the server for those images, which
introduces ‘intentional delay’ in the transmission of data.” PO Resp. 28
(emphasis added); see also id. at 30 (“[Park’s] system is designed with a
web server that intentionally stores and delays any transmission.”); id.
(“Kim, like Park, also transmits images to a server and not the customer
(which introduces intentional delay).”). In other words, according to
Consumeron, the fact that the asserted Park-Kim combination sends images
through a server, to which the customer must request access, precludes the
images from being sent in real-time. We disagree.

At the outset, we note that nothing in the claim language excludes the
transmission of images through a web server. Indeed, the claims themselves
expressly require a “server,” reciting that the delivery agent’s mobile device
is “in communication with at least one remote server” for communicating
images to thecustomer. Ex. 1001, 9:47-49(claim 1), 10:62-64 (claim 13).
Thus, the terms“server” and “real time” are not mutually exclusive.

Moreover, we are not persuaded by Consumeron’s argument that,
because the customer in the asserted Park-Kim combination must request
access to the web server, the transfer of the image cannot be in real-time.
See PO Resp. 28-31; PO Sur-Reply 14. That argument fails for the simple
reason that the preferred embodimentin the challenged’594 patent
contemplates just such a scenario. For instance, as shown in Figure 1 of the
’594 patent and described in the specification, real-time communication

between customer computer 30 and delivery agent mobile device 42 occurs
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through “server 14,” which includes “real-time video processor 38.”

Ex. 1001, 2:52-58, 3:6-14, Fig. 1. Importantly, like the Park-Kim
combination, the *594 patent explains that the delivery agent notifies the
customer that real-time video of the product is available through the web
server, which the customer must choose to access in order to view real-time
images of the product.

The delivery agent then enters the shopping location and
identifies the product of interest. The delivery agent then
communicates to the customerthat the product has been
identified, and the customerhas the option of inspecting the
productin real-timeat 117. Ifthe customer chooses to inspect
the product, the customer will communicate instructions to the
delivery agent at 118, and the delivery agent will utilize real-
time video device 46 to transmit real-time data to customer
computer 30. .. . Next, thecustomer either approves or rejects
acquisition of the inspected product.

Id. at 6:50-66; see also id. Fig. 3 (showing an alert is sent to the customer
(step 116) notifying them of the availability of real-time video of the
product).

Thus, according to the >594 patent itself, only if the customer actively
chooses to access the real-time video via the server will the customer be able
to see real-time images of the product. Neither Consumeron norits expert
persuasively explains why the preferred embodiment in the *594 patent,
where the customer must actively choose to interact with the web server in
order to see the real-time video, does not introduce the same “intentional
delay” that Consumeron contends is present in the asserted Park-Kim
combination, where the customer likewise must request access to the web
server in order to see the real-time video. See PO Resp. 28-32 (citing

Ex.2016 9 70-78). Indeed, both experts agree that personal computers
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“typically” receive data from web servers by making “requests.” Compare
Ex. 1045, 32:12-33:14 (Consumeron’s expert testifying), with Ex. 1044 § 54
(Instacart’s expert agreeing). Thus, we reject the notion that a customer
having to request access to a server in order to view real-time data
introduces the sort of delay that places such a scenario outside the scope of
the claims. Instead, similarto the preferred embodiment in the >594 patent,
the intervening server in the Park-Kim combination, with which the delivery
agent interacts to send images and the customer interacts toreceive images,
falls squarely within the scope of the claims.?

More specifically, Park discloses that the delivery agent uses a
“mobile digital camera” to provide online customers with a “live video feed”
that is presented through a “web server . . . over the Internet.” Ex.1005,
48:10-20. Thedelivery agent’s live video feed “allow[s] customers to
interactively view, in real-time, the progress of [their] order, from reception
and compilation to delivery . . . by the delivery agent.” Seeid. at 4:27-32.
Although Park may not specify explicitly that viewing the progress of the
order in real-timeincludes viewing the goods themselves while they are
being compiled, Kim nonetheless does, teaching that the agent uses their

mobile device to send an “image or video of the ordered product” at the

8 To the extent Consumeron attributes intentional delay to a customer taking
certain steps, such as “multiple clicks,” in order to request access to the
server, we are not persuaded. See PO Sur-Reply 14. Asdiscussed above,
we agree with the district court’s findings in the Delaware action that such
steps are inherentto the technology being used. See Ex. 1035, 22 (finding
that “real-time” transmission of data “does not . . . exclude any delay ‘based
on the laws of physics and the technology you are using.’”); see also id. at
24 (finding “no reason that a ‘real-time’ transmission of data couldnot. . .
permit a system that requires multiple ‘clicks’ to operate”).
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seller’s location prior to delivery. Ex. 1006, 3—4. Accordingly, the Park-
Kim combination discloses that the agent transmits images of goods to a
customer “in real-time,” as required by the claims. See Ex. 1003 9 86—89;
Ex. 1044 9 48-54, 57-61.

To the extent Consumeron contends that Park “is designed with a web
server that intentionally stores and delays any transmission” of the live video
feed, we disagree. See PO Resp. 29-30 (citing Ex. 20169 73). Although
Consumeron cites the testimony of'its expert in support of that notion,
nowhere does that cited testimony ever say that Park’s web server “stores”
the live video feed. See Ex.20169 73. Instead, Consumeron’sexpert
opines on two pointsthat we previously found meritless (in preceding
paragraphs), namely, (1) that Park’s live video feed sends images of
“packaged” goods to the customer, not “images of the products,” and (2) that
Park’s live video feed can only be accessed “by making a separate request to
the server.” Seeid.

The first point simply faultsthe content of the live video feed in Park
while saying nothing about Park’s server, and the second point simply faults
the customer’s requestto access the server while saying nothing about how
Park’s live video feed is actually being processed through the server. In
contrast, Park makes clear that, upon accessing the web server, “[t]he web
server will then present the video over the Intemet,” which can be done “in
many ways,” one of which is to provide “every customerwith a live video
feed.” Ex. 1005, 48:10-20. Thus, we reject, as unsupported and conclusory,
Consumeron’s contention that Park somehow “stores” the live video before
it reaches the customer. Neither Park itself nor Consumeron’s expert

supportssuch atheory.
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Similar to Park, Kim providesa delivery agent (i.e., “delivery service
provider”) with a mobile device “equipped with a digital camera.” Ex. 1006,
Abstract. Using the mobile device, Kim’sdelivery agent “capture[s] an
image of the product ordered by the customer and transmits it to a server.”
Id.; see also id. at 3 (Step 1), Fig. 2 (S11-S13). “[T]heserver transmits a
confirmation message to the customer . . . and then transmits the image of
the ordered product to the customer who has checked the message so that the
customer can confirm whether the product ordered is identical to the product
being delivered.” Id., Abstract; see also id. at 3 (Steps 2—-5), Fig. 2 (S14—
S18). Importantly, Kim teaches that, once the customer receives notice from
the delivery agent via the server (i.e., “confirmation message to the
customer”), the transmission of images to the customer may take place “in
real time”—

[T]his invention is intended to enhance the reliability of
the delivery services ... by capturing images of the entire
delivery service process, such as a product ordered, ... and
transmitting the images in real time to the customer who ordered
the product.

Id. at 2 (emphasisadded). Only after the customer “receive[s]the image”
and “confirm[s] the product” will the delivery agent acquire the product for
delivery tothe customer. /d. at 3 (Step 6)

Although Kim states that “the server storesthe image” while
prompting the customer to confirm the product in theimage, nowhere does
Kim foreclose the customer from viewing images in real time oncethe
customer accesses the web server and begins communicating with the
delivery agent to confirm product images. Indeed, one skilled in the art

would have understood as much because “Kim is explicit that the [delivery
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agent’s mobile] terminal ‘transmit[s] the images in real time to the
customer.” Ex. 1044 §958-61 (quoting Ex. 1006, 2). Granted, in some
instances, the customer may not quickly respond to the system message
requesting that the customer begin the confirmation process, in which case
product images will be stored on the server for later viewing by the
customer. But where the customer promptly responds to the system message
and accesses the live video feed through the server, one skilled in the art
reasonably would have understood from the combined teachings of Park and
Kim thatthevideo’s imagesare being viewed by the customerin real time,
i.e., asthey are being gathered and sent to the server from the delivery
agent’s mobile terminal. Seeid. § 51 (“/E[ven ifthe first video frame has
‘intentional delay’ because of the initial request, as [Consumeron] asserts,
none of the subsequent frames have any ‘intentional delay’ and instead,
those frames are passed along as they are gathered without any further action
needed by the customer.”).

For all the above reasons, we find that Park, as modified by Kim,
teachesor suggests the claimed step of the delivery agent transmitting
images of goods to the customer usinga “real-time video device,” as
required by claims 1 and 13. By modifying Park’s teaching of the delivery
agent transmitting a live-video feed to the customer while compiling an
order with Kim’s teaching of the delivery agent transmitting product images
in real time to the customer viathe web server, one skilled in the art would
have recognized that, upon establishing communication with the web server,
the customer indisputably receives and views product images on the live

video feed as they are gathered, i.e., in real time, despite having to undertake
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the initial step of accessing theserver to do so. See Ex. 1003 ]9 86-89;
Ex.1044 9948-54, 57-61.

5. Reason to combine Park and Kim

Consumeron also raises several arguments in dispute of Instacart’s
reason for combining Park and Kim. See PO Resp. 32—48. Asan initial
matter, Consumeron argues that Instacart’s reason for combining Kim with
Park is flawed because it “relies on a fundamental misunderstanding of
Kim’s disclosure.” Id. at 33. According to Consumeron and its expert,
Kim’s “delivery service provider” is actually the “seller” from which
products are ordered, and “not an agent” who fulfills the order and delivers
the products as disclosed in Park. /d. at 34 (citing Ex. 2016 ] 51-55, 80,
81,91, 92). Wedisagree.

To begin, Kim draws a clear distinction between a “seller” and a
“delivery service provider.” Ex. 1006, 2-3; Ex. 1044 ] 70-72. As
background, Kim explains that “a customer purchases a product either by
visiting a seller in person or by ordering the product. . . without visiting the
seller in person . . . whereby the seller has the ordered product deliveredto
the customer.” Ex. 1006,2. But when describingthe “invention,” Kim
refers exclusively to a “delivery service provider” and not the “seller.” Id.
at 3. Itisthis“delivery service provider” who obtains imagesofthe
product, transmits the images through a server to the customer, andreceives
instructions back from the customer confirming the product. /d.;see also
Ex. 1038, Fig. 2.

Nothingin Kim suggests that the delivery service provider must be
the same entity that actually sells the ordered product. Indeed, the term

“delivery service provider” itself suggests an entity that provides delivery
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services as opposed to the seller of goods. Thus, even if Kim does not
expressly state that the seller and delivery service provider are two separate
entities, it nonetheless reasonably suggests a delivery agent, as opposed to a
seller, who travels to the seller’slocation to shop on the customer’s behalf.
See KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 421 (2007) (‘A person of
ordinary skill is also a person of ordinary creativity, not an automaton.”).
For these reasons, the overly restrictive interpretation of Kim advanced by
Consumeron and its expert is not credible.

Consumeron also contends that “modifying Park’s warehouse-based
delivery model as suggested in the Petition would impermissibly alter Park’s
principle of operation as viewed through the lens of its contribution to the
art.” PO Resp. 35. Accordingto Consumeron, Kim’s teaching of an agent
that obtains an image of the product could not be factored into Park’s system
because Park’s goods are already packaged by the time the delivery agent
picksthemup. /d. at 35-38. Consumeron asserts that the additional time
required to unpackage the goods, transmit an image, await customer
confirmation, and then repackage the goods for delivery would alter Park’s
inventive concept by destroying its basic objective of “one-hour delivery.”
Id. at 38-41.

Again, we disagree with Consumeron. As Instacart points out, Park’s
system andmethod is not limited to one-hourdelivery. See Pet. Reply 19.
To the contrary, Park teaches that items can be “delivered within the hour or
within a customer specified delivery window” exceedingan hour. Ex. 1005,
Abstract (emphasis added), 20:9—12 (describing “processing orders for
deferred delivery (i.e. those not requiredto be delivered in the next hour)”

(emphasis added)); see also Ex. 1044 9 29. Moreover, while Park places
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some emphasison delivery time, it also explains that its goal is to promote
customer satisfaction. See Ex. 1005, 30:16—18 (increasing “dispatch
efficiency and customer satisfaction™), 34:5-7 (resequencing delivery “to
ensure 100% customer satisfaction™). In that regard, the reason that Instacart
articulates for combining Park and Kim dovetails with Park’s objective of
improving customer satisfaction by ensuring the product to be delivered is
acceptable to the customer. See Ex. 1044 9 65 (“[A] POSITA would have
understood that a customer ordering goods would care little if an
unacceptable product was delivered quickly.”).

Consumeron’s arguments also overstate the impact the combination
would have on Park’s delivery time. Much of Consumeron’s and its expert’s
testimony interpreting Park are premised on an “e-Dreams film”® and other
exhibitsrelating to a “Kozmo.com system,” which Consumeron contends is
the system disclosed in Park. See PO Resp. 37—40; PO Sur-Reply 19-20;
Ex. 2016 97 48, 86, 88, 89,97, 100, 101 (citing Exs. 2023-2029). Although
these extraneous exhibits may reflect a commercial implementation of some
aspects of Park’s system, they certainly do not limit the teachings of Park
itself, nor do they evidence how one skilled in the art would have
approached the combination of Park and Kim as asserted in the Petition.

Consumeron’s argument that Park’s delivery agent would have to

“unpackage . . . meticulously packaged” goods, “wait” for confirmation

? According to Consumeron, the e-Dreams film is a “documentary film
(2002), available at <https://www.youtube.com/watch?v=j847rYNo2G0>.”
PO Resp. 17. Although Consumeron’s response includes what appears to be
screenshots from that film, the film itself was not filed as an exhibit. See id.
at 17, 37 (lacking exhibit numbers). Accordingly, the e-Dreams film isnot
record evidence, but, even ifit was, our findings would be the same.
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from the customer, andthen “repackage” the goods is not supported by the
actual teachings in Park. See PO Resp. 35-36 (citing Ex. 2016 84, 94).
More accurately, Park simply teaches that products at the distribution center
are placed in “bags suitable for being carried by a delivery agent to the
customer’s delivery location.” Ex. 1005, 16:24-28; Ex. 1044 932. One
skilled in the art would have recognized, as a matter of “ordinary creativity,”
that Park’s packaging process could easily be modified to accommodate
Kim’s technique of enhancing the reliability of the delivery such that the
delivery agent would take a picture of the goods before placing the goods in
the bag for delivery. Ex. 1044 § 68. While this may add time to the process,
we find persuasive the testimony of Instacart’s expert that the delay would
be relatively small and offset by otherbenefits, such as enhanced reliability
of the delivery and customer satisfaction, or mitigated by providingthe
confirmation as an “option” to the customer along with an advisory message
that such confirmation “may add time to his or her order.” Ex. 1003 9 56—
58; see also Ex. 1044 9 65-80 (rebutting the testimony of Consumeron’s
expert). Incontrast, the competingtestimony of Consumeron’s expert is less
compelling because it overemphasizes Park’s focus on one hour delivery,
while largely ignoring the benefits one skilled in theart wouldhave
understood from combiningthe teachings of Park and Kim. See Ex. 2016

19 84-116.

Finally, Consumeron’sarguments that “[Instacart] fails to square
Park’s warehouse-based model with Kim’stechnique to show how the
specific modification would even work™ or “would be factored into Park’s
intelligent routing algorithm” are unavailing. PO Resp. 41-47.

Consumeron’s arguments do not reflect the proper inquiry because they
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focus on features of Park that are not required by the challenged claims. See
Axonics, Inc. v. Medtronic Inc., 73 F.4th 950, 957 (Fed. Cir. 2023) (“The
inquiry is not whether a relevant artisan would combine a first reference’s
feature with a second reference’s feature to meet the requirements of the first
reference that are not requirements of the claims at issue.”). Put differently,
the test is not whether Kim’s product confirmation technique may be “bodily
incorporated” into Park’s system, but rather whether one skilled in the art
would have been motivated to combine the teachings to achieve the claimed
invention, recognizing that some ordinary creativity might be requiredto
carry out that combination. See Facebook Inc. v. Windy City Innovations
LLC,973 F.3d 1321, 1343 (Fed. Cir. 2020). Asexplainedabove, Instacart’s
showing demonstrates as much and includes credible testimony from its
expert explaining howone skilled in the art would have implemented the
asserted Park-Kim combination to arrive at the method ofthe challenged
claims. See Ex. 1003 99 51-59.

6. Conclusion

As noted earlier, Consumeron argues independent claims 1 and 13
together. Thus, applyingthe above analysis across both claims, we find that
Instacart demonstrates by a preponderance of the evidence that claims 1 and
13 would have been obvious over the combined teachings of Park and Kim.

D. Dependent Claim 9

Claim 9 depends from claim 1 and additionally recites “checkingthe
one or more goods off an electronic shoppinglist in real-time as each of the
one or more goods is acquired.” Ex. 1001, 10:39—41. For this step, Instacart
relies on Park’s teaching of “order pickers” pulling items from stock. See

Pet. 4042 (citing Ex. 1005, 23:15-22).
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Consumeron separately disputes Instacart’s showing for claim 9. See
PO Resp. 48-51; PO Sur-Reply 22-23. Accordingto Consumeron, there are
“two decisive problems with [Instacart’s] theory.” PO Resp. 49. First,
according to Consumeron, it is the “order picker personnel”in Park who are
“acquiring the goods and checking them off a list,” not the “delivery agent,”
as the claimsrequire, “who is different” from the order picker personnel. /d.
at 49-50. Second, according to Consumeron, the goods gathered by the
order picker personnel in Park are “placed in pending mode” and “only
provisionally pulled from stock as they have yet to be paid for,” and
“[blecause in the ‘pending mode’ the items in the order are not ‘complete
and paid for,’ the transaction hasnot been completed such to ‘check[]. . . off
an electronic shoppinglist in real-time . . . as the dependent claim requires.”
Id. at 51 (citing Ex. 2016 9 122).

In turn, Instacart replies that claim 9 does not require that the delivery
agent be the one to check the goods off a list. Pet. Reply 23. Accordingto
Instacart, “the ‘acquir[ing]’ in claim 9 is not the same ‘acquiring’ by the
agent in independent claim 1.” /d. Thus, regarding Consumeron’s first
argument, Instacart argues that “nothingin the language of claim 9 limits the
actor who checksoffindividual goods as they are acquired,” and “[t]hus, it
is immaterial whether Park’s order picker checks off the individual goods in
the process of acquisition, while the delivery agent acquiresthe ‘set’ of
goodsinabag.” /d. at 23-24. Andregarding Consumeron’s second
argument, Instacart reiterates that “acquisition of goods does not require
payment,” and “[t]hus, it is irrelevant that in the ‘pending mode’ [of claim 9]
the items in the order are not ‘complete and paid for.”” Id. at 24 (quoting PO
Resp. 51).
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Consumeron sur-replies that claim 9 “is limited to the agent because
checking the goods off an electronic shopping list must occur in real-time as
the goods are acquired viatheagent.” PO Sur-Reply22. Also, according to
Consumeron, even if claim 9 “could be read broadly . . . to cover two
different actors,” Park’s order pickers “do not perform any of the actions
necessary to acquire goods accordingto any of the parties’ dictionary
definitions or the intrinsicevidence.” Id. at 22-23.

Instacart has the better position. Claim 9 adds the stepto claim 1 of
“checking the one or more goods off an electronic shopping list in real-time
as each of the one or more goods is acquired.” Ex. 1001, 10:3941.
Importantly, that claim language does not specify who performs the step of
checking each of the goods off the list as they are acquired, nor does it
require that the goods be acquired “via the delivery agent” as recited in the
“acquiring” step of claim 1. That distinction supports Instacart’s position
that the additional step of checking off each good in claim 9 need not be part
of the step of acquiringthe goods in claim 1, and, thus, claim 9 reasonably
can be construed to encompass two different actors performing those steps,
that is, Park’s order picker checks off the goods and Park’s delivery agent
acquires the goods.

To that end, Instacart demonstrates that Park’s order picker performs
the step of “checking . . . goods off an electronic shopping list,” as required
by in claim 9. In particular, Park teaches that its system can “providea view
of the items selected to the order pickers at the appropriate distribution
center. .. inreal time, such that items in the order may be provisionally
pulled from stockand placed in a pending mode” as they are selected by the

customer. Ex. 1005, 23:15-22 (emphasis added). We credit the testimony
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of Instacart’s expert that one skilled in the art would have understood that
this “view” of the selected items is an “electronic shopping list” and that the
order picker placing the items in “pendingmode” as they are pulled from
stock is “analogous to checking off” each item from the shopping list
because it informs the order picker that they nolonger need to acquire that
item. See Ex. 1003 9 98-99. We also credit the testimony of Instacart’s
expert that, even if Park did not expressly disclose checking items off an
electronic shopping list, such functionality was well-known in the art and
would have been obvious. See id. 9 100-103 (discussing “knowledge” of
one skilled in the art).

Consumeron’s second argument that the pending items are not
acquired because they are not “paid for” is also unavailing. PO Resp. 48;
see also PO Sur-Reply 25 (“acquiring goods requires some transaction
between the agent and seller, such as a sale, trade, exchange”). Asexplained
above in Section I1.B.1, “acquiring” as recited in claim 1 is not limited to
purchasing items and encompasses picking up items for delivery to the
customer. With that in mind, we find that Park teaches or suggests that each
item on the list is “acquired,” as recited in claim 9, when the order picker
pulls it from stock andplaces it in the pending mode. See Ex. 1003 98-
99. Thus, Instacart shows by a preponderance of the evidencethat the
asserted Park-Kim combination teaches or suggests the stepof claim 9.

E. Dependent Claim 4

Claim 4 depends from claim 1 and additionally recites “receiving
instructions from the first customer using the communication device to
remotely inspect the first set of one or more goods utilizing the real-time

videodevice.” Ex. 1001, 10:12—15. For this limitation, Instacart relies on
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teachings in Park and Kim as well as Pugliese’s teaching relating to
dynamically displaying images of items in response to customer instructions.
Pet. 65-66 (citing Ex. 1005, 4:26-32; Ex. 1006, 2; Ex. 1010, claim 1, {9 8,
146,167, 178; Ex. 1003 ] 161-164).

Consumeron separately disputes Instacart’s showing for claim 4. See
PO Resp. 52; PO Sur-Reply 23. According to Consumeron, “the proposed
Park-Kim-Pugliese combination and alleged rationale suffer from thesame
deficiencies” as urged for the challenge based on Park and Kim. PO
Resp. 52. Thatis, Consumeron contends, “Park’s warehouse-based delivery
model in which delivery agents undertake a grab-and-go delivery operation
does not allow for taking images of the actual goods, let alone waiting for
instructions from a customer for remote inspection of the goods that have
already been packaged. /d. In reply, Instacart points out that Consumeron
“presents no distinct arguments with respect to the combination of Park,
Kim, and Pugliese aside its arguments” relating to the Park-Kim
combination. See Pet. Reply 24.

Instacart has the better position. Pugliese teaches receiving
instructions from a customer to remotely inspect goods as recited in claim 4.
Ex. 1010, claim 1, Y 8, 167; see also Ex. 1003 9 162—-163 (citing additional
disclosures in Pugliese). It would have been obvious to combine Pugliese’s
teaching with Park’s system in order to allow the customer to choose
whetherand what products to inspect because doing so would enhance
interactivity and save time in the event the customer only wanted to inspect
certain products in their order. See Ex. 1003 Y 156-1358.

Kim also teaches the “receiving instructions” step of claim 4. For

instance, Kim teaches that the customer’s placement of an order over the
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Internet “prompts the delivery service provider to capture an image or video
of the ordered product.” Ex. 1006, 3. Assuch,Kim’s customer order
constitutes “instructions from the first customer to remotely inspect the first
set of one or more goods utilizing the image capture device” that are
received on the agent’s communication device as recited in claim 4. Ex.
1003 9 161. Thus, even without theteachings in Pugliese, Instacart
sufficiently demonstrates that claim 4 would have been obvious over Park
and Kim.

Finally, Consumeron’s argument that “Park’s warehouse-based
delivery model” does not allow for receiving instructions to remotely inspect
a product is unavailing. Asexplained above in Section II.C.5, we credit
Instacart’s showing that it would have been obvious to modify Park to allow
the delivery agent to use the existing cameraon their mobile device to obtain
an image ofthe product, transmit it to the customer, and receive instructions
from the customer. That doing so may add timeto the delivery or require
the agent toremovethe product from a delivery bag does not overcome that
showing. /d. Moreover, theadditional combination of Pugliese’s teachings
allowing the customer to specify an inspection option (e.g., whether to
inspect on a product by product basis) would have been an obvious and
beneficial extension of the asserted Park-Kim combination. See Ex. 1003
99 157-160. Accordingly, Instacart sufficiently demonstrates that the
asserted Park-Kim combination teaches or suggests all the limitations of
dependent claim 4.

F. Remaining Dependent Claims 5, 8, and 14-17
Instacart challenges dependent claims 8, 14, and 15 as obvious over

Park and Kim, and challenges dependent claims 5, 16, and 17 as obvious
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over Park, Kim, and Hileman. See Pet. 38—40,49—61. Consumeron does
not dispute Instacart’s showing for these dependent claims, except
presumably to rely on its arguments in support of the base claims from
which they depend, i.e., claims 1 and 13. See PO Resp. 48—52 (arguing
separately only dependent claims 4 and 9). To the extent Consumeron
applies its arguments for base claims 1 and 13 to the dependent claims, those
arguments are unavailing for the same reasons explained above with respect
toclaims 1 and 13.

We need not expressly address the sufficiency of Instacart’s showing
as to the undisputedlimitations of dependent claims 5, 8, and 14—17. See In
re NuVasive, 841 F.3d at 974 (“The Board, having found the only disputed
limitations together in one reference, was not required to address undisputed
matters.”). Nonetheless, we have reviewed Instacart’s showing for each of
those dependent claims and find that the record fully supports that claims 8,
14, and 15 would have been obvious over the combined teachings of Park
and Kim, and claims 5, 16, and 17 would have been obvious over the
combined teachings of Park, Kim, and Hileman. See Pet.38—40 (claim 8),
49-51 (claims 14 and 15), 52-61 (claims 5, 16, and 17).

1. CONCLUSION

For all the above reasons, we determine that Instacart demonstrates,
by a preponderance of the evidence, that claims1, 4, 5, 8, 9 and 13—-17 of the
’594 patent are unpatentable as obviousunder 35 U.S.C. § 103(a).'® A

summary of our determination is provided in the table below:

19 Should Consumeron Owner wish to pursue amendment of the challenged
claims in areissue or reexamination proceeding subsequentto the issuance
of this Decision, we draw Consumeron’s attention to the April 2019 Notice
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Claims 35U.S.C. § Basis Claims Claims
Shown Not shown
Unpatentable | Unpatentable
1,8,9,13-15 | 103(a) Park, Kim | 1, 8,9, 13-15
9 16,17 103(a) Park, Kim, | 5, 16,17
Hileman
4 103(a) Park, Kim, | 4
Pugliese
Overall 1,4,5, 8,9,
Outcome 13-17
IV. ORDER

Accordingly, it is:

ORDERED that Instacart has shown by a preponderance of the
evidencethatclaims 1,4, 5, 8,9, and 13—17 of U.S. Patent 8,244,594 B2 are
unpatentable; and

FURTHER ORDERED that, becausethis is a Final Written Decision,
parties to this proceeding seeking judicial review of our Decision must

comply with the notice and servicerequirements of 37 C.F.R. § 90.2.

Regarding Options for Amendments by Patent Owner Through Reissue or
Reexamination During a Pending AIA Trial Proceeding. See 84 Fed. Reg.
16,654 (Apr. 22,2019). If Consumeron chooses to file areissue application
or a request for reexamination of the challenged patent, we remind
Consumeron of its continuing obligation to notify the Board of any such
related mattersin updated mandatory notices. See37 C.F.R. §§ 42.8(a)(3),
42.8(b)(2).
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