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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

PARSE BIOSCIENCES, INC.,
Petitioner

V.

THE BOARD OF TRUSTEES OF THE LELAND STANFORD JUNIOR
UNIVERSITY',
Patent Owner

Case IPR2023-00878
Patent 10,150,955

EXCLUSIVE LICENSEE’S MANDATORY NOTICES
UNDER 37 C.F.R. § 42.8

! Petitioner listed 10x as the Patent Owner. While 10x, as exclusive
licensee, is the real party-in-interest, The Board of Trustees of the Leland
Stanford Junior University (“Stanford University”) is formally the Patent
Owner.
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Pursuant to 37 C.F.R. § 42.8, exclusive licensee, 10x Genomics, Inc., hereby
submits Mandatory Notice.

L REAL PARTIES-IN-INTEREST (37 C.F.R. § 42.8(b)(1))

The real party-in-interest is exclusive licensee 10x Genomics, Inc., and has
all rights to enforce for past, present, and future infringement. See Motorola
Mobility LLC v., Michael Arnouse, IPR2013-00010, Paper 27, at 4-5 (finding that a
license with “all substantial rights” to the challenged patent was the real party-in-
interest). An affidavit from Stanford University (formally the Patent Owner)

confirming this understanding is attached.

II. RELATED MATTERS (37 C.F.R. § 42.8(b)(2))

10x Genomics, Inc. identifies the following judicial and administrative
matters that concern or concerned U.S. Patent No. 10,155,981.
e [0Ox Genomics, Inc. v. Parse Biosciences, Inc., Case 1:22-cv-01117-JHS (D.
Del.) (pending)

. LEAD AND BACK-UP COUNSEL AND SERVICE
INFORMATION UNDER §§42.8(b)(3)-(4):

Lead: J. Steven Baughman (Reg. No. 47,414)
GROOMBRIDGE, WU, BAUGHMAN & STONE LLP
801 17™ Street, NW, Suite 1050
Washington, DC, 20006
P: (202) 505-5832
steve.baughman@groombridgewu.com

Backup: Megan Raymond (Reg. No. 72,997)


mailto:steve.baughman@groombridgewu.com
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GROOMBRIDGE, WU, BAUGHMAN & STONE LLP
801 17™ Street, NW, Suite 1050

Washington, DC, 20006

P: (202) 505-5878
megan.raymond@groombridgewu.com

10x Genomics, Inc. consents to service through the counsel identified above.

Electronic service of documents must be sent to each of the listed email
addresses of the counsel and 10X-Parse-IPR@groombridgewu.com. To the extent
physical documents are served on 10x Genomics, Inc., please address any such
correspondence to lead counsel and back-up counsel at the following mailing
address: J. Steven Baughman, Megan Raymond, GROOMBRIDGE, WU,
BAUGHMAN & STONE LLP, 801 17th Street, NW, Suite 1050, Washington,

DC, 20006.

Respectfully submitted,
Dated: May 11, 2023
By: /s/ Megan Raymond

J. Steven Baughman (Reg. No. 47,414)
GROOMBRIDGE, WU, BAUGHMAN & STONE LLP
801 17™ Street, NW, Suite 1050

Washington, DC, 20006
P: (202)-505-5832
steve.baughman@groombridgewu.com

Megan Raymond (Reg. No. 72,997)
GROOMBRIDGE, WU, BAUGHMAN & STONE LLP
801 17" Street, NW, Suite 1050

Washington, DC, 20006


mailto:megan.raymond@groombridgewu.com
https://groombridgellp-my.sharepoint.com/personal/sayem_osman_groombridgewu_com/Documents/Desktop/steve.baughman@groombridgewu.com
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P: (202)-505-5878
megan.raymond@groombridgewu.com

Attorneys for Patent Owner 10x Genomics, Inc.


mailto:megan.raymond@groombridgewu.com
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

PARSE BIOSCIENCES, INC,,
Petitioner

V.

THE BOARD OF TRUSTEES OF THE LELAND STANFORD JUNIOR
UNIVERSITY!
Patent Owner

Case IPR2023-00878
Patent 10,150,955

CONFIRMATION OF EXCLUSIVE LICENSEE
10X GENOMICS, INC.’S AUTHORITY TO CONDUCT
INTER PARTES REVIEW

! Petitioner listed 10x as the Patent Owner. While 10x, as exclusive
licensee, is the real party-in-interest, The Board of Trustees of the Leland
Stanford Junior University is formally the Patent Owner.
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The Board of Trustees of the Leland Stanford Junior University (“Stanford
University”), the owner of U.S. Patent No. 10,150,955 (“the 955 patent”), and the
exclusive licensee, 10x Genomics, Inc. (“10x™), hereby give notice to the Patent
Trial and Appeal Board that 10x is the exclusive licensee of the ’955 patent and the
real party-in-interest in this case. Stanford University consents to 10x’s defense of
the *995 patent by 10x as the real party-in-interest.

The individual signing below has the authority to execute this document on

behalf of Stanford University.

Dated: May 11, 2023 Respectfully submitted,

. J'\
By: 3// o fh "\/MLLNQJ-"
Karin H. Immergluc(
Associate Vice Provost,

Office of Technology Licensing

for Patent Owner Stanford
University
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that a copy of EXCLUSIVE LICENSEE’S
MANDATORY NOTICE UNDER 37 C.F.R. § 42.8 has been served in its entirety
on May 11, 2023, by causing the aforementioned document to be electronically

mailed to the following attorneys of record for the Petitioner listed below.

Lead Counsel: Derek C. Walter

Reg. No. 74,656
derek.walter@weil.com

Weil, Gotshal & Manges LLP
201 Redwood Shores Parkway
Redwood Shores, CA 94065
Telephone: (650) 802-3934
By Electronic Mail

Backup Counsel: | Adrian C. Percer

Registration No. 46,986
adrian.percer@weil.com
Weil, Gotshal & Manges LLP
201 Redwood Shores Parkway
Redwood Shores, CA 94065
Telephone: (650) 802-3124

William Sutton Ansley
Registration No. 67,828
sutton.ansley@weil.com
Weil, Gotshal & Manges LLP
2001 M Street NW, Suite 600
Washington, DC 20036
Telephone: (202) 682-7018
By Electronic Mail

Dated: May 11, 2023 Respectfully submitted,

By: /s/ Sayem Osman
Sayem Osman
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