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Netflix’s opposition, Paper 35 (Opp.) mischaracterizes the law, the facts, and 

PO’s arguments. PO’s motion to terminate (Motion) should be granted.   

I. PO’s Motion Is Not Only Premised On Unified Membership 

Netflix alleges that the only support for PO’s motion is that Netflix is “a 

Unified Subscriber.” Opp., 1-3. That is incorrect; PO’s motion analyzes the specific 

agreements and facts of this proceeding. Mot, 1-7. Among other things, PO pointed 

to Unified’s obligation to file IPRs (including the ’086 IPR) to reduce assertions 

against Netflix of patents, including the ’794 patent. Id.  Netflix does not dispute 

Unified’s obligation. Opp., 2-3. Instead, it argues that it “is no different from” 

Unified’s other obligations. Id., 3. But Unified’s obligations to other members is 

irrelevant to its obligations to Netflix and the question at hand. And Unified of course 

has no contractual obligations to “the public.” Similarly, Unified’s efficacy at 

reducing litigations against Netflix, Opp., 7, 2, is of no moment; Unified’s intent is.  

II. Netflix’s Cases Do Not Support Denying PO’s Motion 

Netflix points to cases where Unified members were found not to be RPIs. 

Opp., 3-4, 5, 6, 7 (citing Samsung; Bradium; Uniloc 2017; Uniloc USA; Barkan). 

However, the RPI and privy inquiries are highly fact dependent. Mot., 4. The 

question is not whether other Unified members, with other Unified agreements, are 

RPIs, but whether Netflix is. Yet Netflix does not analyze the Unified agreements 

from the above-referenced cases, nor compare them to Netflix’s Unified agreement 
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to show they are similar. Without such a comparison, Netflix’s cases are of little use. 

Indeed, the available evidence shows that the agreements in Netflix’s cited cases are 

different than the one here. For example, the Board in Samsung held that “[t]he 

evidence shows that Unified’s business model is focused on deterrence rather than 

settlement of cases involving NPEs.” Samsung, EX2121, 45, 49. Here, Unified is 

obligated to reduce assertions against its specific members (file IPRS to help settle 

cases). Thus, the agreement in Samsung must have been different than Netflix’s. For 

another example, Netflix argues that “the Board [in DivX] understood” the patent 

was in Netflix’s zone. Opp., 6. But Netflix’s citation does not support its assertion. 

Netflix also argues that payment of fees alone does not show it is an RPI. 

Opp., 6. But PO did not rely on Netflix’s general payment of fees; it showed that 

Netflix’s Zone fees effectively funded the ’086 IPR. Mot., 2,7. Netflix did not 

dispute any of PO’s evidence or reasoning. Opp., 6. 

Finally, in Uniloc 2017; Barkan; and Bradium, the question was whether 

Petitioner failed to name an RPI. Conversely, the question here is whether Netflix 

should have been named an RPI or was privy to the ’086 IPR. 315 (e). “The notion 

of ‘privity’ is more expansive” than RPI. Trial Prac. Guide, 14. Thus, Netflix’s cited 

decisions were directed to a narrower question than here.  

III. Control Is Not Required For Netflix To Be An RPI Or Privy 

Netflix incorrectly alleges that it cannot be an RPI because it did not have 
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control over the ’086 IPR or coordinate with Unified. Opp., 1, 4-5, 7-8. Neither 

control, communication, nor explicit command are necessary to show a party is an 

RPI or privy. Mot., 4, 6; Trial Prac. Guide, 15-16. Further, Netflix’s argument that 

it is not an RPI because it did not “demand[] that Unified [] challenge[] all claims” 

is unavailing. Opp., 5. Unified’s strategy to challenge a subset of important claims 

benefited Netflix. If Unified prevailed in the ’086 IPR then the assertion against 

Netflix would be largely addressed. If not, there is less risk of discretionary denial 

for Netflix’s future IPR. In fact, Netflix’s argument here based on Unified’s strategy 

of only challenging a subset of claims shows the benefit of that strategy to Netflix.  

IV. Netflix’s Arguments About Unified’s Termination Requests Also Fail 

Netflix does not rebut the pattern of Unified’s terminations or that Unified has 

not filed an IPR since March 2022. See Mot., 3, 6. Netflix also fails to provide any 

alternative reasoning to explain Unified’s pattern of behavior. The most reasonable 

explanation for Unified’s behavior is that Unified sought to mitigate estoppel effects 

for its members—i.e., it conducted the ’086 IPR to benefit Netflix. 

V. The Board Must Terminate The Proceeding or at Least Dismiss Netflix  

Section 315(e) is not discretionary and must be applied in some form, at least 

by dismissing Netflix. Further, Netflix does not dispute that the Board can terminate 

only the estopped claims under SAS. And Netflix’s cited cases are inapposite because 

briefing was completed in those cases. Opp., 8. Here, PO has not filed its sur-reply.   
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Dated:  June 27, 2024 By:     /Christine E. Lehman/  
Christine E. Lehman 
PTO Reg. No. 38,535 
Counsel for Patent Owner
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