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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Proposed Agenda

• The ’385 Patent

• Prior Art

• Hensen References

• LG-Manual

• Lee

• Disputed Issues



3

The ’385 Patent
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Alleged Problem

Pet. at 8 

Ex. 1001 at 1:7-8, 1:30-32, 7:1-10  
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Purported Solution

Pet. at 8-9 

Ex. 1001 at 6:1-4Ex. 1001 at Fig. 6
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Claim 1

Highlighted claim language was underlined in Examiner’s Statement
of Reasons for Allowance (Ex. 1011 at 290)



7

Hensen References
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Grounds 1-3: Hensen-Patent and 
Hensen-Video

Hensen-Patent Hensen-Video
Dr. Eric Hensen

+
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Hensen-Patent

Pet. at 12-13 

Ex. 1003 at 8:26-31Ex. 1003, Fig. 1
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Hensen-Video: “Visual representation of 
the … wireless earpiece”

Pet. at 16-17; Reply at 1 

Ex. 1030 at 25:18-23Ex. 1003 at 0:37

Q. And so a user looking at those icons 
would understand that they represent the 
Freewavs' wireless earpieces. Correct?
A. Yes, I think a user would see that.

PO’s Expert Kai Johnson



11

HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Hensen-Video: “Function or property of 
the … wireless earpiece”

Pet. at 51-53

“the visual representation indicative of a function or property of the at least one wireless 
ear piece communicated from the at least one wireless earpiece to the computing device”

’385 Limitation [1F]

PO’s Appeal Brief
Hensen-Video

’385 Patent

Ex. 1011 at 229

Ex. 1001, Fig. 6

Ex. 1004 at 0:37
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Grounds 4-6: Hensen-Patent and 
Hensen-Kickstarter

Hensen-Patent
Hensen-Kickstarter

+
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Secondary References



14

HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

LG-Manual

“The system of claim 1 wherein the representation [sic] visual representation includes 
lighting of the at least one wireless ear piece.”

’385 Claim 5

Pet. at 87-88 Ex. 1005 at 36
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Lee

Pet. at 93-95, 97-98

“The system of claim 1 wherein the user interface is further configured to display 
available gestures associated with controlling the at least one wireless ear piece.”

’385 Claim 8

Ex. 1006 at ¶¶ 11, 24, 47
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Hensen-Video is Prior Art
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

AIA Prior Art Exception

A disclosure made 1 year or less before the effective filing date
of a claimed invention shall not be prior art to the claimed
invention under subsection (a)(1) if … the subject matter
disclosed had, before such disclosure, been publicly disclosed by
the inventor or a joint inventor or another who obtained the
subject matter disclosed directly or indirectly from the inventor
or a joint inventor.

35 U.S.C. § 102(b)(1)(B)
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“Same Subject Matter” Requirement

“The exceptions of 35 U.S.C. 102(b)(1)(B) or 102(b)(2)(B) are
only applicable when the subject matter of the intervening 
disclosure is the same as the subject matter of the earlier 
inventor-originated prior public disclosure …. Any showing that
the intervening disclosure is the same subject matter as earlier
disclosed by the inventor … must be sufficient, in character and 
weight, to establish that the two disclosures are to the same 
subject matter”

M.P.E.P. § 717.01(b)(2)

Reply at 3-4
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Response

POR at 23
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

M.P.E.P. Guidance – Insubstantial 
Changes

“The exceptions in AIA 35 U.S.C. 102(b)(1)(B) and 102(b)(2)(B) 
do not apply even if the only differences … are mere 
insubstantial changes, or only trivial or obvious variations. This
guidance maintains the identical subject matter interpretation 
of AIA 35 U.S.C. 102(b)(1)(B) and 102(b)(2)(B).”

M.P.E.P. § 2153.02

Reply at 3-4
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

M.P.E.P. Guidance – Alternative Species

“[I]f the inventor or a joint inventor had publicly disclosed a
species, and a subsequent intervening grace period disclosure
discloses an alternative species not also disclosed by the
inventor or a joint inventor, the intervening grace period 
disclosure of the alternative species would be available as prior 
art under AIA 35 U.S.C. 102(a)(1) because the ‘subject matter
disclosed’ requirement of AIA 35 U.S.C. 102(b)(1)(B) would not
have been met.”

M.P.E.P. § 2153.02

Reply at 3-4
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

M.P.E.P. Guidance – Different Words / 
Different Mode of Disclosure

“There is no requirement under AIA 35 U.S.C. 102(b)(1)(B) that
the mode of disclosure by the inventor … be the same as the
mode of disclosure of the intervening grace period disclosure
(e.g., patenting, publication, public use, sale activity). There is
also no requirement that the disclosure by the inventor or a
joint inventor be a verbatim or ipsissimis verbis disclosure of the
intervening grace period disclosure.”

M.P.E.P. § 2153.02

Reply at 5
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Expert Testimony

Reply at 7-9

Petitioner’s Expert Dr. Brian Anthony

Ex. 1033 at ¶¶ 10-13
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Expert Testimony

Reply at 10-13

Petitioner’s Expert Dr. Brian Anthony

Ex. 1033 at ¶¶ 17-19
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Sur-Reply

Sur-Reply at 4-5
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Petitioner’s Reliance on Hensen-
Kickstarter for Grounds 4-6 is 

Proper
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petition

Petition at 100 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petition

Petition at 100-101 

Petition at 102-103 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petition

Petition at 104 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Response

POR at 44-45 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Sur-Reply

Sur-Reply at 6-8 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Kickstarter Blog Posts

POR at 22-23

Patent Owner’s Response

Patent Owner’s Sur-Reply

Sur-Reply at 7
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Hensen-Video and Hensen-
Kickstarter Are Prior Art For All 

That They Teach
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Hensen-Video

Pet. at 15-18
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Hensen-Kickstarter

Pet. at 22-23
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Response

Limitation 1[D]

Limitation 1[F]
POR at 45

POR at 47
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Federal Circuit

“Even if a reference discloses an inoperative 
device, it is prior art for all that it teaches”
Beckman Instruments, Inc. v. LKB Produkter AB, 892 F.2d 1547, 
1551 (Fed. Cir. 1989)

“Under an obviousness analysis, a reference 
need not work to qualify as prior art; it 
qualifies as prior art, regardless, for 
whatever is disclosed therein”
Geo. M. Martin Co. v. All. Mach. Sys. Int’l LLC, 618 F.3d 1294, 1302 
(Fed. Cir. 2010)

Reply at 14-15 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PTAB

“A reference qualifies as prior art under § 103 
for what is disclosed, even if the disclosure is 
not a comprehensive disclosure of a 
complete, operative device”

“[T]here is no requirement for a reference’s 
disclosure to have been implemented in an 
actual system for that disclosure to qualify as 
prior art acceptable for obviousness”
Mercedes-Benz USA, LLC v. Carucel Investments, LP, IPR2019-
01404, Paper 39 (P.T.A.B. Jan. 15, 2021) at 56

K/S HIMPP et al v. BENHOV GmbH, LLC, IPR2017-00930, Paper 32 
(P.T.A.B. Aug. 10, 2018) at 39-40

Reply at 14-15 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Expert Testimony

Reply at 15-16 

Patent Owner’s Expert Kai Johnson

Ex. 2020 at ¶ 94
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Alleged Secondary 
Considerations Lack Nexus And 

Substantial Weight
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Alleged Industry Praise

Ex. 2011 Ex. 2019
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Federal Circuit

“[T]he patentee retains the burden of proving 
the degree to which evidence of secondary 
considerations tied to a product is 
attributable to a particular claimed 
invention”
Fox Factory, Inc. v. SRAM, LLC, 944 F.3d 1366, 1378 (Fed. Cir. 2019)

Institution Decision at 25 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Response

POR at 59-60 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Response

POR at 60 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 2019

Reply at 28-30
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Other Issues
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Limitation [1D]
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petition

“wherein the software application provides a user interface for use by a user of the at 
least one wireless ear piece to interact with the at least one wireless ear piece”

’385 Limitation [1D]

Hensen-Patent
“Interaction, in general, requires 
that there's communication in 
both directions and that both 
sides of the communication 
affected by that communication. 
So a command would be one way 
to affect them.”

PO’s Expert Kai Johnson

Pet. at 43-44 

Ex. 1030 at 32:24-33:3

Ex. 1003 at 8:14-27 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Response

POR at 45-46 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petition

Petition at 43

Petition at 47
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Limitation [1F]
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petition

Pet. at 51-53

“the visual representation indicative of a function or property of the at least one wireless 
ear piece communicated from the at least one wireless earpiece to the computing device”

’385 Limitation [1F]

PO’s Appeal Brief
Hensen-Video

’385 Patent

Ex. 1011 at 229

Ex. 1001, Fig. 6

Ex. 1004 at 0:37
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Response

POR at 47-48 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Response

POR at 62-63 
Reply at 18-19, N.5
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Claim 3
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petition

Pet. at 62-64

“The system of claim 2 wherein the software application provides for tracking one or more 
physical activities using the physiological sensor.”

’385 Claim 3

Ex. 1004 at 0:47

PO’s Appeal Brief
Hensen-Video

Ex. 1011 at 229 (top), 27 (bottom)
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Response

POR at 51  
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petition

Pet. at 65

Reply at 20-21, N.6
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Claim 4
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petition

Pet. at 66-68

“The system of claim 3 wherein the physical activities are selected from a set consisting 
of running, biking, and swimming.”

’385 Claim 4

Ex. 1018 at 1

Hensen-Video Ex. 1018

Ex. 1004 at 0:47
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Response

POR at 53-54  
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex parte Spangler

“Appellants assert that the Examiner’s reliance on 
design choice is improper because Appellants establish 
‘that the tab arrangement is critical.’ We agree with the 
Examiner that Appellants’ Specification ‘does not 
provide support for criticality for the length of the tabs 
or the spacing of the tabs from the seal ends.’”

Reply at 21-22

Ex parte Spangler, Appeal 2018-003800 (P.T.A.B. Feb. 20, 2019) (informative) 
(internal citations omitted)
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’385 Patent Specification

Ex. 1001 at 6:37-42, Fig. 7

Reply at 21-22



64

Claims 5-7
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petition

“The system of claim 1 wherein the representation [sic] visual representation includes 
lighting of the at least one wireless ear piece.”

’385 Claim 5

Pet. at 87-88 Ex. 1005 at 36

LG-Manual
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petition

“The system of claim 1 wherein the representation [sic] visual representation includes 
lighting of the at least one wireless ear piece.”

’385 Claim 5

Pet. at 87-88 Ex. 1005 at 36

LG-Manual

Dr. Brian Anthony

Ex. 1002 at ¶139
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Response

POR at 54  
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Response

Ex. 2020 at ¶167 

PO’s Expert Kai Johnson
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’385 Patent Specification

Ex. 1005 at 36

LG-Manual’385 Patent

Ex. 1001, Fig. 4
Reply at 22-23 
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Claim 10
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petition

“The system of claim 1 wherein the at least one wireless ear piece is configured to store 
at least one playlist of audio files.”

’385 Claim 10

Pet. at 69-70

Ex. 1003 at 5:41-44

Hensen-Patent

Dr. Brian Anthony

Ex. 1002 at ¶106



72

HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Response

POR at 55  
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Response

Ex. 2020 at ¶143 

PO’s Expert Kai Johnson
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“Playlist” – ’385 Patent Specification

Ex. 1001 at Fig. 5
Reply at 23-24
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“Playlist” – ’385 Patent File History

Ex. 1034 at ¶94

Reply at 23-24

Ex. 1034
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“Playlist” – Dictionary Definitions

Reply at 23-24

Collins (2016)

American Heritage (2017)

Ex. 1035

Ex. 1036



77

HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“Playlist” – Patent Owner’s Evidence

Reply at 23-24

Q. So the original iPod had been not 
available on the market for over a 
decade by the time the '385 patent 
was filed. Correct?
A. Well, the original iPod had been 
replaced by several new generations 
by that time, I suppose.

Ex. 2023

PO’s Expert Kai Johnson

Ex. 2023 at 8

Ex. 1030 at 51:18-22
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Claim 11
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petition

“The system of claim 1 wherein the software application provides for connecting the at 
least one wireless ear piece with the computing device.”

’385 Claim 11

Pet. at 70-71
Ex. 1004 at 0:09-0:19

NARRATION: “I’ve paired [the earpieces] with each other and also 
paired with the source device, in this case, a smartphone.”

Hensen-Video
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Response

POR at 55  
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

In re Epstein

“[T]he Board's observation that appellant did not 
provide the type of detail in his specification that he 
now argues is necessary in prior art references 
supports the Board’s finding that one skilled in the art 
would have known how to implement the features of 
the references and would have concluded that the 
reference disclosures would have been enabling.”

Reply at 24-25

In re Epstein, 32 F.3d 1559, 1568 (Fed. Cir. 1994)
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’385 Patent Specification

Reply at 24-25

Ex. 1001 at 2:57-61 (top), 3:12-15 (bottom)
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