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BACKGROUND OF THE INVENTION

1. Field of the Invention

The present invention relates generally to computer storage mediums and

specifically to portable computer storage mediums.

2. Description of the Related Art

Portable storage mediums for computer systems may allow a user to carry data
from one computer system to another computer system. Among other uses, portable-
storage mediums may allow a user to back up critical data from a computer hard drive.
Portable storage mediums, such as floppy disks and compact discs (CDs), may allow data
to be read and written to a moveable disk surface. However, many portable storage
mediums have drawbacks. For example, floppy disks may be slow and hold under five
megabytes of data. Compact discs may hold more data than a floppy disk, but they may
be difficult to write to and generally may only be desirable for holding data that will not

be modified (e.g., executable programs and archivés).

Portable storage mediums may also be relatively large and easily damaged. For
example dropping a floppy disk or scratching a CD surface may result in a loss of stored
data. Other portable storage mediums, such as memory sticks, may use non-volatile
memory, have moveable parts, and/or be easily damaged if dropped. Portable storage
mediums may also be relatively slow to read and write to compared to a computer hard
drive and random access memory (RAM). A portable storage medium may use non-
volatile memory that generally requires power to maintain the memory. However, non-
volatile memory may be significantly slower than volatile memory. Therefore, an

improved portable memory device is desired.

Atty. Dkt. No.: 5707-01700 Page 1 Meyertons, Hood, Kivlin, Kowert & Goetzel



10

15

20

25

Summary of the Invention

One embodiment of the invention comprises a portable memory apparatus such
as, but not limited to, a portable RAM drive. The portable RAM drive may comprise a
housing, a memory controller, a volatile memory, a non-volatile memory, and a connector
to connect the portable RAM drive to the computer system. Data may be stored on a non-
volatile memory when the portable RAM drive is not coupled to a computer system and
stored on a volatile memory when the portable RAM drive is coupled to the computer
system. The computer system may access data on the volatile memory at a higher speed
than the data on the non-volatile memory. When the portable RAM drive is plugged into
the computer system, the data from the non-volatile memory may be transferred to the
volatile memory for faster access by the computer system. If the portable RAM drive is
unplugged from the computer system, an internal power source may power the portable
RAM drive long enough to transfer the data from the volatile memory to the non-volatile

memory.

In one embodiment, the portable RAM drive may not have the internal power
source, but may instead rely on an indicator, such as, but not limited to, an indicator light,
to indicate to a user that the portable RAM drive should not be unplugged from the
computer system because the data has not yet been transferred from the volatile memory
to the non-volatile memory. In one embodiment, if the portable RAM drive does not
have the internal power source, a restraining device may be used to restrain the portable
RAM drive to the computer system until the data can be transferred from the volatile

memory to the non-volatile memory.

Atty. Dkt. No.: 5707-01700 Page 2  Meyertons, Hood, Kivlin, Kowert & Goetzel
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Brief Description of the Drawings

A better understanding of the present invention may be obtained when the
following detailed description is considered in conjunction with the following drawings,

in which:

Figure 1 illustrates a computer system and a pbrtable RAM drive, according to

one embodiment;

Figure 2 illustrates a computer system and a portable RAM drive with an indicator

light, according to one embodiment;

Figure 3 illustrates a computer system and a portable RAM drive with a

restraining mechanism, according to one embodiment;

Figure 4 is a block diagram of a portable RAM drive, according to one

embodiment; and

Figure 5 is a flowchart of a portable RAM drive process, according to one

embodiment.

While the invention is susceptible to various modifications and alternative forms,
specific embodiments thereof are shown by way of example in the drawings and are
herein described in detail. It should be understood, however,v that the drawings and
detailed description thereto are not intended to limit the invention to the particular form
disclosed, but on the contrary, the intention is to cover all modifications, equivalents and
alternatives falling within the spirit and scope of the present invention as defined by the

appehded claims.

Atty. Dkt. No.: 5707-01700 Page 3 Meyertons, Hood, Kivlin, Kowert & Goetzel
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Detailed Description of the Invention

Figure 1: Computer System with a Portable RAM Drive

Figure 1 illustrates one embodiment of a computer system and a portable memory
apparatus 103 such as, but not limited to, a portable RAM drive. The portable RAM
drive 103 may include a housing 104 and a connector 105. In one embodiment, the
portable RAM drive 103 may store data on a non-volatile memory and copy the data to a
volatile memory when the portable RAM drive is coupled to a computer system, such as,
but not limited to, a laptop 101. Other computer systems, such as, but not limited to a
personal computer, may also be within the scope of the invention. In one embodiment,
the portable RAM drive may be coupled to the laptop 101 through a connector 105 on the
portable RAM drive 103 and a USB connector 107 on the laptop 101. Other connectors
such as, but not limited to a firewire connector and an advanced technology attachment
(ATA) serial connector may also be within the scope of the in\}ention. In one
embodiment, the portable RAM drive 103 may have a housing 104 made of an outer
impact resistant shell. The housing 104 may be made of a material such as, but not
limited to, acrylonitrile butadiene styrene (ABS) plastic or polycarbonate.. Also, in one

embodiment, the portable RAM drive 103 may not have any moving parts.

Figure 4: A Portable RAM Drive Block Diagram

Figure 4 is a block diagram of one embodiment of a portable RAM drive 103. In
one embodiment, the housing 104 of the portable RAM drive 103 may comprise a USB
connection 401, an internal power source 403, a memory controller chip 407, a volatile
memory 409, and a non-volatile memory 405. The memory controller chip 407 may
couple the volatile memory 409 to the non-volatile memory 405. In one embodiment, the
volatile memory 409 may include, but is not limited to, a fast page mode dynamic
random access memory (FPM DRAM), extended data out dynamic random access

memory (EDO DRAM), synchronous dynamic random access memory (SDRAM),

Atty. Dkt. No.: 5707-01700 Page 4 Meyertons, Hood, Kivlin, Kowert & Goetzel
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RAMBUS™ dynamic random access memory (RDRAM), and/or a static random access
memory (SRAM). Other forms of volatile memory are also contemplated. A connection,
such as, but not limited to, USB connection 401, may provide a computer system access
to the data in either the volatile memory 409 or the non-volatile memory 405. The USB
connection 401 may also be a conduit for power from the computer system to the portable
RAM drive to power the portable RAM drive while the portable RAM drive is connected
to the computer system. The USB connection 401 may also provide power to recharge an
internal power source 403 such as, but not limited to, a rechargeable battery or a
capacitor. Other internal power sources 403 are also contemplated. In one embodiment,
the memory controller chip 407 may include a microcontroller to control an indicator

light (see Figure 2) on the portable RAM drive 103.

Figure 2: A Portable RAM Drive with an Indicator Light

Figure 2 illustrates one embodiment of a computer system and a portable RAM
drive with an indicator. In one embodiment, the portable RAM drive 103 with the
indicator, such as, but not limited to, indicator light 203, may connect to the computer
éystem, such as, but not limited to, a personal computer 201, with a connector 105. Other
indicators are also contemplated. For example, in one embodiment, an indicator may be
displayed on a display device. In another embodiment, the indicator may be a noise

source.

Figure 3: A Portable RAM Drive with a Restraining Mechanism

Figure 3 illustrates one embodiment of a computer system and a portable RAM
drive with a restraining mechanism. In one embodiment, a portable RAM drive 103 with
a restraining device 301 may connect to a computer system, such as, but not limited to, a
personal computer 201, with a connector 105. In one embodiment, the restraining device
may be a mechanical device including, but not limited to a screw and a clip. Other

restraining devices are also contemplated.

Atty. Dkt. No.: 5707-01700 Page 5 Meyertons, Hood, Kivlin, Kowert & Goetzel
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Figure 5: Flowchart for a Portable RAM Drive Process

Figure 5 is a flowchart of one embodiment of a process for a portable memory
apparatus. It should be noted that in various embodiments of the methods described
below, one or more of the steps described may'be performed concurrently, in a different
order than shown, or may be omitted entirely. Other additional steps may also be

performed as desired.

At 501, a portable RAM drive may be coupled to a computer system. The
portable RAM drive may be coupled to the computer system through a connector on the
portable RAM drive and a connector, such as, but not limited to, a USB connector, a

firewire connector, and an ATA serial connector.

At 503, data may be copied from the non-volatile memory to the volatile memory
in the portable RAM drive. In one embodiment, if the portable RAM drive has an
internal power source, the computer system, or the portable RAM drive, may determine if .
the internal power source has sufficient power to transfer the data from the volatile
memory in the portable RAM drive back to the non-volatile memory in the portable
RAM drive if the portable RAM drive is unplugged from the computer system with data
still in the volatile memory. As used herein, “transfer” may refer to copying data to
another memory medium without erasing data in an originating memory medium or
making changes to data stored in another memory medium to reflect changes in the data
on the originating memory medium. Other transfers are also contemplated. If the
internal power source has sufficient power to transfer the data from the volatile memory
back to the non-volatile memory, the computer system or the memory controller chip
may transfer the data from the non-volatile memory to the volatile memory for faster
access by the computer system. In one embodiment, the computer system may access the
data in the non-volatile memory until the internal power source in the portable RAM

drive has recharged enough (with power delivered through the USB connection) to

Atty. Dkt. No.: 5707-01700 Page 6  Meyertons, Hood, Kivlin, Kowert & Goetzel
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transfer data from the volatile memory to the non-volatile memory when the portable

RAM drive is unplugged.

Id
In one embodiment, if the portable RAM drive does not have the internal power
source, the data may be transferred from the volatile memory to the non-volatile memory
as soon as the portable RAM drive is connected to the computer system. The portable

RAM drive may depend on an indicator light or restraining device to alert a user if the

~portable RAM drive needs more time to transfer data back to the non-volatile memory

from the volatile memory when the user is ready to unplug the portable RAM drive from

the computer system.

At 505, data in the volatile memory may be accessed by the computer system to
be made available to the user. Because the computer system is accessing data in the
volatile memory, time to access the data may be shorter than if the computer system had

to access the data on the non-volatile memory.

At 507, the non;volatile memory on the portable RAM drive may be updated with
data from the volatile memory as the portable RAM drive is being used by the computer
system. In one embodiment, each write from the computer system made to the volatile
memory may also be made to the non-volatile memory at the approximately the same
time. In one embodiment, the data in the volatile memory may be periodically copied
over to the non-volatile memory. In one embodiment, the portable RAM drive may
transfer data in the volatile memory, with changes that are made by the computer system,
to the non-volatile memory at one time. For example, the data in the volatile memory
may be transferred to the non-volatile memory when the portable RAM drive is

unplugged or about to be unplugged from the computer system.

Atty. Dkt. No.: 5707-01700 Page 7 Meyertons, Hood, Kivlin, Kowert & Goetzel

11




10

15

20

25

At 509, the portable RAM drive may be powered by an internal power source to
transfer data from the volatile memory to the non-volatile memory if the portable RAM
drive is unplugged from the computer system before the data from the volatile memory is

transferred back to the non-volatile memory.

At 511, in one embodiment, an indicator may be used on the portable RAM drive
to indicate when data stored in the volatile memory has been transferred to-the non-
volatile memory. In one embodiment, the portable RAM drive may not have an
indicator. The indicator may function while the portable RAM drive is coupled to the
computer system to alert the user not to unplug the portable RAM drive until the data has
been transferred from the volatile memory to the non-volatile memory. For example, the
indicator may be used if the portable RAM drive does not have an internal power source.
If the portable RAM drive does not have the internal power source, the portable RAM
drive may receive power through connector. After the portable RAM drive is plugged °
into the computer system, power from the computer system may allow the portable RAM
drive to transfer data from the non-volatile memory to the voiatiie memory. In one
embodiment, the portable RAM drive may need to stay plugged into the computer system
after the user is through using the poftable RAM drive to transfer data from volatile
memory to non-volatile memory. In one embodiment, if the portable RAM drive does
not have an internal power source, the indicator light may indicate to a user that the
portable RAM drive needs to remain in the computer system until the data from the
volatile memory has been transferred to the non-volatile memory. In one embodiment,
when the data from the volatile memory has been transferred to the non-volatile memory,
and the portable RAM drive no longer needs poWer to maintain the data in the volatile
memory, the indicator may turn off to indicate to the user that it is safe to remove the

portable RAM drive.

Atty. Dkt. No.: 5707-01700 Page 8  Meyertons, Hood, Kivlin, Kowert & Goetzel
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Other uses of the indicator are also contemplated. For example, in one
embodiment, the portable RAM drive may use an internal power source and an indicator
light. For example, the indicator light may turn on when the portable RAM drive is first
plugged into the computer syStem if the internal power source in the portable RAM drive
has not been recharged to a level sufficient to power the portable RAM drive for
transferring data from the volatile memory to the non-volatile memory when the portable
RAM drive is unplugged from the computer system. The indicator light may turn off
when the internal power source has sufficient power. The turned off indicator light may
indicate that the computer system is now accessing the data through the volatile memory
on the portable RAM drive. In one embodiment, the indicator light may also be used to
indicate when the internal power source is being used to transfer the data from the
volatile memory to the non-volatile memory. In one embodirhent, the indicator light may
flash to indicate a problém with the portable RAM drive (e.g., the internal power source
is not charging properly). The user may be able to back up the data on the portable RAM
drive before the problem causes a loss of data. Other uses of the indicator light may also

be within the scope of the invention.

At 513, in one embodiment, the portable RAM drive may be restrained in the
computer system until the data in the volatile memory has been transferred to the non-
volatile memory. For example, in one embodiment, the portable RAM drive may not
have an internal power source, but may receive power from the computer through the
connector. As the portable RAM drive is inserted into the computer system, the
restraining device may hold the portable RAM drive onto the computer system. When
the user is finished using the portable RAM drive, the restraining device may prevent the
user from removing the portable RAM drive before the data is transferred from the
volatile memory to the non-volatile memory. In one embodiment, the restraining device
may disengage aﬁef the data has been backed up on the non-volatile memory. In one

embodiment, if the portable RAM drive does not have an internal power source, the data

Atty. Dkt. No.: 5707-01700 Page 9 Meyertons, Hood, Kivlin, Kowert & Goetzel
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in the volatile memory may be lost if the portable RAM drive is removed from the
computer system before the data is transferred from the volatile memory to the non-

volatile memory.

In one embodiment, the portable RAM drive may have an internal power source
and a restraining device. For example, the restraining device may engage when the
computer is accessing the data on the volatile memory. Other reasons for having a
restraining device with an internal power source may also be within the scope of the

invention.

Various embodiments may further include receiving or storing instructions and/or
information implemented in accordance with the foregoing description upon a carrier
medium. Suitable carrier media may include storage media or memory media such as
magnetic or optical media, e.g., disk or CD-ROM, random access memory, or other
memory, as well as transmission media or RF signals such as electrical, electromagnetic,
or digital RF signals, conveyed via a communication medium such as a network and/or a

wireless hnk

Further modifications and alternative embodiments of various aspects of the
invention may be apparent to.those skilled in the art in view of this description.
Accordingly, this description is to be construed as illustrative only and is for the purpose
of teaching those skilled in the art the general manner of carrying out the invention. It is
to be understood that the forms of the invention shown and described herein are to be
taken as the presently preferred embodiments. Elements and materials may be substituted
for those illustrated and described herein, parts and processes may be reversed, and
certain features of the invention may be utilized independently, all as would be apparent

to one skilled in the art after having the benefit of this description of the invention.

Atty. Dkt. No.: 5707-01700 . Page 10 Meyertons, Hood, Kivlin, Kowert & Goetzel
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and scope of the invention as described in the following claims.

Atty. Dkt. No.: 5707-01700 Page 11  Meyertons, Hood, Kivlin, Kowert & Goetzel
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WHAT IS CLAIMED IS:

1. A portable memory apparatus, comprising:

a housing; '

a memory controller comprised in the housing;

a volatile memory coupled to said memory controller comprised in the
housing;

a non-volatile memory coupled to said memory controller comprised in
the housing;

a connector positioned on the housing, wherein said connector couples
said portable memory apparatus to a computer system when said connector is plugged
into said computer system; and

wherein, when said connector couples said portable memory apparatus to
said computer system, said memory controller chip copies data from said non-volatile
memory to said volatile memory, and said computer system accesses said data in said

volatile memory through said connector.

2. The portable memory apparatus of claim 1, further comprising an internal

power source coupled to said portable memory apparatus.

3. The portable memory apparatus of claim 2, wherein said internal power
source powers said portable memory apparatus when said portable memory apparatus is
unplugged from said computer syslerﬁ, said portable memory apparatus copies data from
said volatile memory to said non-volatile memory when said portable memory apparatus

is unplugged from said computer system.

4. The portable memory apparatus of claim 2, wherein said internal power

source is rechargeable through said connector.

Atty. Dkt. No.: 5707-01700 Page 12 Meyertons, Hood, Kivlin, Kowert & Goetzel
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5. The portable memory apparatus of claim 4, wherein said internal power

source comprises a battery or a capacitor.

6. The portable memory apparatus of claim 1, wherein said memory
controller chip transfers said non-volatile memory with data written to said volatile
memory from said computer system- while said portable memory apparatus is coupled to

said computer system.

7. The portable memory apparatus of claim 6, further comprising an indicator
coupled to said portable memory apparatus, wherein said indicator indicates when data

stored in said volatile memory is being transferred to said non-volatile memory.

8.  The portable memory apparatus of claim 6, further comprising a restraint
device coupled to said portable memory apparatus, wherein said restraint device restrains
said portable memory apparatus from being removed from said computer system uniil

data stored in said volatile memory has been transferred to said non-volatile memory.

9. The portable memory apparatus of claim 1, wherein said volatile memory
is selected from a group consisting of FPM DRAM, EDO DRAM, SDRAM, RDRAM,
and SRAM.

10. The portable memory apparatus of claim 1, wherein said connection is
selected from a group consisting of USB connector, firewire connector, and ATA serial

connector.

11. The portable memory apparatus of claim 1, further comprising an outer

impact resistant shell.

Atty. Dkt. No.: 5707-01700 Page 13  Meyertons, Hood, Kivlin, Kowert & Goetzel
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12. The portable memory apparatus of claim 1, wherein said portable memory

apparatus does not have any moving parts.

13. The portable memory apparatus of claim 1, wherein said memory
controller chip copies data from said non-volatile memory to said volatile memory after
an internal power source has been recharged through said connection, that said internal
power source has sufficient power to transfer data from said volatile memory to said non-
volatile memory if said portable memory apparatus is unplugged from said computer
system before said volatile memory is transferred to said non—vdlatile memory, wherein,
until said internal power source recharges to said sufficient power, said computer system

accesses said data on said non-volatile memory through said connector.

14. The portable memory apparatus of claim 1,
wherein said housing comprises a material selected from ABS plastic and

polycarbonate.

15. A method, comprising:

coupling a portable memory apparatus to a computer system, wherein said
portable memory apparatus comprises a memory controller chip, a non-volatile memory,
and a volatile memory;

copying data from said non-volatile memory to said volatile memory using
said memory controller chip;

accessing said data in said volatile memory using said computer system
through a connector coupled to said portable memory apparatus and said memory

controller chip; and

updating said non-volatile memory with data from said volatile memory.

Atty. Dkt. No.: 5707-01700 Page 14  Meyertons, Hood, Kivlin, Kowert & Goetzel
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16. The method of claim 15, further comprising:

powering said portable memory apparatus with an internal power source coupled
to said portable memory apparatus, when said portable memory apparatus is unplugged
from said computer system, to transfer said non-volatile memory with data from said

volatile memory.

17. The method of claim 15, further comprising;:

recharging an internal power source coupled to said portable memory

apparatus.

18. The method of claim 15, further comprising;:
indicating when data stored in said volatile memory has been transferred
to

said non-volatile memory.

19. The method of claim 15, further comprising:
restraining said portable memory apparatus in said computer system until

said data stored in said volatile memory has been transferred to said non-volatile memory.

20. The method of claim 15, further comprising;:
copying said data from said non-volatile memory to said volatile memory
after an internal power source has been recharged through said connection, such that said.
internal power source has sufficient power to transfer data from said volatile memory to
said non-volatile memory if said portable memory apparatus is unplugged from said
computer system before said volatile memory is transferred to said non-volatile memory,
wherein, until said internal power source recharges to said sufficient power, said

computer system accesses said data on said non-volatile memory through said connector.

Atty. Dkt. No.: 5707-01700 ‘ Page 15 Meyertons, Hood, Kivlin, Kowert & Goetzel
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A portable RAM drive comprising data stored on a non-volatile memory and
transferable to a volatile memory when the portable RAM drive is coupled to a computer
system. When the portable RAM drive is plugged into the computer system, the data
from the non-volatile memory may be transferred to the volatile memory for faster access
by the computer. If the portable RAM drive is unplugged from the computer, an internal
power source may power the portable RAM drive long enough to transfer the data from
the volatile memory to the non-volatile memory. In one embodiment, the portable RAM
drive may use a restraining device or an indicator light to indicate to the user that the
portable RAM drive should not be unplugged from the computer because the data has not

yet been transferred from the volatile memory to the non-volatile memory.

Atty. Dkt. No.: 5707-01700 Page 16 Meyertons, Hood, Kivlin, Kowert & Goetzel
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Attorney Docket Number: 5707-01700

DECLARATION AND POWER OF ATTORNEY

As a below named inventor, I hereby declare that:
My residence, post office address, and citizenship are as stated below next to my name.

I believe I am the original, first and sole inventor (if only one name is listed below) or an original, first and
joint inventor (if plural names are listed below) of the subject matter which is claimed and for which a patent is

‘sought on the invention entitled “PORTABLE RAM DRIVE,” the specification of which:

X s attached hereto.
[J was filed on as Application Serial No.
and was amended on (if applicable).

I hereby state that 1 have reviewed and understand the contents of the above-identified specification,
including the claims, as amended by any amendment referred to above.

I acknowledge the duty to disclose to the Patent and Trademark Office all information known to me to be
material to patentability of the subject matter claimed in this application, as “materiality” is defined in 37 C.F.R. §
1.56.

I hereby claim foreign priority benefits under 35 U.S.C. § [19(a)-(d) or § 365(b) of any foreign:
application(s) for patent or inventor's certificate listed below, or under § 365(a) of any PCT international application
listed below designating least one country other than the United States of America, and have identified below any
foreign application for patent or inventor's certificate, or of any PCT international application, having a filing date
before that of the application on which priority is claimed.

Prior Foreign Application No. Country Filing Date Priority Cert. copy
(mm/dd/yy) Claimed Attached

N/A

I hereby claim the benefit under 35 U.S.C. § 119(e) of any United States provisional application(s) listed
below.

Provisional Application No. Filing Date
(mm/dd/yy)
N/A

I hereby claim the benefit under 35 U.S.C. § 120 of any United States application(s) listed below, or under
§ 365(c) of any PCT international application listed below designating the United States of America, and, insofar as
the subject matter of each of the claims of this application is not disclosed in the prior United States or PCT
international application in the manner provided by the first paragraph of 35 U.S.C. § 112, I acknowledge the duty to
disclose all information known to me to be material to the patentability of the subject matter claimed in this
application, as “materiality” is defined in 37 C.F.R. § 1.56, which became available between the filing date of the
prior application and the national or PCT international filing date of this application.

Parent Application No. Filing Date Parent Patent No. (if applicable) or Status
(mm/dd/yy)
N/A
' Page t of 2
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Attorney Docket Number: 5707-01700

I hereby revoke any previous Powers of Attorney and appoint Jeffrey C. Hood, Reg. No. 35,198; B. Noé¢l
Kivlin, Reg. No. 33,929; Robert C. Kowert Reg. No. 39,255; Eric B. Meyertons, Reg. No. 34,876; Mark S.
Williams, Reg. No. 50,658; and Mark K. Brightwell, Reg. No. 47,446; with full power of substitution and-
revocation, to prosecute the application, to make alterations and amendments therein, to transact all business in the
Patent and Trademark Office in connection therewith, and to receive the Letters Patent.

Please direct all communications to:

Jeffrey C. Hood
Meyertons, Hood, Kivlin, Kowert & Goetzel PC
P.O. Box 398
Austin, Texas 78767-0398
Phone: (512) 853-8800

I hereby declare that all statements made herein of my own knowledge are true and that all statements made
herein on information and belief are believed to be true; and further that these statements were made with the
knowledge that willful false statements and the like so made are punishable by fine or imprisonment, or both, under
18 U.S.C. § 1001 and that such willful false statements may jeopardize the validity of the application or any patent
issued thereon.

Inventor's Full Name: Jon W. Cloutier

Inventor's Signature: Ad@‘ Date: I/Q/os
¢ 7

City and State (or Foreign C(gry) of Residence: Austin, TX Citizenship: USA

Post Office and Residence Address: 3009 Bernardino Cove, Austin, TX 78728

(Include number, street name, city, state and zip code)

Inventor's Full Name: m Richgrd C. Counts

Date: /’_ 7"’03

City and State (or Foreign Country) of Residence: Cedar Park, TX Citizenship: USA

Inventor's Signature:

Post Office and Residence Address: 912 Cashew Lane, Cedar Park, TX 78613
(Include number, street name, city, state and zip code)

Inventor's Full Name: / N\ s /ﬂnry Wurzburg

Date: /-7 -d 3

Citizenship: USA

Inventor's Signature:

City and State (or Foreign Country)

Post Office and Residence Address: 10603 Golden Quail, Austin, TX 78758
(Include number, street name, city, state and zip code)

Page 2 of 2
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PATENT APPLICATION SERIAL NO.

U.S. DEPARTMENT OF COMMERCE

PATENT AND TRADEMARK OFFICE

FEE RECORD SHEET

02/13/2003 LUOHDINY 00000037 501505 10364563
01 FC:1001 750.00 CH

PTO-1556
(5/87)

*U.S. Government Printing Office: 2001 — 481-697/59173
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‘ i Application or Docket Number
PATENT APPLICATION FEE DETERMINATION RECORD - ‘

Effective January 1,2003 $Yro* -8 Foo
A (Column 1) Column 2 TYPE 3 OR SMALLENTITY
TOTAL CLAIMS N2 RATE | FEE | [ RATE | FEE
FOR NUMBER FILED NUMBER EXTRA BAsiCFEE] §375 |oR[eAsic FEE 5750
TOTAL CHARGEABLE CLAMS | U 2 minus20= |* & X$ 9= orl xs18=
* 7
INDEPENDENT CLAIMS . -t~ minus 3 = X42=
4 X42= or| X84=
MULTIPLE DEPENDENT CLAIM PRESENT D . i _
. — +140= | OR| +280=
* |f the difference in column 1 is less than zero, enter “0".in column 2 - TOTAL OR TOTAL 3 _
CLAIMS AS AMENDED - PART Ii - . OTHERTHAN -
~ (Column 1 Column?2) (Column3) ~ SMALLENTITY OR SMALLENTITY
CLAIMS HIGHEST
< REMAINING NUMBER | PRESENT - . |.ADDI- - - ADDI-.
. AFTER PREVIOUSLY | EXTRA RATE |TIONAL] | RATE |TIONAL
o AMENDMENT PAID FOR .| FEE . ' FEE
§‘ To_tal C = VMil'-mS e - ) ) = X$ 9= l - OR - X818=
?: Independent |« » Minus | we - = 7 X42= oR X84=
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM | | 1 t ———
a +140= . lor| +280=
yotALl = TOTAL
. : . ) ADDIT. FEE — OR aoorT. Feel i
(Colimn 1 - U (Column2) (Column3). . - __ . - T =T
% CLAIMS - HIGHEST - e " .
o .. REMAINING _ NUMBER ° | PRESENT : ADDI- .. -} ;ADDI-
E - AFTER - .- PREVIOUSLY EXTRA - RATE JTIONAL] . RATE ‘| TIONAL
& " AMENDMENT PAID FOR , - FEE |- .1 FEE-
E' . s :: ] .7(? . . . . "; = - had _‘
% Tc?tal S * _ Minus . - - = . X$ 9= » OR X$1,8= | .
‘%‘ Independent |« Minus e = “xa2e . on‘ B,
* |FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM D . .
; ' : +140= | OR| +280=
TOTAL TOTAL
. ADDIT. FEE OR apor. Fee
Column 1 . Column 2)  (Column 3)
CLAIMS HIGHEST ' :
o . REMAINING NUMBER | PRESENT ADDI- g ADDI-
; - AFTER PREVIOUSLY EXTRA RATE JTIONAL RATE | TIONAL
w AMENDMENT - PAID FOR : FEE FEE
% Total * Minus & = 7 1 x39:=— OR X$18=
“E" Indep ndent |« Minus T oo = :
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM D i :
' _ +140= ‘lor | +280=
* |fth entry in column 1 is less than the ntry in column 2, write 0" in column 3. — —
«* |f the "High st Numb r Previously Paid For" IN THIS SPACE is| ss than 20, nter "20.° ADD;.?;Q; OR ADD:’?!IQE

=++if the "Highest Number Previously Paid For® IN THIS SPACE is less than 3, enter "3.°
The "Highest Number Previously Paid For* (Total or Independent) is the highest number found in th  appropriate box in column 1.

FOR! PTO-875 /Ra. 1MW . - Patent and Trademark Office. U.S. DEPARTMENT OF COMMFRC.F
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PATENT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Application No.:

Filed: February 11, 2003

Inventor(s):

Jon W. Cloutier, Richard C.
Counts, and Henry Wurzburg

Title: PORTABLE RAM DRIVE

RECEIVED

Examiner: Unknown 0CT 1 0 2003

Group/Art Unit: 2818 ,
Atty. Dkt. No:  5707-01700 Technology Center 2100

10/364,583

I hereby certify that this correspondence is being deposited with
the United States Postal Service with sufficient postage as first
class mail in an envelope add d to Commissi for
Patents, P.O. Box 1450, Alexandria, VA 22313-1450, on the
date indicated below.

Jeffrey C. Hood

0 e /5/6/2003

Signature Date

O L LD LD LD L L LD L R R LR L L0

INFORMATION DISCLOSURE STATEMENT

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

Applicant requests consideration of [X] the references listed on the attached Form PTO-1449

and/or [_] the additional information identified below in paragraph 3. A copy of each reference listed on

the Form PTO-1449 is enclosed.

1. This Information Disclosure Statement is submitted:

a. il

OX O

within 3 months of the filing date of a national application other than a continued
prosecution application under § 1.53(d);

within 3 months of the date of entry of the national stage as set forth in § 1.491 in
an International application;

before the mailing date of a first Office Action on the merits; or

before the mailing of a first Office Action after the filing of a request for
continued examination under § 1.114.
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b. ] after the events of above paragraph la and prior to the mailing date of a final
Office Action or Notice of Allowance, and thus: [] the certification of
paragraph 2 below is provided, or [_] a fee of $180.00 is enclosed.

c. O after the mailing date of a final Office Action or a Notice of Allowance and prior
to payment of the issue fee, and thus: the certification of paragraph 2 below is
provided and a fee of $180.00 is enclosed.

1t 1s hereby certified:

O

[J

O

that each item of information contained in this Information Disclosure Statement was
cited in a communication from a foreign patent office in a counterpart foreign application
not more than three months prior to the filing of the Statement, or

that no item of information contained in the Information Disclosure Statement was cited
in a communication from a foreign patent office in a counterpart foreign application or,
to the knowledge of the person signing the certification after making reasonable inquiry,
was known to any individual designated in § 1.56 (c) more than three months prior to the
filing of the Statement.

Consideration of the following additional information (including any co-pending or
abandoned U.S. applications, prior uses and/or sales, etc.) is requested:

For each non-English language reference listed on the attached Form PTO-1449:

Ooooo o o 0Oa0

reference is made to an English language translation submitted herewith, and/or

reference is made to a foreign patent office search report (in the English language)
submitted herewith, and/or

reference is made to an English language translation of a foreign patent office search
report submitted herewith, and/or

reference is made to the concise explanation contained in the specification of the present
application at page(s) , and/or

reference is made to the concise explanation set forth below:

Applicant also offers the following comments for the Examiner’s consideration:

Also enclosed is a copy of a foreign search report citing these references.

The listed documents were brought to the attention of the Applicant(s) after payment of
the issue fee in the captioned case. The documents were cited in a communication from a
foreign patent office in a counterpart foreign application not more than three months
prior to the filing of this Information Disclosure Statement. Applicant(s) request this

Information Disclosure Statement and attached Form PTO-1449 be placed in the file of
the captioned application.
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8. O Applicant(s) requests that the Information Disclosure Statement and attached Form PTO-
1449 and references, which are being filed before the grant of the patent and pursuant to
37 C.F.R. § 1.97(i), be placed in the file of the captioned application.

REMARKS

The Information Disclosure Statement submitted herewith includes copies of the content
of several Internet web pages. Applicant notes that it is generally more difficult to accurately
establish the publication dates for web pages than for printed media such as books and journal
articles. Even if a web page lists a date of “last update”, it is possible that a web page author
may make changes to the web page and forget to correspondingly change the last update date.

Thus, a web page may include content which was added after the indicated last update date.

If any required fees are missing, the Commissioner is authorized to charge said fees to

Meyertons, Hood, Kivlin, Kowert & Goetzel PC Deposit Account No. 50-1505/5707-01700/JCH.

Respectfully submitted,

Q/c%

Jeffrey C. Hood
Reg. No. 35,198
Attorney for Applicant(s)

MEYERTONS HOOD KIVLIN KOWERT & GOETZEL PC
P. O. Box 398

Austin, Texas 78767

(512) 853-8800

Date: /0/0’/1003
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Page 1 of 1

- Form PTO-1449 (modiicd) ATTY. DOCKET NO: 5707-01700 | SERIAL NO: 10/364,583
List of Patents and Publicatio REC EIVE D
For Applicant's Informatiog~>
Disclosure Statement 0CT 1 0 2003

(Use several sheets if necessary ﬁb‘

Technology Genter 240D

‘°4£'t ]
APPLICANT: Cloutier et al.
FILING DATE: February 11, 2003 GROUP: 2818
U.S. PATENT DOCUMENTS
EXAM. |REF. DOCUMENT DATE NAME CLASS SUB FILING DATE [F
INITIALS | DES NUMBER CLASS | APPROPRIATE
Al 6,522,534 02/18/2003 Wu
A2 6,119,944 09/19/2000 Mulla et al.

FOREIGN PATENT DOCUMENTS

EXAM. [REF. DOCUMENT DATE COUNTRY CLASS| SUB TRANSLATION.
INITIALS |DES NUMBER CLASS YES/NO

OTHER ART (Including Author, Title, Date, Pertinent Pages, Etc.)

A3 |http://www.pendrive.com/intro.php, 2001, 3 pages.

A4 |http://www.pendrive.com/features.php, 2001, 3 pages.

EXAMINER: DATE CONSIDERED:

XAMINER: Initial if citation considered, whether or not citation is in conformance with MPEP 609; Draw line through
citation if not in conformance and not considered. Include copy of this form with next communication to the patent owner.

Information Disclosure Statement--PTO 1449 (modified)
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_ . 10364583
PLUS Search Results for S/N 10364583, Searched January 24, 2005

The Patent Linguistics Utility System (PLUS) is a USPTO automated search
system for U.S. Patents from 1971 to the present. PLUS is a
query-by-example search system which produces a list of patents that are
most closely related linguistically to the application searched. This
search was prepared by the staff of the Scientific and Technical
Information Center, SIRA.

6012145
6243831
5659762
5754817
5822582
6006285
6021493
6055631
6115785
6161178
6237100
6243315
5822600
5845313
5907856
5920728
5924113
5930815
6115815
6138233 '
6145051
6166688
6230234
6332175
6546472
6647472
6694451
5471518
5680504
5363447
5412721
5457748
5467286
5630090
5761115
5896312
5912849
5914893
5946714
6012063
6084756
6182036
4506344
4816862
4847803
4983816
5177800
5214423
5249227
5293109
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Ref Hits | Search Query DBs Default | Plural | Time Stamp
# Operato | s
r
L1 2 | (("6522534")or ("6119944")). | US-PGPU | OR OFF 2005/03/06
PN. ‘ B; USPAT; 17:26
EPO; JPO;
IBM_TDB
L2 3600 | firewire US-PGPU | OR OFF 2005/03/06
B; USPAT; 17:34
EPO; JPO;
IBM_TDB
L3 2791 | memory adj stick US-PGPU | OR OFF 2005/03/06
B; USPAT; 17:40
EPO; JPO;
IBM_TDB
L4 29582 | USB US-PGPU | OR OFF 2005/03/06
B; USPAT; 17:40
EPO; JPO;
IBM_TDB
L5 15534 | ATA or (advanced adj US-PGPU | OR OFF 2005/03/06
technology adj attachment) B; USPAT; 17:41
EPO; JPO;
IBM_TDB
L6 205 | (FPM adj DRAM) or ((Fast US-PGPU | OR OFF 2005/03/06
adj page adj mode) adj B; USPAT; 17:42
DRAM) EPO; JPO;
IBM_TDB
L7 859 | (EDO adj DRAM) or US-PGPU | OR OFF 2005/03/06
((extended adj data adj out) B; USPAT; 17:43
adj DRAM) EPO; JPO;
IBM_TDB
L8 12986 | SDRAM or (extended adj US-PGPU | OR OFF 2005/03/06
DRAM) B; USPAT; 17:43
EPO; JPO;
IBM_TDB
L9 14356 | SDRAM or (synchronous adj | US-PGPU | OR OFF 2005/03/06
DRAM) B; USPAT; 17:44
EPO; JPO;
IBM_TDB
L10 2648 | RDRAM or (rambus adj US-PGPU | OR OFF 2005/03/06
DRAM) B; USPAT; 17:44
EPO; JPO;
IBM_TDB

Search History 3/6/05 6:37:58 PM  Page |
C:\APPS\east\workspaces\default2.wsp
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L11

L12

L13

L14

L15

L16

L17

L18

L19

L20

L21

79.

49

91

14

(portable adj memory) same
volatile same (nonvolatile or
non-volatile)

(portable adj memory) same

(internal adj power)

(portable adj memory) same
recharg$8

(portable adj memory) same
(battery or capacitor)

(portable adj memory) same
(lock$4 or restrain$6 or
prohibit$3 or prevent$5)

2and 11

3and 11

4and 11

Sand 11

6and 11

7 and 11

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU

B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU

B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU

B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU

B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU

B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

OR

OR

OR

OR

OR

OR

OR

OR

OR

OR

OR

OFF

OFF

OFF

OFF

OFF

OFF

OFF

OFF

OFF

OFF

OFF

2005/03/06
17:45

2005/03/06
17:46

2005/03/06
17:47

2005/03/06
17:48

2005/03/06
17:50

2005/03/06
17:59

2005/03/06
18:00

2005/03/06

18:05

2005/03/06
18:08

2005/03/06
18:09

2005/03/06
18:09

‘

Search History 3/6/05 6:37:58 PM  Page 2
C:\APPS\east\workspaces\default2.wsp
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L22

L23

L24

L25

L26

L27

L28

L29

L30

L31

L32

8and 11

9and 11

10 and 11

2 and 12

3and 12

4 and 12

Sand 12

6 and 12

7 and 12

8 and 12

9and 12

US-PGPU

B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU

B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU

B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU

B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;,
IBM_TDB

US-PGPU

B; USPAT;
EPO; JPO;
IBM_TDB

OR

OR

OR

OR

OR

OR

OR

OR

OR

OR

OR

OFF

OFF

OFF

OFF

OFF

OFF

OFF

OFF

OFF

OFF

OFF

2005/03/06
18:09

2005/03/06
18:09

2005/03/06
18:10

2005/03/06
18:10

2005/03/06
18:10

2005/03/06
18:10

2005/03/06
18:10

2005/03/06
18:10

2005/03/06
18:10

2005/03/06
18:10

2005/03/06
18:10

Search History 3/6/05 6:37:58 PM  Page 3

C:\APPS\east\workspaces\default2.wsp
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L33

L34

L35

L36

L37

L38

L39

L40

L4l

142

L43

15

10 and 12

2and 11

3and 13

3and 14

3 and 15

4 and 13

4 and 14

4 and 15

5and 13

5 and 14

5and 15

US-PGPU

B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPQO; JPO;
IBM_TDB

US-PGPU

B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU

B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT,;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPQO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU

B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU

B; USPAT;
EPQO; JPO;
IBM_TDB

OR

OR

OR

OR

OR

OR

OR

OR

OR

OR

OR

OFF

OFF

OFF

OFF

OFF

OFF

OFF

OFF

OFF

OFF

OFF

2005/03/06
18:10

2005/03/06
18:10

2005/03/06
18:11

2005/03/06
18:12

2005/03/06
18:17

2005/03/06
18:19

2005/03/06
18:20

2005/03/06
18:20

2005/03/06
18:23

12005/03/06

18:23

2005/03/06
18:23

Search History  3/6/05 6:37:58 PM  Page 4
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L44

LA45

L46

L47

L48

L49

L50

L51

L52

L53

L54

6 and 13

6 and 14

6 and 15

7 and 13

7 and 14

7 and 15

8 and 13

8and 14

8 and 15

9and 13

9 and 14

US-PGPU
B; USPAT;
EPO; JPO,
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU

B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

US-PGPU

B; USPAT,;
EPO; JPO;
IBM_TDB

US-PGPU
B; USPAT;
EPO; JPO;
IBM_TDB

OR

OR

OR

OR

OR

OR

OR

OR

OR

OR

OR

OFF

OFF

OFF

OFF

OFF

OFF

OFF

OFF

OFF

OFF

OFF

2005/03/06
18:23
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

NOTICE OF ALLOWANCE AND FEE(S) DUE

7590 03/10/2005 [ EXAMINER j
Jeffrey C. Hood ELMORE, REBA [
Meyertons, Hood, Kivlin,
Kowert & Goetzel PC ( ART UNIT [ paperRNUMBER ]

P.O. Box 398 2187
Austin, TX 78767 DATE MAILED: 03/10/2005

APPLICATIONNO. | FILING DATE | FIRST NAMED INVENTOR ATTORNEY DOCKET NO. | CONFIRMATION NO.
10/364,583 02/11/2003 Jon W. Cloutier 5707-01700 4122
TITLE OF INVENTION: PORTABLE RAM DRIVE
| APPLN. TYPE ] SMALL ENTITY | ISSUE FEE [ PUBLICATION FEE | TOTAL FEE(S) DUE | DATE DUE |
nonprovisional NO $1400 $300 $1700 06/10/2005

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS.
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 US.C. 151. THE ISSUE FEE DUE INDICATED ABOVE
REFLECTS A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE APPLIED IN THIS APPLICATION. THE PTOL-85B (OR
AN EQUIVALENT) MUST BE RETURNED WITHIN THIS PERIOD EVEN IF NO FEE IS DUE OR THE APPLICATION WILL
BE REGARDED AS ABANDONED.

HOW TO REPLY TO THIS NOTICE:
I. Review the SMALL ENTITY status shown above.

If the SMALL ENTITY is shown as YES, verify your current
SMALL ENTITY status:

A. If the status is the same, pay the TOTAL FEE(S) DUE shown
above. )

B. If the status above is to be removed, check box 5b on Part B -
Fee(s) Transmittal and pay the PUBLICATION FEE (if required)
and twice the amount of the ISSUE FEE shown above, or

If the SMALL ENTITY is shown as NO:

A. Pay TOTAL FEE(S) DUE shown above, or

B. If applicant claimed SMALL ENTITY status before, or is now
claiming SMALL ENTITY status, check box 5a on Part B - Fee(s)
Transmittal and pay the PUBLICATION FEE (if required) and 1/2

the ISSUE FEE shown above.

Il PART B - FEE(S) TRANSMITTAL should be completed and returned to the United States Patent and Trademark Office (USPTO) with
your ISSUE FEE and PUBLICATION FEE (if required). Even if the fee(s) have already been paid, Part B - Fee(s) Transmittal should be
completed and returned. If you are charging the fee(s) to your deposit account, section "4b" of Part B - Fee(s) Transmittal should be
completed and an extra copy of the form should be submitted.

II. All communications regarding this application must give the application number. Please direct all communications prior to issuance to
Mail Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due.

Page 1 of 3

PTOL-85 (Rev. 12/04) Approved for use through 04/30/2007.
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail  Mail Stop ISSUE FEE
Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450

or Fax (703) 746-4000

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if rcquiljed{). Blocks 1 through 5 should be completed where
appropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
indicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for
maintenance fee notifications.

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block I for any change of address) Note: A certificate of mailing can only be used for domestic mailings of the

Fee(s) Transmittal. This certificate cannot be used for any other accompanying
Eapers. Each additional paper, such as an assignment or formal drawing, must

7590 03/10/2005 ave its own certificate of mailing or transmission.
Jeffrey C. Hood Certificate of Mailing or Transmission .
ivli I hereby certify that this Fee(s) Transmittal is being deposited with the United
Meyertons, Hood, Kivlin, States Postal Service with sug'l)lcient postage for first class mail in an envelope
Kowert & Goetzel PC addressed to the Mail Stog ISSUE FEE address above, or bcmF facsimile
P.O. Box 398 transmitted to the USPTO (703) 746-4000, on the date indicated below.
Austin, TX 78767 (Depositor's name)
(Signature)
(Date)
[ appLicaTionno. ] FILING DATE | FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | conFIRMATION NO. |
10/364,583 02/11/2003 Jon W, Cloutier 5707-01700 4122
TITLE OF INVENTION: PORTABLE RAM DRIVE
I APPLN. TYPE I SMALL ENTITY I ISSUE FEE ! PUBLICATION FEE I TOTAL FEE(S) DUE DATE DUE ]
nonprovisional NO $1400 $300 $1700 06/10/2005
( EXAMINER [ ART UNIT | cLass-suscLass |
ELMORE, REBA I 2187 711-115000
1. Change of correspondence address or indication of "Fee Address" (37 2. For printing on the patent front page, list
CFR 1.363). (1) the names of up to 3 registered patent attorneys 1
(1 Change of correspondence address (or Change of Correspondence or agents OR, alternatively,
Address form PTO/SB/122) attached. (2) the name of a single firm (having as a member a 2
() "Fee Address" indication (or "Fee Address” Indication form registered attorney or agent) and the names of up to
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 2 registered patent attorneys or agents. If no name is 3
Number is required. listed, no name will be printed.

ad

ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

Please check the appropriate assignee category or categories (will not be printed on the patent) : O ndividual 3 Corporation or other private group entity 0 Government

4a. The following fee(s) are enclosed: 4b. Payment of Fee(s):
[ Issue Fee [ A check in the amount of the fee(s) is enclosed.
() Publication Fee (No small entity discount permitted) a Payment by credit card. Form PTO-2038 is attached.
(3 Advance Order - # of Copies a The Director is hereby authorized by charge the required fee(s), or credit any overpayment, to
Deposit Account Number (enclose an extra copy of this form).

5. Change in Entity Status (from status indicated above)
Qa Applicant claims SMALL ENTITY status. See 37 CFR 1.27. Qb Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)(2).
The Director of the USPTO is requested to agply the Issue Fee and Publication Fee (if any) or to re-apply any previously paid issue fee to the application identified above.

NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office. .

Authorized Signature ‘ Date

Typed or printed name Registration No.

This collection of information is required by 37 CFR 1.311. The information is required to obtain or retain a benefit b% the public which is to file (and by the USPTO to process)
an application. Confidentiality is governed by 35 U.S.C, 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, preparing, and
submitting the completed application form to the USPTO. Time will vary de ;ndm; upon the individual case. Any comments on the amount of time you require to complete
this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commercc,%.o.
Box 1450, Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450,
Alexandria, Virginia 22313-1450.

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PTOL-85 (Rev. 12/04) Approved for use through 04/30/2007. OMB 0651-0033  U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United Statcs Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto,gov

L APPLICATION NO. I FILING DATE [ FIRST NAMED INVENTOR l ATTORNEY DOCKET NO. ] CONFIRMATION NO. I
10/364,583 02/11/2003 Jon W. Cloutier 5707-01700 4122
7590 03/10/2005 [ EXAMINER j
Jeffrey C. Hood ELMORE, REBA |
Meyertons, Hood, Kivlin,
Kowert & Goetzel PC | ART UNIT PAPERNUMBER |
P.O. Box 398 2187
Austin, TX 78767

DATE MAILED: 03/10/2005

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is 333 day(s). If the issue fee is paid on the date that is three months after the
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half
months) after the mailing date of this notice, the Patent Term Adjustment will be 333 day(s).

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval
(PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571) 272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at (703) 305-8283.

Page 3 of 3
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Application No. Applicant(s)

. e 10/364,583 CLOUTIERET AL.
Notice of Allowability Examiner Art Unit
Reba I. Elmore 2187

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWARBILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308. ’

1. [X] This communication is responsive to papers filed February 11, 2003.

2. X] The allowed claim(s) is/are 1-20.
3. X The drawings filed on 11 February 2003 are accepted by the Examiner.

4. [] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)[J Al b)[J Some* c¢)[JNone of the:
1. [ Certified copies of the priority documents have been received.
2. [ Certified copies of the priority documents have been received in Application No. —_
3. [ Copies of the certified copies of the priority documents have been received in this national stage application from the
International Bureau (PCT Rule 17.2(a)).
* Certified copies not received: ___

Applicant has THREE MONTHS FROM THE “MAILING DATE” of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will resultin ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

5. ] A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF
INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient.

6. [] CORRECTED DRAWINGS ( as “replacement sheets”) must be submitted.
(a) O including changes required by the Notice of Draftsperson’s Patent Drawing Review { PTO-948) attached
1) [ hereto or 2) [] to Paper No./Mail Date .

(b) (0 including changes required by the attached Examiner's Amendment / Comment or in the Office action of
Paper No./Mail Date .
Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d).

7. [ DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner’'s comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)
1. X Notice of References Cited (PTO-892) 5. [ Notice of Informal Patent Application (PTO-152)
2. [0 Notice of Draftperson’s Patent Drawing Review (PT0O-948) 6. [J Interview Summary (PTO-413),
' Paper No./Mail Date ___ .
3. X Information Disclosure Statements (PTO-1449 or PTO/SB/08), 7. [0 Examiner's Amendment/Comment
Paper No./Mail Date 10/8/03
4. [ Examiner's Comment Regarding Requirement for Deposit 8. Xl Examiner's Statement of Reasons for Allowance
of Biological Material 9. [J Other .

2 7o~

REBA |. ELMORE
PRIMARY EXAMINER
U.S. Patent and Trademark Office
PTOL-37 (Rev. 1-04) Notice of Allowability Part of Paper No./Mail Date 20050307
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Application/Control Number: 10/364,583 Page 2
Art Unit: 2187

Reasons for Allowance

1. . The following is an examiner’s statement of reasons for allowance: the prior art of record
does not teach a portable memory device which connects to a computer system with the portable
memory device comprising a memory controller, a volatile memory and a non-volatile memory
with the memory controller copying data from the non-volatile memory to the volatile memory
for the computer system to access through the connector.
2. Any comments considered necessary by applicant must be submitted no later than the
payment of the issue fee and, to avoid processing delays, should preferably accompany the issue
fee. Such submissions should be clearly labeled “Comments on Statemeﬁt of Reasons for
Allowance.”

Conclusion
3. Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Reba I. Elmore, whose telephone number is (571) 272-4192. The
examiner can normally be reached on M-TH from 7:30am to 6:0>0pm, EST.

If attempts to reach the examiner by telephone are unsuccessful, the art unit supervisor
for AU 2187, Donald Sparks, can be reached for general questions concerning this application at
(571) 272-4201. Additionally, the official fax phone number for the art unit is (703) 746-7239.

Any inquiry of a general nature or relating to the status of this application or proceeding
should be directed to the Tech Center central telephone number is (571) 272-2100.

il 7 T

Reba I. Elmore
~ Primary Patent Examiner
Art Unit 2187
March 7, 2005
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" Form PTO-1449 (modified)
List of Patents and Publicatio
For Applicant's Informatio

Disclosure Statement
(Use several sheets if necessary

N

ATTY. DOCKET NO: 5707-01700

SERIAL NO: 10/364,583

RECEIVED

0CT 1 0 2003

Technology-Center-216D

& APPLICANT: Cloutier et al.
2167
FILING DATE: February 11, 2003 GROUP: 2818
U.S. PATENT DOCUMENTS
EXAM. (REF. DOCUMENT DATE NAME CLASS| SUB FILING DATE IF
INITIALS | DES NUMBER CLASS | APPROPRIATE
Z/( Al 6,522,534 02/18/2003 Wu 3¢/ LR b
2IE A2 6,119,944 09/19/2000 Mulla et al. 235|477 63
FOREIGN PATENT DOCUMENTS
EXAM. [REF. DOCUMENT DATE COUNTRY CLASS| SUB TRAY’;S;-"/;gN-
INITIALS | DES NUMBER CLASS
OTHER ART (Including Author, Title, Date, Pertinent Pages, Etc.)
L] € A3 |http://www.pendrive.com/intro.php, 2001, 3 pages.
P, £ A4 |http://www.pendrive.com/features.php, 2001, 3 pages.

EXAMINER: £ E.p70/2 ©

DATE CONSIDERED: J- 7- 200 S

IEXAMINER: Initial if citation considered, whether or not citation is in conformance with MPEP 609; Draw line through
citation if not in conformance and not considered. Include copy of this form with next communication to the patent owner.

Information Disclosure Statement--PTO 1449 (modified)
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Application/Control No. Applicant(s)/Patent Under
Reexamination
10/364,583 CLOUTIER ET AL.
Notice of References Cited —— Y
Reba I. Elmore 2187 Page 1 of 1
U.S. PATENT DOCUMENTS
countg%%%ﬂmtm%‘émgfg Code Mm?itsyy Name Classification
A | US-6,614,708 B1 09-2003 Lin et al. 365/228
B | US-2003/0217206 A1 11-2003 Poo, Teng Pin 710/68
C | US-2005/0020304 A1 01-2005 Shinzaki, Takashi 455/556.1
D | US-
E | US-
F | US-
G | US-
H | US-
I | US-
J | US-
K | US-
L | US-
M | US-
FOREIGN PATENT DOCUMENTS
c°um2°c‘f,ﬂ'fﬁm2m§3 Code MMD.$$YY Country Classification
N
(0]
P
Q
R
S -
T
NON-PATENT DOCUMENTS
Include as applicable: Author, Title Date, Publisher, Edition or Volume, Pertinent Pages)
u
\
w
X

*A copy of this reference is not being furnished with this Office action. (See MPEP § 707.05(a).)
Dates in MM-YYYY format are publication dates. Classifications may be US or foreign. '

U.S. Patent and Trademark Office
PTO-892 (Rev. 01-2001)

Notice of References Cited
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450
WWW.uspto.gov

CONFIRMATION NO. 4122

SERIAL NUMBER
10/364,583

FILING DATE
02/11/2003
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CLASS
711

GROUP ART UNIT
2187

ATTORNEY DOCKET

5707-01700

NO.

IAPPLICANTS

ok £l1E
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Henry Wurzburg, Austin, TX;
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Application No. Applicant(s)
Issue Classification 10/364,583 CLOUTIER ET AL.
Hm |“ Examiner Art Unit
Reba |. Elmore 2187
ISSUE CLASSIFICATION
ORIGINAL CROSS REFERENCE(S)
CLASS SUBCLASS CLASS SUBCLASS (ONE SUBCLASS PER BLOCK)
711 115 711 101
INTERNATIONAL CLASSIFICATION
Clofe]F 12/00

/

/
/
/
REBA I. ELMO:;‘EER Total Claims Allowed: 20
(Assistant Examiner)  (Date) PRIMARY EXAM
- . 0.G. 0.G.
A OO Iis s 705 ’%L L& /Ai\ F-6-0S|  Print Claim(s) Print Fig.
(Legal Instruments Examiner)  (Date) (Primary E"am'”er) (Date) 1 4
|:| Claims renumbered in the same order as presented by applicant [ crPA OT1.D. [1R.1.47
s | £ 5 | £ T | £ T | £ 5| 2 s | £ T | £
£ =) £ k=) £ =) k= K=} k= =) £ k=) £ =
[T 6 w 6 [T 6 [T 5 w 5 w 5 w 6
11D 31 61 91 121 151 181
2 2 32 62 92 122 1562 182
3 3 33 63 93 123 153 183
4 4 34 64 94 124 154 184
5 5 35 65 95 125 155 185
6 6 36 66 96 126 156 186
7 7 37 67 97 127 157 187
8 8 38 68 98 128 158 188
9 9 | 39 69 99 129 159 189
10 | 10 40 70 100 130 160 190
111 11 41 71 101 131 161 1M
12 | 12 42 72 102 132 162 192
13 | 13 43 73 103 133 163 193
14 | 14 44 74 104 134 164 194
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16 | 16 46 76 106 136 166 196
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19 [ 19 49 79 109 139 169 199
20 | 20 50 80 110 140 170 200
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25 55 85 115 145 175 205
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28 58 88 118 148 178 208
29 59 89 119 149 179 209
30 60 90 120 150 180 210

U.S. Patent and Trademark Office

51

Part of Paper No. 20050307




Application No. Applicant(s
Index of Claims PP i ®
10/364,583 CLOUTIER ET AL.
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Examiner Art Unit
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Class Subclass - Date Examiner
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Case 6:21-ov-00400-ADA  Document 2 Filed 04/23/21 Page L of i

AO 120 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
' Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Western District of Texas on the following
] Trademarks or [V Patents. ( [ the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
6:21-cv-00400 4/23/2021 Western District of Texas
PLAINTIFF DEFENDANT

SONRAI MEMORY LIMITED KIOXIA CORPORATION and KIOXIA AMERICA, INC.

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 6,724,241 4/20/2004 Sonrai Memory Limited

2 6,920,527 7/19/2005 Sonrai Memory Limited

; | Formatm/dyyyyy |

4

5

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
[ Amendment [] Answer [ Cross Bill [] Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1

2

3

4

5

In the above—entitled case, the following decision has been rendered or judgement issued:
DECISION/JUDGEMENT
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upen initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy te Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Case 6:21-cv-00361-ADA Document 2 Filed 04/12/21 Page 1 of 2

AO 120 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
' Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Western District of Texas on the following
] Trademarks or [V Patents. ( [ the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT
6:21-cv-00361 4/12/2021 Western District of Texas
PLAINTIFF DEFENDANT
SONRAI MEMORY LIMITED DELL TECHNOLOGIES, INC.
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 6,724,241 4/20/2004 SONRAI MEMORY LIMITED
2 6,920,527 7/19/2005 SONRAI MEMORY LIMITED
3 7,436,232 10/14/2008 SONRAI MEMORY LIMITED
4
5

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY
[ Amendment [] Answer [ Cross Bill [] Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1
2
3
4
5

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upen initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy te Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy

56




Case 8:25-cv-0L038-CIC-IDE  Document 3 Filed 08/114/21 Page 1 of 1 Page 1D #:88

AO 120 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
' Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Central District of California, Southern Division on the following
] Trademarks or [M Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOSKET N8. DATE FILED U.S. DISTRICT COURT

8:21-cv-01039 6/11/2021 Central District of California, Southern Division
PLAINTIFF DEFENDANT

SONRAI MEMORY LIMITED KINGSTON TECHNOLOGY COMPANY, INC;

KINGSTONTECHNOLOGY CORPORATION
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 6,724,241 4/20/2004 Sonrai Memory Limited

2 6,920,527 7/19/2005 Sonrai Memory Limited

3

4

5

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
[] Amendment [] Answer [ Cross Bill [] Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1

2

3

4

5

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy te Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy
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AO 120 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
' Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Central District of California, Southern Division on the following
] Trademarks or [M Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO, DATE FILED U.S. DISTRICT COURT
8:21-cv-01040 6/11/2021 Central District of California, Southern Division
PLAINTIFF DEFENDANT

SONRAI MEMORY LIMITED WESTERN DIGITAL CORPORATION

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 6,724,241 4/20/2004 Sonrai Memory Limited

2 6,920,527 7/19/2005 Sonrai Memory Limited

3

4

5

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
[] Amendment [] Answer [ Cross Bill [] Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1

2

3

4

5

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy te Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Case 8:21-cv-01040-CJC-JDE Document 58 Filed 11/10/21 Page 1 of 1 Page ID #:2507

AC 120 (Rev. 08/10)

TO: Nail Stop 8 REPORT ON THE
’ Birector of the U.5. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1458 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-145¢ TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.8.C. § 1116 you are hereby advised that a court action has been
filed in the U.S, District Court Central District of California, Southern Division on the following

{7} Trademarks or i Patents.  ( [ the patent action invobves 35 U.S.C. § 292.):

DOCKET ‘*dé) DATE FILED ULS. DISTRICT COURT
8:81-cv-1040 81112024 Central District of California, Scuthern Division
PLAINTIFF DEFENDANT

SONRAI MEMORY LIMITED WESTERN DIGITAL CORPORATION

BPATENT OR DATE OF PATENT . RADEMARK
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR T EN

1 8,724,241 4/20/2004 Sonrai Memory Limited

2 §,920,827 7I18/2008 Sonrai Memory Limited

3

4

5

In the above—entitled case, the following patent{s)/ trademark(s) have been included:
DATE INCLUDED WNCLUDED BY
1 Amendment 1 Answer {73 Cross Bill i1 Other Pleading
PATENT OR DATE OF PATENT . RAD ARK
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR T EM!

i

2

3

4

5

In the sbove-—entitled cass, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

Order Transferring Case o the Western District of Texas. Case Terminated 11/10/21

CLERK {(BY) DEPUTY CLERX DATE

Caopy I—Upor indtiation of action, mail this copy to Director  Copy 3—Upon termination of action, mall this copy to Birector
Capy 2—Upen {iling docoment adding patent(s), mail this copy to Directer Copy 4 Case file copy
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Case 6:21-cv-01168-ADA Document 80 Filed 11/16/21 Page 1of 1

AO 120 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
) Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Western District of Texas on the following
[ Trademarks or [ Patents. ( [] the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT
6:21-cv-01168 6/11/2021 Western District of Texas

PLAINTIFF DEFENDANT

Sonrai Memory Limited Western Digital Technologies, Inc.

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 6,724,241 4/20/2004 Sonrai Memory Limited

2 6,920,527 7/19/2005 Sonria Memory Limited

3 7,436,232 9/17/2003 Sonria Memory Limited

4

5

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
[] Amendment [] Answer [] Cross Bill [ Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1

2

3

4

5

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upon initiation of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director

Copy 3—Upon termination of action, mail this copy to Director
Copy 4—Case file copy
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Case 6:21-cv-00261L-ADA  Document 55 Filed 04720422 Page 1ot 1

AO 120 (Rev. 08/10)
0. Mail Stop 8 REPORT ON THE
’ Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.8.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Western District of Texas on the following

[ Trademarks or [ Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED J.S. DISTRICT COURT
0:21-cv-00361 4/12/2021 Western District of Texas
PLAINTIFF DEFENDANT
SONRAI MEMORY LIMITED DELL TECHNOLOGIES, INC.
PATENT OR DATE OF PATENT - A TR Ty - -
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 6,724,241 4/20/2004 SONRAI MEMORY LIMITED
2 6,920,527 7/19/2005 SONRAI MEMORY LIMITED
3 7,436,232 10/14/2008 SONRAI MEMORY LIMITED
4
5

In the above—entitled case, the following patent(s ) trademark(s) have been included:

DATE INCLUDED INCLUDED BY
[ Amendment ] Answer ] Cross Bill [] Other Pleading
TRADEMARE NG, A TAARK HOLDER OF PATENT OR TRADEMARK
1
2
3
4
5

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

4/20/2022 Order granting motion to transfer case to Austin, Texas. (Document #54).

DATE

04/20/2022

CLERK (BY) DEPUTY
Jeannette J. Clack 3

Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy te Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Trials@uspto.gov ' Paper 7
571-272-7822 Entered: July 29, 2022

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

KINGSTON TECHNOLOGY COMPANY, INC., AND KINGSTON
TECHNOLOGY CORPORATION, ‘
Petitioner,

V.

SONRAI MEMORY LIMITED,
Patent Owner.

[PR2022-00437
Patent 6,920,527 B2

Before STACEY G. WHITE, GARTH D. BAER, and
MICHAEL T. CYGAN, Administrative Patent Judges.

CYGAN, Administrative Patent Judge.

DECISION
Granting Institution of Inter Partes Review
35US.C § 314
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IPR2022-00437
Patent 6,920,527 B2
I.  INTRODUCTION |

Kingston Technology Company, Inc. and Kihgston Technology
Corporation (“Petitioner”) filed a Petition (Paper 3, “Pet.”) ‘requesting
institution of z'ntér partes review of claims 1-7, 9-12, and 14-18 of
U.S. Patent No. 6,920,527 B2 (Ex. 1001, “the *527 patent”). Sonrai
Memory Limited (“Patent Owner”) did not file a Preliminary Response; no
adverse inference is draWn therefrom.

Pursuant to 35 U.S.C. § 314(a), an inter partes review may be
instituted only if “the information presented in the petition . . . and any
[preliminary] response . .. shows thét there is a reasonable likelihood that
the petitioner would prevail with respect to at least 1 of the claims
challenged in the petition.” ; ’

For the reasons given below, on this record Petitioner has established
a reasonable likelihood that it would prevail in shoWing the unpatentability
of at least one of claims 1-7, 9-12, and 14—18 of the 527 pateﬁt.
Accordingly, we ins;citute" an inter pdrtes review as to all of the challenged
claims of the *527 patent and all of the asserted grounds of unpatentability.

II. - BACKGROUND
A. Real Parties—in—]ntérest

Petitioner identifies Kingston Technology Company, Inc. and
Kingston Technology Corporation, Inc. as the real—pafties-ih-interest. Pet. 1.
Patent Owner identifies itself, Sonrai Memory Limited, as the real party-in-
interest. Paper 6, 1.

B. Related Proceedings

Petitioner states, |

_ The °527 Patent is the subject of TPR2022-00255. The
’527 Patent has also been asserted by Patent Owner in a litigation
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IPR2022-00437
Patent 6,920,527 B2

styled Sonrai Memory Ltd. v. Kingston Technology Company,
Inc., et al., 6:21-cv-01284 (WDTX), which was recently
transferred to the Western District of Texas' from the Central
District of California. The patent is also asserted in Sonrai
Memory Limited v. Kioxia Corporation and Kioxia America,
Inc., 6:21-cv-0400-ADA (WDTX); Sonrai Memory Limited v.
Western Digital Technologies, Inc., 6:21-cv-01168 (WDTX);
and Sonrai Memory Limited v. Dell Technologies, Inc., 6:21-cv-
00361-ADA (WDTX).

Id. at 1-2; see Paper 6, 1.
' ~ C. The 527 Patent (Ex. 1001)

The >527 patent issued on July 19, 2005, and was filed on February
11,2003. Ex. 1001, codes (45), (22). The *527 patent describes a portable
random access memory (RAM) device. Id. at code (57). Data is stored on
nonvolatile memory, and is transferable to volatile memory when the

portable drive is connected to a computer.. Id. Figure 4 is reproduced below.

401
LB connection ’/ 403

Ve
I 7

Lo internal power
Power * aoure

Data
Y 405
Volatiie Memory | Dats——iw, Memorycontreliar |, e e mﬁm

/

408 407

Figure 4
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Figure 4 is a biock diagram of a portable RAM drive, having a memory
controller chip 407 coupled to USB connection 401, internal power source
403, non-volatile memory 405, and volatile memory 409. Id. at 2:16.
D. Illustrative Claim '
| Independent claim 15 is illustrative of the claimed subject matter and

is reproduced below, with bracketed identifying indicia added:

15. A method, comprising:

[a] coupling a portable memory apparatus to a computer
system, wherein said portable memory apparatus comprises a
memory controller chip, a non-volatile memory, and a volatile
memory; '

[b] copying data from said non-volatile memory to said volatile
memory using said memory controller chip;

[c] accessing said data in said volatile memory using said
computer system through a connector coupled to said portable
memory apparatus and said memory controller chip; and

[d] updating said non-volatile memory with data from said
volatile memory.

Ex. 1001, 7:29-8:2.
E. The Asserted Challenges to Pdtentability
Petitioner asserts that claims 1-7, 9—12, and 14—18 of the *527 patent

would have been unpatentable on the following challenges:!

1(§
1-6, 9-12, 15-17 103(a) Yoshimura,? Liu®

! For purposes of this Decision, we assume the claims at issue have an

- effective filing date not later than March 16, 2013, the effective date of
certain amendments in the Leahy-Smith America Invents Act, Pub. L. No.
112-29, 125 Stat. 284 (2011) (“AIA”), and we apply the pre-AIA versions of
35U.S.C. §§ 102 and 103. ‘
2US 5,950,013, issued Sept. 7, 1999 (Ex. 1004, “Yoshimura”).

3US 6,567,273 B1, issued May 20, 2003 (Ex. 1005, “Liu”).

4
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: B
7,18 103(a) Yoshimura, Liu, Abbott*
14 103(a) Yoshimura, Liu, Simmons®

11-7,9-12, 15-18 103(a) Shimada,® Abbott
14 103(a) Shimada, Abbott, Simmons

Pet. 3. Petitioner supports its Petition with a Declaration by Mr. Brian Berg.
Ex. 1003. - '
| "I~ ANALYSIS
A. Claim.Construction |

In an inter partes reviéw, we construe a patent claim “using' the same
claim construction staridard that would be used to construe the claim in a
civil action under 35 U.S.C. § 282(b).” 37 C.F.R. § 42.100(b)v (2019).
Under this standard, the words of a claim generally are given their “ordinary
and customary meaning,” which is the meaning the term would have to a
person of ordinary skill at the tifne of the invention, in the context of the
entire patent including the specification. Phil_lips v. AWH Corp., 415 F.3d
1303, 1312-13 (Fed. Cir. 2005) (en banc). Petitioner proposes that each
term be given its plain and ordinary meaning, except as follows. .Pet. 20.

Petitioner asserts that “said frlemory controller chip” in claims 1 and 6
should be construed as “said memory controller;” consistent with other
language in claims 1 and 6, the ﬁnderstandiﬁg of a person having ordinary
skill in the art, and usage in the Specification. Id. (citing Ex. 1003 q{ 81—
82). |

Petitioner next asserts that “memory controller chip transfers said

non-volatile memory with data written to said volatile memory from said

4US 6,671,808 B1, issued Dec. 30, 2003 (Ex. 1007, “Abbott”).
S US 6,947,288 B2, issued Sept. 20, 2005 (Ex. 1008, “Simmons™).
6US 6,693,840 B2, issued Feb. 17, 2004 (Ex. 1006, “Shimada”).

5

/
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computer system,” as recited in claim 6, should be construed as “memory
controller transfers fo said non-volatile memory data written to said volatile
memory from said computer system.” Id. at 20-21.. Petitioner asserts that
data, not the volatile memory itself, is transferred. Id. at 21 (citing Ex. 1003
9 83), 22 (citing Ex. 1001, 3:54—66). Petitioner asserts that this construction
is more consistent with the limitations of dependent claims 7 and 8, which
recite “data stored in said volatile memory is being transferred to said non-
volatile memory.” Id. (citing Ex. 1001, 6:5 9-7:2). Petitioner further asserts
that “to transfer said non-volatile memory with data from said volatile ,
memory,” as recited in claim 16, is inconsistent with the Speciﬁcation for
the same reason, and proposes a construction of “to transfer zo said non-
volatile memory data from said volatile memory.” Id. at 22-23.

Petitioner next asserts that “said connection” in claim 10 lacks
antecedent basis, and should be construed as “said connector” to be
consistent with the language in claim 1. Id. at 23.

Petitioner asserts that the claim term “transfer” should be construed
according to the Specification’s deécription, namely, “[a]s used herein,
‘transfer’ may refer to copying data to another memory mediurn without
erasing data in an originating memory medium or making changes to data
stored in another memory medium to reflect changes in the data on the
originating memory medium. Other transfers are also contemplated.” Id.
(citing Ex. 1001, 3:62-67). ’

Patent Owner has not presented its view on this issue at this point of
the proceeding. For the purposes of institution, we determine that no claim
term reqnires explicit construction, and give the teriné of the claims their

ordinary and customary meaning. See Nidec Motor Corp. v. Zhongshan
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Broad Ocean Motor Co., 868 F.3d 1013, 1017 (Fed. Cir. 2017) (“we need
only construe terms ;that are in controversy, and only to the extent necessary
to resolve the controversy’” (quoting Vivid Techs., Inc. v. Am. Sci. & Eng’g,
Inc., 200 F.3d 795, 803 (Fed. Cir. 1999))). These asserted constructions may
be further addressed by the parties during the inter partes proceeding.
o B. f’rinciples of Law
~ Apatent claim is .unp-atentable under 35 U.S.C. § 103(a) if the
differences between the claimed subject matter and the prior art are such that
the subject matter, as a whole, “would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said
SI_ije'ct matter pertains.” KSR Int’l Co. v. T eleflex Inc., 550 U.S. 398, 406
(2007). The question of obviousness.is resolved on the basis of underlying
factual determinations including: (1) the scope and content of thg.prior art;
(2) .any differences between the claimed subject matter and the prior art;
(3) the level of ordinary skill in the art; and (4) objective .evidence of
non-obviousness.” See Grahani v. John Deere Co.,383U.S.1,17-18 -
(1966). |
In an inter partes review, the petitioner must show with particularity

why each challehged claim is unpatentable. Harmonic Inc. v. Avid Tech.,
Inc., 815 F.3d 1356, 1363 (Fed. Cir. 2016); 37 C.F.R. § 42.104(b). The

- 7 Neither party presents evidence or arguments regarding objective evidence
of non-obviousness at this stage, except that Petitioner argues that Patent
Owner has failed to show a nexus between alleged secondary considerations
and aspects of the claimed subject matter in a confidential paper in a parallel
ITC investigation. Pet. 57. Because we have not been presented with the
alleged secondary considerations, we do not consider Petitioner’s argument
at this stage.
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burden of persuasion never shifts to Patent Owner. Dynamic Drinkware,
LLCv. Nat’l Graphics, Inc., 800 F.3d 1375, 1378 (Fed. Cir. 2015).

We analyze the challenges presented in the Petition in acc(ordance
with the above-stated principles.

C. Level of Ordinary Skill in the Art

In determining the level of ordinéry skill in the art, various factors
may be considered, including the “type of problems encountered in the art;
prior art solutions to those problems; rapidity with which innovations are
made; sophistication of the technology; and educational level of active
workers in the field.” In re GPAC, Inc., 57 F.3d 1573, 1579 (Fed. Cir. 1995)
(quotation marks omitted). Further, the prior art itself can reflect the
appropriate level of ordinary skill in the art. Okajima v. Bourdeau, 261 F.3d |
1350, 1355 (Fed. Cir. 2001). |

Here, Petitioner relies on the statement of Mr. Berg, who attests,

A POSITA in the relevant art, as of February 11, 2003, would
have: (1) a bachelor’s degree in computer engineering, electrical
engineering, mathematics, computer science or a closely related
field; and (2) a minimum of 2-3 years of industry or academic
experience with data storage and electronic memory devices.
However, an individual with an advanced degree in a relevant
field, such as computer or electrical engineering, would require
less industry or academic experience (e.g., 1-2 years).

Ex. 1003 q 77; Pet. 19. Patent Owner has not presented its view on this -
issue at this point of the proceeding.

For purposes of this Decision, we accept Petitioner’s characterization,
- as it is supported by Mr. Berg and consistent with the prior art.
D. Alleged Obviousness over Yoshimura and Liu

Petitioner asserts that claims 1-6, 9-12, and 15-17 would have been
obvious under § 103(a) over Yoshimura and Liu. Pet. 31-51. Although

8

69



IPR2022-00437

Patent 6,920,527 B2

Patent Owner has not filed a preliminary response to the Petition, the burden
remains on Petitioner to demonstrate unpatentability. See Dynamic
Drinkware, 800 F.3d at 1378.

Upon consideration of Petitioner’s explanations and supporting
evidence in this current record, we are persuaded that Petitioner has
demonstrated a reasonable likelihood of pfevailing in showing that claims 1—
6, 9-12, and 15-17 would have been obvious under § 103(a) over
Yoshimura and Liu. |

1L Overview of Yoshimura (Ex. 1004)

Yoshimura describes a “memory card” with “a main memory
consisting of volatile memory and a submemory consisting of flash
memory.” Ex. 1004, code (57). “[W]hen the power is tuned off, the host
System apparatus copies data stored in the main memory into the
submemory . . . and when the poWer is turned on, the host system apparatus
writes data stored in the submemory into the main memory.” Id. Figure 15 -

is reproduced below.
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Figure 15 is a block diagram illustrating a memory card. Id. at 5:1-2.

2. Overview of Liu (Ex. 1005)

Liu describes a silicon disk card having electric circuit board, flash

memory, bridging chip, and USB plug. Ex. 1005, code (57). Liu’s

invention is purported to “solve[] the pfoblem that conventional silicon disks

are unable to combine with digital products provided with USB plugs.” Id.

at 3:11-14. The USB plug may extend from or retract into silicon disk card,

as shown in Figure 4, reproduced below.

10
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202 208 202a - 29.0.

hY

FIG.4

Figure 4 illustrates a disk card 200 having USB connector 202 connected by
rotating axle 204 such that the USB connector may rotate inside the card to
position 202a. Id.- at 5:21-34. When bridging chip 220 detects that the USB
plug 202 is inserted into a USB socket, the functions of the flash- memory
222 become available. Id. at 5:35-40.
3. Claim 15

Petitioner asserts that the combination of Yoshimura and Liu teaches
or suggests all of the steps of the method recited in claim 15. Pet. 3 1—40,
49-50.

[a] coupling a portable memory apparatus to a cothuter system,
wherein said portable memory apparatus comprises a memory controller

chip, a non-volatile memory, and a volatile memory

11
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Petitioner asserts that the claimed portable memory limitation is met
by either Yoshimura’s memory card 75 or Liu’s “portable” removable hard -
disk.. Pet. 32-33 (citing Ex. 1004, 1:5-7; Ex. 1005, 3:30-32; Ex. 1003
9 115-116). _

Petitioner points to Yoshimura’s description of the rriemory card
“being connected to a host system apparatus,” and “used by being
c‘QnﬁCCted.” Id. at39 (citing Ex. 1004, 1:42-54, 2:42-52).

Petitioner further asserts that Yoshimura’s memory card comprises a
memory controller chip in the forrh of Yoshimura’s controller section 73
within a memory card 75. Id. at 34 (citing Ex. 1004, Figs. 15, 18, 5:10-11,
18:1-3; Ex. 1003, 7 118-119. Petitioner asserts that Yoshimura’s
contrdllef section 73 would be understood by a person having ordinary skill
in the art to have been fabricated on a:chip.' Pet. 49 (citing Ex. 1003 § 151).
Petitioner further cites to Liu’s example of iinplementation of a controller on
a chip, e.g., bridging chip 12 that discriminates which interface is being used
to access the flash memories. Id. (citing Ex. 1005, 4:53-56; Ex. 1003 9 33,

- 152). ‘
Petitioner asserts that Yoshimura’s memory card 75 also includes a
- volatile memory, “main memory section 2” consisting in SRAM (Static
‘Random Access Memory), and a non-volatile memory, “submemory section
.3” consisﬁng in flash memory, both of which are coupled to the controller
section 73. Id. at 35-36 (citing Ex. 1004, 6, 16-18, 16:19-20, Fig. 15).
Petitioner points to its déciérant to support its assertion that SRAM and flash
memory are known to a person hr_;_tving ordinary skill in the art as volatile and

nonvolatile memory, respéctively. Id. at 36 (citing Ex. 1003 9 121).

12
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[b] copying data from said non-volatile memory to said volatile
memory using said memory controller chip

Petitioher asserts that Yoéhimura teaches this step by describing that
control section 73 copies all the data stofed in the submemory section 3 into
main memory section 2. Id. at 38 (citing EX.1604, 16:47-17:3), 49 (citing
Ex. 1003 q 153). ’

[c] accessing said data in said volatile memory using said computer
system through a connector coupled to said portable memory apparaz‘us1 and
said memory controller chip; and |

Petitioner asserts that the combination of Yoshimura and Liu teaches
 this step, pointing to Yoshimura’s description that its memory card is used
by being conﬁected, and Liu’s teaching of a connector in the form of either a
USB plug or aﬁ interface pin board that allow connection of a portable
memory device toa computer system. Id. at 36-37, 39 (citing Ex. 1004,
1:42-54, 2:42452; Ex. 1005, 3:9-19, 45-58, Figs. 2-3; Ex. 1003 § 122), 50
(citing Ex. 1003 q 154).

[d] updating said non-volatile memory with data from said volatile
memory. ’

Petitioner asserts that Yoshimura teaches this step by describing that
when thevpower is turned off, control section 73 copies all the data stored on
volatile main memory section 2 to non-volatile submemory section 3. Id. at
44-45 (citing Ex. 1004, 16:30-46; Ex. 1003  135), 50 (citing Ex. 1003
q 155).

Motivation to Combine

Petitioner asserts that a person having ordinary skill in the art

would have been motivated to combine Yoshimura’s memory
card with the USB interface of Liu for the express purpose stated

13
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in Liu, namely to allow Yoshimura’s memory card to combine

with the multitude of “digital products provided with USB

plugs”. EX-1005, 3:9-14; see EX-1003, 9q112. Further,

Yoshimura describes that its memory card can be used as “a

- conventional memory card for reading and writing data.” EX-

1004, 6:42-45. A  POSITA would have understood that the

PCMCIA, Compact Flash (CF), PC cards described in Liu are

the type of conventional memory cards mentioned in Yoshimura.
EX-1003, q110.

Id. at 31. Petitioner further points to the “strong” outer casing of Liuas a
further advantage to the combinetion. Id. at 31-32 (citing Ex. 1005, 1:50—
52; Ex. 1003 ¢ 111). Petitioner relies on the above similarities of Liu and
. Yoshimura, and on its declarant, to assert that a person having ordinary skill
in the art would have had a strong expectation of success in combihing the
rehed-upon teachings of Liu and Yoshlmura Id. at 32 (citing Ex. 1003
19 113-114).

Analysis

. On the record before us, we determine that Petitioner has established

adequately for purposes of this Decision that the combination of Yoshimura
and Liu teaches or suggests the limitations of claim 15 with sufficient reason
for a person of ordinary skill in the art to combine the references with a
reasonable expectatlon of success.’

Based on the evidence in the present record, we are persuaded that
Petitioner has demonstrated a reasonable likelihood of prevailing in showing
- that claim 15 is unpatentable under § 103(a) as obvious' over the

combination of Yoshimura and Liu.

8 We need not make a determination on whether the preamble, “[a] method,
comprising,” is limiting at this stage because Petitioner has shown the
preamble to be taught.

14
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4. Claims 1-6, 9—-12, and 16—17

Petitioner has provided additional explanation for the manner by
which the combination of Yoshimura and Liu is asserted to teach each
limitation not found in claim 15. |

With resﬁect to claim 1, Petitioner relies on its assertions as discussed
above with respect to claim 15, and provides additional assertions for
limitations disfinct from those in claim 15. Id. at 32-39. Petitioner asserts
that the claimed housing is taughf by Liu’s module 118 having top and
“bottom plates, 124 and 126, which house a portable memory device. Id. at
33 (citing Ex 1005, 3:15-19, 45-50, Fig. 5; Ex. 1003 § 117). Petitioner also
asserts that a person of brdinary skill in the art would have understood
Yoshimura’s memory card to be encased within a housing. Id. (citing
Ex. 1003 q 117).. Petitioner further asserts that Yoshimura describes the
. volatile—to.enonvolétile data transfer occurring when the memory card is
‘ cohnected and fhe computer is powered on. Id. at 38-39 (citing Ex. 1004,
1:42-54, 16:47-17:3). |
| With respect to claim 2, Petitioner asserts that the “internal power
source” is taught by Yoshimura’s battery 71 and power switching section 72,
~ contained within memory card 75, and electrically coupled to the mefnories
2 and 3 and memory controller 73. Id. at 39-40 (citing Ex. 1004, 16:29-37).

With respect to claims 3 and 16, Petitioner asserts that the claimed
limitation of powering the memory by the internal power source and copying
data from volatile to nonvolatile memory upon unplugging the apparatus is
taught by Yoshimura’s description that both events occur upon a detection of |

lack of power from the host apparatus, which would occur upon unplugging

15
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of the memory card from the host apparatus. Id. at 4142, 50 (citing
Ex. 1004, 16:29-46; Ex. 1003 99 127-128, 157-158).

With respect to claims 4 and 17, Petitioner asserts that the claimed
limitation of recharging the interﬁal power source through the connector is
taught by Yoshimura’s description of charging battery 71 via the power
provided by the host system apparatus. /d. at 42, 51 (citing Ex. 1004, 16:47—
52). ' '

With respect to claim 5, Petitioner asserts that the claimed limitation
of the internal power source comprising a battery or capacitor is taught by
Yoshimura’s battery 71, which is illustrated by a capacitor. Id. at 43—44
(citing Ex. 1004, Fig. 15; Ex. 1003 19 132, 159-160).

With respect to claim 6, Petitioner refers to its asserted claim
construction, and further asserts that Yoshimura’s system may detect a
power—off state of the host apparatus, causing data transfer between
memories, while still connected to the host apparatus. Id. at 4445 (citing
Ex. 1004, 16:30-46; Ex. 1003 q 135). Petitioner alternately asserts that,
should the cohstruction be that data in the non-volatile memory is written to
the volatile memory, Yoshimura describes copying all the data stored in
non-volatile submemory section 3 into volatile main memory section 2,
while still connected to the host apparatus. Id. at 38-39 (citing Ex. 1004,
16:47-17:3.

With respect to claim 9, Petitioner asserts that the SRAM limitation is
taught by Yoshimura’s description of SRAM. Id. at 45-46 (citing Ex. 1004,
13:45-47).

16
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With respect to claim 10, Petitioner asserts that the USB connector
limitation is taught by Liu’s USB interface that includes USB plug 102. Id.. ‘
at 46 (citing Ex. 1005, 3:15-19, 45-50; Ex. 1003 §{ 138-139).

With respect to claim 11, Petitioner asserts that the claimed outer
impact resistant shell is taught by Liu’s protective module and plates. Id. at
47 (citing Ex. 1005, 4:56-57, 5:2—4, Figs. 2, 6; Ex.’ 1003 99 145-147).

With respect to claim 12, Petitioner asserts that both Yoshimura’s
solid-state and integrated circuit memdry card, and Liu’s memory card
illustrated in Figure 6, teach the limitation, “wherein said portable memory
apparatus does not have any moving parts.” Id. at 48 (citing Ex. 1004, 6:14—
18, 10:35-39, 15:54-59; Ex. 1003 9 91, 148—149).

Having reviewed Petitioner’s arguments and supporting evidence in
this present récord, including the arguments summarized above for claim 1,
we determine that Petitioner has established adequately for purposes of this
Decision that the pombination of Yoshimura and Liu teaches or suggests the
limitations 6f claims 1—6, 9—12.‘, 16, and 17 with sufficient reason for a
person of ordinary skill in the art to combine the references with a
reasonable expectation of success. Accofdingly, we deterrriine that
Peﬁtioner has demonstrated a reasonable likelihood that these claims also
would have been obvious over the combination of Yoshimura and Liu.

E. Alleged Obviousness over Yoshimura and Liu in view of
Abbott

Petitioner contends that the subject matter of dependent claims 7 and
- 18 would have been obvious over the combination of Yoshimura, Liu, and

Abbott. Pet. 51-54.
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1. Overview of Abbott

Abbott is directed to a USB device having processor and memory to
store passwords and implement protection to prevent copying and
unauthorized use. Ex. 1007, 3:26-38.

2. Petitioner’s Assertions

Petitioner asserts that Abbott teaches an indicator‘that indicates when
data is being fransferred, in the form of Abbott’s device stétus indicators 216
or 406, which inform the user of “data passing to or from the personal key
200” or “when the process is complete.” Pet. 53 (citing Ex. 1007, 6:6-10,
6:53-55, 9:66—10:5, Figs. 2A, 4; Ex. 1003 166—167\. Petitioner asserts
‘that adding such a feature to the Yoshimura/Liu device would be desirable to
_ better inform the user to avoid removing a memory card during data transfer,
| and to enhance competitiveness with similar products. Id. -at 51-52 (citing
Ex. 1003 94 163-164). o

V 3. Analysis _

As discussed, supra, we determine that Petitioner has established a
reasonable likelihodd of showing that independent claims 1 and 15 would
have been obvious. Petitioner has provided additional explanation for the
rﬁanner by which the c_ombination of Yoshimura, Liu, and Abbott is asserted
to teach each limitation of claims 7 and 18. We determine, for purposes of
institution, thaf such explanétion is supported by the current record.

Consequently, we determine, for purposes of institution, that
Petitioner has demonstrated a reasonable likelihood of prevailing in showing
that claims 7 and 18 are unpatentable under § 103 as obvious over the

combination of Yoshimura, Liu, and Abbott.
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F. Alleged Obviousness over Yoshimura ahd Liu in view of
Simmons
Petitioner contends that the subject matter of dependent claim 14
would have been obvious over the combination of Yoshimura, Liu, and
Simmons. Id. at 54-55.
1. Overview ofSin%mons

Simmons is directed to a personal computer memory card having a

* cover partially made of moldable materials and a metal panel joined to

~

prevent material separation. Ex. 1007, 2:19-31.
2. Petitioner’s Assertions -
Petitioner asserts that Simmons teaches using a polycarbonate/ABS
blend for the memory card cover. Pet. 55 (citing Ex. 1608, 4:29-40).
Petitioner asserts that including such a blend in the Yoshimura/Liu -
combination would provide the advantages of flexibility, moldability, and
pleasing aesthetics. Id. at 54-55 (citing Ex. 1008, 2:19-21, 3:11-30;
Ex. 1003 q{ 173-174.
3. Analysis
~ As discussed, supra, we determine that Petitioner has established a
feasonable likelihood of showing that independent claim 1 would have been
obvious. Petitioner has provided additional explanation for the manner by
which the combination of Yoshimura, Liu, and Simmons is asserted to teach
each limitation of claim 14 with sufficient reason for a person of ordinary
skill in the art to combine the references with a reasonable expectation of
success. We determine, for purposes of institution, that such explanation is .
supported by the current record. |

Consequently, we determine, for purposes of institution, that

~ Petitioner has demonstrated a reasonable likelihood of prevailing in showing
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that claim 14 is unpatentable under § 103 as obvious over the combination of
Yoshimura, Liu, and Simmons.
| G. Alleged Obviousness over Shimada and Abbott
~ Petitioner contends that the subject matter of claims 1-7, 9—12, and
- 15-18 would have been obvious over the combinétion of Shimada and
Abbott. Pet. 55-77.
L Overview of Shimada (Ex. 1006) o
~Shimada is directed to a semiconductor meméry device that will retain
~ data if power is lost, Withoﬁ,t requiring a large-scale power source. Ex. 1006
1:63—66. The device includes control unit 102, volatile memory 103, non-
Volatiie memory 104, and pbwer supply unit 105. Id. at 3:46-52. The
power supply unit is chargeable by an outside power source, and will act to .
supply power to the device when the outside power source stops supplying
power. fd. at 4:43-53. Furthermore, Shimada preserves the non-volatile
memory by only writing from the volatile memory to the non-volatile
memory when outside power is not received. Id. at 5:20-29.
2. Claiml15 -
Petitioner asserts that the combination of Shimada and Abbott teaches
or suggests all of the steps of the method recited in claim 15; Pet. 3140,
© 49-50. | '
[a] coitpling a portable memory appa)ratys to a computer system,
-wherein said portable memdry appardtus comprises a memory controller
chip, a non-volatile memofy, and a volatile memory
- [b] copying data from said non-volatile memory to said volatile

memory using said memory controller chip
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Petitioner asserts that the claimed portable memory limitation is met
by Shimada’s semiconductor chip-implemented control unit 102, acting as
memory controller, “performing data copy between the volatile memory 103
and the non-volatile memory 104,” and connected to the host computer
system. Id. at 58, 63, 74—75 (citing Ex. 1006, 3:44—62, 5:12-19; Ex. 1003
19217, 220).‘ Petitioner asserts that the claim does not require the controller
chip to be on a separate piece of silicon, but if so, a person of ordinary skill
in the art would have found it obvious to separate Shimada’s control unit
onto its own chip for such advantages as ease of manufacture. Id. at 7576
(citing Ex. 1003 99 218-219).

[c] accessing said data in'said volatile memofy using said computer
systém through a connector coupled to said portable memory dppamtus and
said memory controller chip; and |

[d] updating said non-volatile memory with data from said volatile
memory. _

Petitioner points to Shimada as teaching access from the outside to
volatile memory 103 after data is transferred from nonvolatile memory 104.
Id. at 63-64 (citing Ex. 1006, 3:63—4:9). Petitioner points to Abbott as
teaching that data is accessed through the data pins of its USB connector.

Id. at 64—65 (citing Ex. 1007, 5:12—14, 9:17-24, 9:51-54; Ex. 1003 § 192).

Petitioner asserts that Yoshimura teaches this step by describing that
when the power is turned off, control section 73 copies all the data stored on
- volatile main memory section 2 to non-volatile submemory section 3. Id. at
44-45 (citing Ex. 1004, 16:30—46; Ex. 1003 § 135), 50 (citing Ex. 1003
9 155).
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Motivation to Combine
Petitioner asserts that a person having ordin.ary skill in the art would
have been moti\}ated to combine the teachings of because_ “Shimada would
add robustness to the system of Abbott aﬂd enable it to copy data into a
nonvolatile memory if the USB key is removed from thé host.” Pet. 56-57
(citing Ex. 1003 § 181). Petitioner further asserts that Abbott’s status
indicétors and protective cover would prbtect the device of Shimada from
| darhage and provide commercial advantages because competing devices
~ have similar features. Id. at 57. Petitioner further asserts that a person
having ordinary skill in the art would have a strong expectation of success in |
combining the teachings, pointing to Abbott’s i_llustration of how a memory
such as Shimada’s could be moun‘tedl‘within its case. fd. at 57-58 (citing Ex.
1006, 10:56, Figs. 6C—6E; Ex. 1003 q183).
On the record before us, we determine that Petitioner’s assertions are
supported by the record. We determine that Petitioner has established
~adequately for purposes of this Decision that the combination of Shimada
and Abbott teaches or suggests each and every limitation of claim 15.° In
view of Petitioner’s expreésed motivation for combining Shimada and
Abbott as arranged in the Petition, we conclude Petitioner has established
adequately for purposes of this Décision that the combination of Shimada

“and Abbott teaches or suggests the limitations of claim 15.

? We need not make a determination on whether the preamble is limiting at
this stage because Petitioner has shown its limitations to be taught.
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3. Claims 1-7, 9-12, 16-1 8

Petitioner has provided additional expianation for the- manner by
whlch the comblnatlon of Shimada and Abbott is asserted to teach each
11m1tat10n not found in claim 15. _

With respect to claim 1, Petitioner rehes on its assertlons as dlscussed
above w1thvrespect to claim 15, and provides additional assertions for
limitations distinct from fhose‘in claim 15. Id. af 74-76. ‘Petitioner asserts

that the housmg limitation i is taught by Abbott’s housing members formed of
polybutylene terephthalate Id. at 58-59 (c1t1ng Ex. 1007, 8:34-39, Figs. .

' 2A-C, Fig. 6K; Ex. 1003  185. Petitioner asserts that the housmg would, in
the cdmbina_tibn;enclose Shimada’s controlllunit 102 that performs data
Copying betWeer; volatile and non-volatile .memories. Id. at 59-60 (citing
 Bx. 1006, _3:59—62; Ex. 1003 9 186).‘vPe£itioner'aésérts that the connector
limitation is taught by Abbott’s USB connector on the housing of personal

* key 200, through which the external power and signals would be provided
‘from the host system. Id. at 61-65 (cfting Ex. 1007, 5:12—-14, 8:34-37,
9:17-24, 9:51-54, Figs. 1, 4, 6K; Ex. 1003 9.189-193). |

With respect to claim 2,'Peﬁtioner asserts that the “internal power
source” is taught by Shimada’s povve'i~ supply unit 105, supplying power to
control unit 1 02. Id. at 66 (citing Ex. 1006, 4:43-46, Fig. 2; Ex. 1003
9 194-195) |

With respect to claims 3 and 16, Petitioner asserts that the claimed
limitation of powering the memory by the internal power source and copying
data from volatile td‘ nonvolatile memory upon‘unplpggihg the apparatus is
taught by Shimada’s description that “[w]hen detecting thé stop of poWer
supply from outside, the power-supply unit 105 supplies the accumulated
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power to the control unit 102, and the like,” and that when the device is
unplugged “control unit 102 copies data having been stored in the volatile
memory 103 to the non-volatile memory 104 (saving of data).” Id. at 67, 77
(citing Ex. 1006, 4:10-15, 4:50-53, 4:59-62).

With respect to claims 4 and 17, Petitioner asserts that the claimed
limitation of recharglng the internal power source through the connector is
taught by Shlmada s description of a chargeable power supply unit. Id. at
68, 77 (c1t1ng Ex. 1006, 4:54-59).

- With respect to claim 5, Petltloner'asserts that the claimed limitation
of the intemal'poWer source.'comprising a battery or capacitor is taught by
Shimada’s deécription of the.poiiver supply as a “ferroelectric capécitor, a
reactance device, and a thin-film battery.” Id. at 69 (citing Ex. 1006, 4:54—
59; Ex. 1003 §{200-201). | |

With respect to claim 6, Petitioner refers to its asserted claim
construction, and further asserts that Shim.ada discloses transferring data
_from volatile memory to non-volatile memory 104 when external power has
been removed, which may occur while the device is coupled to the host
computer. Id. at 70 (citing Pet. 66; Ex. 1003 ] 203).

" With respect to claims 7 and 18, Petitioner points to Abbott’s use of

device status indicators, including light emitting devices 216 or

| vibrational/audio indicators 406 to inform the user of, for example, “data
passing to or from the personal key 200.” Id. at 70-71, 78 (citing Ex. 1007,
6:6-10; Ex. 1003 99 228-229).

 With fespect to claim 9, Petitioner asserts that the SRAM limitation is
taught by Shimada’s description of SRAM. Id. at 71 (citing Ex. 1006, 5:4—
5).
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With respect to claim 10, Petitioner asserts that the USB connector
limitation is taught by Abbott’s USB interface that includes USB pins 302.
Id. at 72 (citing Ex. 1007, 3:27-30; Ex. 1003 1§ 209-210).

With respect to claim 11, Petitioner asserts that the claimed outer
impact resistant shell is taught by. Abbott’s .“h-ousi'ng members 202, 204
formed of polyhutylene terephthalat_e (PBT).” Id. at 73-74 (citing Ex. 1007,
8:34-39, Figs.2A-2C, 6K; Ex. 1003 1 2,11_—213)_-. |

With fespect to claim 12, Petitioner asserts that the combination of
Shimada’s solid-state and integrated circuit memory card, "and\ Abbott’s
ﬁxed housing and connector, teach the limitation, “wherein said portable |

- memory apparatus does not have any’ movmg parts ” Id. at 74 (citing
Ex. 1006, 5:4-11; Ex. -1003 9§ 214—215)

' Having reviewed Petitioner’ s arguments and ‘supporting evidence in
this present record, including the arguments summarized above for claim 15,
we determine that Petitioner has established adequately for purposes of this
Decision that the combination of Shimada and Abbott teaches or suggests
the limitations of claims 1-7, 9—-12, and 16-18. Accordingly; we determine
that Petitioner has demonstrated a reasonable likelihood that these claims
also Would have been obvious over the combination of Shimada and Abbott

H. Alleged Obviousness over Shimada, Abbott, and
Simmons .

Petitioner asserts that the cOmhination of Shimada, Abbott, and
Sim‘monsv makes obvious claim 14. For the r’easohs presented in Section
LG, addr’essing parent claim 1, and Section IILF, addressing the
apphcatlon of the teachings-of Simmons to render obvious the additional
limitations of claim 14, we determine that Petitioner has established

adequately for purposes of this Dec131on that the combination of Shimada, °
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Abbott, and Simmons teaches or suggests the limitations of claim 14.
Accordingly, we determine that Petitioner has demonstrated a reasonable
likelihood that claim 14 would have been obvious over the combination of
Shimada, Abbott, and Simmons. | o

- IV. CONCLUSION
_ For the reasons discuésed' above, we »c'onclud'e Petitioner-has shown a
reasonable likelihood of prevailing with respect to at least one claim of
the 527 patent. Accordingly, we institute an inter partes review of all
chaliénged claims ﬁnder all grounds set forth in the Petition. _

Our determination at this stage of the proceeding is based on the
evidentiary record currently before us. This decision to institute trial is not a
final decision as to patentability of any claim for which inter partes review
has been instituted. Our final decision will be based on the full record
developed during trial.

| V. ORDER
For the foregoing reasons, it is:

ORDERED that pursuant to 35 U.S.C. § 314(a), an inter partes

review is hereby instituted for the following asserted grounds: -

allenge ¢
1-6,9-12, 15-17 103(a) Yoshimura, Liu
7,18 . . 1103() Yoshimura, Liu, Abbott
14 103(a) | Yoshimura, Liu, Simmons
1-7,9-12, 15-18 . 103(a) Shimada, Abbott o
14 . ' 103(a) Shimada, Abbott, Simmons
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FURTHER ORDERED that pursuant to 35 U.S.C. § 314(c) and
37 C.F.R. § 42.4, notice is hereby given of the institution of a trial; the trial

will commence on the entry date of this Decision.

For PETITIONER:

David Hoffman _
FISH & RICHARDSON P.C.
hoffman@fr.com

Martha Hopkins
- LAW OFFICES OF S.J. CHRISTINE YANG
mhopkins@sjclawpc.com

For PATENT OWNER:
Reza Mirzaie

James Milkey

RUSS AUGUST KABAT

rmirzaie@raklaw.com
jmilkey@raklaw.com
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Case §:22-cv-00855-FB  Document 2 Filed 08/16/22 Page Lot i

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

TO:

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Western District of Texas on the following

] Trademarks or [M Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

Western District of Texas

PLAINTIFF DEFENDANT
SONRAI MEMORY LTD. MICRON TECHNOLOGY, INC.

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 6,920,527 7/19/2005 SONRAI MEMORY LTD.

2 6,724,241 4/20/2004 SONRAI MEMORY LTD.

3

4

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY
[] Amendment [] Answer [ Cross Bill [] Other Pleading

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy te Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Trials@uspto.gov Paper No. 14
571.272.7822 Entered: October 5, 2022

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

SAMSUNG ELECTRONICS CO., LTD., and
SAMSUNG ELECTRONICS AMERICA, INC.,
Petitioner,

V.

SONRAI MEMORY LIMITED,
Patent Owner.

IPR2022-00762
Patent 6,920,527 B2

Before STACEY G. WHITE, GARTH D. BAER, and
MICHAEL T. CYGAN, Administrative Patent Judges.

CYGAN, Administrative Patent Judge.

DECISION
Settlement Prior to Institution of Trial
37CEFR. §42.74

90



IPR2022-00762
Patent 6,920,527 B2

On September 22, 2022, with authorization of the Board, Petitioners
Samsung Electronics Co., Ltd. and Samsung Electronics America, Inc.
(collectively “Samsung”) and Patent Owner Sonrai Memory Limited
(“Sonrai” or “Patent Owner”) (collectively “the parties™) filed a Joint
Motion to Dismiss Petition. Paper 11 (“Joint Motion™). The parties also
filed a copy of a Patent License Agreement (Ex. 1020) and an Escrow
Agreement (Exs. 1021-1022, 2001) (collectively “Settlement Agreement”)
governing their settlement. The parties further request that the Settlement
Agreement be treated as business confidential information pursuant to 35
U.S.C. §317(b) and 37 C.F.R. § 42.74(c). Paper 12 (“Joint Request™).

This proceeding is at an early stage. Samsung filed its petition for
inter partes review on March 25,2022, Paper 1. Patent Owner has not filed
a Preliminary Response, and we have neither considered the merits of the
Petition nor decided whether to institute trial.

Under these circumstances, we determine it is appropriate to dismiss
the petition. See 37 CF R. §§ 42.5(a), 42.71(a). We also determine it is
appropriate to treat the Settlement Agreement (Exs. 1020-1022, 2001) as
confidential business information, and to keep those documents separate
from the file of the challenged patent. As such, the Joint Motion and the
Joint Request are granted.

This paper does not constitute a final written decision pursuant to

35U.S.C. § 318(a).

Accordingly, it 1s hereby:
ORDERED that the Joint Motion to dismiss the above-identified

proceeding 1s granted,
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FURTHER ORDERED that the Petition for /nter Partes Review of
U.S. Patent No. 6,920,527 (IPR2022-00762) 1s dismissed; and

FURTHER ORDERED that the Settlement Agreement (Exs. 1020—
1022, 2001) in IPR2022-00762 be kept separate from the files of U.S. Patent
No. 6,920,527 and made available only to Federal Government agencies on
written request, or to any person on a showing of good cause, pursuant to 35

U.S.C. § 317(b) and 37 C.F.R. § 42.74(c).
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PETITIONER:

F. Christopher Mizzo
Gregory Arovas

W. Todd Baker
KIRKLAND & ELLIS, LLP
Chris.mizzo@kirkland.com

Greg.arovas@kirkland.com
Todd.baker@kirkland.com

PATENT OWNER:

Brett Cooper
BC LAW GROUP, P.C.
bcooper@bc-lawgroup.com

Antonio Papageorgious
LOMBARD & GELIEBTER LLP
ap@lombardip.com
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Trials@uspto.gov Paper No. 15
571.272.7822 Entered: October 5, 2022

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

SAMSUNG ELECTRONICS CO., LTD., and
SAMSUNG ELECTRONICS AMERICA, INC.,
Petitioner,

V.

SONRAI MEMORY LIMITED,
Patent Owner.

IPR2022-00765
Patent 6,920,527 B2

Before STACEY G. WHITE, GARTH D. BAER, and
MICHAEL T. CYGAN, Administrative Patent Judges.

BAER, Administrative Patent Judge.

DECISION
Settlement Prior to Institution of Trial
37CFR §42.74
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On September 22, 2022, with authorization of the Board, Petitioners
Samsung Electronics Co., Ltd. and Samsung Electronics America, Inc.
(collectively “Samsung”) and Patent Owner Sonrai Memory Limited
(“Sonrai” or “Patent Owner”) (collectively “the parties™) filed a Joint
Motion to Dismiss Petition. Paper 12 (“Joint Motion™). The parties also
filed a copy of a Patent License Agreement (Ex. 1026) and an Escrow
Agreement (Exs. 1027-1028, 2001) (collectively “Settlement Agreement”)
governing their settlement. The parties further request that the Settlement
Agreement be treated as business confidential information pursuant to 35
U.S.C. §317(b) and 37 C.F.R. § 42.74(c). Paper 13 (“Joint Request™).

This proceeding is at an early stage. Samsung filed its petition for
inter partes review on March 25, 2022. Paper 1. Patent Owner has not filed
a Preliminary Response, and we have neither considered the merits of the
Petition nor decided whether to institute trial.

Under these circumstances, we determine it is appropriate to dismiss
the petition. See 37 CF R. §§ 42.5(a), 42.71(a). We also determine it is
appropriate to treat the Settlement Agreement (Exs. 1026—-1028, 2001) as
confidential business information, and to keep those documents separate
from the file of the challenged patent. As such, the Joint Motion and the
Joint Request are granted.

This paper does not constitute a final written decision pursuant to

35U.S.C. § 318(a).

Accordingly, it 1s hereby:
ORDERED that the Joint Motion to dismiss the above-identified

proceeding 1s granted,
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FURTHER ORDERED that the Petition for /nter Partes Review of
U.S. Patent No. 6,920,527 (IPR2022-00765) 1s dismissed; and

FURTHER ORDERED that the Settlement Agreement (Exs. 1026—
1028, 2001) in IPR2022-00765 be maintained as confidential business
information and kept separate from the files of U.S. Patent No. 6,920,527.
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PETITIONER:

F. Christopher Mizzo
Gregory Arovas

W. Todd Baker
KIRKLAND & ELLIS, LLP
Chris.mizzo@kirkland.com
Greg.arovas@kirkland.com
Todd.baker@kirkland.com

PATENT OWNER:

Brett Cooper
BC LAW GROUP, P.C.
bcooper@bc-lawgroup.com

Antonio Papageorgious
LOMBARD & GELIEBTER LLP
ap@lombardip.com

97



Trials@uspto.gov Paper No. 21
571.272.7822 Entered: October 5, 2022

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

KIOXIA CORPORATION, KIOXIA AMERICA, INC., WESTERN
DIGITAL TECHNOLOGIES, INC., AND DELL TECHNOLOGIES, INC.,
Petitioner,

V.

SONRAI MEMORY LIMITED,
Patent Owner.

IPR2022-00255
Patent 6,920,527 B2

Before STACEY G. WHITE, GARTH D. BAER, and
MICHAEL T. CYGAN, Administrative Patent Judges.

BAER, Administrative Patent Judge.

TERMINATION
Due to Settlement After Institution of Trial
35USC.§317; 37CFR. §42.74
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I.  INTRODUCTION

a.  Western Digital
On September 22, 2022, with authorization of the Board, Petitioner

Western Digital Technologies Inc. (“Western Digital”) and Patent Owner
Sonrai Memory Limited (“Patent Owner”) filed a joint motion to terminate
the inter partes review pursuant to 35 U.S.C. § 317 and 37 CFR. §§ 42.72
and 42.74 with respect to Western Digital. Paper 16 (“Western Digital Joint
Motion™). Western Digital and Patent Owner also filed a copy of a Release
Agreement (“Western Digital Settlement Agreement”) governing their
settlement. Ex. 2017. Western Digital and Patent Owner request that the
Western Digital Settlement Agreement be treated as business confidential
information pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(c). Paper
17 (“Western Digital Joint Request™).

b.  Kioxia

Further, on September 28, 2022, with authorization of the Board,
Petitioners Kioxia Corporation and Kioxia America, Inc. (collectively
“Kioxia™) and Patent Owner filed a joint motion to terminate the inter partes
review pursuant to 35 U.S.C. § 317 and 37 CF R. §§ 42.72 and 42.74 with
respect to Kioxia. Paper 18 (“Kioxia Joint Motion™). Kioxia and Patent
Owner also filed a copy of a Release Agreement (“Kioxia Settlement
Agreement”) governing their settlement. Ex. 2018. Kioxia and Patent
Owner request that the Kioxia Settlement Agreement be treated as business
confidential information pursuant to 35 U.S.C. § 317(b) and 37 C.F R.
§ 42.74(c). Paper 19 (“Kioxia Joint Request™).

c. Dell
Also, on September 28, 2022, with authorization of the Board,
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Petitioner Dell Technologies Inc. (“Dell””) and Patent Owner filed a joint
motion to terminate the inter partes review pursuant to 35 U.S.C. § 317 and
37 CF.R. §§ 42.72 and 42.74 with respect to Dell. Paper 20 (“Dell Joint
Motion™). Dell and Patent Owner also filed a copy of a Release Agreement

(“Dell Settlement Agreement’) governing their settlement. Ex. 2019.

II. DISCUSSION

a.  Western Digital
In the Western Digital Joint Motion, Western Digital and Patent

Owner represent that they have reached an agreement to jointly seek
termination of the above-identified inter partes review proceeding, and that
the filed copy of the Western Digital Settlement Agreement represents “a
copy of the agreement entered between Patent Owner and Western Digital.”
Paper 16, 3-4. Western Digital and Patent Owner further represent that the
Western Digital Settlement Agreement resolves all disputes between
Western Digital and Patent Owner concerning the above-identified patent.

1d.

b. Kioxia

In the Kioxia Joint Motion, Kioxia and Patent Owner represent that
they have reached an agreement to jointly seek termination of the above-
identified inter partes review proceeding, and that the filed copy of the
Kioxia Settlement Agreement represents “[a true copy] of [the Kioxia
Settlement Agreement].” Paper 18, 2. Kioxia and Patent Owner further
represent that the Kioxia Settlement Agreement resolves all disputes
between Kioxia and Patent Owner concerning the above-identified patent.

1d.
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c. Dell
In the Joint Motion, Dell and Patent Owner represent that they have

reached an agreement to jointly seek termination of the above-identified
inter partes review proceeding, and that the filed copy of the Dell Settlement
Agreement represents “[a true copy] of [the Dell Settlement Agreement]”
Paper 20, 2-4. Dell and Patent Owner further represent that the Dell
Settlement Agreement resolves all disputes between Dell and Patent Owner

concerning the above-identified patent. /d. at 2.

d.  Analysis

We instituted a trial on the above-identified proceeding on June 8,
2022. Paper 10. Under these circumstances, we determine that it is
appropriate to terminate this proceeding as to Western Digital, Kioxia, and
Dell. We also determine that it 1s appropriate to treat the Western Digital
Settlement Agreement, Dell Settlement Agreement,! and Kioxia Settlement
Agreement as business confidential information to be kept separate from the
patent file and separate from the files of this proceeding. See 37 C.F R.

§ 42.74(c).

In the Western Digital Joint Request, Western Digital and Patent
Owner additionally request “that the Board order that in the event a person
or entity makes a written request . . . for access to the [Western Digital
Settlement Agreement], that any such written request be served upon the

Parties on the day the written request 1s provided to the Board.” Paper 17, 2.

' Because Patent Owner filed the Dell Settlement Agreement as confidential,
we assume the parties want the agreement to be treated as business
confidential information pursuant to 35 U.S.C. § 317(b) and 37 C.F.R.

§ 42.74(c¢), even though Dell and Patent Owner did not file a joint request to
do so.
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We have no such procedure to serve upon the parties a request for access to
the agreements, and, further, our regulations do not require us to do so.
Therefore, we decline to issue an order regarding requests to access any of
the settlement agreements, including the Western Digital Settlement
Agreement.

Under 35 U.S.C. § 317(a), “[i]f no petitioner remains in the inter
partes review, the Office may terminate the review.” Here, we conclude
terminating 1s in the interests of justice. Therefore, we terminate this
proceeding.

This Order does not constitute a final written decision pursuant to 35

U.S.C. § 318(a).

III. ORDER

Accordingly, it is:

ORDERED that the Western Digital Joint Motion to terminate the
above-identified proceeding as to Western Digital 1s granted;

FURTHER ORDERED that the Kioxia Joint Motion to terminate the
above-identified proceeding as to Kioxia is granted;

FURTHER ORDERED that the Dell Joint Motion to terminate the
above-identified proceeding as to Dell is granted,

FURTHER ORDERED that IPR2022-00255 1s terminated;

FURTHER ORDERED that the Western Digital Settlement
Agreement is to be treated as business confidential information and kept
separate from the patent file; and

FURTHER ORDERED that the Dell Settlement Agreement is to be
treated as business confidential information and kept separate from the

patent file;
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FURTHER ORDERED that the Kioxia Digital Settlement Agreement
is to be treated as business confidential information and kept separate from

the patent file.
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PETITIONER:

James Heintz
DLA PIPER LLP
Jim.heintz@dlapiper.com

Christopher Douglas

Benjamin Pleune

ALSTON & BIRD LLP
Christopher.douglas@alston.com
Ben.pleune@alston.com

Brian Buroker
Nathan Curtis

GIBSON, DUNN & CRUTCHER LLP
bburoker@gibsondunn.com
ncurtis@gibsondunn.com

PATENT OWNER:

Brett Cooper
BC LAW GROUP, P.C.
bcooper@bc-lawgroup.com

Antonio Papageorgious

LOMBARD & GELIEBTER LLP
ap@lombardip.com
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Case 6:21-cv-00400-ADA  Document 89 Filed 09/18/22 Page 1ot 1

AO 120 (Rev. 08/10)
0. Mail Stop 8 REPORT ON THE
’ Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.8.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Western District of Texas on the following

[ Trademarks or [ Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO, DATE FILED U.S. DISTRICT COURT
6:21-cv-00400 4/23/2021 Western District of Texas
PLAINTIFF DEFENDANT
SONRAI MEMORY LIMITED KIOXIA CORPORATION and KIOXIA AMERICA, INC.
PATENT OR DATE OF PATENT . B A TN D T - -
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 6,724,241 4/20/2004 Sonrai Memory Limited
2 6,920,527 7/19/2005 Sonrai Memory Limited
R | Format midnyyyy |
J
4
5
In the above—entitled case, the following patent(s ) trademark(s) have been included:
DATE INCLUDED INCLUDED BY
[ Amendment ] Answer ] Cross Bill [] Other Pleading
PATENT OR DATE OF PATENT o T A TN T - o .
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1
2
3
4
5
In the above—entitled case, the following decision has been rendered or judgement issued:
DECISION/JUDGEMENT
9/19/2022 Order granting motion to dismiss (document #68).
CLERK o F DATE
Philip J. Devlin : 09/19/2022

Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy te Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Case 6:21-cv-01284-ADA  Document 82 Filed 10/06/22 Page 1ot 1

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

TO:

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Western District of Texas on the following

] Trademarks or [M Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
6:21-cv-01284-ADA 12/10/2021 Western District of Texas

PLAINTIFF DEFENDANT

SONRAI MEMORY LIMITED KINGSTON TECHNOLOGY COMPANY, INC.;
KINGSTON TECHNOLOGY CORPORATION

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 6,920,527 7/19/2005 Sonrai Memory Limited

2

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY
[] Amendment [] Answer [ Cross Bill [] Other Pleading

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy te Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Trials @uspto.gov Paper No. 20
571.272.7822 Entered: January 3, 2023

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

SAMSUNG ELECTRONICS CO.,LTD., and
SAMSUNG ELECTRONICS AMERICA, INC.,
Petitioner,

V.

SONRAI MEMORY LIMITED,
Patent Owner.

IPR2022-00437
Patent 6,920,527 B2

Before STACEY G. WHITE, GARTHD. BAER, and
MICHAEL T. CYGAN, Administrative Patent Judges.

CYGAN, Administrative Patent Judge.

TERMINATION
Due to Settlement After Institution of Trial and
Granting Jomt Request to Treat Settlement Agreement as
Busmess Confidential Information
35U.8.C.§317;37 C.F.R. §42.74
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On December 19, 2022, with authorization of the Board, Petitioners
Samsung Electronics Co., Ltd. and Samsung Electronics America, Inc.
(collectively “Samsung”) and Patent Owner Sonrai Memory Limited
(“Sonrai” or “Patent Owner”) (collectively “the parties™) filed a Joint
Motion to Terminate the Proceeding. Paper 17 (“Joint Motion™). The
parties also filed a copy of a Settlement Agreement. Ex. 2001. The parties
further request that the Settlement Agreement be treated as business
confidential information, and be kept separate, pursuant to 35 U.S.C.

§ 317(b)and 37 C.F.R. §42.74(c). Paper 18 (“Joint Request™).

Under35 U.S.C. § 317(a), “[a]n inter partes review instituted under
this chapter shall be terminated with respect to any petitioner upon the joint
request of the petitioner and the patent owner, unless the Office has decided
the merits of the proceeding before the request for termination 1s filed.”

35 U.S.C. § 317(a) also provides that if no petitioner remains in the inter
partes review, the Office may terminate the review.

We stituted trial for the above-identified inter partes review
proceeding on July 29,2022. Paper 7. Substantive briefing following
institution has not yet occurred, we have not yet decided the merits of the
proceeding, and a final written decision has not been entered. The Parties
indicate that the Settlement Agreement “completely resolves all pending
controversies” between the Parties with respect to the 527 patent. Paper 17.
The Parties further indicate that no other collateral agreements have been
made in connection with, or in contemplation of, the termination of the
proceeding. Under these circumstances, we determine that good cause exists
to terminate the proceeding with respect to the Parties. Id. We determine
that the Parties have provided an adequate showing to justify termination of

the proceeding.
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After reviewing the Settlement Agreement, we find that the document
contains confidential business information regarding the terms of settlement.
Thus, good cause exists to treat the Settlement Agreement as business
confidential information pursuantto 37 C.F.R. § 42.74(c). This Order does

not constitute a final written decision pursuant to 35 U.S.C. § 318(a).

Accordingly, it is hereby:

ORDERED that the Joint Motion to terminate [PR2022-00437 is
granted,

FURTHER ORDERED that IPR2022-00437 is terminated with
respect to Petitioner and Patent Owner; and

FURTHER ORDERED that the Joint Request to is granted, and the
Settlement Agreement (Ex. 2001) in IPR2022-00437 shall be kept separate
from the file of U.S. Patent No. 6,920,527 and made available only to
Federal Government agencies on written request, or to any person on a

showing of good cause, pursuantto 35 U.S.C. § 317(b) and 37 C.F.R.
§ 42.74(c).
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For PETITIONER:

David Hoffman
FISH & RICHARDSONP.C.
hoffman @fr.com

Martha Hopkins
LAW OFFICES OF S.J. CHRISTINE YANG
mhopkins @sjclawpc.com

For PATENT OWNER:

Brett Cooper
BC LAW GROUP
bcooper @bc-lawgroup.com

Robert A. Auchter

AUCHTERPLLC
robert @auchterlaw.com
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Case 1:22-cv-00487-LY Document 66 Filed 08/17/22 Page lofl

AQ 120 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
’ Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Coutt Waestern District of Texas on the following
[ Trademarks or [ Patents. ( [ the patent action involves 35 U.S.C. § 292.):
DOCKET NO, DATE FILED U.S. DISTRICT COURT
6:21-cv-00361 4/12/2021 Western District of Texas
PLAINTIFF DEFENDANT
SONRAI MEMORY LIMITED DELL TECHNOLOGIES, INC.
PATENT OR DATE OF PATENT . ;
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 6,724,241 4/20/2004 SONRAI MEMORY LIMITED
2 6,920,527 7/19/2005 SONRA! MEMORY LIMITED
3 7,436,232 10/14/2008 SONRAI MEMCRY LIMITED
4
5
In the above—entitied case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
[ Amendment 0 Answer ] Cross Bill 0 Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1
2
3
4
5
In the above—entitled case, the following decision has been rendered or judgement issued:
DECISION/JUDGEMENT
ORDER OF DISMISSAL WITH PREJUDICE ENTERED
CLERK (BY) DEP, DATE
Philip J. Devlin 08/17/2022

Copy 1—Upon initiation of action, mail this copy to DirectoMonL—Upon termination of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy

T T
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FILED

[N THE UNITED STATES DISTRICT COURT 22 AUG 17 A {1: 39
FOR THE WESTERN DISTRICT OF TEXAS ¢ pqx
CLERK.U.5. DIST
WESTERN Bis rﬁ%ﬁ%ﬁs
BY___. 7

AUSTIN DIVISION

WEPUTY CT ER
SONRAI MEMORY LIMITED, CTERK

Plaintiff, Case No. 1:22-cv-00487-LY
v. JURY TRIAL DEMANDED
DELL TECHNOLOGIES INC.,

Defendant.

ORDER OF DISMISSAL WITH PREJUDICE

On this day, Plaintiff Sonrai Memory Limited (“Plaintiff”) and Defendant Dell
Technologies Inc. (“Defendant™) announced to the Court that they have resolved Plaintiff’s claims
for relief against Defendant asserted in this case and Defendant’s claims, defenses and/or
counterclaims for relief against Plaintiff asserted in this case. Plaintiff and Defendant have
therefore requested that the Court dismiss Plaintiff's claims for relief against Defendant with
prejudice and Defendant’s claims, defenses and/or counterclaims for relief against Plaintiff
without prejudice, and with all attorneys’ fees, costs and expenses taxed against the party incurring
same. The Court, having considered this request, is of the opinion that their request for dismissal
should be granted.

IT IS THEREFORE ORDERED that Plaintiff’s claims for relief against Defendant are
dismissed with prejudice and Defendant’s claims, defenses and/or counterclaims for relief against
Plaintiff are dismissed without prejudice. IT IS FURTHER ORDERED that all attorneys’ fecs,

costs of court and expenses shall be borne by each party incurring the same.
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IT IS SO ORDERED.

SIGNED this VY day of kuc?\r'y\’ .2022.

Lo Gk

LEE YZAKEL
UNITED STATES DISTRICT JUDGE
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