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(57) ABSTRACT

The disclosure pertains to installing a tear cord between a
metal tube and a protective jacket. The jacketed tubes may be
used in a hydrocarbon production downhole well bore. The
tubes may be used to furnish hydraulic fluid or chemicals into
the well bore. The contents may be pressurized or under
vacuum. The jacketed tubes are hermetically sealed. The
tubes, which may be 1 inch in diameter, are joined using
compression fittings. Tear cords are used to facilitate removal
of the protective jacket without damage to the tube surface
thereby facilitating the placement of compression fittings and
maintaining the integrity of the tube wall.
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1
EX PARTE
REEXAMINATION CERTIFICATE
ISSUED UNDER 35 U.S.C. 307

THE PATENT IS HEREBY AMENDED AS
INDICATED BELOW.

Matter enclosed in heavy brackets [ ] appeared in the
patent, but has been deleted and is no longer a part of the
patent; matter printed in italics indicates additions made
to the patent.

AS A RESULT OF REEXAMINATION, IT HAS BEEN
DETERMINED THAT:

Claims 8, 16, 17, 21 and 23 are cancelled.
Claims 1-7, 9-15, 18-20 and 22 are determined to be
patentable as amended.

Claim 24, dependent on an amended claim, is determined
to be patentable.

New claim 25 is added and determined to be patentable.

1. A jacketed metal tube comprising a metal tube, a first
protective jacket adjoining and surrounding [a smooth solid
wall] the metal tube, [having an outer sealing surface and a
tear cord between the inside diameter of said jacket and the
outer surface of said tube whereby the tear cord can be] and a
tear cord positioned between the metal tube and the first
protective jacket characterized wherein the protective jack-
eted metal tube is for use in downhole applications relating to
hydrocarbon extraction, wherein the protective jacketed
metal tube has a wall which is of hollow cylindrical shape and
is smooth walled, solid, substantially straight, continuous,
without break or interruption, is structured to be hermetically
sealed, maintain a positive or negative pressure, and is struc-
tured for connection to hermetically sealing compression
fittings to convey fluids downhole, and in that the tear cord is
positioned proximate to an outer surface of the metal tube and
inside the diameter of the outer first protective jacket and is
able to be pulled back to create a slit in the first protective
jacket and to allow the first protective jacket to be separated
from the metal tube without damage to the metal tube surface.

2. A jacketed metal tube [comprising a first protective
jacket surrounding a smooth solid wall metal tube, wherein
the tube conveys hydraulic fluid, and a tear cord located
between the inside diameter of the jacket and an outer sealing
surface of the tube whereby the tear cord can be pulled back
to create a slit in the protective jacket and to allow the pro-
tective jacket to be separated from the metal tube without
damage to the metal tube surface.] of claim I wherein the tube
is to convey hydraulic fluid.

3. A jacketed metal tube [comprising a first protective
jacket surrounding a smooth solid wall metal tube,] of claim
I wherein the tube conveys chemicals[, and atear cord located
between the inside diameter of the jacket and an outer sealing
surface of the tube whereby the tear cord can be pulled back
to create a slit in the protective jacket and to allow the pro-
tective jacket to be separated from the metal tube without
damage to the metal tube surface].

4. The jacketed tube of claim 1 wherein the jacket com-
prises polyamide, polyethylene, ethylene chlorotrifluoroerth-
lyene or a thermoplastic elastomer cross linking ethylene
propylene diene monomer rubber and polypropylene.

5. The jacketed tube of claim 1 wherein the jacket com-
prises engineered thermoplastic vulcanates, perfluoroalkoxy,
polyvinylidene fluoride or fluorinated ethylene propylene.
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6. The jacketed tube of claim 1 further comprising a tear
cord made of poly-aramid fiber.

7. The jacketed tube of claim 1 wherein the solid wall metal
tube comprises incoloy, stainless steel, carbon steel, or gal-
vanized carbon steel.

9. The jacketed tube of claim 1 further comprising a tear
cord made of metal.

10. [A] The jacketed metal tube of claim 1 wherein [a first
protective jacket surrounding a smooth solid wall metal tube,
and a] zhe tear cord is helically wound around the tube [and
the tear cord located between the inside diameter of the jacket
and an outer sealing surface of the tube whereby the tear cord
can be pulled back to create a slit in the protective jacket and
to allow the protective jacket to be separated from the metal
tube without damage to the metal tube surface].

11. Thejacketed tube claim 1 further comprising a tear cord
placed at a selected location on a length of the tube.

12. A jacketed metal tube of claim 1 further comprising one
or more steel ropes within one or more protective jackets
surrounding [a smooth solid wall] the metal tube and [a] one
or more tear [cord] cords wherein at least one tear cord is
positioned next to each steel rope and metal tube wherein
[the] each steel rope has the same axis of orientation as the
metal tube and is positioned adjacent to the meza/ tube within
the one or more protective [jacket] jackets whereby each tear
cord can be pulled back to create a slit in the ore or more
protective [jacket] jackets and to allow the one or more pro-
tective [jacket] jackets to be separated from [the] each steel
rope and metal tube without damage to the metal tube surface.

13. The jacketed metal tube of claim 1 [further comprising
a jacket of] wherein the first protective jacket comprises one
or more materials of a group consisting of polyethylene,
ethylene chlorotrifluoroerthlyene, a thermoplastic elastomer
cross linking ethylene propylene diene monomer rubber and
polypropylene, perfluoroalkoxy, polyvinylidene fluoride and
fluorinated ethylene propylene, and wherein the material is
extruded onto the metal tube without radiation curing.

14. An encapsulated cable comprising a [first] protective
jacket [surrounding] in which the protective jacket surrounds
a plurality of solid wall metal tubes, and [a plurality of tear
cords with one tear cord located between the outside surface
of each said tube and the inside diameter of said jacket
whereby each tear cord is oriented longitudinally along the
length of a tube,] wherein each metal tube has a parallel axis
of orientation with the other tube or tubes and further [com-
prising] wherein the metal tubes comprise smooth metal walls
[with sealing surfaces for attachment of compression fittings
for performance in a negative or positive internal pressure
environment] structured to be hermetically sealed, maintain
a positive or negative pressure, and are structured for con-
nection to hermetically sealing compression fittings and
whereby [the] at least one tear [cord with one tear cord
located] cords is positioned between the outside surface of
[each said] at least one metal tube and the inside [diameter] of
said protective jacket whereby [each] the at least one tear cord
is oriented longitudinally along the length of [a] the at least
one metal tube and whereby the at least one tear cord can be
pulled back to create a slit in the protective jacket to allow the
protective jacket to be separated from the at least one [or
more] metal [tubes] subes without damage to [a] the outside
surface of the at least one metal tube [sealing surface].

15. The encapulated cable of claim 14 [further comprising]
wherein at least one of the metal tubes [containing] contains
therein a fiber optic cable, electrical wire or data communi-
cation cable.

18. A method of conveying [liquids] fluids into a well bore,
the method comprising: i. placing [a tear cord adjacent to an
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outer sealing surface of a first spoolable,] a first outer protec-
tive jacket around a metal tube to form a jacketed tube which
is spoolable, the metal tube having a wall which is of hollow
cylindrical shape and is smooth, solid, [wall metal tube;]
substantially straight, continuous, without break or interrup-
tion, capable of being hermetically sealed and suitable for
connection to hermetically sealing compression fittings to
convey fluids under positive or negative pressure downhole;
ii. placing a [protective jacket around the metal tube and the]
tear cord proximate to an outer surface of the metal tube and
inside the first protective jacket; and iii. pulling the tear cord
back to create a slit in the first protective jacket to allow the
first protective jacket to be separated from the metal tube
without damage to [a] tke metal tube surface.

19. The method of claim 18 further comprising placing a
second tear cord adjacent to the outer [diameter] surface of
the first protective jacket and covering the first protective
jacket with a second proctective jacket.

20. The method of claim 18 [further comprising placing the
tear cord on the outer surface of the tube at a selected location]
wherein the first protective jacket comprises one or more
materials of the group consisting of polyethylene, ethylene
chilorotriflourethlyene, a thermoplastic elastomer cross link-
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ing ethylene propylene diene monomer rubber and polypro-
pylene, perfluoroalkoxy, polyvinylidene fluoride fluovinate
ethylene propylene.

22. The tube of claim [8] / further comprising a second
[inner jacket surrounding the tube and said second jacket
positioned between the first protective jacket and said metal
tube, and a first tear cord positioned between the inner diam-
eter of the first jacket and the outer diameter of the second
jacket and a second tear cord positioned between the inner
diameter of the second jacket and the outer surface of the
metal tube] protective jacket and a second tear cord, wherein
the second protective jacket surrounds the first protective
Jacket, and the second tear cord is positioned between the
outer diameter of the first protective jacket and the inner
diameter of the second protective jacket.

25. The jacketed metal tube of claim 1 further comprising
a plurality of substantially straight metal tubes with the same
planar axis of orientation wherein at least one metal tube is
surrounded by a second protective jacket, and wherein a
second tear cord is located between the first protective jacket
and the second protective jacket.
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Control No. Patent Under Reexamination
Notice of Intent to Issue 90/020,065 7581565
Ex Parte Reexamination Cetrtificate Examiner Art Unit AlA (First Inventor to File)
Status
DAVID O. REIP 3993 No

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --

1. [X] Prosecution on the merits is (or remains) closed in this ex parte reexamination proceeding. This proceeding is
subject to reopening at the initiative of the Office or upon petition. Cf. 37 CFR 1.313(a). A Certificate will be issued
in view of
(a) X Patent owner's communication(s) filed: 19 February 2015.

) [ Patent owner’s failure to file an appropriate timely response to the Office action mailed:

) [] Patent owner’s failure to timely file an Appeal Brief (37 CFR 41.31).

) [ The decision on appeal by the [] Board of Patent Appeals and Interferences [] Court dated

(e) [ Other:____.
2. The Reexamination Certificate will indicate the following:
(a) Change in the Specification: [] Yes X No
(b) Change in the Drawing(s): [ Yes [X] No
(c) Status of the Claim(s):
(1) Patent claim(s) confirmed: .
(2) Patent claim(s) amended (including dependent on amended claim(s)): 1-7,9-15,18-20,22 and 24
(3) Patent claim(s) canceled: 8,16,17,21 and 23.
(4) Newly presented claim(s) patentable: 25.
(5) Newly presented canceled claims: .
(8) Patent claim(s) [] previously [] currently disclaimed:
(7) Patent claim(s) not subject to reexamination:

3.0 A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on .

4.[X] Note the attached statement of reasons for patentability and/or confirmation. Any comments considered necessary
by patent owner regarding reasons for patentability and/or confirmation must be submitted promptly to avoid
processing delays. Such submission(s) should be labeled: “Comments On Statement of Reasons for Patentability
and/or Confirmation.”

5. [ Note attached NOTICE OF REFERENCES CITED (PTO-892).
6. [] Note attached LIST OF REFERENCES CITED (PTO/SB/08 or PTO/SB/08 substitute).
7. The drawing correction request filed on is: [Japproved []disapproved.

8. [J Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f).
a)J Al b)[JSome*  c¢)[J None of the certified copies have
[ been received.
[ not been received.
[ been filed in Application No. .
[J been filed in reexamination Control No. .
[ been received by the International Bureau in PCT Application No.

(b
(c
(d

~— N

* Certified copies not received: __
9. [XI Note attached Examiner's Amendment.
10.[] Note attached Interview Summary (PTO-474).
11.[] Other:____.

All correspondence relating to this reexamination proceeding should be directed to the Central Reexamination Unit at
the mail, FAX, or hand-carry addresses given at the end of this Office action.

cc: Requester (if third party requester)

U.S. Patent and Trademark Office
PTOL-469 (Rev. 08-13) Notice of Intent to Issue Ex Parte Reexamination Certificate Part of Paper No 20141217
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Application/Control Number: 90/020,065 Page 2
Art Unit: 3993

The present application is being examined under the pre-AlA first to invent
provisions.
Examiner’s Amendment
In the claims filed by supplemental amendment on 2/19/15, the status identifier

for claims 10, 19 and 22 is changed from “(Original)” to - -(Amended) - -.

STATEMENT OF REASONS FOR PATENTABILITY AND/OR CONFIRMATION

The following is an examiner's statement of reasons for patentability and/or
confirmation of the claims found patentable in this reexamination proceeding:

Claim 1 as amended is patentable because the prior art of record fails to disclose
or suggest a jacketed metal tube comprising, inter alia, a metal tube and a first
protective jacket adjoining and surrounding the metal tube, and a tear cord positioned
between the metal tube and the first protective jacket characterized wherein the
protective jacketed metal tube is for use in downhole applications relating to
hydrocarbon extraction, and wherein the metal tube is smooth walled, solid,
substantially straight, continuous, without break or interruption, is structured to be
hermetically sealed, maintain positive or negative pressure, and is structured for
connection to hermetically sealing compression fittings to convey fluids. An
embodiment of the separation layer 52 of Hurley ‘680 (applied under 102) “can be
formed from [by] an armor layer, for example, a metal of dielectric layer that may be
formed from one of more pieces” (col. 10, lines 47-50). Although separation layer 52 is

shown in Fig. 4 as appearing to be a smooth walled, continuous and solid tube, there is

HUATONG EXHIBIT 1006
Page 7 0f 413



Application/Control Number: 90/020,065 Page 3
Art Unit: 3993

no disclosure or suggestion in Hurley ‘680 that separation layer 52 is structured to be
“hermetically sealed, maintain a positive or negative pressure, and is structured for
connection to hermetically sealing compression fittings to covey fluids” as recited in
claim 1. Morgan ‘086 and Dupont ‘614 (both applied as base references under 103) are
spirally wrapped tube bundles (thus not “substantially straight” as recited in claim 1 as
amended). Further, as argued by patent owner, “spirally wrapping multiple tubes
around a central core or axis...would require the tubes to be bent. Bending the tubes
can alter or deform the tube circumference. The tubes, even if unwrapped from the
spiral configuration, would likely be unsuitable for fitting the tube with a compression
fitting” (PO 8/20/14 Remarks, p. 17). The examiner finds this argument persuasive.

Claims 2-7, 9-13, 22, 24 and 25 depend from claim 1 and are therefore
patentable for at least the reason as discussed for claim 1.

Claim 14 as amended is patentable because the prior art of record fails to
disclose or suggest an encapsulated cable comprising, inter alia, a protective jacket
surrounding a plurality of solid wall metal tubes and at least one tear cord positioned
between the outside surface of at least one metal tube and the inside of the protective
jacket, and wherein each metal tube has a parallel axis of orientation with the other tube
or tubes and further wherein the metal tubes comprise a smooth metal wall structured to
be hermetically sealed, maintain a positive or negative pressure, and is structured for
connection to hermetically sealing compression fittings. As discussed for claim 1,
neither Hurley ‘680 nor Morgan ‘086 disclose or suggest an encapsulated cable having

all the limitations as recited above.
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Claim 15 depends from claim 14 and is therefore patentable for at least the
reason as discussed for claim 14.

Claim 18 as amended is patentable because the prior art of record fails to
disclose or suggest a method of conveying fluids into a well bore, the method
comprising, inter alia: i) placing a first outer protective jacket around a metal tube to
form a jacketed tube, the metal tube having a wall which of hollow cylindrical shape and
is smooth, solid, substantially straight, continuous, without break or interruption, capable
of being hermetically sealed and suitable for connection to hermetically sealing
compression fittings to convey fluids under positive or negative pressure downhole; and
ii) placing a tear cord proximate to an outer surface of the metal tube and inside the
diameter of the first outer protective jacket. Applied reference Dupont ‘614 does not
disclose or suggest a method having all the limitations as recited above.

Claims 19 and 20 depend from claim 18 and are therefore patentable for at least

the reason as discussed for claim 18.

Any comments considered necessary by PATENT OWNER regarding the above
statement must be submitted promptly to avoid processing delays. Such submission by
the patent owner should be labeled: "Comments on Statement of Reasons for

Patentability and/or Confirmation" and will be placed in the reexamination file.
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All correspondence relating to this ex parte reexamination proceeding should be

directed as follows:

By U.S. Postal Service Mail to:

Mail Stop Ex Parte Reexam

ATTN: Central Reexamination Unit
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

By FAX to: (571) 273-9900
Central Reexamination Unit

By hand to: Customer Service Window
Randolph Building
401 Dulany St.
Alexandria, VA 22314

By EFS-Web:

Registered users of EFS-Web may alternatively submit such correspondence via
the electronic filing system EFS-Web, at

hitos://efs.uspio.gov/efile/mvportal/efs-registered

EFS-Web offers the benefit of quick submission to the particular area of the
Office that needs to act on the correspondence. Also, EFS-Web submissions are "soft
scanned"” (i.e., electronically uploaded) directly into the official file for the reexamination
proceeding, which offers parties the opportunity to review the content of their
submissions after the "soft scanning" process is complete.

Any inquiry concerning this communication or earlier communications from the
Reexamination Legal Advisor or Examiner, or as to the status of this proceeding, should
be directed to the Central Reexamination Unit at telephone number (571) 272-7705.

Other useful telephone numbers:
Reexamination Practice (5671) 272-7703
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Art Unit: 3993

Reexamination Facsimile Transmission No.

/David O. Reip/

Patent Reexamination Specialist
Central Reexamination Unit
(571) 272-4702

Conferee /EDL/

Conferee /JJGF/

Page 6

(571) 273-9900
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P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

BIB DATA SHEET
CONFIRMATION NO. 1470

SERIAL NUMBER FILINgAgrrE 371(c) CLASS GROUP ART UNIT ATTORNE(Y).DOCKET
80/020,065 12/24/2013 138 3993 SURP 13.01 REEX
RULE
APPLICANTS
INVENTORS

7581565, Residence Not Provided;

ROY TORRANCE (INV), HOUSTON, TX;

ROCKBESTOS SURPRENANT CABLE CORP. (3RD PTY REQ.), EAST GRANBY, CT;
HAYNES, SOLOWAY PC, MANCHESTER, NH

*k CONTINUING DATA dedkdekdokdkhdkkdkkhkkhkhhkhhhhkhhkdk
This application is a REX of 12/178,246 07/23/2008 PAT 7581565

*k FOREIGN APPLICATIONS kkkkkkkkkkhkhhkkhkkkhkhkkkk
** IF REQUIRED, FOREIGN FILING LICENSE GRANTED **

Foreign Pricrity claimed U ves MINo STATEOR | SHEETS TOTAL |INDEPENDENT
35 USC 119(a-d) conditions met D Yes ENO D M%ﬁgﬁée COUNTRY DRAWINGS CLAIMS CLAIMS
Verified and /DAVID OWEN REIP/ 24 8
Acknowledged Examiner's Signature Initials

ADDRESS

LAW OFFICE OF DAVID MCEWING
P.O. BOX 70410

HOUSTON, TX 77270

UNITED STATES

TITLE
TEAR CORD FOR JACKETED TUBE

[Q All Fees
|0 1.16 Fees (Filing)

FEES: Authority has been given in Paper |
FILING FEE : :
RECEIVED |No. to charge/credit DEPOSIT ACCOUNT |2 117 Fees (Processing Ext. of time) I

12000 No. for following: ‘EI 1.18 Fees (Issue)
IEI Other
|Q Credit

BIB (Rev. 05/07).

HUATONG EXHIBIT 1006
Page 16 of 413



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT EXAMINING OPERATION
Applicant: §
Roy Torrance et al. Group Art Unit: 3993

Serial No. 90/020,065 Examiner: Reip, David
Filed: 12/24/2013 Dkt. No.: SURP 13.01 REEX

Confirmation No. 1470

w W W W WY WY W

For:  Tear cord for jacketed tube

INTERVIEW SUMMARY AND SUPPLEMENTAL AMENDMENT

Honorable Commissioner of Patents and Trademarks

Alexandria, Virginia

SIR:
This paper is presented in regard to the above Reexamination. This
paper also contains an Interview Summary. The paper also comprises a

supplemental amendment presenting amended claims.
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90/020,065
Interview of February 6, 2015 and Supplemental Amendment to Reexamination mailed
May 21, 2014

INTERVIEW SUMMARY

An Interview was conducted in this proceeding on Monday, February
6, 2015. The Interview was conducted among David O. Reip, Eileen Lillis,
USPTO Supervisory Examiner, and Jimmy Foster, all of the USPTO. Also
in attendance for the Patent Owner was attorney David McEwing.

Discussed in the Interview were proposed amended claims. Claims
16,17, 21, and 23 were cancelled. The claims (numbers 1 through 25)
were deemed acceptable by the parties.

The accepted amended claims are contained within the

Supplemental Amendment attached hereto at page 3.
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90/020,065
Interview of February 6, 2015 and Supplemental Amendment to Reexamination mailed
May 21, 2014

IN THE CLAIMS

1. (Amended) A jacketed metal tube comprising a metal tube, a first

protective jacket adjoining and surrounding [a smooth solid wall] the metal

tube, and a tear cord positioned between the metal tube and the first

protective jacket characterized wherein the protective jacketed metal tube

is for use in downhole applications relating to hydrocarbon extraction,

wherein the protective jacketed metal tube has a wall which is of hollow

cylindrical shape and is smooth walled, solid, substantially straight,

continuous, without break or interruption, is structured to be hermetically

sealed, maintain a positive or neqgative pressure, and is structured for

connection to hermetically sealing compression fittings to convey fluids

downhole, and in that the tear cord is positioned proximate to an outer

surface of the metal tube and inside the diameter of the outer first

protective jacket and is able to be [having an outer sealing surface and a

tear cord between the inside diameter of said jacket and the outer surface
of said tube whereby the tear cord can be] pulled back to create a slit in the
first protective jacket and to allow the first protective jacket to be separated

from the metal tube without damage to the metal tube surface.

2. (Amended) A jacketed metal tube of claim 1 wherein the tube is to

convey hydraulic fluid. [comprising a first protective jacket surrounding a

smooth solid wall metal tube, wherein the tube conveys hydraulic fluid, and
a tear cord located between the inside diameter of the jacket and an outer
sealing surface of the tube whereby the tear cord can be pulled back to
create a slit in the protective jacket and to allow the protective jacket to be
separated from the metal tube without damage to the metal tube surface.]

3. (Amended) A jacketed metal tube of claim 1 [comprising a first protective
jacket surrounding a smooth solid wall metal tube,] wherein the tube

conveys chemicals. [,] [and a tear cord located between the inside diameter
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of the jacket and an outer sealing surface of the tube whereby the tear cord
can be pulled back to create a slit in the protective jacket and to allow the
protective jacket to be separated from the metal tube without damage to

the metal tube surface.]

4. (Amended) The jacketed tube of claim 1 wherein the jacket comprises
polyamide, polyethylene, ethylene chlorotrifluoroerthlyene or a
thermoplastic elastomer cross linking ethylene propylene diene monomer
rubber and polypropylene.

5. (Amended) The jacketed tube of claim 1 wherein the jacket comprises
engineered thermoplastic vulcanates, perfluoroalkoxy, polyvinylidene

fluoride or fluorinated ethylene propylene.

6. (Amended) The jacketed tube of claim 1 further comprising a tear cord

made of poly-aramid fiber.

7. (Amended) The jacketed tube of claim 1 wherein the solid wall metal
tube comprises incoloy, stainless steel, carbon steel, or galvanized carbon
steel.

8. (Cancelled without prejudice)

9. (Amended) The jacketed tube of claim 1 further comprising a tear cord

made of metal.

10. (Original) The [A] jacketed metal tube of claim 1 wherein the [a first
protective jacket surrounding a smooth solid wall metal tube, and a] tear
cord is helically wound around the tube. [and the tear cord located between

the inside diameter of the jacket and an outer sealing surface of the tube
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whereby the tear cord can be pulled back to create a slit in the protective
jacket and to allow the protective jacket to be separated from the metal

tube without damage to the metal tube surface.]

11. (Amended) The jacketed tube of claim 1 further comprising a tear cord

placed at a selected location on a length of the tube.

12. (Amended) A jacketed metal tube of claim 1 further comprising one or

more steel ropes within one or more protective jackets surrounding the [a
smooth solid wall] metal tube and one or more [a] tear cords wherein at

least one tear cord is positioned next to each steel rope and metal tube

wherein each steel [the] rope has the same axis of orientation as the metal

tube and is positioned adjacent to the metal tube within the one or more

protective jackets whereby each tear cord can be pulled back to create a
slit in the one or more protective jackets and to allow the one or more
protective jackets to be separated from each [the] steel rope and metal

tube without damage to the metal tube surface.

13. (Amended) The jacketed metal tube of claim 1 wherein the first

protective jacket comprises [further comprising a jacket of] one or more

materials of a group consisting of polyethylene, ethylene
chlorotrifluoroerthlyene, a thermoplastic elastomer cross linking ethylene
propylene diene monomer rubber and polypropylene, perfluoroalkoxy,
polyvinylidene fluoride and fluorinated ethylene propylene, and wherein the

material is extruded onto the metal tube without radiation curing.

14. (Amended) An encapsulated cable comprising a [first] protective jacket

in which the protective jacket surrounds [surrounding] a plurality of solid
wall metal tubes, and wherein [a plurality of tear cords with one tear cord

located between the outside surface of each said tube and the inside
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diameter of said jacket whereby each tear cord is oriented longitudinally

along the length of a tube,] each metal tube has a parallel axis of
orientation with the other tube or tubes and further wherein the metal tubes

comprise [comprising] smooth metal walls structured to be hermetically

sealed, maintain a positive or negative pressure, and are structured for

connection to hermetically sealing compression fittings [with sealing

surfaces for attachment of compression fittings for performance in a
negative or positive internal pressure environment] and whereby at least
one [the] tear cord[s] is positioned [with one tear cord located] between the
outside surface of at least one [each said] metal tube and the inside

[diameter] of said protective jacket whereby the at least one [each] tear

cord is oriented longitudinally along the length of [a] the at least one metal

tube and whereby the at least one tear cord can be pulled back to create a
slit in the protective jacket to allow the protective jacket to be separated
from the at least one [or more] metal tube[s] without damage to [a] the

outside surface of the at least one metal tube [sealing surface].

15. (Amended) The encapulated cable of claim 14 wherein [further
comprising] at least one of the metal tubes contains therein [containing] a

fiber optic cable, electrical wire or data communication cable.

16. (Cancelled without prejudice)

17. (Cancelled without prejudice)

18. (Amended) A method of conveying fluids [liquids] into a well bore, the

method comprising: i. placing a first outer protective jacket around a metal
tube to form a jacketed tube which is spoolable, the metal tube having a

wall which is of hollow cylindrical shape and is [a tear cord adjacent to an

outer sealing surface of a first spoolable,] smooth, solid, substantially
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straight, continuous, without break or interruption, capable of being

hermetically sealed and suitable for connection to hermetically sealing

compression fittings to convey fluids under positive or negative pressure

downhole; [wall metal tube;] ii. placing a [protective jacket around the

metal tube and the] tear cord proximate to an outer surface of the metal

tube and inside the first protective jacket; and iii. pulling the tear cord back

to create a slit in the first protective jacket to allow the first protective jacket
to be separated from the metal tube without damage to the [a] metal tube
surface.

19. (Original) The method of claim 18 further comprising placing a second
tear cord adjacent to the outer surface [diameter] of the first protective
jacket and covering the first protective jacket with a second protective
jacket.

20. (Amended) The method of claim 18 [further comprising] wherein the

first protective jacket comprises one or more materials of the group

consisting of polyethylene, ethylene chlorotriflourethlyene, a thermoplastic

elastomer cross linking ethylene propylene diene monomer rubber and

polypropylene, perfluoroalkoxy, polyvinylidene fluoride fluorinate ethylene

propylene [placing the tear cord on the outer surface of the tube at a
selected location].

21. (Cancel without prejudice)

22. (Original) The tube of claim [8] 1 further comprising a second protective
jacket and a second tear cord, wherein the second protective jacket

surrounds the first protective jacket, and the second tear cord is positioned

between the outer diameter of the first protective jacket and the inner

diameter of the second protective jacket [inner jacket surrounding the tube
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and said second jacket positioned between the first protective jacket and
said metal tube, and a first tear cord positioned between the inner diameter
of the first jacket and the outer diameter of the second jacket and a second
tear cord positioned between the inner diameter of the second jacket and

the outer surface of the metal tube].

23. (Cancelled without prejudice.)

24 (Original) The jacketed metal tube of claim 1 further comprising a fiber

optic cable, electrical wire or data communication cable.

25. (New) The jacketed metal tube of claim 1 further comprising a plurality

of substantially straight metal tubes with the same planar axis of orientation

wherein at least one metal tube is surrounded by a second protective

jacket, and wherein a second tear cord is located between the first

protective jacket and the second protective jacket.
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ENGLISH-ABST:

The disciosure pertaing 1o installing a tear cord between a metal tubs and a protective jacket. The jacketed
tubss may be ussd in a "xy“"ocarbor‘ production downhole weall bore. The {ubres may be used to furnish
hydraulic fiuid or chemicals into the well bore. The contents may be pressurized or under vacuum. The iacketed
tubes are hermeatically ssaled. Ths tubes, which may be 1 inch in diameter, arg joined using comprassion
fittings. Tear cords are used {o facilitate ramoval of the protective jacket without damage to the tube surface
theraby faciiitating the placement of compreassion fittings and maintaming ths inlegrity of the tube wall.
NO-OF- CLAIRMS: 24

EXMPL-CLATRM: 1

NMO-OF-FIGURES: 5

NO-DRWNG-PF: 5

SUMMARY:

BACKGROUND TO THE DISCLOSURE
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(000111, Feld of Use

[0002] The disclosure periaing to tubes used in hydrocarbon production down hole snvironmants

[0003)Z. Related Art

[0 ] ear cords incorporatad with electrical wiras and fibsr optic cablss arg known. See {or example U.8. Patl.

No. 5,468,523,

SUMMARY OF DISCLOSURE

[0005]) The disclosure pertains to installing a tsar cord batween a solid wall metal {ube (hereinafier “tube”) and
a protective jacket. The jacketed tubas may be usaed in g hydrocarben production downhole well bore or in gas

or waier injector downhole well bores.

DRWDESK:

SUMMARY OF DRAWINGS

[0008] Ths accompanying drawings, which are incorperatad in and constituts a part ¢f the spacification,
Hiustrate preferred smbodiments of the invention. Thsﬂse drawings, fogether with the general description of the
invention given above and the detalled descriplion of the preferred smicdimentis given below, serve to explain
the principies of the invanticn,

[BC07]FIG. 1 Hustrates a single tube with a protective jacket and tear cord.
[OCORIFIG. 2 iliustrates two tubss within a protective jacket.

[BCOSIFIG. 3 lustrates 3 tubes of two saparate diameters. The two smaller diametsr tubes have two separate
jacksts ovar an inner wire or fiper.

[OC1G]FIG. 4 lllustrates a tear cord helically wound on a tube.

[ T1]FG. 5 Hiustrales a cable comprising lwisted steesl bumupsrs or stand protecting a jackeied tube with iear
crds.

DETDRESC:

DETAILED DESCRIPTION OF DISCLOSURE

[0012] The discicsure periaing 1o a tear cord usad {o conveniently and safely remove a protective jackst
surrounding a sclid wall meial tube. The compined jacket and tube may ke usad in downhole applications
raiated to the production of hydrocarbons. This includes gas or water injector downhole well boras.

[0G13]Refarencing FIG. 1, the tubss 1 are jacketed in one or more layers 2 of hard thermo piastic rubber or
similar toughsaned and inert material to protect the fubeg and contents from the heatl and correosive environmasnt
cf & wali bore. The jacket also provides protection during installation and other events that may occur during
cperation of ithe well. The {ubing may be placed inside the weall casing and ouiside the production pips. The
jacketed tubes may be spoolable.

[0074]The protective jackets are difficult and dangerous 1o cut or slit with a knif 'niade. This can also result in
the outer {ube sealing surface being nicked or gouged. Other methods use specialized tools such as an
Encapsulation Stripping Teol manufactured by Tube Tec of Stonehaven, UK. The tool m”qpaise rotating knife
blades enclosed within a housing. Tha blades are meachanically controlied io not contact the metal tube. The
teol may be manually operated or powerad with air. Ancther 100! for removing encapsuiating protective jackets
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s manufaciuraed by AnTech of Exeter, UK. Both Tube Tao and AnTech supply tools with stands and hand cranks
and are promotad as reducing injury 1o the operater stripping the encapsulation jacket.

[3C015]The tubas may comprise steel alioys such as but not limited to stainlass stesl, incoioy {an alioy
comprising nicksl-iron-chromium}, duplex alloy, carbon sieel, or galvanized carbon stasl

[8C16]Ths tubing may vary in diameter from [one eighth] inch to in excess of 1 inch. The tubs wall thickness
may be between 0.016 inch {(or smaller) to §.083 inch. The tubing walls are smooth and solid, The tubing has
an annuiar or duct-iike structure 38 as illustrated in FIG. 1.

{80171 Ths tubing may be used {0 convey chemicals and hydraulic fluids. Examples of chemicals conveved
through the tubing include water based giyeo! mixture during the initial drilling phase. During the wall
production phass, hydraies and asphallines are pumped to reduce paraifin build up. Other chemicals inciude
fow dosage hydrata inhibitors, mathanol ethyiene glycel, ethanel and propanoct.

[2018]The contents of the tubing may be under pressure or vacuum. The tubing may alsg contain an electrical
powsar, slectronic data transmission or fibar opiic linsa,

[0018]Ths sealing surface of the tubing is of prime importance, f.e., the wall of the {ubing is to bs fras from
rigks and gouges. This type of damags can resuit frem use ¢f g knite or cther sharp edges instrument {o cut

away the prolactive jacket. in addition, this work is frequantly parformed on the fioor of a drilt rig. There are
stringent safety standards imposed in this werk environmant making use of a knife or other open blade tools
problematic.

[0020]) The ouler surface of the tube is required {o be free from nicks and gouges since the tubs connections
can be made using compression {ittings. if a nick or gouge extends into the surface deeper than the
comprassion achieved by the ferruie of the compression fitting, a leak pathway is created. Such a defect may
rasull in the fitting being over tightened, resuiting in further deformation of the tubing. For example, the tubing
may pass through an equipment housing. The connaciion ¢of the tubing with the housing will utilize a
compression fitting. Deformation of the tubing surface may compromise the seal of the compression fitting
intendad to block fluids or contaminants from entering the housing even if the tubing wall is not breached.

[0021]Gouges and nicks may alac penetraie the tubs wall For exampls, if the tube is conveaying hydraulic
fluid, there will be a pressure loss. If the tubing is conveying chemicals, there will e likely contamination of
the product or well completion {luid.

[0022]In some applications, the encapsulating protective jacket needs (¢ g cut away from the tubing metal
surface to allow a connection 1o be made in the tubing. The tubing will e required to be hermetically sealad
and ragquiras the insertion of ferrules or sleeves as parl of the mechanical connection hardware iy direct
contact with the metal tube surface. Therefore the integrity of the tubing diameter and good uniform sealing
surface is important in making a harmaetically ssaled conneaction.

[0022] Ths proper handling and use of correct tools 1o remove the encapsulating jacket are important. Typically
6 to 12 inches of the jacket may be removed. However, on occasion, significantly greater fengths are removed,
e.g., lengths iy axcess of 100 feel.

[0024] Ths sncapsulating protsctive jackel may comprisg polvamide {nylon) polyethylane, polypropyiane,
ethyiene chiorotrifluorcerthlyene (Halar), engineering thermopiastic vulcanates {(ETPV) or a thermopiastic
elasiomer oross linking sthviens propylene disne monomer rubber and polypropyiens {Sanioprene). H may aiso
comprise perfluoroalkoxy {Teflon PFAY, polyvinylidene fiuoride (PVDF) or fluorinated sthylene propylena (Tefion
FEP) Polyetheretharketone {PEEK), or similar malerial.

[D025YFor these and gther reasocns, this disclosure teachss uss of a tear cord placed belwsen the tube and the
protective jacket. This alicws the workar to pull back the tear cord and thereby create a shit in the jacket. With
the jacket splil to the desired iength, iLa. for placementi of a compreassion fitting, the worksr can manuaily pull

away the jacksi. The jacket material that has been pullad off can be cut off using scissors, side cutter plers, or
cther toois not containing an open blade.

[0026]Some tubing may be protected in an individual jacket and a group of such tubes then encased into a
single ocuter jacket. This group may comprise 2 to 5 individual tubes. The group of tubas may be protected by
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multiple jackeis. The lubes may be of difiering diamstiar. This outer jackst may be fial, i.s., ths tubes are
stacked one on top of the other, thareby minimizing the width that will be taken up in g wail bore. (See for
gxampie FIG. 3.) Special tooling may be insialled with the well casing or on the ouler surface of ths produciion
tubing 1o create channels or pathways holding the tubing cabla.

[0C27]Refarencing FIG. 1, the disclosura teachas placing a tear cord 3 adjacent to the tube 1 under the
protective jacket 2. Heferencing FIG. 8, in one embodiment al Isasi one tear cord 13, 14, 15 is placed
betwaen the outer flat jacket 12 and each individual tube &, 18, 11,

[0028]The tear cord {somatimes refarred to as g rip cord}, can be origntad aleng lengitudinal axis of the tubs
or wound in a helical patisrn around the tube. This halical winding pattern is Hlustrated in H1G. 4 and may be
particulariy useful for cabie consisting of a single tube with a protective jacket. FG. 4 iliustrates the
encapsulating protective jacket 42 Qur"amdirg the tube 43 and the tear cord 44 belwssan the tube and the
jacket. The helical pattern facilitates removal of the jacket. The angled slit created in the jacket provides an
gdge thal can sasily be pulled from the end arcund and away from ihsg tubing.

[0028]The tear cord can be a metal wire or other strong material such as Keviar, a poly-aramid synthetic fiber.
A Kevlar fiber is advantagecus since the muliiple fiber strands compress figl against the tubing or inner jackst,
thereby not distorting the circumference of the guter jackst.

[0030)An advantage of a meial wirs usad as a tear cord is that the wire can g heated, thereby softening the

jacket material {o facilitale tearing the wire through the sottened jacket. 1t will be appraciated that the jacket

material needs to plasticize so that | can be sheared wilh the wire at a lempsarature balow the melting point of
the metal wire. This method may advaniageousiy use an inner jackst 1o shield the tubing from heat.

[0C31]in another ambodiment, the tear cord is instailed batween the tubels) ard tha proiective jacket in
selecied locations in contrast 1o coniinucusly along the length of the cable. This saves the cost and weight of
materials that are not needed. For example, a tear cord may bea insialled in the first 100 feet and last 100 fest
ci a length of cabls instalied in between ihe well casing and the production tubing. The manufacturing process
could mark the outsids of the protective jacke! o indicate the presance of a tear cord. This could he as simple

as a painied line.

[0032)The use of hermelically sealing comprassion fittings aliows the interior of the iube 10 maintain a positive
atmosphere and thereby retard tha infiltration of contaminanis or fiuid. Such contaminants or fluid may
interfere with the signal or conductivilty of a fiber oplic or electrical wire.

[O033)FIG. 1 illustraies a single tube 1 with a protective jackst. The jackst 2 is Hustrated. Also iflustrated is
the tear cord 3 which is installed between the jacket and the tube.

[0 ]FEC 2 illustrates a pair of tubes 4, 5 encased by a single jacket &, There are two tear cords 7, 8. Each
Eear cord is associated with a single tube.

[OC3BIFIG. 8 illustrates a 2 tubs Hat pack. The tubes 8, 18, 11, ars gncased In a recianguiar jacket 12. There
are individual tear cords 13, 14, 15 installed between each tube 8, 18, 11 and the surrounding jacket 12.
One tube 11 is prolscted by two sgparate jackets 12, 23, in this embodiment, separate tear cords 18, 22 are
instalied for sach jacket layer.

[3036]Continuing with FiG. 3, tha inner coverings within the smaller diameter tubes &, 16 can provids
mechanical support 18 and the innermost faver providing slectrical insulation 18 Jor the wire or fiber optic
cable 28, 21. These additional layers may be, {or example, foam, or poiyethylene or polypropylene. As
indicatad, the inner fiber may ba a fiber optic cable or it may be a wire carrving electrical power or a data
transmissicn ling,

[O037]FIG. 4 iliustrates a single tube 43 with a tear cord 44 wound helically beneath a profective jackst 42 it
will be appreciated that the helically wound embodiment would work with other {ube and jacketing
configurations, including the double tubs configuration llustrated in FIG. 2 and the iriple tube configuration of
FiG 3

[O038]HIG. B illustrates 2 jackstsd tubes 33, 34 combined with two strands of stesl rope or strand 31, 32.
Tha steel rope may be dimensioned t¢o provide protection {o the iube against crushing forces as well as weight
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support of the tubsg in a vartical downholg environment. Also Hiusiraled are {ear cords 38, 3§, 48, 41 installed
adiacent {o the tube and i{c sach sissi rope. Also Hlu&:?:atxﬂu one tube 34 containing a wire or fiber optic cable
surroundsd by insulation 38 and sivuctural support 38, 11 will be appraciated thal both layers, installed inside
the tube, may act as insulators.

[0038]In addition, this spacification is to be construed as illusirative oniy and Is for the purposs of teaching
those skilled in the arl the mannsr of carrying ocul the invention. It is to & understeed that the forms of the
nwentnon herain shown and described are 10 be taken as the presently preferred ambodiments. As g ready

ated, varigus changes may be mads in the shape, size and arrangement of components or adjusimenis made
in *m steps of the method without departing from the scepe of this invanticn. For example, eguivalent
glemenis may bs subsiituted for those iHusirated and described heremn and ceriain features of the invention
maybe utilized indepandently of the use of other features, all as would be apparent to one skilled in the ant
aiter having ihe benelil of this description of ths invantion.

{0040 While specifi emboediments have been illustrated and described, numercus modificaticns are possible
without departing from the spirit of the invention, and the scope of protection is only limited by the scope of
the accompanying claims.

ENGLISH-CLATMS:
Reture o Top of Patent

The invention ciaimed is:

1. A jacketed matal tube comprising a first protective jacket surrounding a smooth solid wall metal tube having
an outer sealing suriace and a tear cord bmween the inaide diameier of said jacket and the ouler surface of
said tube whembv the tear cord can be pulied back to create a siit in the protective jacket and io allow the
protective facket to ba separated from the msatal tube without damage {o the meial tube surface.

2. Ajacketed metal tube comprising a first proiective jacket surrounding a smooth solid wall metal iube,
wherein the tube conveys hydraulic fluid, and a tear cord located batween the inside diameter of the jackat
and an cuier sealing surface of the tube whereby the tear cord can be pulled back o create a shit in the
profactive jackat and to allow the protective jackst 1o be separated from the metal tubs without damage to
the matal tube surface.

3. Ajacksted metal iube comprising a firal proteciive jackst surrounding a smooih solid wall meial tube,
wharein the tubse conveys chemicals, and a tear cord located between the inside diameter of the jacket and an
cuter sealing surface of the tube whereby the tear cord can be pulled back to create a shit in the prolectivse
jacket and to allow the protactive jacket 1o be separated from the metal tube without damage to the metal
tube surface.

4. Thas tube of claim 1 whearein the jackst comprises polyamids, polyethviene, ethylene chiorotrifuorcerthiyens
of a tharmaoplastic elastomer cross finking ethyiene propyians diens monomer rubber and polyprepyiens.

5. Tha tube ¢f claim 1 wherein the jacket comprises enginasred thermoplastic vuicanates, perfluoroalkoxy,
poiyvinviidene fluoride or flucrinated eihylene propylene.

6. The tube of claim 1 further comprising a tsar cord made of poly-aramid fiber.

7. Tha tube of claim 1 wherein the solidd wall metal tule comprises incoloy, siainiess stssl, carbon steel, or
gaivanized carbon stesel.

8. The tube of claim 1 further comprising a second inner jacket surrounding the tube wherein the second
jackst is located between the ouler surface of the tube and the nner diameter ¢of the first jacket.

&, The tubs of claim 1 further comprising & tear cord made of metal.

10. A jacketed metal tube wherein a first protective jacket surrounding a smooth solid wall metal tube, and a
tear cord is helicaily wound around the tube and 1:13 tear cord located between the inside diameter of the
jacket and an outer sealing surface of the {ube whereby the tear cord can be pulled back to ¢reaie a slit in the
protactive jacket and to allow the protective jackst 1o be separated from the melal tube withcout damage (¢
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the matal tubs surface.
11, Tha tube of claim 1 further comprising a tear cord placed at a selecled location on a length of tha tube.

12. A jacketed metal tube comprising ons or more steel ropes within ons or more protaciive jackels
surrounding a smooth soiid wall tube and a tear cord is positioned next to each stesl rope and fube wharein
the rope has the same axis ¢of orientation as the tubs and is positioned adjacent to the tubs within ihe jackst
whareby each tear cord can be pulied back 1o create a shit in the protective jacket and to aliow the protective
jackat to be separatsd from the steel rope and metal tubs without damage to the mstal tube surface

13. The tube of claim 1 {urther comprising a jackst of one or mors materials of & group consisting of
poivethylane, ethylene chloroiriflucroerthivens, a tharmaopiagstic elaotsmer cross finking ethylene propyleane
diene moenomer rubber and polypropylens, perflucroalkoxy, polyvinyiidens flucride and fluorinaled ethylens
propylene wherain the material is extruded conio the tube without radiation curing.

14. An encapsulated cable compriging a first protective jacket surrcunding a plurality of solid wall metal tubes,
and a plurality of tear cords with one tear cord located belwssn the cutside surface of each said tube and the
inside diameter of said jacket whereby sach tear cord is oriented longitudinally along the ifength of a tube, each
tube {urther comuprising smooth walls wilh sealing surfaces for attachment of compresaion fittings for
performance in & naga‘iv ar positive internal pressure envirenmeant and whereby the tear cord can be pulled
back io crsats a siit in the protective jacket to allow the protsciive jacksl to be separaied from one or more
metal tubas without damags to & metal tube sealing surface.

15. The cable of claim 14 further comprising at least one tube containing a fiber optic cable, slectrical wire or
data communication cable.

18. Tha cable of claim 14 further compriging at least one {ube suilable for installation of compraasion fittings {o
convey hydraulic tluid,

17. Tha cable of claim 14 further comprising at least one tube suitable for installation of comprassion fittings to
convey chemicals.

18. A method of conveying iquids inlo a well bore comprising:
ying i

s -
f. p iacing a tear cord adjaceni 1o an osuter sealing surface of a first spoolable, smooth, solid wall metal
fub

s -
fi. placing a protective jacket around the matal tube and the tear cord; and

¢ -

i, puiling the tear cord pack 1o oreate a slit in the protective jackst to allow the protective jacket io be
n“ax ated from the metal tubse without damage to a metal tube surfacs.

19. The msthod of claim 18 further comprising placing a second tear cord adjacent o the culer diameter of
the protective jacket and covering the first jackat with a sscond jacket.

20. The msthod of claim 18 further comprising placing the tear cord on the outer suriace of the tube at &
seiecied location.

21, A cable comprising a tirst encapsulating protective jacket surrounding at feast one &,m fwall matal tubs,
and at ieast one tear cord betwesn the said tube and ths jackel whereby the tear cord can be pulied back 1o
create a siit in the protective jacket 1o allow the proteciive jackel to be separated from one or more metal
tubas withou! damages to a meial tube surface and the cabie further comprising at ieast one compression
fitting.

The tube of claim 3 further comprising a second inner jacket surrounding the tube and said sscond jacket
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positioned betwasan the first protective jacket and said meial tube, and a first tear cord positionad between the
inner diametar of the first jacket and the outer diameter of the second jacket and a sscond tear cord
pogitionad between the inner diameter of the second jacksel and the outer surface of the meatal tubs.

23. The method of claim 18 further comprising jacketing the meial tube and tear cord wilh polyethylene,
ethyiena chicrotrifiuorcerthlyane, a thermoplastic elastomer cross linking ethylene propyiens diens monomer
rubber and polypropviens, parflucroalkoxy, polyvinviidens Huoeride or fluorinated eihylene propylane.

24, The jackstsd metal lube of claim 1 furthser comprising a fiber optic cabyle, elscirical wire or data
communication cable.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT EXAMINING OPERATION
Applicant:
Roy Torrance et al. Group Art Unit: 3993

Serial No. 90/020,065 Examiner: Reip, David
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For: Tear cord for jacketed tube

RESPONSE TO FIRST OFFICE ACTION IN REEXAMINATION

Honorable Commissioner of Patents and Trademarks

Alexandria, Virginia

SIR:
This paper is presented in response to the Office Action mailed May 21,

2014. Claims 1 through 24 have been rejected. Claims 1, 4, 5, 11, 13 and 24
have been rejected as anticipated under pre-AlA 35 U.S.C. 102 by US Patent
7,113,680 issued to Hurley et al. Claims 1-5, 8, 10-17,21 and 22 are rejected
under pre-AlA 35 U.S.C. 103(a) as being unpatentable over U.S. Pat. No.
3,526,086 to Morgan in view of U.S. Pat. No. 5,557,698 to Gareis et al. Claims 6
and 9 are rejected under pre-AlA 35 U.S.C. 103(a) as unpatentable over Morgan
‘086 in view of Gareis ‘698 and further in view of No. 6, 236,790 to Okada et al.
Further, claims 1, 7, 18-20, 23 and 24 are rejected under pre-AlA 35 U.S.C.
103(a) as being unpatentable over 6,472,614 to Dupont et al in view of Gareis
‘698.

HUATONG EXHIBIT 1006
Page 46 of 413



90/020,065
Response to First Office Action on Reexamination mailed May 21, 2014

IN THE CLAIMS

1. (Amended) A jacketed metal tube comprising a metal tube, an outer first

protective jacket adjoining and surrounding [a smooth solid wall] the metal tube,
and a tear cord positioned between the metal tube and the outer protective jacket

characterized wherein the protective jacketed metal tube is for use in downhole

applications relating to hydrocarbon extraction, wherein the protective jacketed

metal tube has a wall which is of hollow cylindrical shape and is smooth walled,

solid, substantially straight, continuous, without break or interruption, is

structured to be hermetically sealed, maintain a positive or negative pressure,

and is structured for connection to hermetically sealing compression fittings to

convey fluids downhole, and in that the tear cord is positioned proximate to an

outer surface of the metal tube and inside the diameter of the outer first

protective jacket and is able to be [having an outer sealing surface and a tear

cord between the inside diameter of said jacket and the outer surface of said
tube whereby the tear cord can be] pulled back to create a slit in the protective
jacket and to allow the protective jacket to be separated from the metal tube
without damage to the metal tube surface.

2. (Amended) A jacketed metal tube of claim 1 wherein the tube is to convey

hydraulic fluid. [comprising a first protective jacket surrounding a smooth solid
wall metal tube, wherein the tube conveys hydraulic fluid, and a tear cord located
between the inside diameter of the jacket and an outer sealing surface of the
tube whereby the tear cord can be pulled back to create a slit in the protective
jacket and to allow the protective jacket to be separated from the metal tube
without damage to the metal tube surface.]

3. (Amended) A jacketed metal tube of claim 1 [comprising a first protective
jacket surrounding a smooth solid wall metal tube,] wherein the tube conveys
chemicals. [,] [and a tear cord located between the inside diameter of the jacket
and an outer sealing surface of the tube whereby the tear cord can be pulled
back to create a slit in the protective jacket and to allow the protective jacket to
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be separated from the metal tube without damage to the metal tube surface.]

4. (Amended) The jacketed tube of claim 1 wherein the jacket comprises
polyamide, polyethylene, ethylene chlorotrifluoroerthlyene or a thermoplastic
elastomer cross linking ethylene propylene diene monomer rubber and

polypropylene.

5. (Amended) The jacketed tube of claim 1 wherein the jacket comprises
engineered thermoplastic vulcanates, perfluoroalkoxy, polyvinylidene fluoride or

fluorinated ethylene propylene.

6. (Amended) The jacketed tube of claim 1 further comprising a tear cord made

of poly-aramid fiber.

7. (Amended) The jacketed tube of claim 1 wherein the solid wall metal tube

comprises incoloy, stainless steel, carbon steel, or galvanized carbon steel.

8. (Cancelled without prejudice)

9. (Amended) The jacketed tube of claim 1 further comprising a tear cord made

of metal.

10. (Original) A jacketed metal tube wherein a first protective jacket surrounding
a smooth solid wall metal tube, and a tear cord is helically wound around the
tube and the tear cord located between the inside diameter of the jacket and an
outer sealing surface of the tube whereby the tear cord can be pulled back to
create a slit in the protective jacket and to allow the protective jacket to be

separated from the metal tube without damage to the metal tube surface.

11. (Amended) The jacketed tube of claim 1 further comprising a tear cord placed
at a selected location on a length of the tube.
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12. (Amended) A jacketed metal tube of claim 1 comprising one or more steel
ropes within one or more protective jackets surrounding a smooth solid wall

metal tube and a tear cord wherein the tear cord is positioned next to each steel

rope and metal tube wherein the rope has the same axis of orientation as the
metal tube and is positioned adjacent to the metal tube within the protective
jacket whereby each tear cord can be pulled back to create a slit in the protective
jacket and to allow the protective jacket to be separated from the steel rope and

metal tube without damage to the metal tube surface.

13. (Amended) The jacketed tube of claim 1 further comprising a jacket of one or
more materials of a group consisting of polyethylene, ethylene
chlorotrifluoroerthlyene, a thermoplastic elastomer cross linking ethylene
propylene diene monomer rubber and polypropylene, perfluoroalkoxy,
polyvinylidene fluoride and fluorinated ethylene propylene wherein the material is

extruded onto the tube without radiation curing.

14. (Amended) The jacketed metal tube in which the [An encapsulated cable

comprising a first] protective jacket surrounds [surrounding] a plurality of solid
wall metal tubes, and wherein [a plurality of tear cords with one tear cord located
between the outside surface of each said tube and the inside diameter of said
jacket whereby each tear cord is oriented longitudinally along the length of a
tube,] each metal tube has a parallel axis of orientation with the other tube or

tubes and further wherein the metal tubes comprise [comprising] a smooth metal

wall [walls] structured to be hermetically sealed, maintain a positive or negative

pressure, and is structured for connection to hermetically sealing compression

fittings [with sealing surfaces for attachment of compression fittings for
performance in a negative or positive internal pressure environment] and
whereby a plurality of [the] tear cords are positioned with one tear cord located
between the outside surface of each said metal tube and the inside [diameter] of
said protective jacket whereby each tear cord is oriented longitudinally along the

HUATONG EXHIBIT 1006
Page 49 of 413



90/020,065
Response to First Office Action on Reexamination mailed May 21, 2014

length of [a] the metal tube and whereby the tear cord can be pulled back to
create a slit in the protective jacket to allow the protective jacket to be separated

from one or more metal tubes without damage to [a] the outside surface of each

metal tube [sealing surface].

15. (Amended) The jacketed cable of claim 14 further comprising at least one

tube containing a fiber optic cable, electrical wire or data communication cable.

16. (Amended) The cable of claim 14 further comprising at least one tube

suitable for installation of compression fittings [to convey hydraulic fluid].

17. (Cancelled without prejudice)

18. (Amended) A method of conveying fluids [liquids] into a well bore, the method

comprising: i. placing an outer protective jacket around a metal tube to form a

jacketed tube which is spoolable, the metal tube having a wall which is of hollow

cylindrical shape and is [a tear cord adjacent to an outer sealing surface of a first

spoolable,] smooth, solid, substantially straight, continuous, without break or

interruption, capable of being hermetically sealed and suitable for connection to

hermetically sealing compression fittings to convey fluids under positive or

negative pressure downhole; [wall metal tube;] ii. placing a [protective jacket

around the metal tube and the] tear cord proximate to an outer surface of the

metal tube and inside the diameter of the outer protective jacket; and iii. pulling

the tear cord back to create a slit in the outer protective jacket to allow the outer
protective jacket to be separated from the metal tube without damage to a metal

tube surface.

19. (Original) The method of claim 18 further comprising placing a second tear
cord adjacent to the outer diameter of the protective jacket and covering the first
jacket with a second jacket.
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20. (Amended) The method of claim 18 further comprising jacketing the metal

tube and tear cord with polyethylene, ethylene chlorotriflourethlyene, a

thermoplastic elastomer cross linking ethylene propylene diene monomer rubber

and polypropylene, perfluoroalkoxy, polyvinylidene fluoride fluorinate ethylene

propylene [placing the tear cord on the outer surface of the tube at a selected
location].

21. (Amended) A cable comprising a first encapsulating protective jacket

surrounding at least one substantially straight solid wall metal tube, and at least

one tear cord between the said tube and the jacket whereby the tear cord can be
pulled back to create a slit in the protective jacket to allow the protective jacket to
be separated from one or more metal tubes without damage to a metal tube

surface structured to maintain a positive or negative pressure [and the cable

further comprising at least one compression fitting].

22. (Original) The tube of claim [8] 1 further comprising a second inner jacket
surrounding the tube and said second jacket positioned between the first
protective jacket and said metal tube, and a first tear cord positioned between the
inner diameter of the first jacket and the outer diameter of the second jacket and
a second tear cord positioned between the inner diameter of the second jacket

and the outer surface of the metal tube.

23. (Original) The method of claim 18 further comprising jacketing the metal tube
and tear cord with polyethylene, ethylene chlorotrifluoroerthlyene, a thermoplastic
elastomer cross linking ethylene propylene diene monomer rubber and
polypropylene, perfluoroalkoxy, polyvinylidene fluoride or fluorinated ethylene

propylene.

24. (Original) The jacketed metal tube of claim 1 further comprising a fiber optic

cable, electrical wire or data communication cable.
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25. (New) A jacketed metal tube of claim 1 comprising a plurality of substantially

straight metal tubes with the same planar axis of orientation wherein at least 1

fube is surrounded by separate protective first jackets and a tear cord is

positioned between each first metal tube and the protective first jacket and

further comprising a protective second jacket surrounding the first jacketed metal

tubes wherein each jacketed tube contains a second tear cord between the outer

diameter of the first jacket and inside the second outer protective jacket.
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REMARKS
AMENDMENT OF CLAIMS

The Patent Owner has amended claims 1 through 7, 9, 11 through
16 and 18 through 21. Claim 25 is new. Claims 8 and 17 have been
cancelled without prejudice. Each amendment and its support under the
original specification is discussed below.

Specifically the Patent Owner has amended claim 1. The purpose
of this amendment is to clearly state the limitations of the smooth solid wall
metal tube as described in the specification of Torrance ‘565.

The amendments, which are specified as required by 37 CFR 1.550,
MPEP 2266.03, are as follows:

Claim 1, A jacketed metal tube comprising a tube, an outer jacket
adjoining and surrounding metal tube ... . Figure 1 and Figure 3. Col. 1,
line 41-45. The Detailed Description of the Disclosure states at Col. 2,
lines 7-8 that the “tubing walls are smooth and solid”. The tube is
described as having solid walls. The tubing wall is described as having a
thickness that may be between 0.016 inch (or smaller) to 0.083 inch. The
tubing has an annular or duct-like structure. See Col 2, lines 6-9 and
Figure 1. The contents of the tubing can be under pressure or vacuum.
Col. 2, line 17-18. The amendment overcomes the rejection of 35 USC
§102 under Hurley 7,113,680. The tubes are described as substantially
straight. This distinguishes the tubes from the 35 USC §103 references.
The §103 references for metal conduits are spirally wound

Claim 2, amended to read the tubing to convey hydraulic fluid, is
supported by the text in Col. 2, line 10-11.

Claim 3 has been amended to make the claim dependent upon
claim 1 and now redundant text has been deleted.

Claims 4 through 7, 9, 11, 13 and 15 have been amended to claim a
“jacketed” tube. This amendment is supported by the specification at Col.
1, line 40-42.
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Claim 12 has been amended to make the claim dependent upon
claim 1. The addition of the tear cord is supported at Col. 1, line 40-42.
The addition of the word “metal” is a continuation of the existing text of the
claim.

Claim 14 has been amended to claim a jacketed metal tube. This
supported at Col. 1 Line 41-43. The deletion of text is consistent with the
specification. The addition of text stating “each metal tube has a parallel
axis of orientation with the other tube or tubes” is supported by Figures 2
and 3. ltis also supported at Col. 3, line 16-18. The addition of the text “a
smooth metal wall structured to be hermetically sealed, maintain a positive
or negative pressure, and is structured for connection to hermetically
sealing compression fittings” is supported at Col. 2, line 50-51. Also Col. 2,
line 18-20, Col. 2, line 29-41. Also Col. 2, line 49-53. The remaining
changes comprise repositioning of claim elements, i.e., a plurality of tear
cords. The amendment overcomes the rejection of 35 USC §102 under
Hurley 7,113,680. As amended, tube may be operated under positive or
negative pressure.

Claim 16 has been amended to claim a cable of claim 14 comprising
a compression fitting. This amendment is supported by the specification at
Col. 2, lines 29-31, Col. 2, lines 36-37 and Col. 2, lines 49-53. As
amended, this claim overcomes both the 35 USC §102 and 103 references
inasmuch as compression fittings are not taught by the references.

Claim 18 has been amended to claim conveyance of fluids. This is
supported by the specification at Col. 2, lines 10-11. The claim has also
been amended to claim that the tubing is spoolable and has a wall that is of
a hollow cylindrical shape. These elements are supported by Col. 1, line
54 and Col. 2, lines 7-9. The claim is also supported by Figure 1. The
claim has been further amended to claim tubing that is substantially
straight, continuous, without break or interruption, capable of being
hermetically sealed and suitable for connection to hermetically sealing
compression fittings to convey fluids downhole. These elements are
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supported by Col. 1, lines 40-45, Col. 2, lines 5-9, Col. 2, lines 18-19, Col.
2, lines 29-31, Col. 2, lines 50-53 and Figure 1. As amended, this claim is
allowable over the prior art references. The claim teaches a substantially
straight jacketed tube. The references cited under 35 USC §103 are
spirally wound around a core. The jacket tube of claim 18 can also be
hermetically sealed. This is not possible under the 35 USC §102
reference.

Claim 18 has been further amended to add the text “placing a tear
cord proximate to an outer surface of the metal tube and inside the
diameter of the outer protective jacket;”. This supported at Col 3, Line 4-
11.

Claim 20 has been amended to list materials suitable for jacketing
the tube. This is supported by the specification Col. 2, line 62 through Col.
3, line 3.

Claim 21 has been amended to add the text “substantially straight”
to describe the solid wall metal tube. This is supported by Figures 1, 2, 3,
5 and at Col. 1 Line 54. Claim 21 has been further amended to describe
the metal tube surface as “structured to maintain a positive or negative
pressure”. This is supported at Col. 2, line 18-20. Also Col. 3, 26-28. This
claim is accordingly allowable over both the 35 USC §102 and §103
references.

Claim 25, which is new, is supported by Figures 3 and 5, and at Col.
1, line 47-54, Col. 3, line 12-19, and Col. 4, lines 4- 17. The claim is
allowable for the reasons that it teaches multiple tube capable of being
operated under positive or negative pressure. Further the claim teaches
the multiple tubes are align in a planar axis of orientation. The tubes may

have multiple layers of jacketing.

10
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The Patent Owner’s invention is a jacketed metal pressure tube
containing a tear cord positioned between the outer diameter of the
continuous, smooth, solid metal tube wall and the inside diameter of the
jacket. The tubes are used in the downhole oil and gas industry,
particularly for Intelligent Well Systems (IWS) and downhole well
monitoring equipment and components. The declaration of Roy Torrance
states in paragraph 5 that:

“System reliability is of critical importance to the
commercial success of companies providing IWS and
downhole monitoring systems. The integrity of the
seals between the tubes, which contain high
pressure hydraulic fluid, and the housing of the in-
well IWS control valves, is essential for system
reliability. In the case of electrical conductors that are
encased in high pressure metal tubes (within the
industry commonly referred to as TEC or Tubing Encased
Conductor), the integrity of the seals between the tube
and the housing for the electronic monitoring and control
device are also essential to avoid the electrical system
experiencing short circuit failure caused by fluid ingress.

In both cases the seals between the tube and the
housings of the devices are metal to metal
compression ferrule fittings that grip the tube for
pressure containment. For the seal to work
effectively it is paramount that the sealing
surfaces are free from any scratches, scores, or
gouges and that the tube is round.” (Emphasis
added)

11
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CLAIM REJECTION - 35 USC § 102
Claims 1, 4, 5, 11, 13 and 24 have been rejected as anticipated by
Hurley et al. 7,113,680. The Patent Owner traverses this rejection.

Amended claim 1 reads as follows:
1. (Currently amended) A jacketed metal tube comprising
a metal tube, an outer first protective jacket adjoining and
surrounding the metal tube, and a tear cord positioned
between the metal tube and the outer protective jacket
characterized wherein the protective jacketed metal tube
is for use in downhole applications relating to
hydrocarbon extraction, wherein the protective
jacketed metal tube has a wall which is of hollow
cylindrical shape and is smooth walled, solid,
substantially straight, continuous, without break or
interruption, is structured to be hermetically sealed,

maintain a positive or negative pressure, and is

structured for connection to hermetically sealing
compression fittings to convey fluids downhole, and
in that the tear cord is positioned proximate to an outer
surface of the metal tube and inside the diameter of the
outer first protective jacket and is able to be pulled back
to create a slit in the protective jacket and to allow the
protective jacket to be separated from the metal tube
without damage to the metal tube surface. (Emphasis
added)

Focusing upon the limitations pertaining to the tubing, it is the Patent
Owner’s position that all of the limitations enumerated in amended claim 1
are based upon the text of the Detailed Description of Disclosure of the
Torrance '565 patent. Each tube is surrounded by a protective jacket. Col.
1, line 41-45. The Detailed Description of the Disclosure states at Col. 2,

12
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lines 7-8 that the “tubing walls are smooth and solid”. The tube is
described as having solid walls. The tubing wall is described as having a
thickness that may be between 0.016 inch (or smaller) to 0.083 inch. The
tubing can be placed under pressure or vacuum. Col. 2, line 17-18.
The tubing has an annular or duct-like structure. See Col 2, lines 6-9 and
Figure 1. It is therefore ring shaped forming an enclosed passage to
convey a substance such as a liquid or a gas under pressure or vacuum.
The structure is a tube, i.e., a hollow cylinder, especially one that conveys
a fluid or functions as a passage. Col. 2, line 5-17.

The smooth solid metal tube wall of the Patent Owner’s disclosure is
further described as forming an hermetic seal, i.e., it is impenetrable to
fluids. Col. 2, line 48-56 and Col. 3, line 60-64.

“The jacketed tubes are hermetically sealed. The tubes, which may
be 1 inch in diameter, are joined using compression fittings.” Abstract and
Col. 2, line 50-56. Note that a “good uniform sealing surface is important
in making an hermetically sealed connection.” (Emphasis supplied) To
form an hermetic seal, the tube wall must be impenetrable to fluids.

Accordingly, the tubing subject of the Torrance ‘565 patent is a
smooth, solid (i.e., continuously walled without break or interruption),
cylindrical shaped tubing that can be pressurized (negatively or positively),
is impenetrable to fluids and is bendable. The tube described in the
original disclosure therefore meets the amended text of claim 1. See also
Torrance ‘565, Figures 1 and 2 as well as Figure 3, reference 11 and
Figure 5, reference 33.

The Examiner asserts that Figure 4 of Hurley and the corresponding
disclosure of Hurley ‘680 shows a jacketed metal tube device having all the
limitations as recited in claims 1, 4, 5, 11, 13 and 24 of the Patent Owner’s
U.S. Patent No. 7,581,565 (Torrance ‘565). The Patent Owner respectfully
traverses this assertion.

It is important to identify what is illustrated in Figure 4 of Hurley. It
illustrates a separation element (52). Col. 8, line 33-37. “For a cable jacket

13
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(50) formed of PVC ..., separation element (52) can be formed of a
polyester such as a MYLAR fiim ... .” Col 8, line 45-48.

In regard to claim 1, the Examiner asserts (and using the
specification of Hurley) that a first protective jacket (50); a smooth, solid
wall metal tube (52) (col. 10, lines 47-50, “separation layer can be formed
from an armor layer, for example, a metal or dielectric layer that may be
formed as one or more pieces”) and a tear cord (54) (Col. 5, lines 1-3,
“Fiber optic cable (20) also includes . . . an optional ripcord (54) for
facilitating removal of cable jacket (50)".

It is the Patent Owner’s position that Hurley ‘680 does not disclose a
“smooth solid wall metal tube”. Hurley discloses an armor layer preferably
possessing a smooth interior surface. Col. 13, line 29-31. ltis true that
Hurley ‘680 discloses a separation layer (52) comprising an armor layer as
of one or more pieces. Hurley shows us the single piece separation

layer in Figure 8.

’

It is an helically wound “ribbon like” single piece of metal, i.e., “one
or more pieces”. It is not the “smooth solid wall metal tube” claimed by the
Patent Owner. See claim 1. It is certainly not the metal tube described in
the Patent Owner’'s amended claim 1, i.e., “the metal tube has a wall which
is of hollow cylindrical shape and is smooth, solid, substantially straight,

continuous, without break or interruption, is structured to be

14
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hermetically sealed, maintain a positive or negative pressure, and is

structured for connection to hermetically sealing compression fittings to
convey fluids downhole”. Please note all of the above listed limitations in
amended claim 1 appear in the original specification of Torrance ‘565.

Hurley does not teach a pressure tube, i.e., a tube that can maintain
a negative or positive pressure. The tube cannot be hermetically sealed.

Hurley removes all doubt regarding the structure of the flexible
armor layer, stating it “preferably includes a smooth inner surface for
contacting bundles (42) and/or optical fibers (44). For example, CPID
interlock armor available from Eastern Wire & Conduit of Ontario,
Canada; however, other suitable armor may be used for separation layer
(52).” Col. 13, line 32-34. (Emphasis added)

The CPID interlock armor has an outer ridged surface. It is
fabricated from a single piece of metal helically wound around fiber
bundles. Each winding of the armor constitutes a break or interruption in
the surface. It does not contain a smooth solid outer layer. It cannot be
hermetically sealed. Due to its unsealed helically wound construction, it
cannot be pressurized or contain a vacuum. It possesses none of the
characteristics of the Patent Owner’s jacketed tubes. See paragraph 24 of
the Declaration of Jody James, co-inventor of the Torrance ‘565 patent,
and Exhibit A. Also see Exhibit A-7, comprising product literature for CPID
armor jacketed cable as cited in the Hurley ‘680 patent.

The Jody James declaration in its relevant part (paragraph 24)
states:

“This product is intended to provide physical
protection from mechanical damage, but the corrugated
outer surface (of the CPID armor jacketed cable) is not
designed to create an hermetic seal. This armor
layer is unable to perform as a substantially straight,
continuous, smooth wall metal tube, without break or

interruption and structured to create an hermetic seal

15
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under positive or negative pressure.” (Emphasis
added)

Hurley ‘680 does not teach a cable as claimed in claim 1 of Torrance
‘665 “wherein the protective jacketed metal tube has a wall which is of
hollow cylindrical shape and is smooth walled, solid, substantially
straight, continuous, without break or interruption, is structured to be
hermetically sealed, maintain a positive or negative pressure, and is
structured for connection to hermetically sealing compression fittings
to convey fluids downhole”.

The cable subject of the Hurley ‘680 patent cannot be hermetically
sealed nor maintain a positive or negative pressure.

All of the claims subject of 35 USC §102 rejection are dependent
upon claim 1. For the reasons stated above, claim 1 is allowable. ltis

respectfully requested that the §102 rejection be withdrawn.

CLAIM REJECTION - 35 USC §103

The Examiner asserts claims 1-5, 8, 10-17, 21 and 22 are obvious
over Morgan 3,526,086 in view of Gareis et al. 5,557,698. Claims 8 and 17
have been cancelled without prejudice. The Patent Owner vigorously
traverses this rejection on several grounds.

Taking the Examiner’s arguments in order, it is asserted that the
helically wound device of Morgan is “basically the same” as the straight
jacketed metal tube described in claims 1-5, 8, 10-17, 21 and 22. This is
incorrect. The wound structure of the conduit of Morgan *086 is shown
below as Figure 2. The continual twisting of the conduits subjects them to
deformation. It is not possible to install compression fittings on tubing
having a deformed circumference. The circumference needs to be round.
See Torrance ‘565 at Col. 2, line 38-41, and stating “(d)eformation of the
tubing surface may compromise the seal of the compression fitting

16
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intended to block fluids or contaminants from entering the housing even if
the tubing wall is not breached”. Also see paragraph 4 of the declaration
of Mark Watson. (Exhibit D) Mr. Watson speaks of the tube surface being
unacceptably deformed by sanding the tube surface with emery paper.
This sanding was conducted to remove scores and nicks in the tube
surface. See also the declaration of Jody James, paragraph 25 (Exhibit A)
stating:
“l am familiar with the patent of Morgan 3,526,086

and Dupont et al. 6,472,614. Both teach spirally

wrapping multiple tubes around a central core or

axis. This would require the tubes to be bent.

Bending the tubes can alter or deform the tube

circumference. The tubes, even if unwrapped from the

spiral configuration, would likely be unsuitable for fitting

the tube with a compression fitting. A compression

fitting used for creating an hermetical seal as taught

by Torrance ‘565, requires a round, undeformed tube

circumference.”

MORGAN FIGURE 2
Figure 2 of Morgan ‘086 (above) illustrates the helically wound group
of conduits. Compare this to Figure 5 of Torrance ‘565 illustrated below.

The tube of Torrance ‘565 are straight.

17

HUATONG EXHIBIT 1006
Page 62 of 413



90/020,065
Response to First Office Action on Reexamination mailed May 21, 2014

/D \-
VAN \
\
/ \
// \ \
//: \\ / A o
/ \) // / N T
I f\\
7 T e \
{ T T

Figure 5

TORRANCE ‘565 FIGURE 5

An end view of the helical wound conduit shown in Morgan Figure 2
is illustrated in Figure 3 below. Reference (20) of Figure 3 represents a

cross sectional view of one of the strands, e.g., reference (17), depicted in
Figure 2.

GEORGE

MORGAN FIGURE 3
Contrast the helically wound conduit of Morgan ‘086 with the
straight, axially aligned tubes of the Patent Owner’s structure (Torrance

‘5665) shown above in Figure 5 and on the following page in Figure 3. The
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tubes of Torrance ‘565 are straight and not subject to deformation due to
helically winding. Therefor the tubes of Torrance ‘565 are suitable for fitting
with compression fittings. Visual observation confirms the tubes of
Torrance ‘565 are not the same as Morgan ‘086. The tubes of Morgan ‘068
are twisted about an axis. The tubes of Torrance ‘565 are straight.

Twisting deforms the tube. Bending causes the tube circumference
not to be round. This destroys the value of the tube. See declaration of
Roy Torrance at paragraph 5 (“it is paramount ... that the tube is
round”), declaration of Jody James at paragraph 25 (“A compression fitting
used for creating an hermetical seal ... requires a round, undeformed
tube circumference.”). See also the declaration of Mark Watson (Exhibit
D) stating (a)fter removal of the outer jacket it was common practice to
polish the surface of the tube with emery cloth to eliminate scoring on the
sealing surface caused by the scraping of the blades along the sealing
surface. The polishing operation can compromise the sealing surface
in that the diameter of the tube is reduced and the tube can become oval
by the sanding and polishing operation.”

"r

\

7
Figure 3

TORRANCE ‘565 FIGURE 3
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The Examiner asserts that Morgan Figure 3 and the corresponding
disclosure of patent 3,526,086 (hereinafter Morgan ‘086) shows a jacketed
metal tube device that is basically the same as that recited in Claims 1-5, 8,
10-17, 21 and 22. The Patent Owner respectfully traverses this assertion.

The Examiner describes Morgan ‘086 as follows: “A flexible
underwater line having a plurality of conduits laid in a spiral
configuration about a central core member, which member may be a
conduit or a high tensile strength cable. Where the central core member is
conduit, high tensile strength cables may be situated axially along said
conduit. A flexible protective sheath surrounds the spiral
configuration in order to bundle the structure.” In contrast, Torrance
‘565 is not wound about a central core member. This is evident from
Figures 3 and 5 (shown above) of Torrance ‘565.

Further, examination of the claims discloses that Morgan ‘086 is not
the same as Torrance ‘565. Claim one of Torrance pertains to “a jacket
adjoining and surrounding the metal tube”. Morgan teaches embedding of
a plurality of tube within several layers of elastomeric substance including
foamed elastomeric substances. See Morgan ‘086 Abstract of
Disclosure and Col. 4, lines 20-30. See references 30 and 31 of Morgan
Figure 3 showing two compositions of elastomeric substance. Note also
the tubes of Morgan ‘086 do not abut the inside surface of the outer jacket
or sheath 32. It is therefore uncertain where a tear cord would be placed.
(Of course, Morgan ‘086 does not teach using a tear cord.)

The outer sealing surface of the smooth wall metal tube is critical to
the operation of patent Torrance ‘565. The jacket is immediately in contact
with the smooth wall metal tube. See Torrance Figure 1 below. See also
Morgan Figure 3 and Torrance Figure 3. Embedding the tube in an
elastomeric substance illustrated in Morgan would result in the residue of
the elastomeric substance clinging to the surface of the tube. It would
therefore not be possible to attach a compression fitting to the tube. The
whole purpose of the Patent Owner’s endeavor would be frustrated.

20
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TORRANCE ‘565 FIGURE 1

The above clearly shows that Morgan ‘086 is not the same as
Torrance ‘565. Figure 1 of the Torrance ‘565 patent shows a straight tube
and tear cord immediately proximate to the surrounding protective jacket.

The Examiner acknowledges that Morgan ‘086 does not disclose
tear cords. What is important here is that, ignoring the issue of tear cords
for the moment, the conduit of the Morgan’086 is not the jacketed tube
subject of the Patent Owner’s patent Torrance ‘565. They are two different
objects.

Patent 7,581,565 (Torrance ‘565) describes a protective jacket
adjoining and surrounding a smooth solid wall metal tube having an outer
sealing surface. The smooth solid wall metal tube is not embedded in an
elastomeric substance with an overlaying jacket. Contrast with Morgan
‘086. Morgan ‘086 describes a sheath surrounding an elastomeric
substance in which one or more conduits are embedded. Note the
elastomeric substances, absent from Torrance ‘565, are critical to Morgan
‘086. The elastomeric substances provide lubricity and cushioning
between the conduits spirally wound around a core member. (Clearly the
spirally wound tubes are moving and bending. Recall the declaration of
Jody James (Exhibit A) at paragraph 25 and the admonition against
bending the tubes.
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Morgan teaches use of two separate elastomeric substances adjoin
each tube to facilitate this movement and bending. Morgan ‘086 Col. 4,
line 10-27. See Figure 3 of Morgan, reference items 30 and 31.

Looking at the subject differently, if you remove the protective jacket
from the Torrance ‘565 cable, you immediately see the tube. If you remove
the jacket from Morgan ‘086, you see a continuous surface of elastomeric
foam. You must remove the foam to find the tube or conduit. This step is
not required with Torrance ‘565.

The Torrance ‘565 patent is described in claim 1 as

1. A jacketed metal tube comprising a metal tube, an outer
first protective jacket adjoining and surrounding the metal
tube, and a tear cord positioned between the metal tube
and the outer protective jacket characterized wherein the
protective jacketed metal tube is for use in downhole
applications relating to hydrocarbon extraction, wherein
the protective jacketed metal tube has a wall which is
of hollow cylindrical shape and is smooth walled,
solid, substantially straight, continuous, without
break or interruption, is structured to be hermetically
sealed, maintain a positive or negative pressure, and
is structured for connection to hermetically sealing
compression fittings to convey fluids downhole, and
in that the tear cord is positioned proximate to an outer
surface of the metal tube and inside the diameter of the
outer first protective jacket and is able to be pulled back to
create a slit in the protective jacket and to allow the
protective jacket to be separated from the metal tube
without damage to the metal tube surface. (Emphasis
added)

Recall the tubes of Morgan ‘086 are spirally wound around a
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strength member. There is danger that the wound conduit will become
deformed around the strength member. It may not be possible to unbend
the conduit. The deformed surface may be unsuitable for an hermetical
sealing surface. See paragraph 25 of Jody James’ declaration (Exhibit A).
The bending and distortion of the tubes is a limitation of the patent
6,472,614 issued to Dupont et al. and discussed below. (Torrance ‘565
also warns that deformation of the tube surface may compromise the ability
to form a compression seal on the tube surface. Col. 2, line 38-41.)
Figure 3 of Morgan ‘086, being a cross sectional image of the
conduit is reproduced below. It will be appreciated from the above
description that a elastomeric substance, 30 and 31, completely

surrounding the conduits.

GEORGE. §

MORGAN FIGURE 3

Contrast Figure 1 of Torrance ‘565.
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TORRANCE ‘565 FIGURE 1

Torrance Figure 1 clearly shows the jacket 2, the conduit 1 and the
tear cord 3. Specifically, the conduit 1 is not embedded in a foamed
elastomeric substance. The tear cord is between the inside diameter of
said jacket and the outer surface of said tube. Nothing hinders the
operation of the tear cord cleanly pulling the jacket from metal tube. See
claim 1.

The Patent Owner also believes it is clear that Morgan ‘086 does not
make Claim 12 (as amended) obvious. Claim 12 currently states:

12. (Currently amended) A jacketed metal tube of claim 1
comprising one or more steel ropes within one or more
protective jackets surrounding a smooth solid wall metal
tube and a tear cord wherein the tear cord is positioned
next to each steel rope and metal tube wherein the rope
has the same axis of orientation as the metal tube and
is positioned adjacent to the metal tube within the
protective jacket whereby each tear cord can be pulled
back to create a slit in the protective jacket and to allow
the protective jacket to be separated from the steel rope
and metal tube without damage to the metal tube surface.

(Emphasis supplied)
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Claim 12 is illustrated by Figure 5 (see page 13 above) of Torrance
‘665. The planar orientation of the tubes and steel ropes is illustrated.
The Patent Owner also asserts claim 25 (new) is not made obvious
by Morgan ‘068. Claim 25 states as follows:
25. (New) A jacketed metal tube of claim 1 comprising a
plurality of substantially straight metal tubes with the
same planar axis of orientation wherein at least one
tube is surrounded by separate protective first jackets
and a tear cord is positioned between each first metal
tube and the protective first jacket and further comprising
a protective second jacket surrounding the first jacketed
metal tubes wherein each jacketed tube contains a
second tear cord between the outer diameter of the first

jacket and inside the second outer protective jacket.

Claim 25 is illustrated by Torrance ‘565 Figure 3 shown on page 17
above. This tubing is described at Col. 3, line 12-18 of the Specification.
The Specification describes the multiple tubes as “stacked one on top of
the other”. This creates a flat configuration, minimizing the width that will
be taken up in a well bore. This is distinct from the helically or spirally
wound configuration of tubes taught by Morgan ‘068.

The Examiner cites Gareis for teaching the use of tear cords.
Gareis ‘698. The Examiner states “it would have been obvious to one of
ordinary skill in the art at the time the invention was made to incorporate
ripcords next to any of the internal structures of the Morgan ‘086 multi-
conduit line to allow access to said internal structures through the
protective layers without the use of a cutting tool, e.g., next to any of
central core tube (22), tubes (24), steel cables (36) and conduits (28).” But
it is the Patent Owner’s position that Morgan does not disclose the
structure of Torrance ‘565.
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Gareis '698 teaches fiber optic and electrical cable. See Figures 12
through 14 above. It is teaching a fiber optic cable surrounded by two
insulated braided conductors. Gareis ‘698 is not talking about tear cords.
Their purpose and function is not disclosed. They are there as an unused
appendage. They are not germane to invention of Gareis. Garies ‘698
does not teach their use.

Further in Gareis, there is no solid wall metal tube which must be
protected from damage from an open blade. Gareis ‘698 merely teaches
placing a tear cord between a jacket and a coaxial (braided) conductor.
(Col. 5, line 47-49) This is structurally different than the Torrence ‘565
patent. Torrance ‘565 places a tear cord immediately adjacent to a smooth
wall metal tube which, in turn, is positioned immediately beneath the jacket
to be removed. There is no motivation, suggestion or teaching within
Gareis ‘698 regarding the purpose of the tear cord to protect anything.

This is a critical element for an obviousness rejection. Surprisingly, Gareis
‘698 does not explain the purpose of the tear cord. It is certainly not to
protect a smooth wall metal tube used to create an hermetical seal with a
compression fitting. As already noted, the Gareis ‘698 structure consists of

a flexible jacket over a braided electrical conductor. See Figure 1. The
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strength member of the cable is centrally located. See item (51) in Figure
14. See also Col. 6, line 26-29.

It is indisputable that neither Morgan ‘086 nor Gareis ‘698 disclose
anything pertaining to protecting a metal conduit or metal tube surface
when removing an outer covering. The topic is not mentioned.

With due respect to the Examiner, it is the Patent Owner’s position
that Gareis ‘698 teaches or suggests nothing to the skilled practitioner
relevant to the invention subject of the Torrance ‘565 patent, i.e. a jacketed
tube comprising a metal tube, an outer jacket surrounding the metal tube.
As already noted there is absolutely no teaching, suggestion or motivation
to combine the references. As stated in by the Federal Circuit (post KSR)
in Ortho-McNeil v. Mylan Lab, 520 F.3d 1358, 1364 (Fed. Cir. 2008) “a

flexible (teaching suggestion motivation) test remains the primary guarantor

against a non-statutory hindsight analysis such as occurred in this case.”
Looking directly at KSR, “(i)t is clear from cases such as Adams, a patent
composed of several elements is not proved obvious merely by
demonstrating that each of its elements was, independently, known in the
prior art.” KSR International Co. v. Teleflex, Inc., 550 U.S. 398, 418 (2007)
and citing US v. Adams, 383 U.S. 39, 40 (1966). Further, quoting KSR “it

can be important to identify a reason that would have prompted a person of

ordinary skill in the relevant field to combine the elements in the way the
claimed new invention does. This is so because inventions in most, if not
all, instances rely upon building blocks long since uncovered, and claimed
discoveries almost of necessity will be combinations of what, in some
sense, is already known.” KSR, supra.

As disclosed in the declarations of Mark Watson at paragraph 7
(Exhibit D), Michael Beleau at paragraph 5 (Exhibit E) and Shawn Calhoun
at paragraph 5 (Exhibit F), there was obviously no teaching or suggestion
to combine the references. This can be confidently asserted because there
was an industry search to find a solution to the problem of removing
protective jackets from pressure tubes without damaging the tubes or
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injuring the workers. Until introduction of the Patent Owners trademarked
product Safety-Strip, there was no solution to this industry problem. See
the third and fourth paragraphs of the declaration of Michael Krejci (Exhibit
H). See also paragraphs 4 and 5 of the declaration of Steve Kelly (Exhibit
).

It is the Patent Owner’s position that a combination of Morgan ‘086
and Gareis ‘698 would not create the structure of Torrance ‘565 (Safety-
Strip). It is respectfully suggested that this is obvious from a review of
Figures 1, 3 and 5 of Torrance ‘565 in comparison to Figure 2 of Morgan.
Attention is directed to pages 17, 18 and 20 above. It is urged that claims
1-5,10-17, 21 and 22 are therefor allowable.

Claims 6 and 9 have been rejected under pre-AlA 35 U.S.C. 103(a)
as unpatentable over Morgan ‘086 in view of Gareis ‘698 and further in
view of Okada et al. 6,236,790.

Okada '790 et al discloses another fiber optic cable. The cable is
ilustrated in Figure 4 (next page). Okada does not contain a metal tube or
conduit. The fibers are contained within a belt shaped material (3) that is
folded into a cylindrical shape. The cylindrical shaped structure is
constructed of nonwoven fabric tape or plastic tape. Col. 3, line 53-62. It
is not a metal tube. Tension members (2) and rip-cords (8B) are

embedded within a sheath that surrounds the fiber optic cable.
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As clearly illustrated in Figure 8 of Okada 790, the operation of the
tear cords (8B in FIG. 4) do not cleanly remove the sheath from the fabric
or plastic tape (4 in FIG.4). The tear cords are not in communication with
the cylindrical shaped tape. FIG. 8 clearly shows residue of the sheath
remains after the tear cords are pulled away. See Figure 8 wherein the

tears (9) do not extend to the surface of the cylindrical shaped tape (7).

FIG.8

Again there is no smooth wall metal tube surrounded by a jacket.
The cable of Okada 790 is structurally different from the Torrance ‘565
patent. These differences are not insignificant. Instead of laying proximate
to the smooth wall metal tube beneath the jacket of the tube, “the two rip
cords 8B are in mutually symmetrical positions with respect to the center or
(sic) the fiber ribbons (1) of the cable (10B).” This means that that
utilization of the rip cords does not remove all of the sheath from the
cylinder containing the fiber optic cable or ribbons. This is clearly shown in
Figure 8. Figure 8 shows the tears (9) in the sheath (5) from removal of the
rip cords.

Note not all of the sheath is removed from the cylinder material.
This may not be a problem for the technician working with the Okada fiber
optic cable, but it would be of great concern to the worker on an oil rig
platform utilizing the Torrance ‘565 tubing. If the cylinder was analogous to

the smooth wall metal tube of the ‘565 patent, there would be unacceptable
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residue of cable jacket that would have to be somehow removed before a
compression fitting could be positioned.

Okada also does not meet the limitations of Patent Owner’s claim 1,
i.e. it is not “able to be pulled back to create a slit in the protective jacket
and to allow the protective jacket to be separated from the metal tube
without damage to the metal tube surface.” The jacket is only partially torn
away from the tube. We cannot assume that the remainder will be simply
pulled away. It may have to be cut. Cutting the jacket is the problem that
the Torrance ‘565 patent solves.

Again, it is the Patent Owner’s position that Okada fiber cable is
structurally different that the Torrance ‘565 cable. Because of the structural
differences, the Okada ‘790 patent is not prior art under section 103(a).
Stated differently, Okada ‘790 does not motivate, teach or suggest anything
to the person skilled in the art of jacketed smooth wall metal tubes. Okada
790 does not identify a reason that would have prompted a person of
ordinary skill in the art to combine the elements the way the Torrance ‘565
does. It would not be common sense to utilize a component that left
residue of the jacket upon the smooth wall tube or required the jacket to be
cut away.

Equally important, it is respectfully noted that the Examiner has not
offered any explanation why the skilled practitioner would combine Okada
790 with Morgan ‘086 and Gareis ‘698.

Further, claims 1, 7, 18-20, 23 and 24 are rejected under pre-AlA 35
U.S.C. 103(a) as being unpatentable over 6,472,614 to Dupont et al in view
of Gareis ‘698.

Dupont ‘614 teaches an umbilical comprising one or more steel rods
wound helically along with helically wound steel tubes. See Abstract. As

stated, the steel tubes 2 are helically wound around a core 1.
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DUPONT ‘614 FIGURE 2

Dupont discloses at Col. 1, line 49-62, that the steel tubes are
plastically deformed by the winding and do not unwind. This makes
Dupont structurally different that the Torrance ‘565 patent. As consistently
shown in Figures 1, 3 and 5 of the Torrance ‘565 patent, the tubes are
straight and not deformed.

Torrance ‘565 teaches that the tubes must be protected from
deformation. See Torrance ‘565 at Col. 2, line 38-41 stating “Deformation
of the tubing surface may compromise the seal of the compression fitting
intended to block fluids or contaminants from entering the housing even if
the tubing wall is not breached.”

This structural difference is significant. In the Torrance ‘565 patent,
the tubes must be separable as individual tubes are routed to different
equipment. Further, the deformed tubes may not be fitted with
compression fittings to form hermetic seals. The deformed tubes may not
be suitable for use with compression fittings. It is dependent upon the
radius of the bend. See the declaration of Jody James (Exhibit A) at
paragraph 25. See also the declaration of Roy Torrance (Exhibit M) at
paragraph 5.

Accordingly, Dupont ‘614 is not prior art to the Torrance ‘565 patent.

It is structurally different.
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Figure 3

TORRANCE ‘565 FIGURE 3

See Figure 3 of the Torrance ‘565 patent showing tear cords (22)
and (15) for removal of protective jackets (12) and (23) from tube (11).
Note also that the tubes are not helically wound or deformed. A
combination of Dupont ‘614 and Gareis ‘698 would clearly not create the
structure of Torrance ‘5665. Therefor claims 1, 7, 18-20, 23 and 24 are
allowable.

The Patent Owner has amended the claims to add claim 25. This
claim is directly supported by Figure 3 of the Patent Owner’s specification.
Claim 25 discloses a plurality of tubes. Unlike Morgan and Okada, the
tubes are not helically wound. The tubes are shown in a single plane. The
tubes are linearly aligned with each other forming a flat package or “flat
pack”. See Figure 3. See also the declaration of Jody James (Exhibit A) at
paragraph 8.

Referencing Torrance ‘565 Figure 3 above, claim 25 provides that at
least one tube (11) contains a first jacket (23) and a second jacket (12). A
tear cord (15) is positioned in communication between the tube (11) and
the first jacket (23) wherein the tear cord is located in between the outside
surface of one tube and the inside diameter of the first protective jacket.

The second tear cord is located between the outside diameter of the first
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protective jacket and the inside diameter of the second outer jacket. The
tube package of claim 25 is not disclosed by any of the prior art cited
by the Examiner.

Further, it will be appreciated that Morgan ‘086 and Dupont ‘614
disclose a totally different structures than Torrance ‘565. This is evident
from comparison of Torrance ‘565 Figure with Morgan and Dupont.
Torrance Figure 3 shows multiple tubes positioned in a flat plane. At least
one tube is independently jacketed. Morgan and Dupont spirally winds the
tube around an axis. None of the tubes are independently jacketed.
Torrance ‘565 is a distinct structure from both Morgan and Dupont.
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NON-ANALOGOUS ART

It is the Patent Owner’s position that Gareis ‘698 and Okada 790
are not proper references against the Patent Owner’s invention. A
rejection under 35 U.S.C. § 103 cannot be based on non-analogous
art. Innovention Toys, LLC, v. MGA Entertainment, Inc., 637 F.3d 1314
(Fed. Cir. 2011); In re Bigio, 381 F.3d 1320 at 1325 (Fed. Cir. 2004); In re
Clay, 966 F.2d 656 at 658 (Fed. Cir. 1992). The test for analogous art is

very specific. Art is non-analogous unless it is: (1) from the same field of

endeavor as the claimed invention; or (2) reasonably pertinent to the
particular problem faced by the inventor. In re Bigio, 381 F.3d at 1325; In
re Wood and Eversole, 599 F.2d 1032, 1036 (CCPA 1979).

It is the position of the Patent Owner that Gareis 5,557,698 and

Okada 6,236,790 references are non-analogous art. First, Gareis ‘698 and

Okada 790 are not in the same field of endeavor as the claimed invention.
The field of endeavor of the Patent Owner is the removal of

protective jackets from hollow pressure tubes used in downhole operations

while protecting the tube surface. The Abstract of Torrance ‘565 states:

“The disclosure pertains to installing a tear cord between
a metal tube and a protective jacket. The jacketed tubes
may be used in a hydrocarbon production downhole well
bore. The tubes may be used to furnish hydraulic fluid or
chemicals into the well bore. The contents may be
pressurized or under vacuum. The jacketed tubes are
hermetically sealed. The tubes, which may be 1 inch in
diameter, are joined using compression fittings. Tear
cords are used to facilitate removal of the protective jacket
without damage to the tube surface thereby facilitating the
placement of compression fittings and maintaining the
integrity of the tube wall.”
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See also paragraph 5 of the declaration of Roy Torrance
stating:

“System reliability is of critical importance to the
commercial success of companies providing IWS and
downhole monitoring systems. The integrity of the
seals between the tubes, which contain high
pressure hydraulic fluid, and the housing of the in-
well IWS control valves, is essential for system
reliability. In the case of electrical conductors that are
encased in high pressure metal tubes (within the industry
commonly referred to as TEC or Tubing Encased
Conductor), the integrity of the seals between the tube
and the housing for the electronic monitoring and
control device are also essential to avoid the
electrical system experiencing short circuit failure
caused by fluid ingress. In both cases the seals
between the tube and the housings of the devices are
metal to metal compression ferrule fittings that grip the
tube for pressure containment. For the seal to work
effectively it is paramount that the sealing surfaces are
free from any scratches, scores, or gouges and that the

tube is round”.

Claim 1, as amended, of Torrance ‘565 states

1. (Currently amended) A jacketed metal tube
comprising a metal tube, an outer first protective jacket
adjoining and surrounding the metal tube, and a tear
cord positioned between the metal tube and the outer
protective jacket characterized wherein the protective
jacketed metal tube is for use in downhole
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applications relating to hydrocarbon extraction,
wherein the protective jacketed metal tube has a wall
which is of hollow cylindrical shape and is smooth
walled, solid, substantially straight, continuous,
without break or interruption, is structured to be
hermetically sealed, maintain a positive or negative
pressure, and is structured for connection to hermetically
sealing compression fittings to convey fluids downhole,
and in that the tear cord is positioned proximate to an
outer surface of the metal tube and inside the
diameter of the outer first protective jacket and is
able to be pulled back to create a slit in the protective
jacket and to allow the protective jacket to be
separated from the metal tube without damage to the
metal tube surface.

Succinctly stated, Torrance ‘565 is for a downhole protective
jacketed metal pressure tube wherein the jacket can be safely removed
from the tube without damaging the tube surface. This allows the outer
wall of the metal tube (sealing surface) to be used for creating an hermetic
seal. Although spoolable, the tubes are maintained substantially straight to
prevent deformation from small radius bends. That is the problem that is
addressed by Torrance ‘565.

In contrast, Gareis ‘698 provides a coaxial fiber optic cable within a
single cable construction. The cable is for the telecommunications for
combining broadband with fiber optic digital signals or fiber computer
networks. Col. 3, line 1-40. The cable has particular use as an electronic
news gathering camera cable extension lead with fiber video signal links
and metal power links. Col. 2, line 57-62. Several embodiments are
disclosed. Typical is the embodiment illustrated in Figures 9-11. The cable
comprises a jacket (36) and its core (32) contains a central strength tube
(51). Surrounding the strength tube are a plurality of buffer tubes (49). A
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strength member (53) surrounds the buffer tubes (49) and optical fiber
jacket surrounds and contact the strength member (53). The strength
member is braided or served aramid yarn. The fiber optic jacket (36) is
also constructed with a ripcord (54). Therefore the cable has three ripcords
(54). An inner conductor (37) is placed around the jacket (36), dielectric
jacket (39) surrounds the conductor (37), the outer coaxial conductor (38)
surrounds the jacket (39), a ripcord (54) is between conductor (37) and
jacket (39), strength member (48) surrounds the conductor (38), cable
jacket (42) surrounds the conductor (38) and a ripcord (54) is between the
strength member (48) and the jacket (42). The properties or composition of
the jacket or rip cord are not disclosed. Gareis ‘698 Figures 9-11 and Col.
6, line 23-47.

To summarize, Gareis ‘698 pertains to coaxial fiber optic cable
containing both fiber optics and electrical conductors in a single axis cable
for use in the computer and telecommunication industry and specifically
with video cameras.

Okada 6,236,790 pertains to an optical-fiber cable capable of being
manufactured at lower cost and providing a method of manufacturing this
fiber. There is provided an optical-fiber cable that comprises an optical
fiber, and a cylinder body which is made from a cylindrically formed belt-
shaped material and which accommodates the optical-fibers. The cable
may comprise a tension member disposed at the outside of the cylinder
body and a sheath which covers the outside of the cylinder body and the
tension member. The cable may also comprise a rip cord which is
disposed at the outside of the cylinder body within the sheath. Okada ‘790
at Col. 2, line 12- 46

Again to summarize, Okada 790 pertains to fiber optic cable
wherein the fiber optic fiber is surrounded by a flexible cylinder formed from
plastic or fabric tape material. The cylinder is surrounded by a sheath. A
tension member and tear cord can be embedded in the sheath.

It is clear the USPTO bears the burden of establishing that the art is
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analogous. “While the scope of any field of endeavor will vary with the
factual description of each invention, that variability does not equate with
ambiguity and absence of a neutral standard. To the contrary, substantial
evidence must support the PTO's factual assessment of the field of
endeavor.” In re Gartside, 203 F.3d 1308 at 1315 (Fed. Cir. 2000). In
other words, the PTO must show adequate support for its findings on the
scope of the field of endeavor in the application's written description and
claims, including the structure and function of the invention.” In re Bigio,
381 F.3d 1320, 1326 (Fed. Cir. 2004). See Application of Wood, 599 F.2d
1033 at 1036 (C.C.P.A. 1979) (confining the field of endeavor to the scope
explicitly specified in the background of the invention); see also In re
Deminski, 796 F.2d 437 at 442 (Fed. Cir. 1986) (determining that the cited

references were within the same field of endeavor where they "have

essentially the same function and structure").

In re Deminski, supra, the court upheld that references pertaining to
horizontally reciprocating, double-acting piston devices for moving fluids
were within the field of the inventor’s endeavor, i.e., double-acting high
pressure gas transmission compressors. As stated, the Federal Circuit
determined the devices had essentially the same function and structure.
Morgan ‘086 and Dupont ‘614, each being spirally wound, clearly do not
have the same structure or function as Torrance ‘565. Morgan and Dupont
are not analogous art.

In Application of Wood, supra, the Federal Circuit found the 103

reference to be within the inventor’s field of endeavor after looking at the
inventor's specification, particularly the Background of Invention. The
specification stated the field of art to which the invention pertains includes
the art of internal combustion engines and more particularly to such art as it
applies to fuel and air inductions systems. A device for reducing pollution
in automobile exhaust by maintaining the speed of the air-fuel mixture
though the venturi throat at sonic velocity over a wide range of intake

manifold conditions was deemed to be within the same area of endeavor,
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i.e., control of a fuel and air induction system.

In the instant case, the Torrance ‘5665 Summary of Disclosure states
“(t)he disclosure pertains to installing a tear cord between a solid wall metal
tube (hereinafter “tube”) and a protective jacket. The jacketed tubes may
be used in a hydrocarbon production downhole well bore or in gas or water
injector downhole well bores.” The Torrance claim is for a structure
comprising a protective jacketed cable, tear cord and solid smooth wall
cylindrical tubing and the jacketed tubes have the function of conveying
fluids into downhole hydrocarbon extraction wells.

Neither Gareis ‘698 nor Okada ‘790 have this structure or function.
Accordingly these 103 references are not in the same field of endeavor.

Second Gareis ‘698 and Okada 790 are not reasonably pertinent to
the particular problem faced by the inventor. (This is the second part of the
analysis of whether a reference is analogous art.)

A reference may be reasonably pertinent if, even though it may be in
a different field from the inventor’s endeavor, it is one which, because of
the matter with which it deals, logically would have commended itself to the
inventor's attention. Thus the purposes of both the invention and the
prior art are important in determining whether the reference is
reasonably pertinent to the problem the invention attempts to solve.
In re Clay, 966 F.2d 656 (Fed. Cir. 1992). (Emphasis supplied) “If a
reference disclosure has the same purpose as the claimed invention,
the reference relates to the same problem, and that fact supports use of
that reference in an obviousness rejection.” In re Klein, 647 F.3d 1343
(Fed. Cir. 2011) citing In re Clay, supra. (Emphasis supplied) Here, Gareis
‘698 and Okada 790 do not have the same purpose nor are they
reasonably pertinent to the Torrance ‘565 invention.

The purpose of Torrance ‘565 is directed to solving how to remove

protective jacketing from downhole pressure tubes without damaging the

tube surface. The Abstract states: “(t)ear cords are used to facilitate
removal of the protective jacket without damage to the tube surface thereby
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facilitating the placement of compression fittings and maintaining the
integrity of the tube wall.” Torrance ‘565 claim 1 (as amended) reads in its
relevant part that the invention is “an outer protective jacket adjoining and
surrounding a metal tube, and a tear cord characterized in that the
protective jacketed tube is for use in downhole applications relating to
hydrocarbon extraction, in that the metal tube has a wall which is of hollow
cylindrical shape and is smooth walled, solid, substantially straight,
continuous, without break or interruption is structured to be hermetically
sealed and is structured for connection to hermetically sealing compression
fittings to convey fluids downhole”.

Gareis ‘698 and Okada ‘790 obviously do not pertain to removing a
protective jacket from a solid wall metal tube. Gareis ‘698, in fact, never
discusses the purpose or function of the tear cord. The purpose of Gareis
‘698 is to combine fiber optic fibers with electrical conductors in a single
cable. “The inventive cable will largely be used in telecommunications for
combining broadband and fiber optic digital signals.” Col. 2, line 56-58.
The purpose of Okada ‘790 is to produce a cheaper fiber optic cable. Col.
2, line 12-15. The Okada summary of invention also states “(p)referably,
the optical-fiber cable further comprises a first rip cord which is disposed at
the outside of the cylinder within the sheath”. Col. 2, line 44-46. Again, the
cylinder is plastic or fabric. Col. 3, line 57-59.

As stated, prior art references that do not have the same function or
structure as the invention can still serve as references for obviousness if
they have the same purpose. In re Clay, 966 F.2d 656, 659 (Fed. Cir.
1992). In re Clay, supra is instructive. The Court determined that an
invention of a gel to plug formation anomalies in a petroleum production
well was different than a gel to displace liquid product from the dead
volume of a petroleum storage tank. The Court looked at the physical
conditions in which the products were used, i.e., in geologic formations at
temperature of 115° C and elevated pressures in contrast to ambient
temperatures and pressures. Further the Court determined that the
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purpose of the invention was to recover oil from a porous, permeable
rock matrix was not reasonably pertinent to the purpose of the prior
art reference, i.e., preventing loss of oil product to tank dead volume
while preventing contamination of the oil product thereby maximizing
recovery from the storage tank. Similarly, Torrance ‘565 is directed to
these same harsh downhole conditions. The products of Gareis and
Okada can be anticipated to be used in ambient conditions.

Further, it is important to note that Clay, supra, cites In re Ellis, 476
F.2d 1370, 1372 (CCPA 1973) that “the similarities and differences in
structure and function of the invention disclosed in the references . . . carry
far greater weight [in determining analogy]” (punctuation in Clay).

It has already been shown above that Gareis and Okada have a
drastically different structure and function than the function and structure of
Torrance ‘565. Gareis, Okada, Morgan and Dupont are not analogous art
to Torrance ‘565.

It is common sense that the inventors of Torrance ‘565 would not be
drawn to Gareis and Okada because Gareis and Okada were clearly not
focused on the problem faced by the inventors, i.e., maintaining a “smooth
walled, solid, substantially straight, continuous, without break or

interruption” tube.

OBJECTIVE EVIDENCE OF NONOBVIOUSNESS
In addition to evaluation of the prior art references cited by the
Examiner, it is also relevant to consider objective evidence of
nonobviousness. The evidentiary considerations are enumerated in
Graham v. John Deere Co, 383 U.S. 1, 148 USPQ 459 (1966). (“Courts to

date have developed nine secondary considerations: (1) long-felt need; (2)

failure of others; (3) commercial success; (4) commercial acquiescence via
licensing; (5) professional approval; (6) copying by and praise from
infringers; (7) progress through the PTO; (8) near-simultaneous invention;
and (9) unexpected results.”) citing Andrew Blair-Stanek, Increased Market
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Power as a New Secondary Consideration in Patent Law, 58. Am. U. L.
Rev. 707, 712-713 (2009). The primacy of the analysis under Graham,
supra, has been reaffirmed in KSR International Co. v. Teleflex, Inc. 550
U.S. 398, 82 USPQ2d 1385 (2007). See the discussion regarding Graham
factors in 2141 MPEP. See also Natalie A. Thomas, Secondary

Considerations in Nonobviousness Analysis: The Use of Objective Indicia
Following KSR v. Teleflex, 86 NYU Law Review 2070 (2011)

It is clear that objective evidence of nonobviousness must be
considered before making a determination of obviousness. “We have
repeatedly held that evidence relating to all four Graham factors — including
objective evidence of secondary considerations - must be considered
before determining whether the claimed invention would have been
obvious to one of skill in the art at the time of invention.” Apple Inc. v.
International Trade Commission, 725 F.3d 1356 (Fed. Cir. 2013), citing
Transocean Offshore Deepwater Drilling, Inc. v. Maersk Drilling USA Inc.,
699 F.3d 1340, 1249 (Fed. Cir. 2012). See also Ortho-McNeil v. Mylan
Lab, 520 F.3d 1358, 1365 (Fed. Cir. 2008), stating “(a)s this court has
repeatedly explained, this evidence (objective evidence on non-

obviousness and commercial success) is not just a cumulative or
confirmatory part of the obviousness calculus but constitutes independent
evidence of nonobviousness. See also Leo Pharmaceutical Products,
Ltd. V. Rea, 526 F.3d 1346 (Fed. Cir. 2013) and stating “Objective indicia

‘can be the most probative evidence of nonobviousness in the record,

and enable the court to avert the trap of hindsight’, citing Crocs, Inc. v. Int'l
Trade Comm’n, 598 F.3d 1294 1310 (Fed. Cir. 2010). Here, the objective

indicia of nonobviousness are crucial in avoiding the trap of hindsight when

reviewing, what otherwise seems like, a combination of known
elements.”

Based upon comments made in the July 15, 2014 interview, it is
believed the Examiners lean toward the belief that the Patent Owner’s

invention, Torrance ‘565, is a mere combination of known elements. This
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would be incorrect. As the following detailed declarations make clear, prior
to the Patent Owner’s invention, no one thought of the idea in spite of a
demonstrated and known need in the oil and gas industry. The problem
remained unresolved in spite, in fact, of conscious efforts by major oil
companies to find a solution to the problem. The attached declarations
uniformly attest to the fact that there was a long felt need in the oil and gas
industry for the Torrance ‘565 product. In other words, the Patent Owner’s
invention resolved a long felt need within the oil and gas industry.

This point is worth repeating. As the Federal Circuit stated in
Transocean, supra, “objective evidence of non-obviousness is an important
component of the obviousness inquiry because ‘evidence of secondary
considerations may often be the most probative and cogent evidence in the
record. It may often establish that an invention appearing to have
been obvious in light of the prior art was not’.” Citing Stratoflex, Inc. v.
Aeroquip Corp., 713 F.2d 1530, 1538 (Fed. Cir. 1983)

The Examiners have cited several patents. Two patents disclose

tear cords in unrelated, dissimilar cables. Two other patents cite helically
wound metal tube products without tear cords. The Examiners have stated
during an earlier interview that this prior art makes the Patent Owner’s
invention obvious. It is respectfully suggested that that determination
would be impermissible under the repeated rulings of the Federal Circuit.
The facts are presented in the multiple declarations of independent third
party withesses. (See Exhibits B through L discussed below.) These facts
conclusively rebut the suggestion of obviousness.

LONG-FELT NEED
The oil and gas industry has had a long, unmet need for a product
that permitted the efficient removal of protective jackets from hollow metal
tubes used to convey fluids under pressure into a downhole environment.
Jacketing was most often removed with bladed tools, e.g., knives. The
operation was usually conducted on the deck of an offshore oil platform, or
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the frequently slippery work floor of an oil rig. This often caused injuries to
workers holding the cable in one hand and an open blade with the other
hand while attempting to cut through the tough protective jacket. This
method of stripping cable of the protective jacket also frequently damaged
the surface of the hollow metal tube.

Recall that the hollow metal tube is used to convey fluids under
pressure. The fluids are used in downhole equipment or instruments. The
connection of the fluid conveying tube with the equipment or instrument
requires the use of a compression fitting. The compression fitting
maintains a pressure seal, i.e., the fluid in the tube may be at pressure
higher or lower than the ambient pressure. The pressure seal of the
compression fitting maintains that pressure differential. This seal, formed
between the compression fitting and the tube surface, can be compromised
by gouges or scrapes on the tube surface. A compression fitting may be
required at the end of tubes ranging from lengths of 500 feet to lengths
exceeding 30,000 feet. It is important that such a length of cable not be
ruined by rough handling in the removal of the tough protective cable
jacket.

This problem, lack of a safe and efficient method of removing the
protective jacket from a hollow metal tube, created an industry
manufacturing and marketing mechanical devices that attempted to strip
away the protective jacket from the hollow tubes. Participants in this
market are Antech Ltd. Unit 7, Newbery Centre, Airport Business Park,
Exeter, UK and Tube-Tec Ltd. Spurryhillock Industrial Estate, Broombhill
Road, Stonehaven, UK. Copies of the Antech sales information are
attached as Exhibit A-3 to the declaration of Jody James. Copies of the
Tube-Tec product literature are attached as Exhibit A-4. Note, given the
opportunity to innovate in response to industry need, Tube-Tec developed
a similar product to Antech, in contrast to developing a jacketed tube with a
tear cord. Tube-Tec did not market a jacketed tube containing a tear cord
until after the Patent Owner introduced Safety-Strip, its trademarked
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product for a jacketed tube with a tear cord and subject of Torrance ‘565.

In approximately 2007, Roy Torrance and Jody James, both
employees of the Patent Owner, conceived of the idea of using a tear cord
placed on the surface of the hollow metal tube and covered by the tube
jacket. The tear cord extends the length of the tube. Initially their idea was
met with skepticism. See paragraphs 5 through 7 of the declaration of
Bobby Field, Commercial Sales Leader at Precision-Hayes International,
manufacturer of the Patent Owner’s product. (Exhibit J.) Mr. Field states
he did not believe the product would work. Specifically he did not think it
possible to use a cord to tear through the protective jacket surrounding the
hollow metal tube as used in the oil and gas industry for downhole
applications.

The Patent Owner asserts that the invention is not obvious. It points
to the long-felt need of the oil and gas industry for a product or method that
would allow the protective jacket to be removed from hollow metal tubes.
Proof of this long felt need is established by the declaration of Jody James,
CEO of Gulf Coast Downhole Technologies (Exhibit A, paragraphs 9-15).
Proof of this long felt need is also established by the declaration of Roy
Torrance, President of Gulf Coast Downhole Technologies (Exhibit M,
paragraphs 7 and 8).

This long felt industry need is also evidenced by paragraph 3 of the
declaration of Amy Dangas (Exhibit B), Sales Manager at Deep Casing
Tools, an oil well tool engineering and manufacturing company based in
Aberdeen, Scotland and stating “Prior to the introduction of Safety-Strip,
jackets were removed from the TEC and the control lines with simple hand
held bladed tools that were used to scrape off the outer jacket or with
complex rotating bladed devices designed specifically for this purpose.
Neither method was sufficient to meet the needs of the industry, as
these blades and tools were known to scratch or gouge the smooth outer
sealing surface of the high pressure tubes. The tools were also known to

cause injuries to personnel responsible for working with these products. |
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have known this deficiency to have existed for at least 2 years prior to
the introduction of Safety-Strip in 2009.”

This industry need is also evidenced by the declaration of Casey
Bechdol, Operations Manager with BMP Enterprises, a specialist in
monitoring solutions for downhole oil and gas markets (Exhibit C). Mr.
Bechdol states in paragraph 4 of his declaration that “Prior to the
introduction of Safety-Strip, encapsulated jackets were removed from
single downhole cables and single control lines using a bladed rotational
cutting device, similar to a heavy duty pencil sharpener. In a flatpack
configuration a mechanical device that incorporated cutting blades was
used to separate the multiple tubes from the outer jacket. These
mechanical devices are limited in their performance especially with harder
materials. The rotational cutting device could actually bend the tube.
The flatpack encapsulated jacket removal tool would often damage the
tubing on one side if the cutting blades became misaligned. Open blade
knives were also used to cut through and scrap off the encapsulated jacket.
The use of mechanical devices and knives resulted in damage,

scores, nicks and gouges, to the sealing surface of the tube.”

(The term “flatpack” is explained in paragraph 8 of Jody James’
declaration. (Exhibit A))

It will be appreciated that bending the tube can make the tube
surface unsuitable for making an hermetic seal with a compression fitting.
See the declaration of Roy Torrance (Exhibit M, paragraph 5 stating “it is
paramount that the ... the tube is round”) and Jody James (Exhibit A at
paragraph 25, stating “a compression fitting ... requires a round,

undeformed tube circumference”)

Mr. Bechdol further states in paragraph 6 that “The use of knives
and cutting devices to separate the encapsulated jackets from
downhole cable and control lines do not meet the needs of the

intelligent well industry as they are known to damage the sealing surface
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of the tube and can injure personnel responsible for working with these
products. | have known this deficiency to have existed since entering the

industry 14 years ago.”

Further in paragraph 7, it is stated that “BMP has searched for
alternative methods and devices to replace the knives and bladed cutting
devices. Other than Safety-Strip tear cords no tools have been found
that could maintain the sealing integrity of the tube or provide an
improved level of safety.”

The long felt industry need is also documented by the declaration of
Mark Watson, Regional Sales Manager for Africa, Europe, Russia and the
Middle East for Packers Plus, an engineering firm concentrating in open

hole, multi-stage horizontal fracturing based in Houston, Texas, (Exhibit D).

Mark Watson was formerly employed by Schlumberger, Wood

Group and Weatherford.

Mark Watson states in paragraph 4 of his declaration that “None of
these tools and methods was sufficient to meet the needs of the
industry, as these blades and tools were known to scratch or gouge the
smooth outer sealing surface of the high pressure tubes used in downhole
cables and flatpacks.”

Further, Mark Watson states in paragraph 7 that “During my years of
deploying jacketed high pressure tubes | was frequently asked by the Oil
Companies’ representatives on the oil rigs if there was a better way,
other than using cutting blades and the ineffective bladed devices, to
remove the protective jackets from the high pressure tubes. The
Company Representatives often expressed concern relating to safety and
the potential for an injury to occur when using the knives and cutting
devices. Additionally they frequently expressed concern with the effect the
scoring to the sealing surface of the tube would have on the reliability of the

system.”
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Further, see the declaration of Michael Beleau, (Exhibit E) a twenty
year veteran of the oil and gas industry and having first hand experience
with jacketed pressure tubes used in downhole cables and flatpacks. He
has installed and supervised the installation of these products. See
paragraph 3 of his declaration.

Mr. Beleau’s declaration further states in paragraph 5 that “There
has been a long-standing need for a better means to remove jackets
from downhole cables and flatpacks. As far back as the 1990’s my
customers expressed concern over the use of bladed tools to remove
jackets from pressure tubes, but accepted their use in the absence of a
better solution. Over the course of my career | was personally involved in
management meetings in which this issue was discussed, but before
Safety-Strip no acceptable alternatives were identified.”

Further, see the declaration of Shawn Calhoun, Completion
Consultant at Hess, a global independent oil and gas energy company, and
possessing 22 years of experience in the oil and gas industry (Exhibit F).
He attests to having installed and supervised the installation of downhole
cables and flatpacks, as well as having sourced and authorized the
purchase of these products. See declaration paragraph 3.

See paragraph 5 of Mr. Calhoun’s declaration stating “There has
been a long-standing need for a better means to remove encapsulation
from downhole cables and flatpacks. In 1999 I was tasked with
replacing the bladed tools being used on the Chevron Diana Project.
The cable and flatpack manufacturers I consulted were unable to
offer any solutions, and I ultimately selected machinery from
Antech Limited (from the United Kingdom) as our method for
stripping the encapsulated jackets. With certain jacket materials the
Antech machines performed better than the fixed blade knives, but they
were ineffective with soft jacket materials and we were forced to

revert back to blades for these products.”

48

HUATONG EXHIBIT 1006
Page 93 of 413



90/020,065
Response to First Office Action on Reexamination mailed May 21, 2014

See paragraph 6 stating: "l have personally seen bladed tools cause
longitudinal scarring along the sealing surface of pressure tubes after they
were used to remove encapsulated jackets, and this dated back to the
beginning of my oilfield career in the early 1990’s. Third party stripping
machines (such as those provided by Antech) were invented to replace the
bladed tools, but these were often unsatisfactory solutions.”

Further see the declaration of Bryan Petrich, Drilling and Completion
Supervisor at Hess and possessing 19 years of experience in the oil and
gas industry. (Exhibit G)

See paragraphs 4 and 5 of Mr. Petrich’s declaration, stating:

4. “T am familiar with many methods for removing
encapsulation from downhole cables and flatpacks. These
include open blades, air-driven wire abrasive wheels, hot
knives, and devices with captive blades. While these
devices did remove the encapsulation, each had flaws
related to tube damage and personnel safety. Some were
also highly inefficient and burned expensive rig time.”

5. “There has been a long-standing need for a better
means to remove jackets from downhole cables and
flatpacks. During my employment at Wood Group
production Technology (1998-99) a customer request
(Shell) initiated research of alternative methods to remove
encapsulation. At that time, neither cable manufacturers
nor third party tool companies offered any solutions
beyond the methods described above, and until Safety-

Strip was available I am unaware of any other effective
solution.”

6. I have personally witnessed injuries experienced

while removing cable jackets from high pressure tubes.
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These include cuts and punctures to hands, fingers, a
shoulder, ribs, and one individual’s stomach.

7. I have personally witnessed the sealing surface of
pressure tubes damaged when the encapsulation was
removed with the various devices described in paragraph 4
above. Damage included scratches and gouges that could
compromise the ability of the terminations to form
effective seals on the tube.

Yet further see the declaration of Michael Krejci, Downhole
Monitoring Product Line Manager for Omega Well Monitoring, a
developer of well monitoring tools for the oil and gas industry
headquartered in Aberdeen, Scotland, and formerly an employee of
Baker Oil Tools, part of Baker Hughes, a global oil field service
provider and supplier of ailfield tools. (Exhibit H)

Mr. Krejci states in the third and fourth paragraphs of his
declaration that:

In the early 1990's, my coworkers and I (at
Baker Oil Tools) used fixed blade knives to remove
jackets from cables and flatpacks. At this time,
issues that included personnel injuries and damage
to the tube sealing surface caused the use of knives
to be considered a hazard, but alternative jacket
removal options were not available. I personally
witnessed tubes being damaged when
encapsulation was removed, and I also witnessed
accidents including cuts, to hands, arms, and even a
technician’s abdomen. Over the years, my
colleagues and I considered various alternatives
offered by third party suppliers including covered

cutting tools that eliminated open blades, and
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pneumatic stripping devices that incorporated wire
wheels that could tear the encapsulation from the
tube. These options proved to be inefficient,
especially with flatpacks, and therefore were not

accepted as suitable replacements for knives.

In approximately 2004-2005 oilfield operators
including Shell, Chevron, and Exxon began to
demand improved options for jacket removal in
response to accidents and tube damage. Open
blades began being banned from use on offshore rigs,
particularly in the Gulf of Mexico and the North Sea. Our
requests to cable manufacturers for better options
to remove the jackets from their products were not
successful, as they only recommended third-party
tools that had already proven to be less desirable
than knives. The main result of the ban on knives was a
compromise in which retractable blades became allowed
rather than fixed blades as a means to improve safety
issues. The risk of damage to the tubes continued to
lack a satisfactory resolution until Safety-Strip
became available from Gulf Coast Downhole
Technologies.
Also offered is the declaration of Steve Kelly, CEO and President of
SMK, (Exhibit I) Mr. Kelly possesses 24 years of experience in the oil and
gas industry. Mr. Kelly was formerly employed by Baker Hughes and
Halliburton, both major players in the oil and gas industry and consumers
of the Patent Owner’s product (Torrance ‘565). He states he was
employed for 14 years with Halliburton as a Field Engineer, Account

Manager and Operations Manager. He further declares he possesses 10
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years of first-hand experience with the installation, procurement and sale
of downhole metal tubed cable and metal control line tubes.
Mr. Kelly states in paragraphs 4 and 5 of his declaration that:
4. “Prior to the introduction of Safety-Strip, the
encapsulated jackets were removed from the TEC and
control lines by cutting and scrapping with utility knives
and double handed knives. A mechanical rotating device
that incorporated a cutting blade was also used to remove
the encapsulated jackets from single lines. Neither
method was sufficient to meet the needs of the
industry, as these blades and tools were known to
scratch or gouge the smooth outer sealing surface of the
high pressure tubes used in downhole TEC and control
line flatpacks. The tools were also known to cause
injuries to personnel responsible for working with these
products. | have known this deficiency to have existed for
at least 6 years prior to the introduction of Safety-Strip in
2009.”

5. “While | was employed at Baker Hughes the local
district operations actively sought alternative
methods and devices to replace the knives and
rotational bladed cutting devices. Other than Safety-
Strip tear cords no tools were found that could maintain
the sealing integrity of the tube nor provide an improved

level of safety.”

It is the position of the Patent Owner that the above declarations
conclusively establish a long felt unmet need within the oil and gas industry
for a product from which the jacket could be safely removed without
damage to the smooth wall surface of the metal tube, i.e., a sealing

surface. It is worth noting that the Federal Circuit in Transocean, supra
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found the testimony of two of the inventors of the patent in suit to constitute
substantial evidence of long felt industry need. Here, the Patent Owner
has provided the declaration of multiple declarants having substantial
industry experience to assert the existence of a long unmet industry need
and that the Patent Owner’s product met that need. It is respectfully
suggested that this evidence cannot be disputed.

Further, it must be remembered that the decision evaluating whether
an invention is obvious must consider all four Graham factors, including
objective evidence of non-obviousness. Objective evidence includes the
evidence of long felt unmet industry need (presented above) and
commercial success (presented below). This objective evidence often is
the “most probative and cogent evidence of record.” The decision maker
cannot let its mind be “clouded by its view that the asserted claims would
have been obvious over the prior art.” An example would be separate prior
art references, each containing part of the invention. “A patent comprised
of several elements is not proved obvious merely by demonstrating that
each of its elements was, independently, known in the prior art.” KSR Int’|
v. Teleflex Inc., 550 U.S. 418 (2007) “This is precisely the sort of hindsight
bias that evaluation of objective evidence is intended to avoid.”
Transocean Offshore Deepwater v. Maersk Drilling, 699 F.3d 1340 at 1349
& 1350 (Fed. Cir. 2012)

Also offered is the declaration of Bobby Field, Commercial Sales
Leader at Precision-Hayes International, a manufacturer of downhole
jacketed pressure tubes. (Exhibit J) Precision Hayes International is the
manufacturer of the Safety-Strip jacketed tubes. (Torrance '565).

Mr. Field states that he has 35 years of experience in the Extrusion
and Cabling Industry. The jacketed tube cable subject of Torrance ‘565
utilizes an extrusion process for forming the protective jacket on the metal
tube.
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Mr. Field states in paragraph 4 of his declaration that it is necessary
at times for the manufacturer to remove encapsulation (the protective
jacket) from the metal pressure tube and this has been a significant
problem. He states that Precision-Hayes International has used the known
removal tools including pneumatic machines, slitters and cutting wheels.
In spite of employing a highly trained work force, Precision-Hayes
International still has experienced damaged tubes and injuries to personnel
resulting from removal of the jacket from the tubes. Thus there has been
a long felt need in the cable manufacturing industry as well in the
downhole oil and gas industry.

Also offered for consideration is the declaration of Bradley Whitfield,
Vice President of Sales and Operations at Deep Casing Tools. (Exhibit K)
Mr. Whitfield is a former employee of Gulf Coast Downhole Technologies
(Patent Owner) and Rockbestos-Suprenant Cable Corporation, the third
party initiating the instant reexamination of Torrance ‘565.

Mr. Whitfield states in paragraphs 3 and 4 that he has first hand
experience in the manufacture of downhole cables and flatpacks that
contain pressure tube and further that he is familiar with the many
methods used for removing encapsulation from downhole cables and
flatpacks.

In paragraph 5, Mr. Whitfield attests to the fact that he received
customer requests for better means to remove the encapsulated jacket
from the downhole cables. He further states that to his knowledge,
Rockbestos-Suprenant Cable Corporation, a significant competitor to the
Gulf Coast Downhole Technologies (Patent Owner) never considered
adding a tear cord to their product.

Like the declaration of Bobby Field, Mr. Whitfield states in paragraph
6 of his declaration that Rockbestos-Suprenant also had to remove the

jackets from cable. They clearly had motivation to find an alternative.
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Attention is also directed again to the declaration of Bobby Field,
Commercial Sales Leader at Precision-Hayes International, a manufacturer
of downhole jacketed pressure tubes. His declaration evidences skepticism
of third parties that the tear cord invention subject of Torrance ‘565 would
work. It will be appreciated that industry skepticism is also objective

evidence of non-obviousness. See for example Transocean, supra. This

skepticism is especially compelling in light of the fact Mr. Field had previous
experience manufacturing cables for other applications that did contain
tear cords.

In paragraphs 5 through 7 of his declaration, Mr. Field states:

5. "During the first 10 years of my career I had

experience working with specialty products that included
tearing cords. These tearing cords were incorporated into
products that had thin jackets made of soft materials. In
comparison, the jackets extruded over pressure tubes,
e.g., Gulf Coast cables, are thick and use much harder
materials. While working with pressure tubes over the
last 24 years I did not consider adding tearing cords to
the jackets of the type of cable sold by Gulf Coast.

6. "During the last 24 years, Hayes Industries has
encapsulated pressure tubes for a variety of domestic and
international customers, including oil and gas operators
and service companies. Many of these customers have
requested better methods to remove the jackets from
pressure tubes, and our best advice was to use sharp
blades and well trained personnel. We did not consider

tearing cords as a solution to this long standing problem.
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7. “Gulf Coast Downhole Technologies was the first
customer to ask Hayes Industries to include a tearing cord
as part of a jacketed pressure tube. Based on my
experience in this industry, it was my opinion that the
thickness and hardness of the jackets used in these
products would make a tearing cord ineffective. 1
informed Jody James and Roy Torrance of my skepticism
and I was surprised when the prototypes were

|II

successfu

It is respectfully suggested that this is conclusive proof that the
incorporation of a tear cord into a downhole encapsulated pressure tube
was not obvious. It has already been pointed out that Mr. Field was fully
aware of the problems with safely and efficiently removing the
encapsulating jacket from the pressure tube. The fact that the jacketing for
downhole pressure tubes was harder or tougher than the jacketing for other
tubes deterred the adoption of tear cord. It was believed that it would not
be possible to pull a cord through the harder or tougher jacket of a
downhole pressure tube.

The declarations of Jody James (Exhibit A, paragraph 24) and Roy
Torrance (Exhibit M, paragraph 10) directly corroborate the declaration of
Bobby Harris and his skepticism regarding the feasibility of Safety-Strip, the
Patent Owner’s trademark for a jacketed tube containing a tear cord.

It is useful to compare the Patent Owner’s evidence with evidence
presented in Transocean, supra. In Transocean, the Federal Circuit found
the testimony of the inventors constituted substantial evidence sufficient to
reasonably persuade a jury on the issue of industry skepticism. Here, the
case is stronger, the skeptic himself has provided a declaration. The
declaration articulates the reasons for the skepticism.

It is appropriate to consider the Patent Owner’s efforts to solve the

industry need for a device or system that would allow the safe and efficient
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removal of protective jackets from metal tubing. Jody James worked on a
device for softening the jackets with heat prior to using a cutter. These
efforts were made in 1999. See paragraphs 17 and 18 of Jody James
declaration (Exhibit A). Roy Torrance’s efforts, detailed in paragraph 9 of
his declaration (Exhibit M), were conducted in 2005 through 2008. A
patent application was filed in July 2008. This demonstrates the invention
was simply not the product of combining two known devices together. It
was commonly assumed that the jacketing material for pressure tubes in
downhole applications was too thick or tough to be cut with a tear cord.
See paragraph 7 of the Bobby Field declaration, (Exhibit J).

Again the declaration Mr. Whitfield confirms Rockbestos-Suprenant
Cable Corporation, a leading competitor to Gulf Coast Downhole
Technologies (Patent Owner), did not consider adding a tear cord to its
downhole jacketed pressure tubes. This is in spite of being aware of the
industry demand for an improved product.

The Patent Owner further demonstrates the long felt and unmet
need for a jacketed metal pressure tube wherein the jacketing could safely
and efficiently be removed without injury to the worker or damage to the
sealing surface of the metal tube. Attached as Exhibit A-1 to the
declaration of Jody James is a copy of training materials from Well
Dynamics. This material predates the availability of the Safety-Strip
product. The training materials specify mandatory personal protective
equipment (PPE) including chain mail gloves, leather aprons and knives
with the sharp point ground off. There is a warning not to kink the control
lines (pressure tubes). There is also a warning not to score the control line
sheath (metal tube surface). See also paragraphs 11-14 of Jody James
declaration, (Exhibit A).

Exhibit A-2 is a copy of a presentation from Halliburton regarding a
workplace injury occurring during the removal of the protective jacket on a
pressure tube. The worker was not wearing the mandatory Kevlar gloves
at the time of the injury. As remedial action, the presentation states “New
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type of Safety strip Flatpack control lines are on order and available
by Q3.” See paragraph 15 of Jody James declaration.

Exhibit A-3 is a sales presentation of an Antech cable jacket
stripping device predating the invention of Torrance ‘565 (Safety-Strip).

Exhibit A-3 is also an announcement of a new Antech device
“design in response to market demand for a stripping tool that makes
removing encapsulation from critical downhole cable and tubing a less
complicated and time consuming task.”

Exhibit A-5 is sales literature for a Tube-Tec jacketed tube with a
tear cord. This tubing, which is a duplicate of the Patent Owner’s tubing
(Safety-Strip) was introduced to the market after Safety-Strip. It is
respectfully suggested that this fact pattern is further indicia that the
development of a downhole tubing with a tear cord was not obvious. After
the Patent Owner’s Safety Strip product became available, Tube-Tec
introduced its copy-cat product. See paragraphs 18 and 19 of the Jody
James declaration (Exhibit A). It will be appreciated that copying by a
competitor is an objective factor of nonobviousness.

FAILURE OF OTHERS

As stated in the attached declarations, others sought a solution to
the problem of removing jacketing from metal pressure tubes.

See for example the fourth paragraph of the declaration of Michael
Krejci (Exhibit H) stating “In approximately 2004-2005 oilfield operators
including Shell, Chevron, and Exxon began to demand improved options for
jacket removal in response to accidents and tube damage.” Mr. Krejci also
states in the third paragraph of his declaration that “Over the years, my
colleagues and I considered various alternatives offered by third party
suppliers including covered cutting tools that eliminated open blades, and
pneumatic stripping devices that incorporated wire wheels that could tear
the encapsulation from the tube. These options proved to be inefficient,
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especially with flatpacks, and therefore were not accepted as suitable
replacements for knives.”

Steve Kelly states in paragraph 5 of his declaration (Exhibit I) that
“While | was employed at Baker Hughes the local district operations
actively sought alternative methods and devices to replace the knives and
rotational bladed cutting devices. Other than Safety-Strip tear cords no
tools were found that could maintain the sealing integrity of the tube nor

provide an improved level of safety.”

Bryan Petrich states in paragraph 5 of his declaration (Exhibit G)
that “(d)uring my employment at Wood Group production Technology
(1998-99) a customer request (Shell) initiated research of alternative
methods to remove encapsulation. At that time, neither cable
manufacturers nor third party tool companies offered any solutions beyond
the methods described above, and until Safety-Strip was available I am
unaware of any other effective solution.”

Shawn Calhoun states in paragraph 5 of his declaration (Exhibit F)
that “(i)n 1999 I was tasked with replacing the bladed tools being used on
the Chevron Diana Project. The cable and flatpack manufacturers I
consulted were unable to offer any solutions, and I ultimately selected
machinery from Antech Limited (from the United Kingdom) as our method
for stripping the encapsulated jackets. With certain jacket materials the
Antech machines performed better than the fixed blade knives, but they
were ineffective with soft jacket materials and we were forced to revert
back to blades for these products.”

Further, see paragraph 20 of the declaration of Jody James, (Exhibit
A) stating “Tube-Tec Ltd., ... is a provider of encapsulated pressure tubes
in direct competition to Gulf Coast Downhole Technologies. Tube-Tec has
been in business far longer than Gulf Coast, and they also recognized the
need to improve the methods available for removing encapsulation from

jacketed pressure tubes and flatpacks. Although skilled in the art, they did

59

HUATONG EXHIBIT 1006
Page 104 of 413



90/020,065
Response to First Office Action on Reexamination mailed May 21, 2014

not recognize the opportunity to add a tearing cord to their products,
despite having over twenty years to do so before Gulf Coast introduced
Safety-Strip. Instead, Tube-Tec designed a stripping tool similar to those
marketed by Antech Exhibit A-4).”

These declarations make clear that despite of explicit requests from
customers, suppliers were unable to discover a solution to the problem of
efficient and safe removal of jackets from pressure tubes. It was the
invention of Roy Torrance and Jody James, in the face of skepticism from
Bobby Field, an industry expert, that provided the solution.

COMMERCIAL SUCCESS

As previously stated, the Safety-Strip product was introduced in
2009. (Safety-Strip is the Patent Owner’s trademark for the jacketed tubes
or cable subject of the Torrance ‘565 patent.) Sales of Safety-Strip have
grown each year while sales of non Safety-Strip jacketed tubes have even
declined. Safety-Strip sales currently surpass the sales of the non Safety-
Strip cable, i.e., jacketed hollow metal tubes not containing a tear cord.

The growing demand for the Safety-Strip product, i.e., jacketed
hollow metal tubes containing a tear cord, is directly attributable to the
features of the cable subject to the claims of the patent at issue. See the
declarations of Amy Dangas (Exhibit B, paragraph 7), Symond Watt
(Exhibit L, paragraphs 5 & 7), Casey Bechdol (Exhibit C, paragraph 9),
Mark Watson (Exhibit D, paragraph 7), Michael Beleau (Exhibit E,
paragraphs 8 & 9), Shawn Calhoun (Exhibit F, paragraph 7 & 8), Bryan
Petrich (Exhibit G, paragraph 9), Michael Krejci (Exhibit H, paragraphs 6 &
7), and Steve Kelly (Exhibit |, paragraph 7)

The fact that the invention was not obvious is also demonstrated by
the commercial success enjoyed by the Patent Owner since it introduced
its Safety-Strip product in 2009. This commercial success is proven by the

declaration of Jody James, (Exhibit A at paragraph 22), declaration of Roy
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Torrance, (Exhibit M at paragraphs 11 through 15) and numerous
customers attesting to their purchase of the Safety-Strip product due to it
containing the tear cord subject of the patent at issue. (See Exhibits B
through 1) It is also proven by the demonstrated fact (see below) that the
patented product (Torrance ‘565) commands a premium in the
marketplace. See also the graphic increase in sales (by feet of cable sold)
shown by Exhibit A-6.

Exhibit A-6 (attached to the Jody James declaration Exhibit A)
shows annual demand of total Gulf Coast Downhole Technologies sales,
i.e., both single tubes and flatpacks between 2009 and 2014. Safety-Strip
was introduced in 2009. There was modest growth in sales of Safety-Strip
between 2010 and 2011. There was dramatic growth (over 300 percent)
between 2011 and 2012. In 2012 the sales of Safety Strip nearly outpaced
the sales of the Gulf Coast established product (cables not containing a
tear cord).

The sales growth continued in 2013. Sales of Safety Strip exceed
sales of the established product line by approximately 75 percent. This
was during a period of declining sales of the established product line.
Based upon sales year to date, Safety-Strip will out pace the established
product line (not containing tear cords) by over 300 percent. It should be
appreciated that Exhibit A-6 illustrates the sales of product by linear feet.
The results would be more dramatic if reported by dollar value since a
premium is charged for the Safety-Strip cable.

It is necessary to demonstrate a nexus between the commercial
success and the attributes of the patented invention. Transocean Offshore
Deepwater v. Maersk Drilling, 699 F.3d 1340, 1350 (Fed. Cir. 2012), Crocs
v. Int'l Trade Com’n, 598 F.3d 1294, 1310 & 1311 (Fed. Cir. 2010). In

Transocean, the Federal Circuit found the nexus between the patent and

the commercial success by looking at customers specifying purchase of the
patented dual activity drilling rig. The Court also found the nexus by
looking at the premium charged for obtaining the patented dual activity
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feature. The Court also cited testimony of the patent owner (Transocean)

that the dual activity rigs accounted for an increasing percentage of rig

sales. In Crocs, the Federal Circuit found such nexus by evidence that the
product (shoes) practiced the subject patent and that the shoes were
commercially successful. Crocs at 1311.

Here, the Patent Owner offers the statements contained in third
party witness declarations to confirm that the Safety-Strip product
(Torrance ‘565) is purchased because it possesses a tear cord in
conjunction with a metal pressure tube. The relevant portions of the
individual declarations are outlined below.

Amy Dangas, Sales Manager with Deep Casing Tools with 7 years
experience in downhole monitoring of the oil and gas industry (Exhibit B)
states:

5. “While | was employed at Omega the company
purchased, and to my knowledge continues to purchase,
Safety-Strip products from Gulf Coast Downhole
Technology, because Safety-Strip cables and flatpacks
contain one or more tear cords between the smooth
wall metal tube(s) (that is of hollow cylindrical shape,
substantially straight, continuous, without break or
interruption and with a tube surface structured to
create a seal) and the outer jacket whereby the tear
cord can be pulled back to create a slit in the jacket
and allow the jacket to be separated from the metal
tube without damage to the metal tube surface. Tool-
free removal of the jacket(s) protects the outer sealing
surface of the high-pressure tubes, and also protects
installation personnel from injuries often experienced when

using blades or other tools to cut through the jackets.”

The declaration of Symond Watt, General Manager for Premier

Worldwide Services LLC (Exhibit L) states in paragraph 5 that:
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5. “Premier Worldwide Services’ customers purchase
Safety-Strip products manufactured by Gulf Coast
Downhole Technology because Safety-Strip cables and
flatpacks contain one or more tear cords between the
smooth wall metal tube(s) (that is of hollow cylindrical
shape, substantially straight, continuous, without break or
interruption and with a tube surface structured to create a
seal) and the outer jacket whereby the tear cord can be
pulled back to create a slit in the jacket and allow the
jacket to be separated from the metal tube without
damage to the metal tube surface. Tool-free removal of
the jacket(s) protects the outer sealing surface of the high-
pressure tubes, and also protects installation personnel
from injuries often experienced when using blades or
other tools to cut through the jackets.”

The declaration of Casey Bechdol, Operations Manager with BMP
Enterprises and having 14 years experience in the oil and gas industry,
(Exhibit D) states in paragraph 8 as follows:

8. “BMP has purchased Safety-Strip products from
Gulf Coast Downhole Technology because Safety-Strip
downhole cables contain a tear cords between the smooth
wall metal tube(s) (that is of hollow cylindrical shape,
substantially straight, continuous, without break or
interruption and with a tube surface structured to create a
seal) and the outer jacket whereby the tear cord can be
pulled back to create a slit in the jacket and allow the
jacket to be separated from the metal tube without
damage to the metal tube surface. Tool-free removal of
the jacket(s) protects the outer sealing surface of the high-
pressure tubes, and also protects installation personnel

from injuries often experienced when using blades or
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other tools to cut through the jackets.”

Mark Watson, Regional Sales Manager for Africa, Europe, Russia
and the Middle East for Packers Plus and formerly with Sensornet, a fiber
optic sensor developer and manufacturer for the oil and gas industry
located in Elstree, Hertfordshire, UK, and Mr. Watson possessing 20 years
experience in the oil and gas industry confirms in paragraph 7 that the
Safety-Strip product is purchased for containing the patent features
claimed in Torrance ‘565. (Exhibit E)

7. “While | was employed at Sensornet the company
purchased Safety-Strip products from Gulf Coast
Downhole Technology because Safety-Strip downhole
cables contain tear cords between the smooth wall metal
tube(s) (that is of hollow cylindrical shape, substantially
straight, continuous, without break or interruption and with
a tube surface structured to create a seal) and the outer
jacket whereby the tear cord can be pulled back to create
a slit in the jacket and allow the jacket to be separated
from the metal tube without damage to the metal tube
surface. Tool-free removal of the jacket(s) protects the
outer sealing surface of the high-pressure tubes, and also
protects installation personnel from injuries often
experienced when using blades or other tools to cut
through the jackets.”

Michael Beleau, Global Product Line Manager of Frac Systems at
TAM International, an independent oilfield services company providing
inflatable packers to the oil and gas industry and headquartered in
Houston, Texas, and Mr. Beleau possessing 20 years experience in the oil
and gas industry, states in paragraph 9 of his declaration (Exhibit F) that:

9. “My employers have purchased Safety-Strip cable from
Gulf Coast Downhole Technologies because the Safety-
Strip cable contains a tear cord between the smooth wall
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metal tube substantially straight, continuous, without

break or interruption and structured to create an hermetic

seal and the outer jacket and the tear cord can be pulled
back to create a slit in the jacket and allow the jacket to
be separated from the metal tube without damage to the
metal tube surface.”

Similarly, Shawn Calhoun, Completion Consultant at Hess and

possessing 22 years of experience in the oil and gas industry states in

paragraph 8 of his declaration (Exhibit G) that:

8. “Hess purchases Safety-Strip cable from Gulf
Coast Downhole Technologies because the Safety-Strip
cable contains a tear cord between the smooth wall metal
tube, i.e., substantially straight, continuous, without break
or interruption and structured to create an hermetic seal
and the outer jacket and the tear cord can be pulled back
to create a slit in the jacket and allow the jacket to be
separated from the metal tube without damage to the
metal tube surface.”

Bryan Petrich, Drilling and Completions Supervisor at Hess,

possessing 19 years of experience in the oil and gas industry, states in

paragraph 9 of his declaration (Exhibit H) that:

9. “Hess purchases Safety-Strip cable from Gulf
Coast Downhole Technologies because the Safety-Strip
cable contains a tear cord between the smooth wall metal
tube, i.e., substantially straight, continuous, without break
or interruption and structured to create an hermetic seal
and the outer jacket and the tear cord can be pulled back
to create a slit in the jacket and allow the jacket to be
separated from the metal tube without damage to the
metal tube surface.”
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Michael Krejci, Downhole Monitoring Product Line Manager for
Omega Well Monitoring, states in his declaration (Exhibit I) at the fifth
paragraph that:

“Omega Well Monitoring purchases Safety-Strip cable
from Gulf Coast Downhole Technologies because the
Safety-Strip cable contains a tear cord between the
smooth wall metal tube substantially straight, continuous,

without break or interruption and structured to create an

hermetic seal and the outer jacket and the tear cord can
be pulled back to create a slit in the jacket and allow the
jacket to be separated from the metal tube without
damage to the metal tube surface.”

Steve Kelly, CEO and President of SMK, possessing 24 years
experience in the oil and gas industry, states in paragraph 7 of his
declaration that:

7. “While | was employed at Baker Hughes the
company purchased Safety-Strip products from Gulf
Coast Downhole Technology because Safety-Strip TEC
cables and flatpacks contain one or more tear cords
between the smooth wall metal tube(s) and the outer
jacket whereby the tear cord can be pulled back to create
a slit in the jacket and allow the jacket to be separated
from the metal tube without damage to the metal tube
surface. Tool-free removal of the jacket(s) protects the
outer sealing surface of the high-pressure tubes, and also
protects installation personnel from injuries often
experienced when using blades or other tools to cut
through the jackets.”

Review of the attached declarations uniformly demonstrate that the
Patent Owner’s sales of Safety-Strip products are because the products

contain the features subject of the claims of the Torrance ‘565 patent. It is
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the Patent Owner’s position that it has conclusively shown the nexus
between the commercial success of the Safety-Strip product and the

Torrance ‘565 patent.

COMMERCIAL SUCCESS-PREMIUM PRICING
Customers are willing to pay a premium for the Safety-Strip product
subject of Torrance ‘565. This is further evidence of commercial success.

Transocean Offshore Deepwater v. Masesk Dirillrig, supra at 1350. This

fact is confirmed by the declaration of Amy Dangas. (Exhibit B) See
paragraph 7 and 8, stating:
7. “Omega paid an additional price per linear foot of
Safety-Strip above what is charged by Gulf Coast
Downhole Technologies for its cable and control lines

without a tear cord.

8. It is my information and belief that others purchase
Safety-Strip at an additional price per linear foot of Safety-
Strip above what is charged by Gulf Coast Downhole
Technologies for its cable without a tear cord, because the
cables and control lines contain tear cords to safely
separate the outer jacket from the metal tube without
damage to the metal tube surface.”

Further, see the paragraphs 9 and 10 of the declaration of Casey
Bechdol (Exhibit C), stating:

9. “BMP pays an additional price per linear foot of
Safety-Strip above what is charged by Gulf Coast
Downhole Technologies for its cable without a tear cord

10. It is my information and belief that others purchase
Safety-Strip because the cables and flatpacks contain tear
cords that address a long standing need to safely
separate encapsulated jackets from the metal tube without

damage to the metal tube surface.”
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Note Mr. Bechdol confirms that this premium is paid because the
product of Torrance ‘565 (Safety-Strip) meets “a long standing need”. (See

paragraph 10.)

See also the declaration of Symond Watt (Exhibit L) which states in

paragraph 7 in its relevant part.

“The Safety-Strip has proven to be valuable to our
customers since, when given the option, many elect to
buy the Safety-Strip product at a higher price than the
non-Safety-Strip product, where the only difference
between the two is the tear cords that facilitate the
removal of the protective jacket. To date, customers have
spent an additional US $144,000 on Safety-Strip products
instead of buying the equivalent non-Safety-Strip options,
which equates to a premium of 3.3% for Safety-Strip.”

Attention is directed to the declaration of Mark Watson, Regional
Sales Manager for Africa, Europe, Russia and the Middle East of Packers
Plus. (Exhibit D). Specifically he states in paragraph 8 and 10 that:

8. “While | was employed at Sensornet the company
paid an additional price per linear foot of Safety-Strip
above what is charged by Gulf Coast Downhole
Technologies for its cable and control lines without a tear
cord.”

10. “It is my information and belief that others
purchase Safety-Strip at an additional price per linear foot
of Safety-Strip above what is charged by Gulf Coast
Downhole Technologies for its cable without a tear cord,
because the cables and flatpacks contain tear cords to
safely separate the outer jacket from the metal tube
without damage to the metal tube surface.”
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The declaration of Michael Beleau, Global Product Line Manager of

Frac Systems at TAM International (Exhibit E) states in paragraph 8 that:

8. "I am aware that products that include Safety-Strip
are more expensive than identical products that do not
include Safety-Strip. The extra expense is justified
because Safety-Strip reduces risk of tube damage, it
reduces personnel accidents, and decreases required rig-
time.”

The declaration of Shawn Calhoun, Completion Consultant at Hess
(Exhibit F) states unequivocally in paragraph 7 that:

7. | have personally authorized the purchase of Safety-
Strip products for my projects. | am aware that the Safety-
Strip feature is more expensive than otherwise identical
products that do not include Safety-Strip. The extra cost
is acceptable because Safety-Strip reduces the risk of
tube damage and increases efficiency which saves money
spent on rig-time.

The declaration of Bryan Petrich, Drilling and Completion Supervisor
at Hess (Exhibit G) also confirms Hess knowingly paid a premium for the
Torrance ‘565 product (Saftety-Strip).

8. “I have personally used Safety-Strip products and
authorized the purchase of Safety-Strip products. | am
aware that the Safety-Strip feature is more expensive
than otherwise identical products that do not include
Safety-Strip. The premium paid is acceptable
because it reduces risk of tube damage, it reduces
personnel accidents, and increases efficiency which

saves money spent on rig-time.”
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Michael Krejci, with 30 years experience in the petroleum industry
acknowledges a premium is paid for the Torrance ‘565 product (Safety-
Strip), stating in the sixth paragraph of his declaration (Exhibit H) that:

“Omega Well Monitoring is aware that the Safety-Strip
products cost more than otherwise identical products that
do not have the tearing cord. Omega pays the higher
price because the Safety-Strip tearing cord reduces the
risk of damaging the tube sealing surface and reduces the
possibility of injuries during installation.”

Steve Kelly, CEO and President of SMK and possessing 24 years of
experience in the oil and gas industry, stated in paragraph 9 of his
declaration (Exhibit I) that:

9. “While | was employed at Baker Hughes the
company paid an additional price per linear foot of Safety-
Strip above what is charged by Gulf Coast Downhole
Technologies for its cable and flatpacks without the tear

cords.”

See also the declaration of Roy Torrance (Exhibit M) at paragraph
13, stating:

“The benefits of Safety-Strip are highly valued by Gulf
Coast's customers; cables and flatpacks that are identical
to Safety-Strip products in all aspects other than the
tearing cord are available from Gulf Coast at a lesser cost
than the Safety-Strip products. Customer demand,
however, is higher for Safety-Strip products, which in
sales between January and August 2014 have already
totaled an additional $950,000 above what customers
could have spent for otherwise identical products without

Safety-Strip. This amounts to an approximately
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14% premium that Gulf Coast customers elected to
pay for the Safety-Strip feature.”

Gulf Coast Downhole Technologies (Patent Owner) has clearly
shown that its jacketed metal tube cable containing a tear cord commands
a premium price in the market. This is shown by the declarations
summarized above and attached hereto. This is compelling proof under
the decision of the Federal Circuit in Transocean Offshore Deepwater v.

Maersk Drilling, supra at 1350, stating “Transocean presented sufficient

evidence of both commercial success and nexus to the features of the
claimed invention. It showed, for example, that its dual-activity drilling rigs
commanded a market premium over single-activity rigs.”

Transocean presented evidence that it charged an approximate 10%
premium for its product (a ship containing a dual activity string rig).
Transocean presented evidence that its dual activity rigs account for an
increasing percentage of the rigs sold and that they were becoming the
industry standard. This evidence was held to be substantial evidence of
commercial success.

Similarly, Gulf Coast Downhole Technologies, the Patent Owner,
has shown it charges a premium for its cable subject of Torrance ‘565.

Gulf Coast has also shown the dramatic and continued growth of its sales
of cable subject of Torrance ‘565 since its introduction in 2009. See Exhibit
A-5. This evidence is uncontroverted and is persuasive evidence of

commercial success.
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SUMMARY

The Patent Owner has amended its claims. The amendments are
supported by the specification and drawings. Claims 8 and 17 have been
cancelled without prejudice. Claim 25 has been added.

The claims describe a jacketed metal tube comprising a metal tube
with an outer jacket surrounding the metal tube. The claims describe a tear
cord. The jacketed tube is structured for use in the harsh, abrasive and
high pressure environment of hydrocarbon extraction well. The jacketed
tube is spoolable and the metal tube has a wall that is hollow cylindrical
shaped and is smooth, solid, substantially straight, continuous, without
break or interruption, maintains negative or positive pressure and is
structured to be hemetically sealed. The metal tube is structured to be
hermetically sealed with compression fittings to convey fluids downhole.
The tear cord is positioned proximate to the outer surface of the metal tube
and inside the diameter of the flexible outer jacket and is able to be pulled
back to create a slit in the protective jacket and allow the protective jacket
to be separated from the metal tube without damage to the tube surface.

The Examiner has cited Hurley, 7,113,680, as anticipating the
Patent Owners invention. As stated above, Hurley does not teach a solid,
smooth wall hollow tube. Rather it teaches spiral wound armor cable. This
is clearly disclosed in FIG. 8 of Hurley and in the suggestion of a suitable
supplier of the armor layer. This cable is neither solid nor smooth. It is not
structurally capable of being hermetically sealed and maintain a positive or
negative pressure. Hurley ‘680 is structurally incapable of performing
as the Torrance ‘565 patent.

Therefore it is respectively requested that the rejection under 35
U.S.C. 102 be withdrawn.

The Patent Owner has also demonstrated that the prior art patents
cited in support of the obviousness rejection under 35 U.S.C. 103 do not
teach the invention subject of Torrance ‘565. In summary, two patents
teaching cables containing metal tubes have been cited. Morgan
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3,526,086 and 6,472,614 issued to Dupont et al. Both references teach
spirally wrapping the tubes around an axis. The Patent Owner has shown
this spiral wrapping deforms the round circumference of the tube and likely
makes the tube unsuitable for hermetical sealing. Also, the Patent Owner
teaches a multiple tube cable which is flat, i.e., the tubes are stacked into a
single plane, in contrast to being helically wound.

The Examiner has cited Morgan 3,526,086 in conjunction with
Gareis et al. 5,557,698 in rejecting the Patent Owner’s patent 7,581,565
(Torrance ‘565) as obvious. Morgan does not disclose tear cords. It does
disclose a helical wound assembly of conduits completely embedded in a
polymeric substance. Even if equipped with tear cords, Morgan ‘086 does
not disclose the structure of Torrance ‘565. It does not disclose a metal
substantially straight tube surrounded by a protective jacket. Further
Morgan ‘086 teaches embedding the bent or twisted tubes (spirally
wrapped) within a polymeric substance. The polymeric substance would
contaminate the tube surface and the spirally wound tubes may be
deformed such that they could not be fitted with compression fittings. If the
tubes are unable to be fitted with compression fittings, the tube cannot be
used to maintain a positive or negative pressure. These are structural
differences with the Torrance ‘565 patent unrelated to the absence of tear
cords. The combination of Morgan ‘086 and Gareis ‘698 would not
work in substitution of Torrance ‘565.

Two referenced patents, Gareis ‘698 and Okada et al. 6,236,790
have been cited for teaching the use of tear cords with cables or wires.
The cable of Gareis ‘698 and Okada ‘790 do not contain hollow metal
continuous smooth wall metal tube. Gareis provides no teaching,
suggestion or motivation for the use of the tear cords. Okada ‘790 does
not position the tear cord adjacent to an inner cylinder. (The inner cylinder
comprises plastic or fabric tape.)

Gareis ‘698 discloses tear cords. It does not disclose tear cords
adjacent to metal tubes. Gareis ‘698 discloses tear cords adjacent to
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braided electrical conductors. Gareis ‘698 does not disclose the function of
the tear cords. Again, Gareis does not disclose tear cords in conjunction
with a metal tube wall that is a hollow cylindrical shaped smooth, solid,
substantially straight, continuous, without break or interruption and is
structured to be hemetically sealed. Gareis is disclosing an entirely
different structure.

Accordingly, the references provide no motivation for use in a
combination. Second, even if combined, the combined product would not
be the invention of Torrance ‘565. For this and other reasons, it is
respectfully requested that the rejection under 35 U.S.C. 103 be withdrawn.

Finally, the Patent Owner has presented uncontroverted objective
evidence of non-obviousness. This evidence, i.e., secondary
considerations, is the most probative evidence. It is based on undisputed
facts asserted by 12 individuals of a long felt, unmet need, and commercial
success including premium pricing. It is supplemented with third party
training materials demonstrating this need and sales records showing
commercial success.

The Patent Owner has shown that its amended claim 1 is not
anticipated under the prior art. The Patent Owner has shown an unmet
need in the industry preceding the Patent Owner’s introduction of Torrance
‘565 and activity industry investigative efforts to device a solution to this
unmet need. The Patent Owner is entitled to ask the question, if the
invention was obvious, why wasn't it invented earlier? The answer, proven
by objective evidence, is that Torrance ‘565 is not obvious.

The Patent Owner has also filed a new claim 25. This claim is
supported by the specification. A plurality of conduits are disclosed. In
contrast with Morgan ‘086 and Dupont ‘614, the tubes of Torrance ‘565 are
straight. The conduit of Morgan and Dupont are both helically wound. It is
the Patent Owner’s position that this makes them deformed or unsuitable
for separation as would be required to attach a compression fitting.
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Submitted this 20th day of August, 2014

/davidmcewing/

David McEwing

PO Box 70410

Houston, Texas 77270
713-514-0137
dmcewing@houstonpatentlaw.com

CERTIFICATE OF TRANSMISSION

| certify under personal knowledge that the aforesaid Patent Owner’s
Response to First Office Action was submitted to the USPTO via the EFS
Web system on August 20, 2014 and a copy submitted by regular United
States Mail to Haynes, Soloway P.C., 175 Canal Street, Manchester, NH
03101 on August 20, 2014.

/davidmcewing/

David McEwing
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DECLARATION OF JODY JAMES

1. | anysubmitting this Declaration i support of Guif Coast Downhole: Technelogies
LLC (Guif Coastj in the Regxamination Sevial no. 9 020 065 pertaining 1o patent
No. 7,581,565 now pending in the United States. Patent and Trademark Office.

2 | am CEO of Gulf Coast Downbhaole Technologies LLE, owner of the: Safety-Sinp
jacketed cable which is subject of patents 2724737 (Canada) 2765043 (ERPO)Y
and 7,581,565 (US).

3. As CEQ. | have detailed knowledge of the sates and revenue of Gulf Coast.
Downhole Technologies, ine.

4. lwas previously employed as a Project Engineer for Wood Groug Producton
Technology. i my cagacity as Project Engineer; | had first-trand experience with
the: offshore installation of substantially straight, continuous. smooth wall metat
tubies without break or interruption and stuctured to create an hermetic seall
The outer tube wall forms. a sealing surface @ be tised in conjunction with.
compression fitings o ereate the hemmetic seall

5. Through my work at Wood Greup Productiom Technolegy and as CEDQ of Guif
Coast Downhole Technologies, LLC (Gulf Coast), | also possess detailed!
knowledge of the downhole: jacketed metal tuliing (cables) market and
technology:

& 1 possess o Bachielor's Degree in Mechanicall Engineering frony Camegie Medbory
University.

7. Safety-Stip is the trademark for the jacketed metall hollew tube containing an
integral tear cord (cable) tat is subject of Gulf Coast Downtole Technolagies
patent 7,581,565,

8. Pressure lubes that comtain fluids are offen refesred to as control ines or
chemicall injection nes, and pressure tubes that contain a data. fransmission
mediisr (fer or insulatad conductors) are: ofter referred to as downhole: cables,
tubing sncased conductars, or TEC. Flatpack is a term usediin the off andigas:
industey for multiple: pressure tubes packaged together iy @ protective jacket.
These pressure fubes are aligned in panaliel in one plane, fence the-term “fat
pack”. The pressure tubes im the: Batpack are not helically wound.

9. Jacksted pressure tubes have cerlain similarities to jacketed products: used in
other industries. (Le. telecom iines and instrumentation cables) in that all of hrese
products can have thermoplastic proteative: jackets extruded: over anoties
undedying component. Jacketed pressune tubes, however, are vesy, Gmigues i
their manufactuse and in their application, and they differ significantly frorm typical
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tetecony lines. or instrumentation cables in that the jackeling materials are usually
meh thicker and madi of harder, tougher materials to withstand the-harsh
condifions experienced downhole: i oit wells

10, For more than thirty vears before the introduction of Safaty-Sip, downhole
cables andiflatpacks were used i the ol and gas industry without an integrated
jacket removat feature, e an integral tearcord.  This was probiermatic during
installation, because jacket removal taols oftery damaged tube sealing surfaces
and prevented formation of hemelic seals. Use of the: jacke! removal toals, fe:,
bladed instunents sueh as knifes, often injured installation pessommel.

11. Thisineed for an improved method of removing protective jackets: from holfow
metal fubes: is: evidenced by cilfield service company procedures that speeilically
address $e problems encountered when removing jackets. A WeliDynamies
procedure: (Exhithit A-1) places & particuiar emphasis an the need to avodd
“scoting the controt-lime.”

12 Fonworker safety, WellDynamics procedures reguire workers to wear chain-maill
gloves andl & butcher's or welder's leather aprom when using knives to remove:
the: jacketing from hollow metal iubsicable. Specialized doalile handled! knives:
were also required to be used. This shows:a need for 3 safe and. sifective:
method to remeve protective- jackels from encapsulated pressure-tubles.

13 WellDynamics” procedure: emphasizes: “Talte great care act to Kink cantres
lines” “Placing the: bumper bar in the cantre, or not fitting. a bumper bar makes
these flat-packs more difficult to strip, as the: lack of support means that conttol-
liness tend to kink more easily or become scored! by the stripping Roffe. . . . Take
greak care not fo seore e contral-lite sheath”

14, WellDynamics. proceduse: further states "Use anr assistant to restraim movement
of the: flat-pack {hold the seetion which is NOT 1o be sitpped). Take the knife in
a two-handed grip drag it slong ane o the ouler controllines . . . warking
ackwarnds towands the free end of the: fiat-pack, to strip the encapsulation alorg
ong edge of the flat-pack. .. . Control the: angle of the knite canefully, to
minimize any scoring of the control-line sheath.”

15. The need for am improved methiod! of removing the: protective jacket frany hotlow
metal tulles is further evidenced by incident reports describing jacket-removal
issues. Affer a technician expesienced am injuny from, not wearing the camregt
Keviar gloves while using o jacket removal tool, Halliiurton published andincident
repost (Exiibit A-2) that propesed Safety-Stip s @ means (o prevent fusthes
problerns. This repart not anly confiems thiat acketremoval problems existed in
the industey; it dermonstrates the novelty of the product by descritving Sefety-Strig:
as a"new type’” of controt ise.  The reponts states "Actions to prevent requmrence;
.. New type of ‘Safety stuip' Batpack contsel lines are on prdes and
availatile by Q3.

ghsl
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16 The industey demand for an improved method of removing tie protective jackets
frony hollow metal tubes s further exddenced by the inventiom of various
mechanical stripping devices by several different companies. Antechy is ome such
company, and the vesy first feature their marketing material (Exhibit A-3) promote
is the: akility to “Prevent Line Damage.” A 2001 Antech press release entitied.
“New Tool Strips Encapsuladiom Without Damaging Downhele Cable.”
Further the: press release statas. The AnTech Gun Dog was desigaed: im
response o marked demand for & stripping tool that makes removing)
encapsulation from critical downhole cabile and tubing a less complicated: and!
fime-consuming task.”

17. Guit Coast's efforts: o address this problem also began with experiments with
various encapsutation remavel tools. b 19881 tested a prooess-in which
encapsulated lines were: passed through: a secliom of heated duchs with a fixed
blade: at the: end, hoping that the heal weuld! sofien the: material sufficiently to
allow easy cutling by the blade. This proved unsuccessful because iregulanities
im the: encapsuiation thickness made precision culting impossible, and the blade
offen cut into the tube el wiich destoyed the test pleces.

18. 1y 2005, Roy Torrance began expesimentation with & handiheld loot that usedia.
stesl wirer to cul the encapsulalior rather thaw 2 blade This had a tendeney to
serately the fube surfase, so the wire was replaced with a Kevlar stuand.. The tool
with the Keviar would cut the: epcapsulation without damaging the tube, bul the
Kevlar tended to wear quickly and nesded such frequent replacement that this
solution was detesevined to be impractical. The hand-held device: failed, but it led
to the ideato embed the strand under the jacket as an integrat part of the cables
encapsulation.

19.As an answer fo the issue of removing jackets from pressure tulres, Safety-Strig:
is: the- first splution thet invelves changing the product itself ratherthan supplying
a tool suchy as those manufactured by Antech or TuberTec

20. Tube-TewLtd., Spumyhiiock Industriali Estete, Broombhill Road, Stonehavems AB3S
2MH, UK, is & provider of encapsulated pressure tWubes: i direct competition to
Gulf Coast Downhicde: Technolagies. Tube-Tee fras been im business. far longer
tha Bulf Coast, and they also recognized the need to improve the methods:
avaitable for rempying encapsulation from jacketad pressure tubes and flatpacks.
Althougty skitfed in the-art, they did not recognize the opportunity to add a tearing:
gord! to sy products, despite having over twenty yesrs & do so befope Guif
Coast introduced Safety-Strip. Instead| Tube-Tec designed a stripping tool
similar to those marksted by Antech (Exhibit A-4),

21. Shertiy-after Gulf Coast introdeced Safety-Brip (andi many years. after the:
introdtuction of the Tulte-Tee siripping tool), Tube-Tec infroduced & product
mamed Easy-Sirp that, like the Guif Coast product, comprised & jacketed
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pressure tube with a tear cord under the jacket. Coples of their advertising.
literature are altached hereto, (Exbibit A8} Tube-Tec had supplied the: same:
jacketed pressure fubes-and cables to the ol andigas. industry for aves twenty
years prior to the: intreduction of the: Guil Coast Dowshole Technologies Safety-
Strip, but they had never offered Easy-Strip or & similar jackelvemoval feature:
before the introduction of Safety-Strip:

22, In the years since: Safely-Stiip was infroduced;, Gulf Coast Downthole.
Tachnologies Inc. have seen a significarnt impact om sales. Gulf Coast salesof
preducts without Safety-Strip have declined, while Safety-Sirip product sales
have: increased significantly every year since: it was intraduced in 2008, The
attached graph (Exhibit A-8) shows trends i production quantities, andithe:
differences in velumes of products sold with and without Safety-Stip equate-io
sates: differences i the millions of dotlars. I 2013, tatal sales of Safety-Stip
products were: approximately 178% of the: non-Safety-Siip products. Year-te-
date sales of Safety-Strip products im 2014 {though only through August) exceed!
the: sales of Safety-Strip cables i albof 2013, This growthy is attributed o &
growing: market share for Safety-Stip produsts since it far excesds the: rate-of
growth for the indusiey itself.

23, The: information regarding commercial sales of the Safety Strip cables and
fiatpacks, as well as the sales information of the standard Gulf Coask products
{not containing tear cords) are: compiled directty from the accounting regords: of
purchase: orders recetved: by Guif Coast Downhole Technologies.

24. im regard to: the patent grantedito Hurdey US Patent 7,113,680, it indicates s
boundary layer that primarily exisls as a separation layer and would be:
marufactured fronm polyester or aramid yarn. if the product wese: to be
manufactured with: a mets) boundary layer instead of polyester or yarm. Hurley
suggests that the boundary layer could be an armon material, speeificatly "GP
interfock ammor availabile from: Eastern Wire & Comduit of Ontario, Canada’, §
have knowledge of the CPID armor manufactured by Eastern Wire: & Conduit; the
anmoris a helically wrapped metal layer with: a: comrugater! outer surface. This
product is intended fo provide physical protection from mechanical damage, but
the corrugated cuter surface:is not desighed to create an hermetic seal, This
asmor layer is unable to perfory as & substantially straight, continuous, smooth
wall metal tube, without break or interruption and sthuctured to create am hermetic:
seal under positive or negative pressure. Product iterature is attactied (Exhit
A7) Uniike: the Safety-Slrip cable, the Hudey product does not contaim a.
pressure tube.

25. 1 am familiar with the patent of Morgam 3,526,086 and Dupont et at.
6472614, Both teach spirally wrapping miultiple tubes arcund & centrat core or
axis. This would reguire the tubes to be bent. Bending the tubes.can alteror
deforn the tube circumference. The tubes, evem if unwrapped fromy the spiral
configuration, would likely be unsuitable: for fifting the: tube with a compression

glef15
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fitting. A compression fitling used for creating a hermetical seallas taught by
Towance: 585, requires a round, undeformedd tubs: circurmference.

28 Precision-Hayes International (formerly Hayes Industries) is contracted by Guif
Coast to encapsulate the Safety-Strip products subjest of patent 7,581 5685,
Whem Hayes was: originally contracted by Gulf Coast te build prototypes of the
Safety-Ship products, thelr management advised Gulf Coast that the jackets
extrutied over pressure lubes were too thick and the materials too hardito be
rewmored witty tearing conds.

27 1 armaware that jacketed pressure tubes were in the public domain prior to the:
invertion. of Safiety-Steip, and that teaning cords were in the pulilic domain prior to
the invention of Safety-Strip. Companies-such as Draka, Tube-Tec, Hayes
industries; Mid-South Control Ling, and Rockbestos-Suprenant Cable:
Corporation all pre-dated the existence of Gulf Coast by many vears, and all pre-
dated! the inventian of Safisty-Strig by more than adecade. Each of these
companies had fingnciallincentive andl practicst motivation to use tearing conds in
their products, and ample opportuniy to infroduce this feature. Their failure to do
so before the product was invented by Gulf Coast indicates: that the improved.
device was not ohivious to them as @ solutior to thelr customers’ needs or asa:

means o increase: thelr ow revenues,

| acknowledge: that all statement made in this declaration are of my own knowledge and

are tiwe andithat all statements made on information and belief are believed to be true.

Hurther acknowladge that willfu! false statements and the: like are punishable by fine or
imprisonment or both in accordance with 18 U.S.C. 1001 and may jeopardizes the

validity of patent No. 7,887,565
g8l \x

Date
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Products With and Without Safety-Strip
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5,000,000
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20095000! -
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DECLARATION OF MARK WATSON

1. { am submilting this Declaration as confirmation that | have first-hand experience with the Salety-Strip
product as patented by Gulf Coast Downhole Technologies (patent No. 7.581 588}, and have expettise
it the off and gas industry in which this product is utifized.

2. Fam Mr. Mark Watson, Regional Sales Manager for Africa, Europe, Russia, and the Middle East
regions with Packers Pius.

3. | have 24 years' experance in the ol & gas industry. [ have 17 years of first-hand experdence with
companies speciafizing in downhole monitoring. These manitoring companies are the Expro Group,
Schiumberger, Wood Group, Weatherford and Sensornet. | have worked giobally (USA in the Gulf of
Mexioo, North and West Africa, Australia, the Middis East, the U and Norweglan sectors of the North
Sea) for these companies covering a range of fob disciplines, these being; 8 years of field work
depioying systems, 5 years of project management and purchasing, 4 years of sales, business
development and management. 1 have gained first hand and detaifed knowledge and experience with the
design of monftoring systems and the deployment of jacketed high pressure metal lubes that are used in
hydrocarbon production from downhole well bores.

4. Prior to the introduction of Safety-Strip, the encapsulated jackets were removed from the high

pressure tubes of the downhole cables and control ines using cutting blades in the form of knives, or that
were fixed within g mechanical encapsulation removal toal, One tool operated in in a similar fashion to &
pencil sharpener but was limited to use with single tubes. For jackets that contained muitiple tubes
{flatpacks} a tool that incorporated muitiple blades and a gear mechanism was used to separate the
jacket from the tubes. This device was ineffective as it did not remove the complete outer jacket. None of
these tools and methods were sufficient to meet the needs of the indisstry, as these blades and tools
were known 10 seratoh or gouge the smooth cuter sealing surface of the high pressure tubes used in
downhole cables and flatpacks. Alter removal of the outer jacket it was common practice o polish the
surface of the tube with emery cloth to eliminate scoring on the sedling surface caused by the scraping of
the blades along the sealing surface. The polishing operation can compromise the sealing surface in that
the diameter of the tube is reduced and the tube can become oval by the sanding and polishing
operation. The tools were also known to cause injuries to personnel responsible for working with these
products. | have known this deficiency to have existed for at least 15 years before the introduction of
Safety-Strip in 2000,

5. | have witnessed a field enginesr being injured during an installation of & moniftoring system. The
engineer was using an open blads o remove the cuter jacket from the high pressure tube when the knife
slippad off the line and cut through his coveralls angd jeans resulting in a cutan his leg that required
stitchex

6. | have heard of others that have been injured in using open blade knives and bladed cutting devices fo
remaove outer jackets from high pressure tubes.

7. During my vears of deploying jacketed high pressure tubes | was frequently asked by the O
Companies’ representatives on the oil rigs i there was a better way, other than using culting blades and
the ineffective bladed davices, to remove the protective jackets from the high pressure tubes. The
Company Representatives often expressed concerm relating fo safgly and the potential for an injury to
occur when using the knives and cutting devices. Additionally they frequently expressed concern with
the effect the scoring to the sealing surface of the twube would have on the reliability of the system.

7. While | was employed at Sensornet the company purchased Safety-Btrip products from Guif Coast
Downhole Technology because Safety-Strip downhele cables contain tear cords bejween the smooth
wall metal tube(s) (that is of hollow cylindrical shape, substantially strafght, continuous, withowt break or
inferruption and with & tube surface structured to create a sesl) and the outer jacket whereby the fear
cord can be pulled back o create a siit in the jacket and aliow the jacket to be separated from the metal
tube without damage to the metal tube surface. Toolfree removal of the {acket{s) protects the outer
segling surface of the high-pressure tubes, and also protects instaliation personnel from injuries
somatimes experienced when using blades or other tools to cut through the jackets.

8. While | wag employed at Senscmet the company paid an additionat price per linear foot of Safety-Strip
above what is charged by Gulf Coast Downhole Technologles for its cable and control lines withaut 2
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tear cord.

9. it is my understanding that since lsaving the employment of Sensomst the company has continued to
purchase Safety-Strip products from Guif Coast Downhole Technology.

100 it is my understanding that others purchass Safety-Strip at an additional price per linear foot of
Safety-Strip above what is charged by Gulf Coast Downhole Technologiss for its cable without & tear
cord, because the cables and flatpacks contain tear cords to safely separate the outer jacket from the
metal twbe without damage to the metal tuba surface.

1. Itis my understanding that prior fo the introduction of Safety-Strip the indushry had a tong standing
need for @ tool or mathod that could safely separate the outer jacket from the high pressure tubes without
causing damage to the sealing surface.

12. I acknowledge that all statements made in this declaration are of my own knowledge and are true
and that all statements made on information and belief are befieved to be true.

13. T further acknowledge that willful false staterments and the like are punishable by fine or
imprisonment or both in accordance with 18 U.S.C. 1001 and may jeopardize the validity of patent No.
7.581,565.

1 declare under penalty of perjury that the foregoing is true and correct.
Executed this August 13, 2014,

SIGNATURE
NAME:
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DECLARATION OF MICHAEL BELEAU

1. 1 am submitting this Declaration in support of Gulf Coast Downhole
Technologies in the Reexamination Serial No. 90/020,065 pertaining to
patent No. 7,581,565 now pending in the United States Patent and
Trademark Office,

2. 1.am Michael Beleau, Global Product Line Manager of Frac Systems at TAM
International. 1 have also held the following positions during my 20 year
career in the Oil and Gas Industry:

o Wood Group Production Technology- Lead Service Technician,
Project Manager
NOVA Technology- Project Manager, Technical Sales

e  WaellDynamics- Service Technician, Project Manager, Technical
Sales, Global Technical Advisor

« Halliburton- Senior Account Manager

3. The above positions provided first-hand experience with jacketed pressure
tubes used in downhole cables and flatpacks. 1 have installed and
supervised the installation of these products,

4, 1 am familiar with many methods for removing encapsulation from
downhole cables and flatpacks. These include open blades, double-
handled knives, devices with captive blades, and pneumatic machinery.
While these devices all remove encapsulation, each is known to frequently
cause tube damage and personnel injuries, Some are also highly
inefficient and add to expensive rig time.

5. There has been a long-standing need for a better means to remove
jackets from downhole cables and flatpacks. As far back as the 1990 my
customers expressed concern over the use of bladed tools to remove
jackets from pressure tubes, but accepted their use in the absence of @
hetter solution. Over the course of my career I was personally involved in
managernent meetings in which this issue was discussed, but before
Safety-Strip no acceptable alternatives were identified.

6. 1 have personally witnessed injuries experienced while removing cable
jackets from pressure tubes. These include cuts to hands and fingers that
often required medical attention,

7. 1 have witnessed pressure tubes damaged during the encapsulation
removal process. Damage often included scratches that required
rerediation to ensure that the sealing surfaces of the pressure tubes

o
) Ny o T
Signature:  @aeStce T FeT i,

oA -
Date: f’i‘gaﬁéﬁ‘é?‘“ fﬁé 201 {W;
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9.

were fit for purpose in the downhole tube terminations. The attempts to
repair the tube were sometimes known to cause other complications by
distorting the shape of the tube which could make it impossible to get
pressure tight seals with the metal ferrules used in the tube terminations.

1 am aware that products that include Safety-Strip are more expensive
than identical products that do not include Safety-Strip. The extra
expense is justified because Safety-Strip reduces risk of tube damage, it
reduces personnel accidents, and decreases required rig-time.

My employers have purchased Safety-Strip cable from Guif Coast
Downhole Technologies because the Safety-Strip cable contains a tear
cord between the smooth wall metal tube substantially straight,
continuous, without break or interruption and structured to create a
hermetic seal and the outer jacket and the tear cord can be pulled back to
create a slit in the jacket and allow the jacket to be separated from the
metal tube without damage to the metal tube surface.

1 acknowledge that all statements made in this declaration are of my own
knowledge and are true and that all statements made on information and belief
are believed to be true,

I further acknowledge that willful false statements and the like are punishable by
fine or imprisonment or both in accordance with 18 U.S.C. 1001 and may
jeopardize the validity of patent No. 7,581,565,

£
S [ PSS,

ST ST pl
Signature / Date

P
& oy & § ¥
2% & & "‘f; § 3.8
& oF -7 Gl 20l

Michael Beleau
Global Product Line Manager
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DECLARATION OF SHAWN CALEOUN

I amy submitting this Declaration in support of Guif Coast Dewahiale
Techaologies in the Reesamination Seral No, SUAOR0 085 pertaining o
patent No. 7,581,565 now pending In the United Stines Patertt and
Tradensek Offics,

- Lam Shawn Cathourn, Completion Consultant at Hess. 1 have slso held

the following positions during my 22 vear caresr iy the Off & Gas Industry:

= Sthiumberger- Service Specialist, Service Supervisor, Project
Marager
= Exxon Completion Consudtant

Each of the positions above provided fest-harsd experience with downhole
cables and flatpacks that contained high pressure tibes, T have instaliod

and supsrvised the instafiation of these produds, and § hawe sourced ang
authorized the purchase of these mroducts,

t have experience removing jackets from pressur tubes through a varisty
of methods, ranging from simple fed Mades to compley machinery.
While the blades quickly removed the jackets, they slse had the highest
frequeney of demage to the tube sealing surfaces and personng! injuries,
The mechanical devices were oftan nefficient and not always effective at
removing the jackets.

There has beer & long-standing nesd Ry & betier maans o remove
encapsulation fron downhole cables and Hatpacks, In 1999 ¥ was tasked
with replacing the bladed tools being used on the Bowon Diana Prodect.
The cable and flatpack manfacturers T consulted were unabie to offer
any sofutions, and T ultimately selected mechinery from Antech United
{fram the United Kingdam 8s our method For siripping the sncapsulated
lackets. With certaln facket nsterials the Artech machines performed
better than the fixed blade krives, bt they were neffoctive with soft
jacket materials and we wers forcad to revert back to hlades for these
products. Safely-Strip s supetior to the Blades and machinery we used
for Diana and other projects, and T would have preferrad ta prchase
Safety-Strip had 1 been avallable at that fime,

1 have personally seen bladed tools cause fongituding searring along the
sealing surface of pressure tubes aftar they were used o remove

encapsulated Jackets, and this dated back to the baginning of my oifield
carser in the early 1950%. Third party stripping machines {such as those

-
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providid by Antech) werg invented o replace the bladed tonls, but these
were often unsatistactory saluBons.

1 have porsonally authorized the purchase of Safeby-Sinp products for ny
orojects, 1 am aware that the Safety-Strip feature is more expensive than
gtherwise identical produnts that do not inchade Safely-Sti. The extra
cost is avceptable because Safety-Strip reduces the sk of tube damage
and increases efficiency which saves maney spent on ng-tme.

Hess purchases Safety-Strip cabds from Guif Cogst Downhale Techanlogies
bevause the Safety-Strip cable containg a tear cord between the smooth
wall metal tube, La., substantially stralght, continuous, without break or
interruption and struchired to oreate @ hermetic seal and the ouber jacket
and the e cord can be pulled back o orsate o sl in the jackst and
allow the jacket to be separsted from the metal tube without demege
the meatal fubs swrface.

1 acknowledge that aff statements made iy this declaration are of wy own
knowledge and are trus and that all statements made on information and belig!
ars befieved to be trus,

1 further acknowledge that wiltiu! false statemants and the like are punishable by
fine or Imprisorment or both i accordance with 18 WS 1001 and may
jeopardize the validiby of patent No, 7,581,565,

’J’/
s
s
srree,
-
;'94
»

Sgr mtm e FBate

Shawn Cathaun
Complation Consultant
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DECLARATION OF STEVE KELLY

1. 1 am submitling this Declaration as confirmation that | have first-hand experience
with the Safety-Strip product as patented by Gulf Coast Downhole Technologies
{patent No. 7,581,505}, and have expertise in the ol and gas industry in which this
product is utilized,

2. Fam Mr. Steve Kelly CED and President of SMK

3. thave a total of 24 vears experience in the Ci and Gas indusiry. { was formally
Business Development Manager with Baker Hughes where | acquired 10 years of
experience in the downhole intelligent well sector. Prior to my employment with Baker
Hughes | was employed by Halliburion for 14 vears as a Field Engineer, Account
Manager and Operations Manager and have detailed knowledge and experience of the
use of downhole metal tube control lines and metal tube encased electrical cables. |
have 10 vear years of first-hand experience with the installation, procurement and sale
of downhole metal tubed cable {also Known as TED) and metal control line tubes.

o

4. Prior to the introduction of Safety-Strip, the encapsulated jackets wers removed from
the TEC and control lines by cutling and scrapping with utility knives and doubie
handed knives. A mechanical rotating device that incorporated a culting blade was also
used o ramove the encapsulated jackets from single lines. Neither method was
sufficient to meet the needs of the industry, as these blades and {ools were known fo
scratch or gouge the smooth ouler sealing surface of the high pressure tubes used in
downthole TEC and control line flatpacks. The tools were also known o cause injuries
fo personnel responsible for working with these products. | have known this deficiency
to have existed for at least 6 years prior {o the introduction of Safety-Strip in 2008,

5. While | was employed at Baker Hughes the iocal district operations actively sought
alternative methods and davices 1o replace the knives and rotational bladed cutling
devices. Other than Safety-Strip tear cords no tools were found that could maintain the
sealing integrity of the tube nor provide an improved level of safety.

8. While | was employed at Baker Hughes | had knowledge of training that was
provided to field personnel to try and imit damaging the sealing surface of the tubs
when using knives and rotational bladed cutiing devices to remove the encapsulated
jacket. The training also included methods o repalr damage 1o the sealing surface of
the tube.

7. While | was employed at Baker Hughes the company purchased Safety-Strip
products from Gulf Coast Downhole Technology because Safety-Strip TEC cables and
flatpacks contaln one or more tear cords between the smooth wall metal tube(s) nd
the outer jacket wheraeby ihe tear cord can be pulied back to create a slitin the jacket
and allow the jacket 1o be separated from the metal tube without damage to the metal
tube surface. Tool-free removal of the jackei(s) protects the ouler sealing surface of
the high-pressure tubes, and also protects installation personnel from injuries often
experienced when using blades or other tools to cut through the jacksts.

Signature:
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8, It is my Information and belisf that since leaving the employmaent of Baker Hughes
the company has continued to purchase Safety-Strip products from Gulf Coast
Downhole Technology.

8. While | was employed at Baker Hughes the company paid an additional price per
linear foot of Safety-Strip above what is charged by Gulf Coast Downhole Technologies
for its cable and flatpacks without the tear cords

10. it is my information and belief that since leaving the employment of Baker Hughes
the company has continued to pay an additional price per linear foot of Safety-Strip
above what is charged by Gulf Coast Downhole Technologies for its cable and
flatpacks without the tear cord

11, it is my information and belief that Baker Hughes and others purchase Safety-Strip
because the cables and fatpacks contain tear cords that address a long slanding need
to safely separate encapsulated jackets from the metal tubs without damage 1o the
metal tube surfgcs.

I acknowledge that all statements made in this declaration are of my own knowledge
and are true and that all statemsnts made on information and belief are believed to be
frue,

T further acknowledge that willful false statements and the like are punishable by fine
or imprisonment or both in accordance with 18 U5.C. 1001 and may jeopardize the
validity of patent No. 7,581,565,

1 declare under penalty of perjury that the foregoing is true and correct.
Executed this August 13, 2014,

SIGNATURE:
NAME: TrTaNE

i d
VPN
HE
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DECLARATION OF BOBBY PIELD

1. T am submitiing this Declaration i support of Guif Cosst Downhole
Technologies in t‘he Regxarmination Serial No. SG020, 085 pertaniing In
patend No. 7,581,565 now pendling in the United States Patert and
Trademark Office.

2. 1 am Bohby Fleld, Commercial Sales Leader at Precision-Hayes
Interngtional, 1 have also held the following positions dusing my 35 year
carger in the BEdrusion and Cabiing Industny:

« Custom Cabde Company- Production Techrician, Sales Manager,
Vice President of Dperations

GeoSouree- Sales Manager

&merCabide- HSales Manager

The Rochester Corporation- Sales Manager of Speddalty Products
De Regh Marine Cables- Bales Manager of Specialty Products
Hayes Industrias Bxacutive Vioe Peesident

& % % & B

A Each of the positions above pravided first-hand sopsrisnce with the
sxtrusion of specialty products. For the past 249 yvears | have been
emploved atb Hayes Industries and these speciaity products included the
extrusion of thermoplastic fackets over pressure tubes {used in downhole
cables, chemival infection ines, control lings, and fatpacks) for the O and
Gas Industre

4. During my career 3t Hayes Industries # has beery necessary ab Hass o
remove encapsulation from pressure tubes, particularty when defective
fackets have o be replaced duning manufaciure. We are familiar with the
vartous devices available for this purpose, Including pheumatic machines,
shitters, and cutting wheels, The method we have Tound 1 be most
practical is to use sharp blades to cut through the jacket. Our abor foree
is highly rained, but we sl experience inadents in wh"{‘h the jackst
removal process results in damaged tubes or mjnr 08 0 personnet,

5. During the first 10 vears of my career 1 had experience working with
specialty products that includsd fsaring cords. These tearing cords wers
incorpovated o products that had thin Bckets made of soft materials
Int comparison, the jackets extruded over prassurs tubes ang thick and use
mich harder materials, Whils working with pressure tubes over the ast
24 vears T oid not consider adding tearing oowds o the jackets.

f. During the last 24 ymrf; Haves Industries has encapsuiated pressure
fubes for 3 variety of domestic and intemational customers, cluding ol

Signatirs) RS
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ang gas operators and service companies,  Many of these customars have
requested better methads to remove the jackets from pressurs tubes, and
aur best advice was 1o use sharp blades and well trained personngl. We

did not consider teating cords as 3 solution to this long stending probilem,

g
»

Guif Coast Downhole Technologies was the first customer 1o ask Hayes
Industries to inchude 8 tearing cord a5 part of & facketsd pressurs tubs,
Based on my experiencs in this industry, I was my opinion that the
thickness ang hardness of the jackets used it these products would maxe
a tearing cord Ineffactive. T informed Judy James and Ray Trrrancs of my
skepticism, and T was surprised when the prototypes were sutcessful.

o

At Haves Industries T have had personal experience using Safely-btrip to
remove fackets from pressure tubss, This has besn much more effective
than the methods used for products without Safety-Strip, and in sume
situations 1 have foursd this to be ax much a5 ten tmes faster than using
hlades, This has resulted it reduced imtemal manufacturing costs by
rducing thme required for rework.

I acknowladge that all statements made In this declaration are of my own
knowledge and are trus and that all statements made on information and befied
are bedisved to be true.

[ further acknowladge that willful false statements and the fike are punishable by
fing or imprisonment or both In accovdanos with 18 LLSL, 1001 and may
ieopardize the validity of patent No, 7,581,565,

N T

w-(::\\\‘ § \5 :\3 Yone 5)6 g §§ {:\‘ R S
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Habhiy Field
Commercial Rales Leader
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DECLARATION OF BRADLEY WHITFIELD

1. 1am submitting this Declaration in support of Guif Coast Downhole
Technologies in the Reexamination Serfal No. 90/020,065 pertaining to
patent No. 7,581,565 now pending in the United States Patent and
Trademark Office.

2. 1am Bradley Whitfield, Vice President of Sales and Operations at Deep
Casing Tools. I have aiso held the foliowing positions during my 12 year
career in the Qi and Gas Industry:

s Stewart and Stevenson- Sales
« Rockbestos-Suprenant Cable Corporation- Sales Manager
o Gulf Coast Downhole Technologies- Sales Manager

3. The above positions provided first-hand experience with the manufacture
of downhole cables and flatpacks that contain pressure tubes, and
extensive knowledge of the customer requirements for these products.

4 1 am familiar with many methods for removing encapsuiation from
downhole cables and flatpacks. While employed by Rockbestos-Suprenant
Cable Corporation (RSCC) 1 was trained to remove encapsulated jackets
form pressure tubes using open blades. While working with various
customers 1 have witnessed the various methods they ysed, including
open blades and enclosed cutting blades and cutting wheels.

5. While employed at RSCC (2004-2008), I was contacted by various
customers regarding their need for a better means 1o remave the
encapsulated jackets from the downhole cables we provided. RSCC
responded with recommendations of third party stripping tools, and to my
knowledge never considered adding tearing cords to thelr products.

6. It was sometimes necessary at RSCC to remove long lengths of
encapsulation if problems were experienced during the manufacturing
process. RSCC used a machine provided by a third party to perform this
operation.

7. As sales manager at Gulf Coast Downhole Technologies (GCDT), I sold
downhole cables and flatpacks with and without the Safety-Strip feature.
Customers who purchased Safety-Strip were aware that this feature was
only available at a higher price, and that the only difference in the higher
priced products was the tearing cord. They purchased the Safety-Strip
products to reduce the risk of damaging pressure tubes while removing
encapsulation, to minimize the chances of employee injuries, and to save
instaliation time.

8 o d &
Signature Date SN TIF el
o ¢
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8. My customers have purchased Safety-Strip cable from Gulf Coast
Downhole Technologies because the Safety-Strip cable contains 3 tear
cord between the smooth wall metal tube, i.e., substantially straight,
continuous, without break or interruption and structured to create a
hermetic seal, and the outer jacket and the tear cord can be pulled back
to create a shit in the jacket and allow the jacket to be separated from the
metal tube without damage to the metal tube surface.

T acknowledge that all statements made in this declaration are of my own
knowledge and are frue and that all statements made on information and belief
are helieved to be true.

T further acknowledge that willful faise statements and the like are ounishable by
fine o imprisonment or both in accordance with 18 U.S.C. 1001 and may
jeopardize the validity of patent No, 7,581,565,

£ s F$
FAY L AW

ST

Signéf:wi;e / Date

Bradley Whitfield
Vice President of Sales and Operations
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DECLARKTION OF S¥YMOND WATT

¥ liam submitiing this Declanation as cenfirmation that Iave:first-hand experisnce with the: Safety-
Stripsproduct as: patented by Gulf Coast Dewnhole Teckinologies (patentNo. 7.581,565), andihave:
expartise-in the oil and! gas. industry imwhichithis: product is uilized,

2.1 arm N Symond) Watt, General Managar for Promier Worldwide Services LLC.

3. [ have 21 yesrs of experience-imite.oil & gas indisstry-which includes-nine years supplyihg,
praducts: for downholesintelligent wellisystame: (IWS) frormwhicts | have gaiced detailed knowledge:
and axperience of jasketed metal lubes that are used-to monitor andicontrolihydrocarbon: production
frove-downticle-wellibores..

4. Prior tostheintroductiom ol Safety:-Strip, jackets were: removed from downfiole cables and fatpacks
with sitsple-bladeditoals: serapingoff tive outerjacket or with compiex rotating, bladed devices-
desigmed specifically for this.purpose. Neither melliod was:sufficientito meet:the needs of the
indistry; as theses bindes: anditonis were known to scratch or gouge: the smootinoster sealing surface:
of theshigh pressure tebes used i downhole cablis-and flatpacks:. The tools were also known fo-
cause injuries:-topersonnel respansibitis for working witty theseproducts.. } have: knowmthis deficiency’
o have existed for at least four years prior toithe intreduction of Safaty-Sirip:.

5: Pramies Worldwide Services” customers: purchase: Safely-Strip products manutastured by Gulf
Coast Downhole: Technology: because Safety-Strip cables:and flatpacks contair one or move: tear
cords between the: smoath wall metal tabie(s) (st is:of hiotiow cylindrical shape, subistantia Hy
straight, continwous, without break or intermuptiom and:with a tube surface structured to:ereate: o seal).
and thie: otter jsket- whereby the:tear cord can be-pulied back: o create @ shitimthe jacket and alfow
the:jacket o be: separatedifiom the metalitube wilkiout damageto:the metat ube-swface. Took-

frae removal of e jacket{s): protects:tha outer semling surface of the highvpressuretubes, and alse:
protects:instaliation: personnel from injuries oftemexperiencad wien usingibladas.or other. fools torout
& Premier Worldwide Services' custormars pay sr additional price:perinearfoot-of Safety-Strip:
above what-ls clianged fer cable and flatpacks without mtear cord.

7. Premier Worldwide Sesvizes buy and sell jacketed downhole: cablis -(also: kmowrvinthe industry:
a5 TEC: Tubing Encased Canductor) and jacketed pressure lobes manufactured! by GCDT withs

and without Safety-Strip. We offer buth produzts:te:our customers; products without Safety-Slig
ane purchased by-customess: unwilling i pay the added sxpense: for Safety-Strip; on by custemers:
whoareunable to change-lbng-term conlractsithat alteady specify products that dir notiinclude- this
feature. Many customers, However, do buy. the products that include Safety-Strig. The-Safety-Strip:
Has provem te b valuable: ta gur castomers since, when given: the option, many slect torbuy, the
Safety-Stipy prodisct at-a higher price-than: the: nars-Safbty-Strip product, wiere the onli difference:
between: thetwa i the-tear cords: thati facilitate-the remaval of the: protective: jaeket. To date;
custumiers:have spent amadditionaliUS$144,000 onSafety-Strip productsinstead of buying the
squivalent non-Safaty-Strip options;. whicls equates toa.premium of 4 4% for Safety-Strign.

& It is: my information andibelief thatimy-customers purchase Safety-Strip because the: cables: and
fiatpacks: contain tear cords bistween the smoatly walll metal tiubie and the outer jacket.
I'ackrowledge that all statements mads (b this declaration are: of my-own knowledge and are true
andittiat all staterents made o information: and: befief are: befieved to be true

Tfurther acknowledge: tiiat: willfil false- statements and the:fike are-punishablie:by. fire- or
imprisonment or bath im accordamee with: 18 U.S.C.. 1001 and may jeopardive-the: validity of patent.
No. 7,581,565,

I declare-under penalty: of perjury. that the foregoingiis:true-and! correct:

Executed this: August 13, 25:123’.’? e9ons
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DECLARATION OF ROY TORRANCE

. I am submitting this Declaration in support of Gulf Coast Downhole
Technologies LLC in the Reexamination Serial No. 80/020,085 pertaining to
patent No. 7,581,565 now pending in the United States Patent and Trademark
Office.

. I am Roy Torrance, President of Gulf Coast Downhole Technologies LLC (Guif
Coast), owner of the jacketed cable which Is subject of patents 2,721,737
(Canada), 2,165,043 (EPO) and 7,581,565 (USA).

. Prlor to joining Gulf Coast in 2004 I held the position of Western Hemisphere,
Nigeria and Australia Operations Manager — Monitoring Systems for Wood Group
Production Technology. I have 28 years experience in the oil and gas industry,
with 25 of those being in the IWS (Intelligent Well Systems) and downhole
monitoring sector of the industry.

. I have an extensive knowledge of the IWS and downhole monitoring market,
which includes the jacketed pressure tubes In the systems provided to the
Operators (Oil and Gas companles). I have expertise regarding the
specifications, reliability, installation and operation of these systems. I have an
extensive knowledge and understanding of the commercial aspects of the IWS
and downhole monitoring market.

. System reliability is of critical importance to the commercial success of
companies providing IWS and downhole monitoring systems, The integrity of
the seals between the tubes, which contain high pressure hydraulic fluld, and
the housing of the in-well IWS control valves, is essential for system reliability.
In the case of electrical conductors that are encased in high pressure metal
tubes (within the industry commonly referred to as TEC or Tubing Encased
Conductor), the integrity of the seals between the tube and the housing for the
electronic monitoring and control device are also essential to avoid the electrical
system experiencing short circuit failure caused by fluid ingress. In both cases
the seals between the tube and the housings of the devices are metal to metal
compression ferrule fittings that grip the tube for pressure containment. For the
seal to work effectively it is paramount that the sealing surfaces are free from
any scratches, scores, or gouges and that the tube is round.

. I have worked as a service engineer where I have gained first-hand experience
installing substantially straight, continuous, smooth wall metal tubes without
break or interruption and structured to create an hermetic seal that are used in
the construction of TEC, control lines and flatpacks.

. I have first-hand experience removing the encapsulated jacket from the
underiying tubes and I am familiar with the techniques and tools used, which
prior to the introduction of Safety-Strip, was limited to knives and mechanical

Signature Cf;—\, Date AvGusT (¥ e
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encapsulation cutters. Removal of the encapsulated jacket using knives and
mechanical cutting devices often result in damage to the sealing surfaces in the
form of scratches, scrapes, scores and gouges.

8. 1 have personally been aware of the long-standing need for a better means to
remove jackets from downhole cables and flatpacks since entering the industry
28 years ago. During my employment at Wood Group Production Technology
and at Gulf Coast Downhole Technologies 1 have researched a range of different
options relating to stripping encapsulated jackets from TEC, control fines and
flatpacks. None of the devices available in the market provided a satisfactory
solution as they all had the potential to damage the sealing surface of the tube.

9. Safety-Strip evolved from a device I developed which consisted of a frame that
held a steel piano wire in tension. The device was then pulled along the surface
of the tube, with the wire perpendicular to the tube, while cutting through the
jacket. This proved successful for short lengths, but the wire routinely broke and
the wire left scratches on the surface of the tube. In several different
configurations the cutting angles were changed and the wire was replaced with
various artificial fibers and cords. These changes eliminated the scratches on
the tube. However, the cutting cords the cutting fibers and cords would break
after remaoving a short section of jacket. While considering the need to adapt
the device to include a payoff and take up reel that would allow the cutting
point of the cord to be moved before it reached the it's breaking point I
concluded that the real solution would be to embed the cutting cord into or
under the jacket.

10.1 approached Bobby Field at Hayes Industries and requested that they
manufacture prototypes with tear cords under the extruded jackets. Mr Fleld
stated that based on his experience the tear cords would not cut through the
types and thicknesses of thermoplastic materials that are used to provide
resilient protective jackets for harsh downhole environments. To Mr. Field's
surprise the trials provide successful.

11.Since the introduction of Safety-Strip in 2009, Gulf Coast has seen a growing
acceptance within the industry to this new product which has resulted In a direct
increase in Gulf Coast’s sales of TEC, control lines, and fiatpacks. Customers
have recognized that Safety-Strip provides a solution to two long held issues
with stripping encapsulated jackets from tubes; it ellminates damage to the
sealing surface of the tubes, and it dramatically improves safety. In addition,
the Safety-Strip removes the jacket significantly faster than traditional methods.
These three benefits all provide operating efficiencies during deployment of the
IWS and downhole monitoring systems which saves money spent on rig time.

12.Gulf Coast continues to manufacture products without Safety-Strip for
customers who choose not to pay the additional price for this feature, or for

>
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customers who have already specified non-Safety-Strip products in their
systems. Large offshore developments, for example, sometimes approve
products two to three years prior to having those products manufactured and
delivered for their projects. This long term planning, combined with the time
required to introduce Safety-Strip to the Oil and Gas Industry, explains why it
took until 2013 for Safety-Strip to be in higher demand by our customers than
our non-Safety-Strip products.

13.The benefits of Safety-Strip are highly valued by Gulif Coast’s customers; cables
and flatpacks that are identical to Safety-Strip products in all aspects other than
the tearing cord are available from Gulf Coast at a lesser cost than the Safety-
Strip products. Customer demand, however, is higher for Safety-Strip products,
which in sales between January and August 2014 have already totaled an
additional $950,000 above what customers could have spent for otherwise
identical products without Safety-Strip. This amounts to an approximately 14%
premium that Gulf Coast customers elected to pay for the Safety-Strip feature.

14. With the growing awareness of the Safety-Strip products, and even though
Safety-Strip products are more expensive, Gulf Coast predicts, based on market
feedback, that the ratio of Safety-Strip to traditional jacketed products will
continue to increase. Several Oit and Gas operators that have previously run
traditional jacketed products have embraced the Safety-Strip product and are
specifying it's use on future offshore developments, many of which are still in
the planning stages.

15.1t is my belief that the overall market for jacketed tubed products Is increasing
at a lesser rate than Guif Coast’s annual growth of Safety-Strip product sales. I
believe that these increased sales can be attributed to Gulf Coast increasing its
market share because of the popularity of the Safety-Strip products,

I acknowledge that all statements made in this declaration are of my own knowledge
and are true and that all staterents made on Information and belief are believed to be
true.

I further acknowledge that willful faise statements and the like are punishable by fine
or imprisonment or both in accordance with 18 U.S.C. 1001 and may jeopardize the
validity of patent No. 7,581,565.

A
o s
; Signature / Date
Auvause 1¢ , 2ot gn /
Roy Torrance
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lrused to-bera chore it usedite damage lines; and itused w wake time.. Not
any-morer Fucaway thie hacksawsand knivesiand farget-about injury to
operarors’ hands - AnTach'’s uniques nangeofiStrippers-and Splittens: can remave:
the:encapsullition fram a cableer cantrot line in 3 quick: simple and safe
operation: YWhether strippingonaplitting a line at_the welliiee on backimi the
yaod, it takes juse one man w aperate any one-ofithese indispensabletoots

Operating inoilfields aroundithe wortd sinae: {993} thesAriTech rangeof
Srripping and: Splitting tols represent the indusery. standiird for thesremovat

ofiline encapsalation.

. Theenigue design of sach toot ensuresthe

plastic encapsulation iy steifyped: away withour causing surface:dimage
to the internatimetal linefs). This i essentialitomaingain the integriye
of the:dine, but until now: hassbeennatnriousty-difficult: to achiave when
stripping encapsulation miditine,

. Cutand injuredifiands weee commonplacesfan those
suripping arsphitting o cable: THis range of outstanding tools Rassvirtuatly
eliminated the risk of such-injury:

- Removing encapsulstion:andisplicting linesswas always
3.tinve consumingchove: Now; with the appropriaw:toot ftom Anlanh,
e man cary casnplete the taskisimply. and in a frecdon: of thestina,

. For yse omelectric or hydiaulic, single or multighs:
lites. Camalse be used weremove encapsulation from fac-pack: ranging:
oot x| Enny £00880% | S, Toolssare avaifable for mithlinestripping:
andifonr cabling ofiunssiad size:

X

1

Speciat Saginaerinyg Brojest
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Encapsulation Strippers & Splitters

Line Size: EARY s 76 (3 2o o iy

Max:Sheath Sixe (Stippers): Qi85 Q55T (1Hmmme 1sm):

Flat: Pecle(Max-Dimensionsp® .
BunDogs™ 26" x:BEE" (6%mmix- 1 i)
Splitters: 80P {8mnx: 1 7Rwm).

Number-of Coves far Splitting. 3/ (oprion of ¢ avaliatila)

Theseratings are typical. Mevalls fur spedific taols- aseavaifable onregpest:
*larger-sizes can be catered for Pleasesash for-desails:.

&X\\\?ﬁ\%\\\ About AnTech Ltd

g@ SRR . Aniech specialises in the:design and manufxeture of i

@§ o ) ‘ prodiscts for the internationafiupsererrmiciliand’ gas indlscries. The:

* mc Comparayis knawn throughout thesworld forits rangerof award-
wimning coiled wublingitools and refated pepmanent aampletion
prodiias.

For furthes information contacts

Uniti 7, Newbery Center:. Kirport Business Pagk,
EXETER, BXG 201, UK

Tol. +441 (0}, 1392 4403001 Fax:+d4 (0} 1892 440361,
enailt antech@antech. o uk:

US; &.Canadai
Tek: 1 808 789 7515 Fax: 1 284 754 4338

www.anfech.co.uk

AnTech havesopsticy: of ; j paseight-vocharge azerial, s onstivyichons ated 4 g Howt pt
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steipping: hittp-//wawvetubetse condkdsiripingtool inm

ENCAPSULATION STRIFPING TOOL

& Corrosiom resistant siainless: steel body:

* an be moedifiedi to suit different line:
configuration eg, /47,38, disal, flatpack etc:

® Iafe and easy to operate design
« Fully portabile:
& Manual or air drivew options

& Cotting blades: canmot contraettubie

* The 752 series toal strips ancapsulated
controd lime quickly; safely andiwithiease

« The stripping blades are arranged tobe
failsafe, therefore:itis impossilile for the:
blades to-make-contact withithe: tubing.

& Avallable-as either manually: operated-or air
drivem, the. geased drive epsunes that:
minimal effortis reguired.

& The-standard tool s setio strip 4™ line-but.
mast configurations are available including
flatpacks:

® Quick release-fold-out stand makes
assembly rapid and foolproof

« Dual hendles ensure & smooth effortiess
siripping action

1t ofZ &/13/20141 321 PMU
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stapping hitp:/fwww. tnbetee couk/stripingtoot. tvm

& Airmator available: for siripping longer
lengths of encapsulatedi control ling

* The: 752 series: Encapsulatico Stripping Tool
i fully portalile unitl. It can be:assemblad
and ready forruse in less: thian. 1 minute:

Zof2 §/15/2014-3:21 PM
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5

DECLARATION OF BRYAN PETRIEH

I am subimitting this. Dedaration im suppert of Gulf Coast Downhiole:
Technalogies in. the Reexamination Serial No. 991020065 pertaining te
patent No. 7,581,565 now pending in the United States Patestiand
Trademark Office.

I am Bryan Pelxich, Drilling and Completions. Supervisor ati Hess. I have:
also-held! the following positions.during' my 19 year career in- the Oil & Gas
Industyy:

Cameran- Project Manager

Woad Group Production Techniology- Service Technician:
Wellibynamics:- Country. Manager, Angola

Chevron- Dill Site Managen

Shell- Completion Forman

All of the above positions: provided first-hand experience with high
pressure tubes used in downhole- caliles and flatpacks of the: type soldiby:
Gulfi Coast: Downhole Technologies: I addition ta pedfomning or
supervising thie-installation of these products, I have:been responsible for
selecting andl authorizing the: purchase of these: products.

LI R I I

. T any familiar with many methods for remeoving encapsulation frony

downhole cables and! flatpacks: These include opem blades, aix-dinvem
wire abrasive wheels,. het knives, and! devices with caplive blades, While
these devices: did remove: the encapsulation, each had flaws related to
tube: damage and: personnel safety. Some: were also highly inefficient and.
burned expensive rigi time..

There has beerr a long-standing need: for a better means to remove
jackets: fromy downliole cables and flatpacks. During my employment at
Wood Group Technology (1998-99) & customer request (Shelf)
initiated: researchr off alternative: metliods to- remaove encapsulation. At that
tire; neither cable- manufacturers nor thisd! party tool companies offered
any: solutions beyomd the methods described above;. and until Safety-Strip
was availablie: I am unaware of any: other-effective: solution..

1 have- persenally withessed! injuries experienced while removing cable:
fackets from high pressure tubes. These-include cuts: and punctures te:
hands;. fingers, a shioulder;, riltys;. andl one-individhal's stomvach.
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7. I hawe: personally withessed: pressure tubes damaged when: the
encapsulation was: removed with the: various devices described in
paragrapls 4 above. This included scratches and! gouges to - the sealing
surface off the tabe; as well as dianges to the shape:of the: tube caused
by thie- siripping process.or by attempts: bo repair the scratches or gouges.
Both: types of damage: had the potential ta compromise the ability: of the:
ferrules. to form effective: seals onr thie-tube.

8. I have: personally used Safety-Strip products and authorized the purchase:
of Safety-Stripproducts.. T any aware that the Safety-Strip: featune is more
expensive: than otherwise identicall products: that do nat include: Safety~
Strign. The premium paid is acceptable because it rediices: risk of tube
damage; it reduces personmel accidents;. and indreases: efficiency. which
savas money spent on rig-time.

9. Hess purchases Safety-Strip cable-from GUIE Coast Downhole: Technologies
because the Safety-Strip cable contains a tear betweer the-smoothy
wall metal tube, i.e., substantialty straight, continuous;, without break or
intemuptionm and! shctured to create 3 hermetic seal, and' the: outer jacket
and: the tear cord! cane be pulled back ta areate g slhit in the: jaeket and
allow: the-jacket to be separated from the metal tube without damage to
thie metal tube sudface:

T acknowledge that: all! statements: made-in this: declaration are of my own
knowdedge and! are true and| that alf statements. made: on informatiom and belief
are believedi to be true.

T further acknowiedge that willfull false: staterments and the: like-are- punishiable by
fine or imprisonment o boty ir accondance with 18 B.5.C. 1001 and' may
jeopardize the: validity of patent Now 7,581,565.
't B )
[ < SooA B IT 4s
: ¥ Ve
(/é“}«« <

Signature / Date

/( Buyam Petrich
Drilling/Completions Supervisor
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Electronic Patent Application Fee Transmittal

Application Number: 90020065

Filing Date: 24-Dec-2013

Title of Invention: TEAR CORD FOR JACKETED TUBE
First Named Inventor/Applicant Name: 7581565

Filer: David Lee McEwing

Attorney Docket Number: SURP 13.01 REEX

Filed as Small Entity

ex parte reexam Filing Fees

Description Fee Code Quantity Amount Suz—;'g(tsa)l in
Basic Filing:
Pages:
Claims:
Reexamination Independent Claims 2821 2 210 420

Miscellaneous-Filing:

Petition:

Patent-Appeals-and-Interference:

Post-Allowance-and-Post-Issuance:

Extension-of-Time:
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o . Sub-Total in
Description Fee Code Quantity Amount UsD($)
Miscellaneous:
Total in USD ($) 420
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Electronic Acknowledgement Receipt

EFS ID: 19914532
Application Number: 90020065
International Application Number:
Confirmation Number: 1470

Title of Invention:

TEAR CORD FOR JACKETED TUBE

First Named Inventor/Applicant Name:

7581565

Customer Number:

26328

Filer:

David Lee McEwing

Filer Authorized By:

Attorney Docket Number: SURP 13.01 REEX
Receipt Date: 20-AUG-2014
Filing Date: 24-DEC-2013
Time Stamp: 14:00:46

Application Type:

Reexam (Patent Owner)

Payment information:

Submitted with Payment

yes

Payment Type

Credit Card

Payment was successfully received in RAM

$420

RAM confirmation Number

245

Deposit Account

Authorized User

File Listing:

Document L. . File Size(Bytes)/ Multi Pages
Number Document Description File Name Message Digest | Part/.zip| (ifappl.)
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4153809
] Response after non-final action-owner | Final_Response_08-20-14_Rev. o 75
timely pdf
1878871¢737¢1e997b59%¢128c4263afa45ba)
95a4
Warnings:
Information:
4061984
2 Oath or Declaration filed Jody_James_Exibit_A_FILE.pdf no 6
2617fda3595ec01d8ad0d05f5f2abebbdb8|
28aea
Warnings:
Information:
. . 616483
3 Other Reference-Patent/App/Search HBTincident_Exhibit_A_2_FILE. o 5
documents pdf
2d13¢709ea92c2ed0f80bfc94edd8a673¢1¢
7626
Warnings:
Information:
.- 1652429
4 Other Reference-Patent/App/Search Tube_Tec_Exhibit_A_5_FILE. o 4
documents pdf
a69efbef3b6d328adfaf01530855d2e95298]
2192
Warnings:
Information:
", 564131
5 Other Reference-Patent/App/Search Sales_Graph_Exhibit_A_6_FILE. o 5
documents pdf
d74024942077505334002fe5d0a6c060452)]
51577
Warnings:
Information:
Other Ref Patent/App/Search 2528772
6 erheterence-ratent/App/oearc CPID_Exhibit_A_7_FILE.pdf no 2
documents
efe33e8867293b2f9f2a7432b393378a2bef]
8983
Warnings:
Information:
Al D Exhibit_B_FILE 364080
7 Oath or Declaration filed my— angas_d)f( fort_E_FILE. no 2
p 9a1f0df81c2f0fa0b59f865bc133ba3b7bc75)
abe
Warnings:
Information:
722340
8 Oath or Declaration filed Bechdol_Exhibit_C_FILE.pdf no 3
d69eatefbfedcalf3bac04be7d2c36f5be72
Warnings:
Information:
Mark_Wat Exhibit_D_FILE >34331
9 Oath or Declaration filed ark_wa son_d}( o2 _FLE no 3
p 3319172a6765¢3d4988fe90579744d77¢52|
4a188
Warnings:
Information:
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Michael_Beleau_Exhibit_E_FILE 743368
o ichael_Beleau_Exhibi
10 Oath or Declaration filed - af - no
' p 19689d74dcb98c2a7c40789256ch8bbaaaf]
065ac
Warnings:
Information:
398144
. X Shawn_Calhoun_Exhibit_F_FIL
11 Oath or Declaration filed Eodf no
' p 7¢90dd57808fb6bat4dcaf6 1eaac893817b
d%e47
Warnings:
Information:
612518
12 Oath or Declaration filed Krejci_Exhibit_H_FILE.pdf no
761cb053c6e70f3143e8032d 1aaf37db8b3
33dd3
Warnings:
Information:
1178623
13 Oath or Declaration filed Steve_Kelly_Exhibit_I_FILE.pdf no
25786a3557edfaf476edfd6723cfaf3dd4875)
abd
Warnings:
Information:
430232
L Bobby_Field_Exhibit_J_FILE.
14 Oath or Declaration filed obby_Tie _d); o no
p 800b12e84c01ff10ad0520245621a82c074
bbo3
Warnings:
Information:
1690818
hitfiel hibi LE.
15 Oath or Declaration filed Brad_Whitfie d_dlix ibit_K_FILE no
p 7b6c630d214623¢562b520b17a03708974|
b2c837
Warnings:
Information:
S d_Watt_Exhibit_L_FILE 1137122
L mon att_Exhibi .
16 Oath or Declaration filed Y - _df - no
p 5575aa7af3alea5bff90d 1867f4290145372
850¢
Warnings:
Information:
Roy_T Exhibit_M_FILE 63709
L oy_Torrance_Exhibi .
17 Oath or Declaration filed Y- ﬁdf - no
p 556edeff2e93580e70378f22c62bch34748¢]
f3ef
Warnings:
Information:
. . 2864308
18 Other Reference-Patent/App/Search WD_Exhibit_A_1_FILE_Revised. o
documents pdf
1f86c52ealcal270f75422c35926ed766¢74
4cf5
Warnings:
Information:
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2759936
19 Other Reference-Patent/App/Search Antech_Exhibit_A_3_FILE_Revi no 5
documents sed.pdf
1f4a86daddf871f3de00d8eb860f849b4ecs|
Warnings:
Information:
- 1033918
Other Reference-Patent/App/Search TubeTec_UK_Exhibit_A_4_FILE
20 L. no 3
documents _Revisied.pdf
20d915ff35f58bf7f31e2ea87b6ebad559b6)
14e9
Warnings:
Information:
Petrich_Exhibit_G_FILE_Revi 1183056
21 Oath or Declaration filed etrich_&x Idl oF evise no 3
.p 45024f25ed7b91fdf855792afc0c4b1e01b8|
bdsf
Warnings:
Information:
30034
22 Fee Worksheet (SB06) fee-info.pdf no 2
2e800b845ffch57¢225f68717305aebecfc01]
36d
Warnings:
Information:
Total Files Size (in bytes):l 29344145

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR

1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O.Box 1450

Alexandria, Virginia 22313-1450

WWW.USpto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. |  CONFIRMATION NO. |
90/020,065 12/24/2013 7581565 SURP 13.01 REEX 1470
26328 7590 07/31/2014
EXAMINER

LAW OFFICE OF DAVID MCEWING | |
P.O. BOX 70410 REIP, DAVID OWEN
HOUSTON, TX 77270

| ART UNIT | PAPER NUMBER |

3993
| MAIL DATE | DELIVERY MODE |
07/31/2014 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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TNITED STATES PATENT AND TRADEMARE OFFICE

Cormissioner for Patents

Linited States Patent and Trademark Office
P.C. Box 1450

Alexandria, VA 22313-14350

RS LT, GO

DO NOT USE IN PALM PRINTER

(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS)

Haynes, Soloway P.C.
175 Canal Street
Manchester, NH 03101

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROL NO. 90/020.065.

PATENT NO. 7581565.

ART UNIT 3993.

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a
reply has passed, no submission on behalf of the ex parte reexamination requester will be
acknowledged or considered (37 CFR 1.550(g)).

PTOL-465 (Rev.07-04)
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Control No. Patent Under Reexamination
Ex Parte Reexamination Interview Summary | 90/020,065 7581565

Examiner Art Unit

DAVID O. REIP 3993

All participants (USPTO personnel, patent owner, patent owner’s representative):

(1) David Reip, Eileen Lillis, Jimmy Foster - USPTO (3) Jody James, PO

(2) David McEwing, attorney for PO 4

Date of Interview: 15 July 2014

Type: a)X] Telephonic b)[] Video Conference
¢)[ Personal (copy given to: 1)[] patent owner  2)[T] patent owner’s representative)

Exhibit shown or demonstration conducted: d)[] Yes  e)lX No.
If Yes, brief description:

Agreement with respect to the claims f)[C] was reached. g)X] was notreached. h)[] N/A.
Any other agreement(s) are set forth below under “Description of the general nature of what was agreed to...”

Claim(s) discussed: 1.

Identification of prior art discussed: Hurley '680, Morgan '086, the 5/29/03 Swagelok document, a 2/4/03 brochure of
O'Brien J-Line jacketed tubing, and various prior art references showing ripcords.

Description of the general nature of what was agreed to if an agreement was reached, or any other comments:
See Continuation Sheet.

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims
patentable, if available, must be attached. Also, where no copy of the amendments that would render the claims
patentable is available, a summary thereof must be attached.)

A FORMAL WRITTEN RESPONSE TO THE LAST OFFICE ACTION MUST INCLUDE PATENT OWNER'’S
STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. (See MPEP § 2281). IF A RESPONSE TO THE

LAST OFFICE ACTION HAS ALREADY BEEN FILED, THEN PATENT OWNER IS GIVEN ONE MONTH FROM THIS
INTERVIEW DATE TO PROVIDE THE MANDATORY STATEMENT OF THE SUBSTANCE OF THE INTERVIEW

(37 CFR 1.560(b)). THE REQUIREMENT FOR PATENT OWNER’'S STATEMENT CAN NOT BE WAIVED.
EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

/David O. Reip/ /EDL/ /JGF/

cc: Requester (if third party requester)
U.S. Patent and Trademark Office
PTOL-474 (Rev. 04-01) Ex Parte Reexamination Interview Summary Paper No. 20140715
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Continuation Sheet (PTOL-474) Reexam Control No. 90/020,065

Continuation of Description of the general nature of what was agreed to if an agreement was reached, or any other
comments: Mr. James presented a background of the art of pressure tubing designed for downhole applications, and how
the invention of adding a ripcord to jacketed tubing help solve a problem in the industry wherein tube outer sealing surfaces
were being damaged by knives or other cutting tools while stripping a portion of the jacket, potentially preventing the surface
of the tube from being able to form pressure tight fit with a compresson fitting. The invention also is said to have help reduce
personal injuries from knives being used in the well drilling environment.

The applied Hurley '680 reference was discussed, e.g. as to whether the armor layer 52 of the Fig. 4 embodiment is a
smooth, solid wall metal tube...and even if so, could the tube's outer surface be considered a "sealing surface" as recited in
claim 1. Morgan '086 was discussed, and both Mr. McEwing and Mr. James expressed doubts as to the "sealing surface" of
the helically wound tubes as shown in Fig. 2 of Morgan '086. Examiner Reip noted, and PO agreed, that jacketed metal
tubes and ripcords are both present in the prior art. Examiner Reip then expressed the opinion that the combination of prior
art jacketed tubes and ripcords forms a compelling basis upon which to base prima facie obviousness rejections of the
claims...and that any secondary considerations that the PO wishes to present, e.g. commercial success, long-felt need,
and/or copying, would need to be particularly strong, detailed and compelling in order to overcome said obviousness.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPLO.OV

APPLICATION NO. I . FILING DATE l FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. | CONFIRMATION NO.J
90/020,065 12/24/2013 7581565 SURP 13.01 REEX 1470
26328 7590 0771612014
EXAMINER
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Application No. Applicant(s)
Decision on Petition for Extension | 90/020,065 7581565
of Time in Reexamination Examiner Art Unit
David Reip 3993

1. THIS IS A DECISION ON THE PETITION FILED 15 July 2014.

2. THIS DECISION IS ISSUED PURSUANT TO:
A. [X] 37 CFR 1.550(c) — The time for taking any action by a patent owner in a third party requested ex parte
reexamination proceeding will be extended only for sufficient cause and for a reasonable time specified.

B. [] 37 CFR 1.550(c) — The time for taking action by a patent owner in a patent owner requested ex parte
reexamination proceeding will only be extended for more than two months for sufficient cause and for a
reasonable time specified.

C. [] 37 CFR 1.956 - The time for taking any action by a patent owner in an inter partes reexamination proceeding
will be extended only for sufficient cause and for a reasonable time specified.

The petition is before the Central Reexamination Unit for consideration.

3. FORMAL MATTERS

Patent owner requests that the period for responding to the Office action mailed on 21 May 2014, which sets a two
month period for filing a response thereto, be extended by one month.
A Petition fee per 37 CFR §1.17(g)):

i. Petition includes authorization to debit a deposit account.

ii. Petition includes authorization to charge a credit card account.

X Other fee paid.

B. X Proper certificate of service was provided. (Not required in reexamination where patent owner is requester )
C. X Petition was timely filed.
D. X Petition properly signed.

4. DECISION (See MPEP 2265 and 2665)

A. Granted or [_] Granted-in-part for , because petitioner provided a factual accounting that established
sufficient cause. (See 37 CFR 1.550(c) and 37 CFR 1.956).
i. [ Other/comment:

B. [] Dismissed because:
i. [] Formal matters (See unchecked box(es) (A, B, C and/or D) in section 4 above).

i. [] Petitioner failed to provide a factual accounting of reasonably diligent behavior by all those
responsible for preparing a response to the outstanding Office action within the statutory time period.

ii. [] Petitioner failed to explain why, in spite of the action taken thus far, the requested additional time is
needed.

iv. [] The statements provided fail to establish sufficient cause to warrant extension of the time for taking
action (See attached).

v. [ The petition is moot.
[] other/comment:

5. CONCLUSION

Telephone inquiries with regard to this decision should be directed to Eileen Lillis at 571-272-6928. In his/her absence,
calls may be directed to Andres Kashnikow at 571-272-4361 in the Central Reexamination Unit.

EILEEN D LILLIS -
SPE
Art Unit: 3993

U.S. Patent and Trademark Office ) ] Part of Paper No. 20140716
PTO-2293 (Rev. 11-2013) Decision on Petition for Extension of Time in Reexamination
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT EXAMINING OPERATION
Applicant:
Roy Torrance et al. Group Art Unit: 3993

Serial No. 90/020,065 Examiner: Reip, David

Filed: 12/24/2013 Dkt. No.: SURP 13.01 REEX

w W W Wy W WD WD W

Confirmation No. 1470

For: Tear Cord for Jacketed Tube

REQUEST FOR EXTENSION OF TIME

Honorable Commissioner of Patents and Trademarks

Alexandria, Virginia

SIR:

This paper is presented as the Patent Owner’s Request for Extension of
Time of one month filed in accordance with the requirements of 37 CFR 1.550(c)
along with the requisite petition fee.

This request for extension of time is requested in order that the Patent
Owner have adequate time to obtain declarations in support of the Patent
Owner’s argument of Secondary Considerations as discussed in the Interview
conducted July 15, 2014. The Patent Owner has circulated declarations to a
number of customers regarding the circumstances for purchasing the Patent
Owner’s product. Additional time is required to obtain requisite approval within
some customers for these declarations. Some declarations have already been
obtained but it is believed more will be supplied. These declarations were
solicited when it became apparent after diligent review of the facts of the
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Ex Parte Reexamination
90/020,065
July 15, 2015

rejection that the Patent Owner possessed a strong argument under secondary
considerations rebutting the rejection under obviousness. These declarations will
be supportive of the Patent Owner’s argument of commercial success and long
felt industry need.

The date for response to the Office Action mailed May 21, 2014 is July 21,
2014. If granted, the date of response will be August 21, 2014.

Submitted this 15" day of July, 2014

/davidmcewing/

David McEwing

PO Box 70410

Houston, Texas 77270
713-514-0137
dmcewing@houstonpatentlaw.com

CERTIFICATE OF TRANSMISSION

| certify under personal knowledge that the aforesaid Request for Extension of
Time along with the petition fee required in accordance with 37 CFR 1.17(g) was
submitted to the USPTO via the EFS Web system on July 15, 2014 and a copy
submitted by regular United States Mail to Haynes, Soloway P.C., 175 Canal
Street, Manchester, NH 03101 on July 16, 2014.

/davidmcewing/

David McEwing
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Electronic Patent Application Fee Transmittal

Application Number: 90020065

Filing Date: 24-Dec-2013

Title of Invention: TEAR CORD FOR JACKETED TUBE
First Named Inventor/Applicant Name: 7581565

Filer: David Lee McEwing

Attorney Docket Number: SURP 13.01 REEX

Filed as Small Entity

ex parte reexam Filing Fees

Description Fee Code Quantity Amount Suz-;'s(tsa)l in

Basic Filing:
Pages:
Claims:
Miscellaneous-Filing:
Petition:
Patent-Appeals-and-Interference:
Post-Allowance-and-Post-Issuance:
Extension-of-Time:

Petition Fee-37CFR 1.17(g)(Groupll) 2463 1 100 100
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o . Sub-Total in
Description Fee Code Quantity Amount UsD($)
Miscellaneous:
Total in USD ($) 100

HUATONG EXHIBIT 1006
Page 204 of 413



Electronic Acknowledgement Receipt

EFS ID: 19588493
Application Number: 90020065
International Application Number:
Confirmation Number: 1470

Title of Invention:

TEAR CORD FOR JACKETED TUBE

First Named Inventor/Applicant Name: 7581565
Customer Number: 26328
Filer: David Lee McEwing

Filer Authorized By:

Attorney Docket Number: SURP 13.01 REEX
Receipt Date: 15-JUL-2014
Filing Date: 24-DEC-2013
Time Stamp: 18:01:29

Application Type:

Reexam (Patent Owner)

Payment information:

Submitted with Payment

yes

Payment Type

Credit Card

Payment was successfully received in RAM

$100

RAM confirmation Number

4370

Deposit Account

Authorized User

File Listing:

Document L. . File Size(Bytes)/ Multi Pages
Number Document Description File Name Message Digest | Part/.zip| (ifappl.)
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) i 42680
1 Reexam Miscellaneous Incoming Letter Request_for_Extension_of_Tim no 2
e_07-15-14.pdf
7c67cdf1add98b401d1c473870fdef49¢053
Warnings:
Information:
30195
2 Fee Worksheet (SB06) fee-info.pdf no 2
b9bf1d647a632a2b0f93cb8fc597888df5e1
6al2
Warnings:
Information:
Total Files Size (in bytes):i 72875

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35

U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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UNITED STATES PATENT AND TRADEMARK OQFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.0. Box 145
* Alexandria, Vlrglmn 22313-1450
WWW,USPLo.gov

| APPLICATION NO, ] FILING DATE | ' FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | (CONFIRMATION NO. J
90/020,065 12/24/2013 7581565 SURP 13.01 REEX 1470
26328 7590 052172014
AMINER

LAW OFFICE OF DAVID MCEWING | EX B
P.0. BOX 70410 REIP, DAVID OWEN
HOUSTON, TX 77270

[ ART UNIT I PAPER-NUMBER |

3993
| MAIL DATE | DELIVERY MODE |
05/21/2014 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450

Ve Usplo.gov

DO NOT USE IN PALM PRINTER

(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS)
Haynes, Soloway P.C.
175 Canal Street
Manchester, NH 03101

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROL NO. 90/020,065.

PATENT NO. 7581565.

ART UNIT 3993.

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a
reply has passed, no submission on behalf of the ex parte reexamination requester will be
acknowledged or considered (37 CFR 1.550(g)).

PTOL-465 (Rev.07-04)
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Control No. Patent Under Reexamination
90/020,065 7581565 ’
Office Action in Ex Parte Reexamination  ~grrer ArtUnit | AIA (First inventor to
DAVID O. REIP File) Status
3993 No

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --

a.[[] Responsive to the communication(s) filed on
[ A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on .

b.[] This action is made FINAL.

c.[J A statement under 37 CFR 1.530 has not been received from the patent owner.

A shortened statutory period for response to this action is set to expire 2 month(s) from the mailing date of this letter. o
Failure to respond withih the period for response will result in termination of the proceeding and issuance of an ex parte reexamination
certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

If the period for response specified above is less than thirty (30) days, a response within the statutory minimum of thirty (30) days
will be considered timely.

Part] THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:
1. X Notice of References Cited by Examiner, PTO-892. 3. [ Interview Summary, PTO-474.
2. X Information Disclosure Statement, PTO/SB/08. 4. O .

Partil SUMMARY OF ACTION
Claims 1-24 are subject to reexamination.
Claims are not subject to reexamination.

Claims have been canceled in the present reexamination proceeding.

Claims are patentable and/or confirmed.
Claims 1-24 are rejected.

Claims are objected to.

The drawings, filed on are acceptable.

has been (7a) [] approved (7b)[_] disapproved. {
Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f).

a) (JAIl b) [JSome* c)[]J None of the certified copies have
1 [ been received.

The proposed drawing correction, filed on

© N o o ~ 0 NDT

O000OXOOOK

2 [ not been received.
3 [0 been filed in Application No. .
4 [] been filed in reexamination Control No.
5 [] been received by the International Bureau in PCT application No.
* See the attached detailed Office action for a list of the certified copies not received.

9. [] Since the proceeding appears to be in condition for issuance of an ex parte reexamination certificate except for formal
matters, prosecution as to the merits is closed in accordance with the practice under Ex parte Quayle, 1935 C.D.
11,453 0.G. 213.

10. [ oOther:

cc: Requester (if third party requester)

U.S. Patent and Trademark Office
PTOL-466 (Rev. 08-13) Office Action in Ex Parte Reexamination Part of Paper No. 20140519
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Application/Control Number: 90/020,065 Page 2
Art Unit: 3993 :

EX PARTE REEXAMINATION

Background

The subject patent being reexamined is U.S. Pat. No. 7,581,565, hereinafter “the
4subject patent” of “the ‘5665 patent.” As explicitly admitted by the patent owner (“PO") in
the Background to thev Disclosure section of the ‘565 patent, in eléctrical wires and fiber
optic cables, it is known to incorporate tear cords (more commonly known in the art as
“ripcords,” which term will be used hereafter in this proceeding) to facilitate removal of a
portion of the insulating layer(s) and, if incl'uded, armor layer(s). See also ripcords in
the prior art, e.g. U.S. Pat. Apps. 2001/0029814 to Tiano and 2003/0118295 to Lail et
~al, and U.S. Pat. Nos. 4,041,237 to Stine et al and 5,719,353 to Carlson et al. Cutting
tools such as a knife or hook blade may plunge too deeply through insulation and armor
layers, damaging core electrical wires and/or optical fibers.’ Ripcords allow a technician
to tear through cable components, e.g. the cable jacket and underlying armor layers, to
facilitate removal of a portion of the cable insulation without the use of a cutting tool.

The prior art also includes smooth, solid wall metal tubing, such as that used in
fluid handling, having an exterior coating or “jacket” of a polymeric material. Jacketed
metal tubing is commonly used in applications where additional corrosion or mechanical
is required. ' See, e.g., the press release “Swagelok Company Introduces Two New
Lines of Instrumented Tubing: Insulated Tubing and Jacketed Tubing,” dated May 29,
2003. Additionally, the tube jacket can be used to provfde thermal insulation. See, e.g.,

U.S. Pat. Nos. 4,345,363 and 4,531,991.
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Application/Control Number: 90/020,065 Page 3
Art Unit: 3993

Summary of Invention
Beginning with a smooth, solid wall metal tube with an exterior plastic jacket, the
inventic;n is, at a basic level, the inclusion of a ripcord between the outer surface of the
metal tube and the inner surface of plastic jacket to facilitate removal of at least a

portion of the plastic jacket without the use of a cutting tool.

Considering the above and the teachings of the prior art, the examiner finds the
prior art as both anticipating and rendering obvious the claimed invention, for reasons

as discussed in detail below.

Claim Rejections - 35 USC § 102
The following is a quotation of the appropriate paragraphs of pre-AlA 35 U.S.C.

102 that form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless -

(b) the invention was patented or described in a‘printed publication in this or a foreign country
or in public use or on sale in this country, more than one year prior to the date of application
for patent in the United States.

Claims 1, 4, 5, 11, 13 and 24 are anticipated by U.S. Pat. No. 7,113,680 to
Hurley et al (“Hurley ‘680"). Fig. 4 and the corresponding disclosure of Hurley ‘680
shows a jacketed metal tube device having all the limitations as recited in claims 1, 4, 5,
11, 13 and 24, including:

claim 1: a first protective jacket 50; a smooth solid wall metal tube 52 (col. 10,

lines 47-50, “separation layer 52 can be formed from an armor layer, for example, a
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* Application/Control Number: 90/020,065 ' Page 4
Art Unit: 3993

metal or dielectric layer that may be formed aé one or more pieces”); and a tear cord 54
(col. 5, lines 1-3, “Fiber optic cable 40 also includes...an optional ripcord 54 for
facilitating removal of cable jacket 507;

claims 4 and 5: see alternative materials for the cable jacket 50 as discussed in
col. 8, lines 15-21. Note that the recited ethylene chlorotrifluoroethylene is “a fluoro-
plastic” as disclosed in col. 8 of Hurley ‘680;

claim 11: “a tear cord placed at a selected location on a Ienlgth of the tube”
includes any location. Thus, the ripcord 54 of Hurley ‘680 is shown in Fig. 4 as being at
a “selected” location;

claim 13: in addition to the material being anticipated by Hurley ‘680 as
discussed with respect to claim 4 and 5, col. 8, line 15-61 of Hurley ‘680 discloses that
jacket 50 is extruded onto tube 52 without radiation curing; and

claim 24: Fig. 4 shows optical fiber bundies 44.

Claim Rejections - 35 USC § 103
The following is a quotation of pre-AlA 35 U.S.C. 103(a) which forms the basis

for all obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described
as set forth in section 102 of this title, if the differences between the subject matter sought to
be patented and the prior art are such that the subject matter as a whole would have been
obvious at the time the invention was made to a person having ordinary skill in the art to which
said subject matter pertains. Patentability shall not be negatived by the manner in which the
invention was made.

Claims 1-5, 8, 10-17, 21 and 22 are rejected under pre-AlA 35 U.S.C. 103(a) as

being unpatentable over U.S. Pat. No. 3,526,086 to Morgan (“Morgan ‘086”) in view of
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Application/Control Number: 90/020,065 Page 5
Art Unit: 3993 '

U.S. Pat. No. 5,557,698 to Gareis et al (“Gareis ‘698"). Fig. 3 and the corresponding
disclosure of Morgan ‘086 shows a jacketed metal tube device that is basically the same
as that recited in claims 1-5, 8, 10-17, 21 and 22, including:

claims 1-5 and 13: jackets 30-32, comprising “a wide choice of substances,” e.g.
“an elastomer of the polyvinyl chlorides, the butyls, the nebprenes, or the
polypropylenes” (Morgan ‘086, col. 4, lines 16-35)...thus to the extent the particular
recited materials of claims 4 and 5 are not expressly disclosed in Morgan ‘086, such
rﬁaterials are known in the art and it would have been obvious for one skilled in the art
to select any appropriate material for the application and environment; metal tubes 22
and 24, with tubes 24 capable of conveying “a variety of substances” (Morgan ‘086, col.
3, lines 61-70), which one skilled in the art would abpreciate as including hydraulic fluid
or chemicgls, esp. “in the operation of oil production" as discussed in Morgan;

claims 8 and 22: jacket 30 may comprise the “second inner jacket,” as it is
surrounds tubes 24 and is located between the outer surface of tubes 24 and the inner
diameter of “first jacket” 32;

claim 12: tube 22 “may comprise a steel cable” (Morgan ‘086, col. 3, line 57),

cIaim.s 14, 16, 17 and 21: a plurality of solid wall metal tubes 24, any of said
tubes 24 capable of having a compression fitting attached therefo as desired, e.g. when
running pressurized gases or fluids therethfough; and

clatim 15: conduits 28 “may provide conduction of electrical power and/or
communication signals where the circumstances so require” (Morgan ‘086, col. 4, lines

6-9).
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Application/Control Number: 90/020,065 Page 6
Art Unit: 3993

However, Morgan ‘086 does not disclose ripcords positioned next to various
internal cable structures, e.g. tubes and steel cables, as recited in the claims. Figs. 12-
14 of Gareis ‘698 teach a cable assembly having multiples ripcords 54 positioned at
various levels inside the cable assembly. Thus, it would have been obvious to one of
ordinary skill in the art at the time the invention was made to incorporate ripcords next to
any of the internal structures of the Morgan ‘086 multiconduit line to allow access to said
internal structures through the protective layers without the use of a cutting tool, e.g.
next to any of central core tube 22, tubes 24, steel cables 26, and conduits 28. With
respect to the “helically wound” limitation of claim 10, note the preferred embodiment of
Fig. 2 of Morgan ‘086 comprises multiple conduits helically wound together. A ripcord

placed alongside any of said conduits would thus be helically wound.

Claims 6 and 9 ére rejected under pre-AlA 35 U.S.C. 103(a) as being
unpatentable over Morgan ‘086 in view of Gareis ‘698, and further in view of U.S. Pat.
No. 6,236,790 to Okada et al (“Okada ‘790"). Gareis ‘698 is silent as to the ripcord 54
material. However, col. 4, lines 17-22 of Okada ‘790 teaches a cable similar to Gareis
‘698 having a ripcord 8A comprising “for example, an aramid fiber” [ref. cl. 6} or “a metal
fiber” [ref. cl. 9]. Thus, it would have been obvious to one of ordinary skill in the art to
incorporate ribcords as taught by Gareis ‘698 into Morgan ‘086 (as discussed above),
and further to make the ripcords out of aramid or metal fibers, as such materials are
suitably strong to perform the‘function of ripping through the various layers of Morgan

‘086 without prematurely breaking.

HUATONG EXHIBIT 1006
Page 214 of 413



Application/Control Number: 90/020,065 Page 7
Art Unit: 3993 :

Claims 1, 7, 18-20, 23 and 24 are rejected under pre-AlA 35 U.S.C. 103(a) as
being unpatentable over U.S. Pat. No. 6,472,614 to Dupont et al (‘Dupont ‘614") in view
of Gareis '698. Fig. 1 and the corresponding disclosure of Dupont ‘614 shows a
jacketed metal tube device that is basically the same as fhat recited in claims 1, 7, 18-
20, 23 and 24, including: |

claim 1: jackets 8, 12 and 14, and steel tubes 1 and 2 for transporting fluid,

claim 7: “The steel tubes may be made of carbon steel or stainless steel, for
example” (Dupont ‘614, col. 2, lines 34-35);

claim 18: “Umbilicals are used for transmitting power, signals and fluids (fluid
injection, hydraulic power, gas release, etc.) to and from a subsea installation [e.g. an
oil or gas well] via the various elongated umbilical elements ” (Dupont ‘614, col. 1, lines
10-13; |

claim 23: “The outer sheath can be made by extrusion of thermoplastic (such as
polyethylene)” (Dupont ‘614, col. 2, lines 38-39); and

claim 24: “Disposed around the core are...two qptical fiber cables 4 [and] two
armored electric power and/or signaling buﬁdles 5" (Dupoﬁt ‘614, col. 2, lines 14-16).

However, Dupont ‘614 does not disclose ripcords positioned next to various
internal cable structures, e.g. tubes and cables, as recited in the claims. Figs. 12-14 of
Gareis ‘698 teach a cable assembly having multiples ripcords 54 positioned at various
levels inside the cable assembly. Thus, it would have been obvious to one of ordinary

skill in the art at the time the invention was made to incorporate ripcords next to any of
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Application/Control Number: 90/020,065 Page 8
Art Unit: 3993

the internal structures of the Dupont ‘614 umbilical to allow access to said internal
structures through the protective layers without the use of a cutting tool, e.g. next to any
of central core tube 1, tubes 2, fiber optic cables 4, and electric power/signaling bundles

5.

Service of Papers
After filing of a request for ex parte reexamination by a third party requester, any
document filed by either the patent owner or the third party requester must be served on
the other party (or parties where two or more third party requester proceedings are
merged) in the reexamination proceeding in the manner provided in 37 CFR 1.248. The
document must reflect service or the document may be refused consideration by the

Office. See 37 CFR 1.550(f).

Extensions of Time
Extensions of time under 37 CFR 1.136(a) will not be permitted in these
proceedings because the provisions of 37 CFR 1.136 apply only to "an applicant” and
not to parties in a reexamination proceeding. Additionally, 35 U.S.C. 305 requires that
ex parte reexamination proceedings "will be coﬁducted with special dispatch" (37
CFR 1.550(é)). Extensions of time in ex parte reexamination proceedings are provided

forin 37 CFR 1.550(c).
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Application/Control Number: 90/020,065 Page 9
Art Unit: 3993 '

Amendment in Reexamination Proceedings
Patent Owner is notified that any proposed amendment to the specification
and/or ?:Iaims in this reexamination proceeding must comply with 37 CFR 1.530(d)-(j),
must be formally presented pursuant to 37 CFR 1.52(a) and (b), and must contain any
fees required by 37 CFR 1.20(c). See MPEP § 2250(1V) for examples to assist in the

_ preparation of proper proposed amendments in reexamination proceedings.

Submissions
.-In order to insure full consideration of any amendments, affidavits, declarations
or other documents as evidence of patentability, such documents must be submitted in
response to the first Office action on the merits (which does not result in a close of
prosecution). Submissions after the second Office action on the merits, which is
intended to be a final action, will be governed by the requirements of 37 CFR 1.116

after final rejection and by 37 CFR 41.33 after appeal, which will be strictly enforced.

Notification of Concurrent Proceédings
The patent owner is reminded of the continuing responsibility under 37 CFR
1.565(a) to apprise the Office of any litigation activity, or other prior or concurrent
proceeding, involving the ‘565 patent throughout the course of this reexamination
proceeding. Likewise, if present, the third party requester is also reminded of the ability
to similarly apprise the Office of any such activity or proceeding throughout the course

of this reexamination proceeding. See MPEP §§ 2207, 2282 and 2286.
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Application/Control Number: 90/020,065 Page 10
Art Unit: 3993 '

All correspondence relating to this ex parte reexamination proceeding should be

direCted as follows:

By U.S. Postal Service Mail to:

Mail Stop Ex Parte Reexam

ATTN: Central Reexamination Unit
Commissioner for Patents

P.O. Box 1450 .
Alexandria, VA 22313-1450

By FAX to: (571) 273-9900
Central Reexamination Unit

By hand to: Customer Service Window
Randolph Building
401 Dulany St.
Alexandria, VA 22314

By EFS-Web:

Registered users of EFS-Web may alternatively submit such correspondence via
the electronic filing system EFS-Web, at :

https://efs.uspto.gov/efile/myportal/efs-registered

EFS-Web offers the benefit of quick submission to the particular area of the
Office that needs to act on the correspondence. Also, EFS-Web submissions are "soft
scanned" (i.e., electronically uploaded) directly into the official file for the reexamination
proceeding, which offers parties the opportunity to review the content of their
submissions after the "soft scanning" process is complete.

Any inquiry concerning this communication or earlier communications from the
Reexamination Legal Advisor or Examiner, or as to the status of this proceeding, should
be directed to the Central Reexamination Unit at telephone number (571) 272-7705.

Other useful telephone numbers: -
Reexamination Practice (571) 272-7703
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Application/Control Number: 90/020,065
Art Unit: 3993

Reexamination Facsimile Transmission No.

/David O. Reip/

Patent Rexamination Specialist
Central Reexamination Unit
(571) 272-4702

Conferee: /JGF/
Conferee: /AK/

Page 11

(571) 273-9900
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Notice of References Cited

Application/Control No. Applicant(s)/Patent Under
Reexamination

90/020,065 7581565

Examiner Art Unit

DAVID O. REIP 3993 Page 1 of 1

U.S. PATENT DOCUMENTS

* Countre%%zil:tmh;:mgs; Code MMD.stsyy Name Classification
* | A | US-2003/0118295 06-2003 Lail et al. 385/101
* | B | US-6,472,614 10-2002 Dupont et al. 174/70S
* | ¢ | US-5719,353 02-1998 Carlson et al. 174/28
* | p | US-5,557,698 09-1996 Gareis et al. 385/101
* | g | US-4,531,991 07-1985 Ziemek et al. 156/79
* | F | US-4,345363 08-1982 Leuchs et al. 29/527.4
* | ¢ | US-4,041,237 08-1977 Stine et al. 174/36
* |1 H | US-3,526,086 09-1970 MORGAN GEORGE W 138/111

1 | US-

J | US-

K | US-

L | US-

M | US-

FOREIGN PATENT DOCUMENTS

* Counts%%%zzztrrm':gmg:é Code MM9$$YY Country Classification

N

O

P

Q

R

S

T

NON-PATENT DOCUMENTS

* Include as applicable: Author, Title Date, Publisher, Edition or Volume, Pertinent Pages)

U g(\;\g:lsgelok Company Introduces Two New Lines of Instrumentation Tubing: Insulated Tubing and Jacketed Tubing, May 29,

\

w

X

*A copy of this reference is not being furnished with this Office action. (See MPEP § 707.05(a).)

Dates in MM-YYYY format are publication dates. Classifications may be US or foreign.

U.S. Patent and Trademark Office
PTO-892 (Rev. 01-2001)

Notice of References Cited -

Part of Paper No. 20140519
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Receipt date: 04/21/2014 ' 90020065 - GAU: 3993

Under the Paperwork Reduction Act of 1995, no persons are required lo respond to a collection of information unless it contains a valid OMB control number.
i \
Substitute for form 1449/PTO R Complete f Known

INFORMATION DISCLOSURE kgDl
STATEMENT BY APPLICANT  Feromr————tooance Aoy

PTO/SB/08a (07-09)
Approved for use through 07/31/2012. OMB 0651-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Application Number 80/020065
Filing Date 12-24-2013

(Use as many sheots as necessary) Examiner Name Reip David Owen

\sheet [2

[ of [3 Attorney Docket Number [GCDH-01 Reex

U. S. PATENT DOCUMENTS

Examiner
Initials*

Cite
No.'

Document Number Publication Date Name of Patentee or Pages, Columns, Lines, Where

MM-DD-YYYY Applicant of Cited Document Relevant Passages or Relevant
Number-Kind Code? 0 Figures Appear

uUs-

uUs-

uUs-

us-

us-

us-

us-

Us-

Us-

us-

Us-

uUs-

uUs-

uUs-

us-

us-

Us-

uUs-

uUs-

FOREIGN PATENT DOCUMENTS

Examiner
Initials*

Cite
No.!

Foreign Patent Document Publication Name of Patentee or Pages, Columns, Lines,
Date Applicant of Cited Document Where Relevant Passages

N o ) MM-DD-YYYY Or Relevant Figures Appear T
Country Code® "Number * "Kind Code® (if known)

Response 01-12-2012 |Torrance Roy

Communication pursuant to

Article 94(3) EPC 05-22-2012 |Torrance Roy

Response and amendment 11-20-2012 |Torrance Roy

Examiner
Signature

Date

[David R9|p/ Considered 05/20/2014

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to_applicant. ' Applicant’s unique citation designation number (optional). 2See Kinds Codes of
USPTO Patent Documents at www.uspto.goy or MPEP 901.04. 3 Enter Office that issued the document, by the two-letter code (WIPO Standard ST.3). * For

Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document. °Kind of document by

the appropriate symbols as indicated on the document under WIPO Standard ST.16 if possible. °Applicant is to place a check mark here if English language

Translation is attached.
This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the

USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments
on the-amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent
and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND

TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 (1-800-786-9199) and select option 2.

ALL REFERENCES CONSIDERED EXCEPT WHERE LINED THROUGH. /DR/.
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Receipt date: 04/21/2014

Under the Paperwork Reduction Act of 1995, no persons are r

Substitute for form 1449/PTO

INFORMATION DISCLOSURE
STATEMENT BY APPLICANT

90020065 - GAU: 3993

PTO/SB/08a (07-09)

Approved for use through 07/31/2012. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

uired to respond to a collection of information unless it contains a valid OMB control number.

N Complete if Known

90020065
12-24-2013
Torrance Roy
3993

Reip David Owen

Application Number
Filing Date

First Named Inventor
Art Unit

Examiner Name

{Use as many sheats as necessary)

Attorney Docket Number |GCDH-01 Re-ex

| of I3

\_shest [3

U. S. PATENT DOCUMENTS

Examiner

Cite
Initials* !

No.

Document Number Publication Date Name of Patentee or Pages, Columns, Lines, Where

Relevant Passages or Relevant

MM-DD-YYYY Applicant of Cited Document
Figures Appear

Number-Kind Code? #*mo«m

uUs-

us-

us-

uUs-

us-

uUs-

uUs-

us-

Us-

us-

us-

uUs-

us-

us-

uUs-

us-

us-

us-

us-

FOREIGN PATENT DOCUMENTS

Examiner

Cite
Initials* !

No.

Pages, Columns, Lines,
Where Relevant Passages

Publication Name of Patentee or
Date Applicant of Cited Document

Foreign Patent Document

MM-DD-YYYY Or Relevant Figures Appear T

Country Code® Number * "Kind Code® (if known) _

Translation DE19741035 03-18-1999

Torrance Roy

Translation EP1914462 04-23-2008

Torrance Roy

Examiner
Signature

Date
Considered

05/20/2014

/David Reip/

“EXAMINER: Initial If reference considered, whelher or nol clalion s In conformance with MPEP 609, Draw ino through citation if not in conformance and not

considered. Include copy of this form with next communication to applicant. ' Applicant's unique citation designation number {optional). 2See Kinds Codes of
USPTO Patent Documents at www.uspto.goy or MPEP 901.04. 3 Enter Office that issued the document, by the two-letter code (WIPO Standard ST.3). * For
Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document. °Kind of document by

the appropriate symbols as indicated on the document under WIPO Standard ST.16 if possible.

Applicant is to place a check mark here if English language

Translation is attached.

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is eslimated to take 2 hours to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent
and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND

TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 (1-800-786-9199) and select option 2.

ALL REFERENCES CONSIDERED EXCEPT WHERE LINED THROUGH. /DR/
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Receipt date: 04/21/2014

PTO/SB/08a (07-09)

Approved for use through 07/31/2012. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

Complete if Known

Application Number 90020065

Filing Date 12-24-2013
INFORMATION DISCLOSURE First Named Inventor | Torrance Roy

STATEMENT BY APPLICANT A Unit 3003

Substitute for form 1449/PTO

(Use as many sheets as necessary) Examiner Name Reip David Owen
\_sheet_[1 [ of 3 Atiorney Docket Number | GCDH-01 Re-ex
U. S. PATENT DOCUMENTS
Examiner | Cite Document Number Publication Date Name of Patentee or Pages, Columns, Lines, Where
Initials* No.! MM-DD-YYYY Applicant of Cited Document Relevant Passages or Relevant
Number-Kind Code? @2 Figures Appear
Ys- 7113680 09-26-2006 | Hurley William C
YS- 4041237 08-09-1977  |Stine Giifford et al
US- 2002/104675 08-08-2002 [McLeod Christopher
US- 5268983 12-07-1993 | Tatarka Daniel et al
uUs-
Us-
us-
us-
us-
uUs-
us-
us-
us-
Us-
uUs-
uUs-
uUs-
us-
us-
FOREIGN PATENT DOCUMENTS
Examiner Cite | Foreign Patent Document Publication Name of Patentee or Pages, Columns, Lines,
Initials™ No.' . Date Applicant of Cited Document | Where Relevant Passages .
Country Gode®Number *~Kind Gode® (f known MM-DD-YYYY Or Relevant Figures Appear | T
GB 480885 12-0301934 |Okonite Callender Cable
DE 19741035 03-18-1999 [Hewing Gmbh
EP 1914462 04-23-2008 |Strumann Werner
09752710.5-2424 07-12-2011 |Torrance Roy
Communication pursuant to
Article 94(3) EPC
Examiner Date
Signature /David Reip/ Considered 05/20/2014

"EXAMINER: Initial If reference ‘considered, whelher or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to_applicant. ' Applicant's unique citation designation number (optional). 2See Kinds Codes of
USPTO Patent Documents at www.uspto.gov or MPEP 901.04.  Enter Office that issued the document, by the two-letter code (WIPO Standard ST.3). * For
Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document. 5Kind of document by
the appropriate symbols as indicated on the document under WIPO Slandard ST.16 if possible. “Applicant is to place a check mark here if English language
Translation is attached. :
This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complets,
including gathering, preparing, and submilting the completed application form to the USPTQ. Time will vary depending upon the individual case. Any comments
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent
and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND
TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0-9199 (1-800-786-9199) and select option 2.

90020065 - GAU: 3993

ALL REFERENCES CONSIDERED EXCEPT WHERE LINED THROUGH. /DR/
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Under the Paperwork Reduction Act of 1995 _no persons are required to re:

Substitute for form 1449/PTO

INFORMATION DISCLOSURE
STATEMENT BY APPLICANT

(Use as many sheets as necessary)

PTO/SB/08a (07-09)

Approved for use through 07/31/2012. OMB 0651-0031

U.S. Patent and Trademark Office; U.S.

spond to a collection of information unless it contains a valid OMB control number.
Complete if Known \

DEPARTMENT OF COMMERCE

Application Number 90020065
Filing Date 12-24-2013
First Named Inventor Torrance Roy
Art Unit 3993

Examiner Name

Reip David Owen

\_sSheet |1

| of I3

GCDH-01

Attorney Docket Number

Re-ex

U. S. PATENT DOCUMENTS
Examiner | Cite Document Number Publication Date Name of Patentee or Pages, Columns, Lines, Where
Initials* No."! MM-DD-YYYY Applicant of Cited Document Relevant Passages or Relevant
Number-Kind Code? o Figures Appear

US- 7113680 09-26-2006 | Hurley Wiliam C

US- 4041237 08-09-1977 | Stine Clifford et al

US- 2002/104675 08-08-2002  |McLeod Christopher

US- 5268983 12-07-1993 | Tatarka Daniel et al

us-

uUs-

Us-

uUs-

uUs-

Us-

uUs-

uUs-

uUs-

Us-

uUs-

uUs-

uUs-

Us-

uUs-

FOREIGN PATENT DOCUMENTS
Examiner Cite | Foreign Patent Document Publication Name of Patentee or Pages, Columns, Lines,
Initials* No." Date Applicant of Cited Document Where Relevant Passages
MM-DD-YYYY Or Relevant Figures Appear T

Country Code® Number * “Kind Code® (if known)

GB 480885 12-0301934 |Okonite Callender Cable

DE 19741035 03-18-1999 |Hewing Gmbh

EP 1914462 04-23-2008 |Strumann Werner

09752710.5-2424 07-12-2011 |Torrance Roy

Communication pursuant to

Article 94(3) EPC
Examiner Date
Signature Considered

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to applicant. ' Applicant’s unique citation designation number (optional). *See Kinds Codes of
USPTO Patent Documents at www.usgte.gov or MPEP 901.04. ° Enter Office that issued the document, by the two-letter code (WIPO Standard ST.3). * For

Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document. °Kind of document by
the appropriate symbols as indicated on the document under WIPO Standard ST.16 if possible. 6Applicant is to place a check mark here if English language
Translation is attached.
This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent
and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND

TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
If you need assistance in completing the form, call 1-800-PTO-9199 (1-800-786-9199) and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with
your submission of the attached form related to a patent application or patent. Accordingly, pursuant to

the requirements of the Act, please be advised that: (1) the general authority for the collection of this

information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the

principal purpose for which the information is used by the U.S. Patent and Trademark Office is to process

and/or examine your submission related to a patent application or patent. If you do not furnish the

requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine
your submission, which may result in termination of proceedings or abandonment of the application or

expiration of the patent.
The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records
from this system of records may be disclosed to the Department of Justice to determine
whether disclosure of these records is required by the Freedom of Information Act.

2. Arecord from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures
to opposing counsel in the course of settlement negotiations.

3. Avrecord in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when
the individual has requested assistance from the Member with respect to the subject matter
of the record.

4. Arecord in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

5. Arecord related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of
the World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the
Administrator, General Services, or his/her designee, during an inspection of records
conducted by GSA as part of that agency’s responsibility to recommend improvements in
records management practices and programs, under authority of 44 U.S.C. 2904 and 2906.
Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce)
directive. Such disclosure shall not be used to make determinations about individuals.

8. Arecord from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of
37 CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal,
State, or local law enforcement agency, if the USPTO becomes aware of a violation or
potential violation of law or regulation.
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Under the Paperwork Reduction Act of 1995 _no persons are required to re:

Substitute for form 1449/PTO

INFORMATION DISCLOSURE
STATEMENT BY APPLICANT

(Use as many sheets as necessary)

PTO/SB/08a (07-09)

Approved for use through 07/31/2012. OMB 0651-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

spond to a collection of information unless it contains a valid OMB control number.
Complete if Known \

Application Number 90020065

Filing Date 12-24-2013

First Named Inventor Torrance Roy

Art Unit 3993

Examiner Name Reip David Owen

\_sSheet |3

| of I3

Attorney Docket Number

GCDH-01 Re-ex

U. S. PATENT DOCUMENTS

Examiner
Initials*

Cite
No.

Document Number

Number-Kind Code? <%

Publication Date
MM-DD-YYYY

Name of Patentee or
Applicant of Cited Document

Pages, Columns, Lines, Where
Relevant Passages or Relevant

Figures Appear

uUs-

Us-

uUs-

uUs-

Us-

Us-

uUs-

uUs-

Us-

us-

uUs-

uUs-

Us-

uUs-

uUs-

uUs-

Us-

uUs-

uUs-

FOREIGN PATENT DOCUMENTS

Examiner
Initials*

Cite
No."

Foreign Patent Document

Publication
Date

Country Code® Number * “Kind Code® (if known)

MM-DD-YYYY

Name of Patentee or
Applicant of Cited Document

Pages, Columns, Lines,
Where Relevant Passages
Or Relevant Figures Appear

T

Translation DE19741035

03-18-1999

Torrance Roy

Translation EP1914462

04-23-2008

Torrance Roy

Examiner
Signature

Date
Considered

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to applicant. ' Applicant’s unique citation designation number (optional). *See Kinds Codes of
USPTO Patent Documents at www.usgte.gov or MPEP 901.04. ° Enter Office that issued the document, by the two-letter code (WIPO Standard ST.3). * For

Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document. °Kind of document by
the appropriate symbols as indicated on the document under WIPO Standard ST.16 if possible. 6Applicant is to place a check mark here if English language
Translation is attached.
This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent
and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND
TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
If you need assistance in completing the form, call 1-800-PTO-9199 (1-800-786-9199) and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with
your submission of the attached form related to a patent application or patent. Accordingly, pursuant to

the requirements of the Act, please be advised that: (1) the general authority for the collection of this

information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the

principal purpose for which the information is used by the U.S. Patent and Trademark Office is to process

and/or examine your submission related to a patent application or patent. If you do not furnish the

requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine
your submission, which may result in termination of proceedings or abandonment of the application or

expiration of the patent.
The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records
from this system of records may be disclosed to the Department of Justice to determine
whether disclosure of these records is required by the Freedom of Information Act.

2. Arecord from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures
to opposing counsel in the course of settlement negotiations.

3. Avrecord in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when
the individual has requested assistance from the Member with respect to the subject matter
of the record.

4. Arecord in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

5. Arecord related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of
the World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the
Administrator, General Services, or his/her designee, during an inspection of records
conducted by GSA as part of that agency’s responsibility to recommend improvements in
records management practices and programs, under authority of 44 U.S.C. 2904 and 2906.
Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce)
directive. Such disclosure shall not be used to make determinations about individuals.

8. Arecord from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of
37 CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal,
State, or local law enforcement agency, if the USPTO becomes aware of a violation or
potential violation of law or regulation.
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Electronic Acknowledgement Receipt

EFS ID: 18812159
Application Number: 90020065
International Application Number:
Confirmation Number: 1470

Title of Invention:

TEAR CORD FOR JACKETED TUBE

First Named Inventor/Applicant Name:

7581565

Customer Number:

26328

Filer:

David Lee McEwing

Filer Authorized By:

Attorney Docket Number: SURP 13.01 REEX
Receipt Date: 21-APR-2014
Filing Date: 24-DEC-2013
Time Stamp: 12:52:33

Application Type:

Reexam (Patent Owner)

Payment information:

Submitted with Payment no
File Listing:
Document .. . File Size(Bytes)/ Multi Pages
Number Document Description File Name Message Digest | Part/.zip| (if appl.)
Inf tion Discl Stat t (IDS) 272286
nrormation Liscliosure >tatemen
1 Form (SB08) sb0008a.pdf no 2
4, c2cb4e9bb7’
123ef
Warnings:
Information:
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This is not an USPTO supplied IDS fillable form
Inf tion Discl Stat t (IDS) 267007
nformation Disclosure Statemen
2 Form (SB08) sb0008a-3.pdf no 2
b45f7640f95a4c366a3badede3cddb14f6!
2597
Warnings:
Information:
This is not an USPTO supplied IDS fillable form
Inf tion Discl Stat t(IDS) 268734
nformation Disclosure Statemen
3 Form (SB08) sb0008a-2.pdf no 2
ded3d89033348475843901694973fa3e634]
02592
Warnings:
Information:
This is notan USPTO supplied IDS fillable form
556260
4 Non Patent Literature Document1_04-21-2014.pdf no 1
f90051d4201e26e497da3618875¢758481¢
c54d3
Warnings:
Information:
1000706
5 Non Patent Literature Document2_04-21-2014.pdf no 14
28ea%9e714f183ba388d55cc099bd25b661
38fea
Warnings:
Information:
571983
6 Non Patent Literature Document3_04-21-2014.pdf no 11
9fd24e946f61eb0602665¢3764b7a9770ch)
Warnings:
Information:
874362
7 Non Patent Literature Document4_04-21-2014.pdf no 15
24eb5564098f934c467ce91dbalc6711a0e|
Warnings:
Information:
128707
8 Non Patent Literature translationDE19741035C1.pdf no 8
673004758266fd 1c2bc71eaf3aafa2f2c8c81
ae2
Warnings:
The page size in the PDF is too large. The pages should be 8.5 x 11 or A4. If this PDF is submitted, the pages will be resized upon entry into the
Image File Wrapper and may affect subsequent processing
Information:
256887
9 Non Patent Literature translationEP1914462A2.pdf no 19
64a590e013a414128ea4e9d57 1be9cf00cS
80976
Warnings:
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The page size in the PDF is too large. The pages should be 8.5 x 11 or A4. If this PDF is submitted, the pages will be resized upon entry into the
Image File Wrapper and may affect subsequent processing

Information:

Total Files Size (in bytes)1 4196932

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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Under the Paperwork Reduction Act of 1995 _no persons are required to re:

Substitute for form 1449/PTO

INFORMATION DISCLOSURE
STATEMENT BY APPLICANT

(Use as many sheets as necessary)

PTO/SB/08a (07-09)

Approved for use through 07/31/2012. OMB 0651-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

spond to a collection of information unless it contains a valid OMB control number.
Complete if Known \

Application Number 90/020065

Filing Date 12-24-2013

First Named Inventor Torrance Roy

Art Unit 3993

Examiner Name Reip David Owen

\_sSheet |2

| of I3

Attorney Docket Number

GCDH-01 Reex

U. S. PATENT DOCUMENTS

Examiner
Initials*

Cite
No.

Document Number

Publication Date Name of Patentee or
MM-DD-YYYY

Applicant of Cited Document

Number-Kind Code? <%

Pages, Columns, Lines, Where
Relevant Passages or Relevant
Figures Appear

uUs-

Us-

uUs-

uUs-

Us-

Us-

uUs-

uUs-

Us-

us-

uUs-

uUs-

Us-

uUs-

uUs-

uUs-

Us-

uUs-

uUs-

FOREIGN PATENT DOCUMENTS

Examiner
Initials*

Cite
No."

Foreign Patent Document

Country Code® Number * “Kind Code® (if known)

Publication Name of Patentee or
Date Applicant of Cited Document
MM-DD-YYYY

Pages, Columns, Lines,
Where Relevant Passages
Or Relevant Figures Appear T

Response

01-12-2012 |Torrance Roy

Communication pursuant to

Article 94(3) EPC

05-22-2012 |Torrance Roy

Response and amendment

11-20-2012 |Torrance Roy

Examiner
Signature

Date
Considered

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to applicant. ' Applicant’s unique citation designation number (optional). *See Kinds Codes of
USPTO Patent Documents at www.usgte.gov or MPEP 901.04. ° Enter Office that issued the document, by the two-letter code (WIPO Standard ST.3). * For

Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document. °Kind of document by
the appropriate symbols as indicated on the document under WIPO Standard ST.16 if possible. 6Applicant is to place a check mark here if English language
Translation is attached.
This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent
and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND

TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
If you need assistance in completing the form, call 1-800-PTO-9199 (1-800-786-9199) and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with
your submission of the attached form related to a patent application or patent. Accordingly, pursuant to

the requirements of the Act, please be advised that: (1) the general authority for the collection of this

information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the

principal purpose for which the information is used by the U.S. Patent and Trademark Office is to process

and/or examine your submission related to a patent application or patent. If you do not furnish the

requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine
your submission, which may result in termination of proceedings or abandonment of the application or

expiration of the patent.
The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records
from this system of records may be disclosed to the Department of Justice to determine
whether disclosure of these records is required by the Freedom of Information Act.

2. Arecord from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures
to opposing counsel in the course of settlement negotiations.

3. Avrecord in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when
the individual has requested assistance from the Member with respect to the subject matter
of the record.

4. Arecord in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

5. Arecord related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of
the World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the
Administrator, General Services, or his/her designee, during an inspection of records
conducted by GSA as part of that agency’s responsibility to recommend improvements in
records management practices and programs, under authority of 44 U.S.C. 2904 and 2906.
Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce)
directive. Such disclosure shall not be used to make determinations about individuals.

8. Arecord from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of
37 CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal,
State, or local law enforcement agency, if the USPTO becomes aware of a violation or
potential violation of law or regulation.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT EXAMINING OPERATION
Applicant:
Jody James et al. Group Art Unit: 3993

Serial No. 90/020,065 Examiner: Reip, David

Filed: 12/24/2013 Atty. Dkt. No.: Surp 13.01 REEX

w W W Wy W WD WD W

Confirmation No. 1470

For: Tear cord for jacketed tube

WAIVER OF RIGHT TO FILE PATENT OWNER STATEMENT

Honorable Commissioner of Patents and Trademarks

Alexandria, Virginia

SIR:
This paper is presented in response to the Office Action mailed February
28, 2014.
Gulf Coast Downhole Technologies, Inc. assignee of the 7,581,565 patent,
waives its right under 37 CFR 1.530 to file a Patent Owner Statement.

HUATONG EXHIBIT 1006
Page 233 0f 413



90/0270,065
US Patent 7,581565
Art Unit 3993 Response to Communication mailed February 28, 2014

Respectfully filed this 6™ day of March, 2014

/davidmcewing/
David McEwing
Law Office of David McEwing P.C.
PO Box 70410
Houston, TX 77270
713-514-0137
dmcewing@houstonpatentlaw.com

CERTIFICATE OF TRANSMISSION AND SERVICE

The undersigned attests that the foregoing Waiver of Patent Owner Statement
was transmitted to the United States Patent and Trademark Office via the EFS
System on March 6, 2014.

The undersigned further attests that a copy of this Waiver was served on March
6, 2014 upon the third party requestor in accordance with 37 CFR 1.248 by
depositing a copy in US Postal Service regular First Class Mail, postage prepaid,
addressed to the third party requestor at the following mailing address:

Haynes, Soloway PC
175 Canal Street
Manchester, NH 03101

/davidmcewing/
David McEwing
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Electronic Acknowledgement Receipt

EFS ID: 18388031
Application Number: 90020065
International Application Number:
Confirmation Number: 1470

Title of Invention:

TEAR CORD FOR JACKETED TUBE

First Named Inventor/Applicant Name:

7581565

Customer Number:

26328

Filer:

David Lee McEwing

Filer Authorized By:

Attorney Docket Number: SURP 13.01 REEX
Receipt Date: 06-MAR-2014
Filing Date: 24-DEC-2013
Time Stamp: 13:05:26

Application Type:

Reexam (Patent Owner)

Payment information:

Submitted with Payment

no

File Listing:

Document

Document Description
Number P

File Name

File Size(Bytes)/ Multi Pages
Message Digest

Part /.zip| (ifappl.)

1 Reexam Miscellaneous Incoming Letter

Response_to_Ex_parte_Rexxa

42181

no 2

mination_03-06-14.pdf

420bf985c6ac14bfabc74635084ff1ad54aa

Warnings:

Information:
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Total Files Size (in bytes):‘ 42181

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary components for

an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O.Box 1450

Alexandria, Virginia 22313-1450

WWW.USpto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. |  CONFIRMATION NO. |
90/020,065 12/24/2013 7581565 SURP 13.01 REEX 1470
26328 7590 02/28/2014
EXAMINER

LAW OFFICE OF DAVID MCEWING | |
P.O. BOX 70410 REIP, DAVID OWEN
HOUSTON, TX 77270

| ART UNIT | PAPER NUMBER |

3993
| MAIL DATE | DELIVERY MODE |
02/28/2014 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)

HUATONG EXHIBIT 1006
Page 237 of 413



TNITED STATES PATENT AND TRADEMARE OFFICE

Cormissioner for Patents

Linited States Patent and Trademark Office
P.C. Box 1450

Alexandria, VA 22313-14350

RS LT, GO

DO NOT USE IN PALM PRINTER

(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS)

Haynes, Soloway PC
175 Canal Street
Manchester, NH 03101

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROL NO. 90/020.065.

PATENT NO. 7581565.

ART UNIT 3993.

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a
reply has passed, no submission on behalf of the ex parte reexamination requester will be
acknowledged or considered (37 CFR 1.550(g)).

PTOL-465 (Rev.07-04)
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Application/Control Number: 90/020,065 Page 2
Art Unit: 3993

DECISION ON REQUEST FOR REEXAMINATION
A substantial new question of patentability affecting claims 1-24 of United States
Patent Number 7,581,565 (“the ‘565 patent”) is raised by the request for ex parte

reexamination.

Service of Papers
After filing of a request for ex parte reexamination by a third party requester, any
document filed by either the patent owner or the third party requester must be served on
the other party (or parties where two or more third party requester proceedings are
merged) in the reexamination proceeding in the manner provided in 37 CFR 1.248. The
document must reflect service or the document may be refused consideration by the

Office. See 37 CFR 1.550(f).

Waiver of Right to File Patent Owner Statement

In a reexamination proceeding, Patent Owner may waive the right under 37 CFR
1.530 to file a Patent Owner Statement. The document needs to contain a statement
that Patent Owner waives the right under 37 CFR 1.530 to file a Patent Owner
Statement and proof of service in the manner provided by 37 CFR 1.248. If the request
for reexamination was made by a third party requester, see 37 CFR 1.550(f). The
Patent owner may consider using the following statement in a document waiving the
right to file a Patent Owner Statement:

Patent Owner waives the right under 37 CFR 1.530 to file a Patent Owner Statement.
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Application/Control Number: 90/020,065 Page 3
Art Unit: 3993

Extensions of Time
Extensions of time under 37 CFR 1.136(a) will not be permitted in these
proceedings because the provisions of 37 CFR 1.136 apply only to "an applicant" and
not to parties in a reexamination proceeding. Additionally, 35 U.S.C. 305 requires that
ex parte reexamination proceedings "will be conducted with special dispatch” (37
CFR 1.550(a)). Extensions of time in ex parte reexamination proceedings are provided

for in 37 CFR 1.550(c).

Amendment in Reexamination Proceedings
Patent Owner is notified that any proposed amendment to the specification
and/or claims in this reexamination proceeding must comply with 37 CFR 1.530(d)-(j),
must be formally presented pursuant to 37 CFR 1.52(a) and (b), and must contain any
fees required by 37 CFR 1.20(c). See MPEP § 2250(1V) for examples to assist in the

preparation of proper proposed amendments in reexamination proceedings.

Submissions
In order to insure full consideration of any amendments, affidavits, declarations
or other documents as evidence of patentability, such documents must be submitted in
response to the first Office action on the merits (which does not result in a close of

prosecution). Submissions after the second Office action on the merits, which is
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