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 Pursuant to the Revised Interim Rules Governing the Director Review Process 

(Sept. 18, 2023), Petitioner respectfully requests that the Director review the 

decision denying institution of the afore-captioned review. The issue warranting 

review is whether the Panel abused its discretion in giving no weight to the evidence 

presented by the Petitioner regarding the prior art’s teaching of a jacketed metal tube 

wall “structured to be hermetically sealed” (“the Hermetically Sealed Limitation”), 

and to “maintain a positive or negative pressure” (“the Pressure Limitation”) as 

claimed in U.S. Patent No. 7,581,565 (“the ’565 Patent”).  

 According to the Revised Interim Director Review Process, requests for 

Director Review of the Board’s decision whether to institute an AIA trial “shall be 

limited to,” inter alia, “an abuse of discretion.” Revised Interim Director Review 

Process at 2.B (July 25, 2023).  “An abuse of discretion is found if [a] decision: (1) 

is clearly unreasonable, arbitrary, or fanciful; (2) is based on an erroneous conclusion 

of law; (3) rests on clearly erroneous fact finding; or (4) involves a record that 

contains no evidence on which the Board could rationally base its decision.”  

Intelligent Bio-Sys., Inc. v. Illumina Cambridge Ltd., 821 F.3d 1359, 1367 (Fed. Cir. 

2016) (citations omitted).  In this case, there was ample, unrebutted evidence1 that 

the cited prior art teaches the Hermetically Sealed and Pressure Limitations, as those 

                                                 
1 The Patent Owner filed no Preliminary Response to the instant Petition. 
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terms are properly construed, and it was an abuse of discretion for the Panel to rule 

otherwise in denying institution.   

I. INTRODUCTION 

 Petitioner urged seven grounds for inter partes review of the reexamined 

claims of the ’565 Patent. Paper No. 4 at 6 (“Denial Decision”). Only two of the 

references cited in those challenge grounds, U.S. Patent No. 7.113,680 (“Hurley”) 

and U.S. Appl. Pub. No. 2005/0153508 (“Bowker”), were material to the Panel’s 

decision denying institution. See id. at 6, n.9. The challenged claims all contain the 

Hermetically Sealed and Pressure Limitations, or an insubstantial variation thereof.   

 In denying institution on the basis of the first two challenge grounds 

(anticipation and obviousness in light of Hurley), the Panel found Petitioner’s 

evidence regarding Hurley’s teachings insufficient as concerns the Hermetically 

Sealed and Pressure Limitations. Denial Decision at 13. Particularly, the Board 

stated that Petitioner’s expert provided no testimony regarding Hurley’s teachings 

of these limitations. See id. As shown herein, however, Petitioner provided 

unrebutted evidence regarding Hurley’s teachings of these limitations, including the 

express testimony of its expert, Dr. John Ballato.  See Ex. 1003, ¶¶ 31 & 57 “Ballato 

Declaration”). In light of such evidence, the Panel’s finding that effectively ignored 
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that evidence was clearly unreasonable and erroneous, and therefore an abuse of 

discretion.2 See Intelligent Bio-Sys., 821 F.3d at 1367. 

II. DISCUSSION 

 A. The Meaning of the Hermetically Sealed and Pressure Limitations 

 There can be little debate that a patent specification is intrinsic evidence.  See, 

e.g., Cont’l Cirs. LLC v. Intel Corp., 915 F.3d 788, 795 (Fed. Cir. 2019). That 

evidence is the “single best guide to the meaning of a disputed term.” Vitronics 

Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996). Thus, “claims 

must be read in view of the specification, of which they are a part.” Phillips v. AWH 

Corp., 415 F.3d 1303, 1315 (Fed. Cir. 2005) (en banc) (emphasis added).  

 The specification of the ’565 Patent clearly articulates what is required for 

hermetic sealing and the maintenance of positive/negative pressure. As the Panel 

noted, the invention “pertains to installing a tear cord between a solid wall metal 

tube” and “a protective jacket.” Denial Decision at 3, citing Ex. 1001 at 1:15–17.  

That invention is graphically depicted in Figure 1: 

 

 

                                                 
2 Petitioner only seeks Director Review of the Panel’s institution denial to the extent 

such denial turns on the Panel’s findings regarding the teachings of Hurley. 
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Id., citing Ex. 1001, Fig. 1. 

 As the Panel explained, Figure 1 of the ’565 Patent depicts a tube covered 

“with a protective jacket and tear cord,” where “[t]he tear cord allows a worker to 

pull back the tear cord and create a slit in the protective jacket.”  Denial Decision at 

3, citing Ex. 1001 at 1:29–30 & 3:6-7. The Panel noted the specification’s teaching 

“that creating a slit in the protective jacket using the tear cord avoids the need to use 

tools to remove the jacket, thus avoiding the chance of damaging the tube.” Id., 

citing Ex. 1001 at 2:21–56 (emphasis added). As the Panel acknowledged, this 

damage avoidance is important when the tube is “subjected to positive or negative 

pressures.” Id. at 4, citing Ex. 1001 at 2:21-22 (emphasis added).   

 Petitioner’s expert, Dr. John Ballato, cited the specification’s teachings that 

“the integrity of the tubing diameter and good uniform sealing surface is important 

in making a hermetically sealed connection,” and “[g]ouges and nicks may also 

penetrate the tube wall,” which may result in “a pressure loss.” Ballato Declaration, 
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¶ 16, citing Ex. 1001 at 2:43-45 & 53-56 (emphasis added). As Dr. Ballato confirms, 

the ’565 Patent uses of “a tear cord placed between the tube and the protective 

jacket” that allows “the worker to pull back the tear cord and thereby create a slit in 

the jacket.” Id., ¶ 12, citing Ex. 1001 at 3:5-7. 

 Dr. Ballato noted the following passage from the prosecution history for the 

’565 Patent: 

Succinctly stated, [the ’565 Patent] is for a downhole protective jacketed 

metal pressure tube wherein the jacket can be safely removed from the tube 

without damaging the tube surface. This allows the outer wall of the metal 

tube (sealing surface) to be used for creating an hermetic seal. 

Ballato Declaration, ¶ 25, quoting Ex. 1006 at 81 (emphasis added). 

 Dr. Ballato also cited the Patent Owner’s efforts in prosecution to distinguish 

the claimed invention over the prior art, the former of which uniquely involves a 

tube that is “smooth, solid substantially straight, continuous, without break or 

interruption,” and therefore allows for hermetic sealing and the maintenance of 

pressure. Ballato Declaration, ¶ 28, citing Ex. 1006 at 60-61. 

 Finally, from the prosecution history as well, Dr. Ballato cites the declaration 

of Mark Watson, who declared that a “tear cord can be pulled back to create a slit in 

the jacket and allow the jacket to be separated from the metal tube without damage 

to the metal tube,” which “protects the outer sealing surface of the high-pressure 
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tubes” from the scratches and gouges that otherwise result from the use of cutting 

blades. Ballato Declaration, ¶ 26, citing Ex. 1006 at 143. From this declaration, Dr. 

Ballato concludes that “the use of a tear cord allows a tube to maintain pressure.”  

See id. (emphasis added). 

 The Panel, for its part, did not actually construe what it means to be 

“hermetically sealed” or to “maintain a positive or negative pressure” within the 

scope of the challenged claims.3 See Denial Decision at 11. The Panel did state that 

the reference to the Patent Owner’s statement in the prosecution history to “a round, 

undeformed tube circumference” to allow for the creation of a hermetic seal “merely 

declares a necessary configuration for the tube to connect to a compression fitting, 

not that all such structured tubes would be structured to be hermetically sealed and 

maintain a positive or negative pressure based only on the use of this structure 

alone.” Id. at 13-14.   

 The only purported evidence of the Panel’s conclusion on this point is the ’565 

patent’s teaching that “the insertion of ferrules or sleeves as part of the mechanical 

                                                 
3 The Panel did state that, “[t]o the extent that the scope of any particular claim term 

requires discussion, however, we provide it in our assessment of the challenges, 

which we turn to next.” Denial Decision at 11.  It did not do so for either of the two 

limitations discussed herein. 
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connection hardware in direct contact with the metal tube surface is important to 

making a hermetically sealed connection.” Denial Decision at 14, citing Ex. 1001 at 

2:48–56. However, neither inserted ferrules nor sleeves are part of the claimed 

invention, which is only the “jacketed metal tube” itself.  See, e.g., Ex. 1002 at 1:24 

(emphasis added). And, in any event, the wording of the limitations in question is 

“structured to be hermetically sealed” and to “maintain a positive or negative 

pressure” (emphasis added). The term “structured” is one of capability. TMI 

Products, Inc. v. Rosen Entertainment Systems, L.P., 610 Fed. Appx. 968, 971 (Fed. 

Cir. April 2, 2015) (the limitation “the housing is structured to permit selective 

access to the input opening” requires that “the housing is structured to be capable of 

moving between an accessible and inaccessible orientation” (emphasis added)). 

 To emphasize this point, the passage of the ’565 Patent immediately following 

that cited by the Panel reads “[t]herefore the integrity of the tubing diameter and 

good uniform sealing surface is [sic] important in making a hermetically sealed 

connection.” See Ex. 1001 at 2:53-56 (emphasis added). In other words, the 

characteristics of the claimed tube itself are structures key to enabling the formation 

of a hermetic seal. That there may be additional, unclaimed components used to 

effectuate such a seal is immaterial to the scope of the challenged claims, or to their 

validity. The “evidence” cited by the Panel, then, does not actually support the 
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conclusion reached by the Panel - that the Patent Owner did not actually mean what 

it said during prosecution. The conclusion, then, constitutes manifest error. 

 The Panel also takes issue with Petitioner’s reliance on the Watson declaration 

from the prosecution history, which, according to the Panel, merely provides 

“evidence that gouging and nicks may require the tube to be sanded and polished, 

which may reduce the tube’s diameter, affecting connection to compression 

fittings.” Denial Decision at 14 (emphasis added). First, as the ’565 Patent teaches, 

“[t]he use of hermetically sealing compression fittings allows the interior of the 

tube to maintain a positive atmosphere and thereby retard the infiltration of 

contaminants or fluid.”  Ex. 1001 at 5:60-63 (emphasis added). Thus, the Watson 

declaration impacts the scope of the Hermetically Sealed Limitation directly. 

 Further, the Watson declaration teaches that tear cord removal of a tube’s 

jacket “protects the outer sealing surface of the high-pressure tubes.” Ex. 1006 at 

143, ¶ 7 (emphasis added). As Dr. Ballato opined, in light of the statements in the 

Watson declaration, “the use of a tear cord allows a tube to maintain pressure.”  

Ballato Declaration, ¶ 26 (emphasis added). The statements in the Watson 

declaration regarding how hermetic sealing and pressure maintenance are enabled, 

and Dr. Ballato’s opinions thereon are unrebutted. 
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 In sum, Petitioner presented unrebutted evidence in the form of the ’565 

Patent itself and the prosecution history therefor as to what it means for a jacketed 

tube to be “structured to be hermetically sealed” and to “maintain a positive or 

negative pressure,” i.e., a “smooth, solid substantially straight, continuous” jacketed 

tube “without break or interruption,” equipped with a “tear cord [that] can be pulled 

back to create a slit in the jacket and allow the jacket to be separated from the metal 

tube without damage to the metal tube.” This evidence intrinsic to the ’565 Patent 

was expressly called out by Petitioner’s expert as informing his opinion as to the 

proper scope of the claims, as discussed above. Even the Panel cites to a subset of 

this evidence in discussing the subject matter claimed in the ’565 Patent. 

 As discussed above, the only contrary evidence cited by the Panel pertains to 

unclaimed features identified in the specification and described only in furtherance 

of the description of the patented tube itself. The preponderance of the evidence – 

indeed the only material evidence - supports Petitioner’s view of what it means for 

a jacketed tube to be “structured to be hermetically sealed” and to “maintain a 

positive or negative pressure” within the context of the challenged claims.   

 B. Hurley Teaches The Hermetically Sealed and Pressure Limitations 
 
 Petitioner relies exclusively on Hurley for its first two challenges to the 

subject claims.  As Dr. Ballato opined: 
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Hurley teaches that, in Figure 4, ‘separation layer 52 can be formed from by 

[sic] an armor layer, for example, a metal that may be formed . . . from one or 

more pieces,’ and ‘may provide, for example, crush resistance.’ Ex.1004 at 

10:46-52. In other words, Hurley taught the round, smooth sold wall, 

undeformed metal that, according to the Patent Owner during 

reexamination, was ‘structured for connection to hermetically sealing 

compression fittings.’ See Ex. 1006 at 62. 

Ballato Declaration, ¶ 31 (emphasis added). 

 In his chart showing how Hurley anticipates claim 1 of the ’565 Patent, for 

the Hermetically Sealed Limitation, Dr. Ballato opined that, “[a]s is shown in Figure 

4 of Hurley, the separation layer 52 is shown as having a round, undeformed tube 

circumference required for hermetic sealing,” and that such separation layer “may 

provide, for example, crush resistance.” Ballato Declaration at 26, ¶ 57, citing Ex. 

1004 at 10:46-52. Dr. Ballato next reiterates the Patent Owner’s argument during 

reexamination “that a round, undeformed tube circumference allows for hermetic 

sealing.”  See id. at 27, citing Ex. 1006 at 62. 

 Regarding the Pressure Limitation, for claim 1, Dr. Ballato references “[t]he 

tear cord 54 shown in Figure 2 of Hurley [that] avoids the gouges and nicks would 

otherwise result in pressure loss.” Ballato Declaration, citing Ex. 1004 at 2:21-22 

and Fig. 4.  Again, Dr. Ballato references a statement from the Patent Owner during 
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prosecution – “that nicks and gouges from the use of other than tear cords result in 

loss in pressure.”  See id., citing Ex. 1006 at 143, ¶¶ 4 & 7; and Ex. 1001 at 2:21-24. 

 The Panel characterized Dr. Ballato’s opinions on the Hermetically Sealed 

and Pressure Limitations as merely providing “the same claim chart as is provided 

in the Petition, without providing any additional testimony directed to this 

limitation.” Denial Decision at 13. This is demonstrably false, given that Petitioner 

cites herein to six other paragraphs from Dr. Ballato’s declaration regarding these 

two limitations.  See Ballato Declaration, ¶¶ 12, 16, 25, 26, 28 & 31. 

 In addition, however, the Petition does replicate the claim charts from Dr. 

Ballato’s declaration (not the other way around), which is antithetical to the 

prohibited practice of simply incorporating evidence by reference. See, e.g., 3M 

Company v. Evergreen Adhesives, Inc., 860 Fed. Appx. 724, 727-28 (Fed. Cir. June 

25, 2021).  Petitioner should not be punished for doing as much as it could to avoid 

improper incorporation by reference.4 

 Finally, the Petitioner pointed out that, in distinguishing Hurley during 

prosecution, Patent Owner exclusively referenced Figure 8 of that reference, and the 

                                                 
4 In that regard, with regard to the third challenge ground, the Panel affords no weight 

to Dr. Ballato’s opinions, as he purportedly “merely repeats what is in the Petition.”  

Denial Decision at 18. 
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“helically wound ‘ribbon like’ single piece of metal,” e.g., “CPID interlock armor,” 

depicted therein. See Paper No. 1, citing Ex. 1006 at 59-61.  See also Denial Decision 

at 14. The Patent Owner made no reference to Hurley’s Figure 4, which depicts the 

invention claimed in the ’565 Patent. The Panel’s response is that, in the Statement 

of Reasons for Patentability, the Examiner references Hurley’s Figure 4. Denial 

Decision at 14, citing Ex. 1006 at 7-8.  However, the Examiner’s conclusory 

statement during ex parte examination as to what Hurley fails to show was without 

the benefit of the evidence presented by Petitioner in the instant proceeding.  That 

single, conclusory statement cannot outweigh that evidence. 

 Ironically, with regard to the second challenge ground, the Panel reasons that 

“the embodiments in Hurley that use ridged CPID interlock armor seem to 

undermine Petitioner’s contentions that Hurley’s separation layer 52 is ‘smooth 

walled’ as claimed.” Denial Decision at 16. Here the Panel seems to disagree with 

the Examiner, who expressly found that Figure 4 appears to depict “a smooth walled, 

continuous and solid tube.”  Ex. 1006 at 7 (emphasis added). 

 The preponderance of the evidence is that Hurley taught the Hermetically 

Sealed and Pressure Limitations. As those are the only two limitations the Panel 

found to be purportedly missing from the challenged claims, the decision to deny 

institution on the first challenge ground (anticipation in light of Hurley was an abuse 

of discretion. And, as the Panel found the same basis for denying institution 
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regarding claims 2–5, 11, 13, 18, 19, 20, and 22 of the ’565 Patent, such denial was 

equally an abuse of discretion. Denial Decision at 15. The Panel also denied 

institution on grounds 2 and 4-7 for the same reasons as expressed with regard to 

claim 1 in the first challenge ground. Id. at 19-20. That decision was therefore 

equally erroneous. 

III. CONCLUSION 

 For the foregoing reasons, Petitioner respectfully requests that the Director 

review the Panel’s decision denying institution of an inter partes review proceeding, 

and, upon such review, order that such a proceeding be instituted. 
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