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I. INTRODUCTION 

On December 12, 2023, the Board granted institution of inter partes review 

of Claims 1-6 of U.S. Patent No. 9,445,041. See Ex. 1001 (“the ’041 Patent”); see 

also Paper No. 8 (“Decision” or “Dec.”).   

The Board abused its discretion because it failed to consider Patent Owner’s 

nearly 30 pages of claim construction arguments in determining whether to institute 

the Petition. The Board’s decision is unreasonable and arbitrary because the Board 

is required to give weight and consider Patent Owner’s claim construction arguments 

and supporting expert declaration where the claim constructions are dispositive of 

whether to institute the Petition.  

Patent Owner, therefore, respectfully requests Director Review. 

II. BACKGROUND 

The Previous IPR.  On September 16, 2022, TikTok Inc. filed IPR2022-

01548, seeking cancellation of the claims of U.S. Patent No. 9,445,041. Patent 

Owner filed a Preliminary Response, which stated that claim construction was not 

required to resolve any issues.  The Board instituted that proceeding, and on 

September 22, 2023, it was terminated due to settlement. 

This Action.  On May 12, 2023, Petitioner Samsung filed the Petition in this 

action. Patent Owner’s Preliminary Response in this action was substantially 

different than the Preliminary Response in the IPR2022-01548 action, this time 
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containing nearly 30 pages of claim construction arguments along with an expert 

declaration.  Paper 7, at 1-29. 

The Claim Construction Positions.  The claim construction issues raised in 

this action are dispositive.  Patent Owner proposed construction of six terms, five of 

which it contends are subject to 35 U.S.C. § 112 ¶ 6.  Id.  The Preliminary Response 

explains in detail how the cited prior art does not meet the claims as properly 

construed.  

Petitioner did not seek leave to file a pre-institution reply regarding claim 

construction issues and, therefore, the proposed claim constructions are currently 

unrebutted. 

The Institution Decision.  The Board instituted this proceeding, noting that no 

construction is necessary at this stage. Dec. at 7 (“At this stage, we determine it is 

not necessary to construe any terms expressly for the purposes of this Decision.”) 

(citing Realtime Data, LLC v. Iancu, 912 F.3d 1368, 1375 (Fed. Cir. 2019) (“The 

Board is required to construe ‘only those terms . . . that are in controversy, and only 

to the extent necessary to resolve the controversy.’” (quoting Vivid Techs., Inc. v. 

Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999))). Yet two sentences 

later, the Board states that “[t]he parties are encouraged to further address claim 

construction in future briefing.” Id. at 8.  Respectfully, it appears that the Board 
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failed to consider the claim construction arguments and expert testimony already 

presented. 

III. LEGAL STANDARD 

The Director “may review final PTAB decisions and . . . issue decisions . . . 

on behalf of the Board.”  United States v. Arthrex, Inc., 141 S. Ct. 1970, 1987 (2021).  

“Requests for Director Review of the Board’s decision whether to institute an AIA 

trial … shall be limited to decisions presenting (a) an abuse of discretion or (b) 

important issues of law or policy.” See USPTO, Revised Interim Director Review 

Process at 2.B, Availability of Director Review: AIA Trial Proceedings (last 

modified July 25, 2023), https://www.uspto.gov/patents/ptab/decisions/revised- 

interim-director-review-process. “‘An abuse of discretion is found if [a] decision: 

(1) is clearly unreasonable, arbitrary, or fanciful; (2) is based on an erroneous 

conclusion of law; (3) rests on clearly erroneous fact finding; or (4) involves a record 

that contains no evidence on which the Board could rationally base its decision.’” 

Intelligent Bio-Sys., Inc. v. Illumina Cambridge Ltd., 821 F.3d 1359, 1367 (Fed. Cir. 

2016) (quoting Bilstad v. Wakalopulos, 386 F.3d 1116, 1121 (Fed. Cir. 2004) 

(citations omitted)). 

IV. DISCUSSION 

Patent Owner respectfully requests that this proceeding be remanded to the 

Board for consideration of the claim constructions presented at the pre-institution 
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phase.  Patent Owner presented claim construction arguments concerning means-

plus-function claim terms that are dispositive of the Petition, but the Board failed to 

consider them. Rather, the Board erroneously stated that claim construction was 

unnecessary for the purposes of institution.  

The Federal Circuit has made clear that “[a] patent owner has the opportunity 

in a preliminary response to oppose institution on the ground that the claim 

construction relied on by the petitioner is incorrect, and the Board may adopt the 

patent owner’s proposed claim construction and deny institution if the petition fails 

to demonstrate a reasonable likelihood that a claim would be unpatentable under the 

correct claim construction.” Axonics, Inc. v. Medtronic, Inc., 75 F.4th 1374, 1384 

(Fed. Cir. 2023) (citing 35 U.S.C. § 314(a)). According to the Trial Practice Guide: 

The petitioner and patent owner have opportunities, during 

the preliminary stage, to submit their proposed claim 

constructions (in a petition and preliminary response, 

respectively) and any supporting evidence, including both 

intrinsic and extrinsic evidence. Upon consideration of the 

parties’ proposed claim constructions and supporting 

evidence, the Board will provide an initial claim 

construction determination in the institution decision, to 

the extent that such construction is required to resolve the 

disputes raised by the parties. 

Patent Trial and Appeal Board Consolidated Trial Practice Guide, November 2019 
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at 49 (emphasis added). 

 As one example, Patent Owner proposed constructions for two terms 

regarding the variability of the output frame rate: (1) “an output frame rate 

specification unit configured to specify output frame rate of the first moving image 

data and output frame rate of the second moving image data that have been input 

into the moving image data input unit”; and (2) “specify[ing] [the] output frame 

rate.” See Paper No. 7, at 2-3. Neither of these claim constructions are discussed in 

the Board’s decision outside of a passing reference to Patent Owner’s construction 

of this term requiring a “variable output frame rate.” Dec. at 13.  

Specifically, for this claim limitation, Patent Owner proposed a means-plus-

function construction for “an output frame rate specification unit . . .” as a software 

algorithm which performs two steps and specifies two variable output frame rates, 

one for each of the first and second moving image data. Paper No. 7, at 2-3 (emphasis 

added). This construction is dispositive at least because the Petition does not identify 

an algorithm in the cited references that meets this proposed construction. 

Nevertheless, the Board failed to consider this construction and whether the Petition 

is deficient for failing to identify where in the references the required algorithm is 

found.  
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The Board abused its discretion by failing to consider Patent Owner’s claim 

construction arguments in determining whether institution is appropriate.  Director 

Review is necessary to remedy this error. 

V. CONCLUSION 

For the foregoing reasons, Patent Owner respectfully requests Director 

Review of the Board’s institution decision. 

 

     Respectfully submitted, 

Dated: December 26, 2023 By: /Peter Lambrianakos   / 
Peter Lambrianakos (Reg. No. 58,279) 
Email: plambrianakos@fabricantllp.com 
Lead Counsel for Patent Owner 
Vincent J. Rubino, III (Reg. No. 68,594) 
Email:  vrubino@fabricantllp.com 
Back-Up Counsel for Patent Owner 
Joseph M. Mercadante (Reg. No. 64,077) 
Email:  jmercadante@fabricantllp.com 
Back-Up Counsel for Patent Owner 
FABRICANT LLP 
411 Theodore Fremd Avenue 
Suite 206 South 
Rye, New York 10580 
Tel. 212-257-5797 
Fax. 212-257-5796 
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