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I. INTRODUCTION 

Patent Owner (PO) objects (Paper No. 10) to Petitioner’s Expert Declaration 

of Dr. Steven Goldberg (Exhibit 1002) under Federal Rules of Evidence 402 and 

403 because paragraphs 90-91 and 239-420 refer to a patent not at issue in the current 

IPR (IPR2023-00918).  Therefore, those paragraphs should be excluded. 

Petitioner’s Expert Declaration of Dr. Steven Goldberg (Exhibit 1002), 

paragraphs 88-89 and 93-238 refer to US Patent No.10,692,108, which is not at issue 

in the current IPR, but rather is the subject of IPR2023-00919.  Placing such 

testimony referring to multiple “Patents-in-Suit” in the record for this IPR is 

prejudicial and irrelevant.  Therefore, those paragraphs should be excluded. 

Dr. Goldberg’s Declaration improperly states that both the ’620 and ’108 

patents are the “Patents-In-Suit.”  Ex. 1002, p.4.  The Declaration states that “a 

POSITA would have been capable of understanding the Patents-in-Suit and the prior 

art references discussed herein.”  Ex. 1002, p13.  In other words, his opinions are 

not based on the ’620 patent only, despite it being the only patent at issue.  The 

Expert is improperly making assertions about multiple “Patents-in-Suit” when only 

one patent is at issue and is therefore the only patent that is relevant.  Throughout 

the Declaration, reference is made to “Patents-in-Suit” or “this Petition.”  It is 

unclear which petition is being referred to by “this Petition.”  There is no single 
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petition for the “Patents-in-Suit,” and there are not multiple patents at issue in “this 

Petition.”  It is not the Board’s job or the PO’s job to discern which part of “this 

declaration” is used for which one of the “Patents-in-Suit,” and which IPR is the 

correct IPR.   

In an email dated July 31, 2024, the Board requested a response from the 

parties as to whether the two IPRs should be heard together.  Petitioner and PO were 

in agreement “and jointly propose that independent hearings being held for the -

00918, and -00919 proceedings, in series, in that order, for the sake of avoiding 

confusion of the issues.”  See Email to Board, July 21, 2024.   

For the same reason, to avoid confusion, the paragraphs of the Declaration of 

Dr. Steven Goldberg (Exhibit 1002) that fail to distinguish between the IPR Petitions 

should be excluded. 

The PO is prejudiced by an Expert declaration presenting “Patents-in-Suit” 

when only one patent is at issue in IPR2023-00918.  As Petitioner admits, confusion 

can occur if IPR2023-00918 and IPR2023-00919 are discussed together. 

II. CONCLUSION 

For the above reasons, PO requests that Exhibit 1002 be excluded. 
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