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I. INTRODUCTION

Petitioner Advanced Micro Devices, Inc. moves to submit supplemental
information pursuant to 37 C.F.R. § 42.123(a) and the Board’s e-mail authorization
on December 27, 2023. EX1033.

The supplemental information Petitioner seeks to submit is a supplemental
declaration from its expert, Dr. Vivek Subramanian, explaining that the Chiu
reference (EX1006) can claim priority to its provisional application (EX1011)
because the provisional application provides support for at least one claim in Chiu,
as well as the disclosures in Chiu relied upon in Dr. Subramanian’s previous
declaration (EX1003).

II. STATEMENT OF FACTS

1. On May 8, 2023, Petitioner filed the Petition in this IPR, including
Grounds 2 and 3 which list the Chiu reference as an alternate secondary reference.
Paper 1 (Petition) at 4-5.

2. On August 30, 2023, Patent Owner challenged Chiu’s prior art status in
its POPR. Paper 7 (Preliminary Response) at 11-13.

3. On November 28, 2023, the Board granted institution of the Petition,

including Grounds 2 and 3. Paper 10 (Institution Decision) at 42.
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4. On December 20, 2023, Petitioner met and conferred with Patent
Owner via e-mail regarding its request to submit supplemental information and

provided Patent Owner with a copy of Dr. Subramanian’s supplemental declaration.

III. ARGUMENT

Under 37 C.F.R. § 42.123(a), a party may file a motion to submit supplemental
information subject to the following requirements: (1) the request for authorization
to file a motion to submit supplemental information is made within one month of the
date the trial is instituted, and (2) the supplemental information must be relevant to
a claim for which the trial has been instituted.

Both requirements are met. Petitioner timely requested the Board’s
authorization via e-mail on December 26, 2023, less than one month after the Board
instituted review in this [PR. EX1033. Additionally, the supplemental information
1s relevant to Grounds 2 and 3 at issue in this IPR trial because Chiu forms part of
the basis for those grounds. Paper 10 (Institution Decision) at 42; Paper 1 (Petition)
at 4-5. In particular, Dr. Subramanian’s supplemental declaration is relevant to
Chiu’s prior art status, an issue Patent Owner raised in its POPR. Paper 7
(Preliminary Response) at 11-13.

The Board has previously granted motions for supplemental information when
faced with the issue of a prior art patent’s ability to claim priority to a provisional

application. See Innovative Growers Equip., Inc. v. Pipp Mobile Storage Sys., Inc.,

-
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IPR2022-00893, Paper 22 at 12-13 (P.T.A.B. Mar. 6, 2023) (permitting the filing of
a provisional application in support of a prior art priority claim even though
“Petitioner’s opportunity to meet its evidentiary burden regarding [the prior art
reference] Hutto is in its Reply™); see also Innovative Growers Equip., Inc. v. Pipp
Mobile Storage Sys., Inc., IPR2022-00893, Paper 38 at 42-44 (P.T.A.B. Oct. 27,
2023) (holding that petitioner’s provision of a comparison of the asserted prior art
patent claim to its provisional application in petitioner’s reply brief was proper
because “[t]he petitioner in an inter partes review does not have the burden of
producing evidence that the effective date of an asserted reference patent relates back
to its claimed provisional application until after a patentee challenges the prior art
status of the asserted reference”).

Indeed, according to the Board, “the Federal Circuit has said that once trial
was instituted, a petitioner is permitted to supplement the record. ... If the situation
were otherwise, 37 C.F.R. § 42.123 would be useless to petitioners.” Seabery N.
Am. Inc., v. Lincoln Global, Inc., IPR2016-00840, Paper 40 at 6-7 (P.T.A.B. Mar.
15, 2017); see also Genzyme Therapeutic Prods. Ltd. P’ship v. Biomarin Pharm.
Inc., 825 F.3d 1360, 1367 (Fed. Cir. 2016) (“The purpose of the trial in an inter
partes review proceeding is to give the parties an opportunity to build a record by
introducing evidence—not simply to weigh evidence of which the Board is already

aware.”).
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Moreover, granting leave for Petitioner to submit its evidence as supplemental
information is in the interests of justice. Patent Owner will not be prejudiced by the
requested submission, particularly as it was Patent Owner who raised the issue of
Chiu’s prior art status. See Nevro Corp. v. Boston Sci. Neuromodulation Corp.,
IPR2019-01315, Paper 20 at 4-5 (P.T.A.B. Mar. 25, 2020) (“Having now challenged
the prior art status of these references, Patent Owner cannot complain that Petitioner
seeks to rebut its assertions with additional evidence.”). By allowing submission of
Petitioner’s evidence as supplemental information at this early stage in the trial,
Patent Owner will be able to decide whether it will maintain its argument on Chiu’s
prior art status in its Patent Owner Response including potentially challenging
Petitioner’s evidence with its own evidence. See id. at 5 (“Admitting supplemental
information will allow for development of the record on the issue of public
accessibility and prior art effect [of the asserted reference] Hitzelberger. ... Patent
Owner will have a full and fair opportunity to challenge, and respond to, this newly
submitted evidence in the Patent Owner Response.”).

Additionally, Petitioner’s requested submission of evidence will not delay the
proceeding as the evidence has already been prepared and Patent Owner has been in
possession of the evidence since December 20, 2023.

For at least these reasons, Petitioner requests that the Board grant leave to file

the supplemental Subramanian declaration.

-
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