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Pursuant to 37 C.F.R. § 42.64(b)(1), Patent Owner hereby submits the 

following objections to the evidence Petitioner filed with its Reply Brief dated May 

24, 2024. (Paper 26). Patent Owner’s objections apply equally to Petitioner’s 

reliance on these Exhibits in the Reply and any subsequently-filed papers in this 

proceeding. These objections are being filed within five business days of service. 

Patent Owner objects to paragraphs 8-18 of Exhibit 1038. Exhibit 1038 is a 

declaration from a declarant that includes improper supplemental information in 

paragraphs 8-18. See 37 C.F.R. § 42.123. This information could have been obtained 

earlier and submitted with the Petition, and its submission with Petitioner’s Reply 

precludes Patent Owner’s ability to submit any competing evidence. See Patent Trial 

and Appeal Board Consolidated Trial Practice Guide at 73 (Nov. 2019) (“Petitioner 

may not submit new evidence or argument in reply that it could have presented 

earlier”); see also id. (“The sur-reply may not be accompanied by new evidence 

other than deposition transcripts of the cross-examination of any reply witness”). Ex 

1038 further includes new rationales that should have been submitted in the Petition.  

See, e.g., 37 C.F.R. § 42.23(b); see also Patent Trial and Appeal Board Consolidated 

Trial Practice Guide at 74 (Nov. 2019) (citing Intelligent Bio-Sys., Inc. v. Illumina 

Cambridge Ltd., 821 F.3d 1359, 1369–70 (Fed. Cir. 2016) for “holding that the 

Board did not err in refusing the reply brief as improper under 37 C.F.R. § 42.23(b) 

because petitioner relied on an entirely new rationale to explain why one of skill in 
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the art would have combined the references at issue).”); see id. (“It is also improper 

for a reply to present new evidence (including new expert testimony) that could have 

been presented in a prior filing.”) 

If Petitioner fails to correct the evidentiary defects associated with the above 

evidence in view of Patent Owner’s objections, Patent Owner reserves the right to 

file one or more motions to exclude the exhibits or portions thereof under 37 C.F.R.§ 

42.64(c). 

 

Dated: June 3, 2024    Respectfully submitted, 
 
       By:  /Jason A. Engel/    

 Jason A. Engel  
 Reg. No. 51,654 
 K&L GATES LLP 
 

Counsel for Patent Owner  
  



IPR2023-00920 
U.S. Patent No. 8,006,218 

 

3 

CERTIFICATE OF SERVICE 

I hereby certify that on June 3, 2024, a true and correct copy of the foregoing 

was caused to be served electronically on the following counsel of record for 

Petitioner at the following email addresses:  

Douglas R. Wilson 
ARMOND WILSON LLP 
13785 Research Blvd., Suite 125 
Austin, TX 78750 
Email: doug.wilson@armondwilson.com 
 
Michelle E. Armond 
Josepher Li 
Patrick Maloney 
ARMOND WILSON LLP 
4685 MacArthur Court, Suite 390 
Newport Beach, CA 92660 
Email: michelle.armond@armondwilson.com 
Email: josepher.li@armondwilson.com 
Email: patrick.maloney@armondwilson.com 
Email: ipr@armondwilson.com 

  
 
By: /Jason A. Engel/   

Jason A. Engel  
Reg. No. 51,654  
K&L GATES LLP 
70 W. Madison Street, Suite 3100 
Chicago, IL 60602  
Jason.Engel.PTAB@klgates.com  
T: (312) 807-4236 
F: (312) 827-8145 

 
 


