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Pursuant to 37 C.F.R. § 42.71(d) and the Revised Interim Director Review 

Process, Patent Owner requests review of the December 6, 2023 Decision Granting 

Institution of Inter Partes Review (Paper 16) (“ID”).  The Institution Decision is an 

ideal vehicle for addressing three important issues of law and policy.   

First, it has been exactly four years since the PTAB offered guidance on the 

standard for establishing that a reference is a printed publication in the precedential 

decision Hulu, LLC v. Sound View Innovations, LLC, IPR2018-01039, Paper 29 

(PTAB Dec. 20, 2019) (“Hulu”), yet Board decisions on the issue remain as divided 

as ever.  At the core of the dispute is under what circumstances and to what extent a 

Petitioner may present (and the Board may rely on) evidence and theories as to why 

a reference is a printed publication that was not included in its Petition.   

When a Patent Owner contests the printed publication status of a reference in 

a Preliminary Response, Board decisions on the issue range from finding that new 

evidence and arguments may be submitted in a Preliminary Reply, to permitting the 

Petitioner only to respond with arguments that rebut Patent Owner and support 

theories in the Petition, to permitting no response whatsoever.  The possibilities vary 

because panels disagree about whether Hulu permits the evidence necessary to make 

a prima facie case of public accessibility to be identified or introduced post-petition.  

The result is that there is no predictability about what showing needs to be made in 

a Petition and when new evidence and arguments is permitted.   
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The present proceeding is a microcosm of these divergent viewpoints.  When 

Patent Owner pointed out the nearly non-existent showing Petitioner had made that 

its references are printed publications, Petitioner requested to submit new evidence 

and arguments in a Preliminary Reply.  The Board applied the good cause standard 

and found it lacking, but nonetheless permitted the Petitioner a Preliminary Reply to 

rebut Patent Owner’s Preliminary Response arguments.  The Petitioner then violated 

the Board’s order and made new printed publication arguments and introduced new 

evidence in its Reply to make its prima facie case.  Patent Owner was not permitted 

to move to strike the improper Reply, and the Board then relied on Petitioner’s 

improper evidence and theories in deciding to institute review (with one Judge 

dissenting).  Now that institution has occurred, Petitioner is seeking to submit (as 

supplemental information) the printed publication evidence that it was not permitted 

to submit with its preliminary reply for institution. 

Second, nearly 10 years after the informative decision Cisco Systems, Inc. v. 

C-Cation Techs., LLC, IPR2014-00454, Paper 12 (PTAB Aug. 29, 2014), panels are 

starkly divided over what constitutes an improper incorporation by reference or 

arguments and evidence into a Petition and what relief to grant when there is an 

improper incorporation by reference.  The result is that many papers effectively 

exceed the statutory limits by hundreds or even thousands of words, while many 

parties are left filing papers hundreds or thousands words less out of fear that their 
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incorporations will not be credited by the Board. 

Here again, the panel disagreed over whether there was improper 

incorporation by reference and what to do about it, with the majority permitting it 

and crediting evidence and argument related to printed publication status that was 

not in the Petition in deciding to institute.  Petitioner thus effectively obtained 

thousands of additional words in its Petition, gaining a strategic advantage.   

Third, the Institution Decision adopts an extreme view of what showing needs 

to be made to establish that a journal is an “established periodical,” which supports 

a finding that a reference is a printed publication.  Under the Board’s reasoning, a 

journal is an established periodical merely because other panels found other articles 

by that journal to be printed publications, when the issue was uncontested.  That is, 

there was no actual investigation or analysis into whether those articles were ever 

published.  If this reasoning is to be accepted, that means that there are dozens if not 

hundreds of journals, magazines, and other papers that are “established periodicals” 

merely because there was a PTAB proceeding where the prior art status of an article 

from those entities was not challenged.  And, any Patent Owner can forever waive 

the right of all other Patent Owners to challenge that a periodical is an “established 

periodical” simply by not contesting the issue.  That surely cannot be the law.   

These three issues, individually and collectively, involve substantial issues of 

law and policy that Patent Owner respectfully submits should be taken up and 
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clarified by the Director.  As shown in this proceeding, there is ambiguity in these 

areas that create inefficiencies and uncertainty for all parties before the Board.   

I. Important Issues of Law or Policy Surrounding the Board’s Application 
of Hulu Require Guidance from the Director. 

A. Permitting the Board to institute IPR based on public accessibility 
arguments and evidence first raised after a petition is filed 
undermines Hulu and governing statutes. 

Hulu confirms that the statutory requirement that “the petition” identify “with 

particularity” the petitioned grounds and supporting evidence applies to a 

petitioner’s burden of demonstrating a reasonable likelihood that the references it 

relies on constitute printed publications.  Hulu at 12-14.  It also clarifies that “[t]his 

standard is far more than is required in typical notice pleading, which only requires 

that a party make plausible claims.” Id. at 13 (emphasis added).  Hulu acknowledges 

that while “some limited opportunities exist for the petitioner to present new 

evidence later, including: (1) in a reply to a patent owner preliminary response; (2) 

in a reply to the patent owner response; and (3) in a motion to file supplemental 

information,” but clarifies that “[t]he opportunity to submit additional evidence does 

not allow a petitioner to completely reopen the record, by, for example, changing 

theories after filing a petition.”  Id. at 14-15 (emphasis added). 

As this case demonstrates, Hulu’s acknowledgement of “limited 

opportunities” to submit additional evidence post-petition has created uncertainty as 

to what is required to identify evidence in the petition with sufficient “particularity” 
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to satisfy the reasonable likelihood standard for institution. Here, the panel majority 

and dissent take opposite views as to whether the Hulu standard can be satisfied by 

arguments and evidence identified for the first time after the petition (without 

showing good cause) to make a prima facie case of public accessibility. Compare ID 

at 13-16 (majority) with ID at 41-46 (dissent).  The opposing views of this panel 

reflect the schism that exists across panels in general.  Compare Google LLC v. 

Vocalife LLC, IPR2022-00005, Paper 7 at 2-4 (PTAB Feb. 22, 2022) (granting a 

reply on issue of whether a prior art reference qualifies as a printed publication and 

to submit supporting declaration); Samsung Electronics Co., LTD. v. Greenthread 

LLC, IPR2020-00292, Paper 9 at 7 (PTAB May 22, 2020) (authorizing reply 

regarding a reference’s printed publication status); Axis Comm’s AB et al. v. Avigilon 

Fortress Corp., IPR2019-00235, Paper 13 at 2 (PTAB March 28, 2019) (same); with 

Victoria’s Secret Stores LLC v. Andra Group, LP, IPR2020-00853, Paper 11 at 4 

(PTAB Aug. 13, 2020) (denying request to submit a pre-institution reply regarding 

the prior art status of a reference because it was “reasonably foreseeable” that patent 

owner would challenge the status); BMW of N. Am. LLC v. Intellectual Ventures, 

IPR2017-01558, Paper 8 at 2–3 (PTAB Oct. 25, 2017) (same).   

The Petition in this case asserts four Grounds of alleged unpatentability 

(Grounds I-IV) based on three non-patent references called “Handley,” “Basturk,” 

and “PacketCable” under 35 U.S.C. §§ 102(a) and 102(b). Paper 3 (Petition) at 4-5. 
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Petitioners’ arguments as to why each reference allegedly qualify as prior art consist 

entirely of three sentences—one per reference, which states the reference’s name 

and alleged publication or public availability date. Id. The Petition discusses no 

evidence in support of Petitioners’ public availability contentions for any of the 

references, and it does not even identify (with particularity or otherwise) any 

evidence of public accessibility for Handley or PacketCable. Id. For Basturk, the 

Petition includes an unexplained citation to the entirety of an exhibit labeled 

EX1010, which, upon inspection, identifies itself as a declaration by Sylva D. Hall-

Ellis that contains her “expert opinion regarding the authenticity and public 

availability” of Basturk. Id.; see EX1010 ¶ 2.  The Petition did not identify or discuss 

any of Dr. Hall-Ellis’ authenticity or public availability opinions. Pet. 4-5. Nor does 

it identify or discuss any public accessibility opinions of Dr. Houh (Petitioner’s other 

expert) from the section of his declaration incorporated by reference into the 

Petition. Pet. 4 (“Petitioners’ challenge is based on the following prior art, for which 

a detailed overview is provided in the Declaration of Dr. Houh, which is 

incorporated by reference. EX1003, Section VI.” (emphasis added)).   

Patent Owner’s Preliminary Response (Paper 11 or “POPR”) explained in 

detail why the Petition fails to identify, “with particularity,” arguments or evidence 

sufficient to establish a reasonable likelihood that Handley, Basturk, or PacketCable 

was publicly accessible or qualifies as a prior art printed publication—i.e., how it 
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fails to meet the standard clarified in Hulu for each reference. POPR 33-41.  

Petitioners requested permission to file a reply to the POPR with additional 

evidence regarding public accessibility. Paper 13 at 2. The Board “grant[ed] 

Petitioner’s request to submit a Reply limited to addressing arguments in the 

Preliminary Response regarding whether the Petition sufficiently show[s] that 

[Handley] and [PacketCable] qualify as printed publications.” Id. at 3 (emphasis 

added). The Board found “that no good cause exists for submitting supplemental 

evidence” and so denied that portion of Petitioners’ request. Id.  

In its Preliminary Reply—rather than limiting its arguments to the sufficiency 

of the petition as the Board ordered—Petitioners argued that the references allegedly 

qualify as printed publications based on new arguments and evidence not identified 

or discussed in the Petition. Compare Pet. (Paper 3) at 4-5 with Paper 14 (Prelim. 

Reply) at 1-3. Specifically, Petitioners’ Reply raised for the first time (a) Dr. Houh’s 

alleged “personal knowledge” of Handley’s public accessibility, (b) the alleged 

status of the Computer Networks journal (in which Handley was allegedly 

published) as a “well-known” and “established” publisher and periodical, (c) how “a 

POSITA exercising reasonable diligence” would have located Handley, and (d) that 

PacketCable allegedly “includes reliable indicia on its face … and bears no 

suggestion that it was not intended for public distribution.” Paper 14 at 1-3. The 

Petition did not identify or discuss any of this new material. Pet. 4-5.  
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In finding the Hulu standard satisfied for Handley and PacketCable, the panel 

majority relied on Petitioners’ arguments and evidence introduced for the first time 

in its Preliminary Reply, despite previously finding that Petitioners failed to show 

good cause for introducing new evidence. ID at 14-16, 26 (citing Paper 14); Paper 

13 at 1-3 (denying request to include additional evidence). The majority relied on 

Petitioners’ new arguments and evidence related to (a) Dr. Houh’s alleged personal 

knowledge of Handley’s public accessibility (ID at 14-15), (b) the alleged status of 

Computer Networks as an established publisher (ID at 15-16), (c) the allegation that 

a person of ordinary skill, exercising reasonable diligence, would have found 

Handley in the Computer Networks Journal (ID at 16), and (d) alleged reliable 

indicia of publication on the face of PacketCable (ID at 26). The majority relied on 

the new arguments and evidence despite none being identified with particularity in 

the Petition, see Pet. 4-5, and despite Hulu’s guidance that “[t]he opportunity to 

submit additional evidence [including in a preliminary reply] does not allow a 

petitioner to completely reopen the record, by, for example, changing theories after 

filing a petition.”  Hulu at 14-15 (emphasis added). The majority concluded that the 

arguments and evidence identified in the Petition and Petitioners’ Reply “taken 

together” amounted to “more ‘than mere notice pleading’” under Hulu. ID at 16  

In his dissent, APJ McKone expressed a view opposite to the majority’s, finding that 

Petitioners failed to satisfy the Hulu standard because the petition itself provides 
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only conclusory assertions “akin to notice pleading” and does not identify arguments 

or evidence of public accessibility “with particularity.”  ID at 41.  

He also expressed that, notwithstanding “limited opportunities” to present 

additional evidence in replies and supplemental information, Hulu (and other Board 

guidance) precludes reliance on arguments and evidence first introduced in reply or 

supplemental information to make a case of public accessibility.  ID at 45-46. 

Patent Owner submits that the dissent’s view is the correct view of Hulu.  

Indeed, as explained above, Hulu clarified that the statutory particularity 

requirements for IPR petitions apply to issues of public accessibility; they cannot be 

postponed by permitting arguments and evidence required to make a prima facie 

case of public accessibility to be introduced for the first time in a reply. Hulu at 12-

14. Moreover, Hulu made clear that “far more” than notice pleading is required of a 

petition, and that petitioners may not “completely reopen the record” or “chang[e] 

theories after filing a petition,” Hulu at 13-15 (emphasis added), which is consistent 

with existing Board guidance. See Consolidated Trial Practice Guide 73 (PTAB 

Nov. 2019). In contrast, the majority’s reading of Hulu—as permitting petitioners to 

identify no substantive arguments or evidence of public accessibility in their 

petitions in favor of providing it in post-petition replies and supplemental 

information after the patent owner points out the petition’s deficiency—renders Hulu 

internally inconsistent, nullifies the statutory requirements for particularity in 
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petitions, and is contrary to existing Board guidance.  

The Director should therefore vacate the Institution Decision, clarify that the 

Hulu standard is measured against the arguments and evidence identified with 

particularity in the petition and not in post-petition submissions absent a showing of 

good cause, and remand to the Board with instructions to deny institution.   

B. Permitting incorporation by reference to satisfy the Hulu 
standard creates unpredictability and encourages abuse. 

As explained in Patent Owner’s Preliminary Response, the Petition relied on 

incorporation by reference—expressly and in the form of unexplained citations to 

expert declarations in support of conclusory statements—to argue that the asserted 

references qualify as prior art printed publications. POPR at 25-30.  Board rules, 

guidance, and norms, however, consistently prohibit various forms of incorporating 

arguments and evidence by reference into petitions. See § II.C, supra.  Prohibitions 

on incorporation by reference are designed to promote fairness and efficiency and 

eliminate abuses that circumvent limitations on the length of petitions. Consolidated 

Trial Practice Guide at 35-36, 39; see also Cisco, IPR2014-00454, Paper 12 at 9-10.  

The Board’s disdain for incorporation by reference and the established policy 

reasons for prohibiting it are consistent with Hulu’s guidance that “far more” than 

notice pleading is necessary to demonstrate a reasonable likelihood that a reference 

was publicly accessible. Hulu at 13. According to Hulu, “plausible claims” of public 
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accessibility are insufficient—arguments and evidence must be identified “with 

particularity.” Id. Thus, it stands to reason that arguments or evidence incorporated 

by reference into a petition—whether expressly or by citing a witness declaration to 

support a conclusory statement—should not be allowed to satisfy the Hulu standard.  

Yet the Board found Hulu’s requirements satisfied in this case by Petitioners’ 

incorporation by reference of Dr. Houh’s and Dr. Hall-Ellis’ opinions. The Board’s 

decision relied on paragraphs of Dr. Houh’s declaration that the Petition expressly 

incorporated by reference to support its conclusion regarding Handley and 

PacketCable, because the necessary evidence was not in the Petition itself. Compare 

Pet. 4 (incorporating by reference § VI of EX1003, including ¶¶ 59-61) with ID at 

14 (citing Pet. 4 (citing EX1003 ¶¶ 59-61)), 15 (citing EX1003 ¶ 59), 26 (citing Pet. 

4-5 (citing EX1003 ¶¶ 59-61) and EX1003 ¶ 61). The majority did not address Patent 

Owner’s argument that the Petition’s incorporation by reference of these opinions is 

improper and warrants denial of institution. POPR at 26. The dissent agrees that the 

entirety of Petitioners’ argument in support of Handley and PacketCable’s alleged 

public accessibility is improperly incorporated by reference. ID. at 39-41.  As with 

the issue of when it is permissible for Petitioners to submit additional evidence and 

arguments in support of a finding of a printed publication, the Board panels are split.  

Compare Nearmap US, Inc. v. Eagle View Technologies, Inc., IPR2022-01009, 

Paper 7 at 17-18 (PTAB Dec. 14, 2022) (instituting based on a citation to a 
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declaration containing arguments and evidence not identified or discussed in the 

petition); Juniper Networks, Inc. v. Smart Path Connections, LLC, IPR2021-01170, 

Paper 10 at 21-26 (PTAB Jan. 5, 2022) (finding Hulu standard satisfied based on its 

evaluation of expert testimony that “Petitioner does not cite”); 3Shape A/S v. Align 

Technology, Inc., IPR2020-01645, Paper 9 at 21 (PTAB May 11, 2021) (interpreting 

Hulu as permitting the Board to rely on evidence “not extensively discussed in the 

Petition” to support institution); with Clim-A-Tech Industries, Inc. v. William A. 

Ebert, IPR2017-01863, Paper 13 at 27- 28 (P.T.A.B. Feb. 12 2018) (“Even if 

Petitioner’s expert declaration were to provide such particularity, arguments and 

information that are not presented and developed in the Petition, but instead are 

incorporated by reference, are not entitled to consideration, as it is improper to 

incorporate by reference arguments from one document into another document.”); 

Icon Health & Fitness, Inc. v. Nautilus, Inc., IPR2017-00494, Paper 11, at 4 

(P.T.A.B. Oct. 27, 2017) (declining to consider evidence incorporated by reference.).  

This results in an uneven enforcement of the statute’s word limits for Petitions.   

The panel’s majority also credited Petitioners’ broad, unexplained citation to 

the entirety of Dr. Hall-Ellis’s declaration, stating that it “do[es] not consider 

[Petitioners’] citation to the [declaration] to be improper incorporation by 

reference.” ID at 18. However, that form of citation is a textbook example of 

impermissible incorporation by reference under Cisco. Compare Pet. 5 (“Secure 
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Transport Protocols for High-Speed Networks was publicly available by at least 

September 1, 1995. See EX1010.” (emphasis added)) with Cisco, IPR2014-00454, 

Paper 12 at 9 (“citing the Declaration [of petitioner’s declarant] to support 

conclusory statements that are not otherwise supported in the Petition … amounts to 

incorporation by reference”). The dissent also expressed “concerns … that Petitioner 

provides no argument in the Petition and, instead, incorporates by reference Dr. Hall-

Ellis’s declaration comprising approximately 36 pages, including a mix of evidence, 

argument, and legal conclusions.”  ID at 46 n.11. 

For all the reasons that that the Board already prohibits incorporation by 

reference, it is poor policy for the Board to permit reliance on incorporation by 

reference to satisfy the Hulu standard. Permitting incorporation by reference to 

satisfy Hulu incentivizes abuse and is plainly unfair to Patent Owners. This case 

exemplifies the problem and gives a roadmap for future petitioners on how to evade 

word limits. Petitioners certified that their Petition contains 13,945 words (55 words 

below the limit). Between Petitioners’ express and Cisco-type incorporations by 

reference, however, it incorporated an additional approximately 675 words from Dr. 

Houh’s declaration and 36 pages from Dr. Hall-Ellis’ declaration. POPR 26-28. Not 

only does that push the Petition far beyond the wordcount limit, but, as explained 

above, the Board relied on those improperly incorporated opinions in finding that 

Petitioners satisfied their burden under Hulu, which effectively condones 
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Petitioners’ circumvention of the wordcount limit through improper incorporation 

by reference, and incentivize future Petitions to do the same.  

Patent Owner respectfully requests that the Director vacate the institution 

decision, issue guidance to clarify that incorporation by reference cannot be relied 

upon to satisfy Hulu, and remand to the Board with instructions to deny institution. 

II. Presuming a Reference Is Published by an “Established Publisher” 
Without Evidence Is Poor Policy. 

The Federal Circuit has held that “[w]hen there is an established publisher 

there is a presumption of public accessibility as of the publication date.”  Vidstream 

LLC v. Twitter, Inc., 981 F.3d 1060, 1066 (Fed. Cir. 2020).  In Vidstream, the court 

upheld the Board’s finding that a reference was published by an established 

publisher based on evidence that the reference was for sale to the public at the 

relevant time.  Id. at 1060-61.  Here, the Board found that “Computer Networks,” 

the journal in which Handley was allegedly published, is an established publisher 

based solely on the fact that the Board has “accepted” articles from that journal as 

prior art in the past.  ID at 14-15 (citing Resideo Tech. v. Ubiquitous Connectivity, 

IPR2019-01336, Paper 7 at 7, 45, 63 (PTAB Jan. 27, 2020); Cloudflare v. Blackbird 

Tech., IPR2018-00804, Paper 8 at 3, 21 (PTAB Oct. 3, 2018)).  However, none of 

the decisions cited by the Board made any findings about the status of Computer 

Networks as an established publisher, and the issue was not contested in those cases.  
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See Paper 15 at 1-2; ID at 42-43 (McKone, APJ, dissenting); Resideo Tech., 

IPR2019-01336, Paper 7 at 7, 45, 63 (addressing “Wu” reference); see generally id., 

Paper 6 (not contesting prior art status of Wu); Cloudflare, IPR2018-00804, Paper 8 

at 3, 21 (addressing “Fox I” reference); see generally id., Paper 6 (esp. at 2) (not 

contesting prior art status of Fox I) . 

It is poor policy to permit the Board to presume that a reference is (or is 

reasonably likely to have been) was published by an established publisher in the 

absence of any evidence (let alone sufficient evidence to show that it is reasonably 

likely) that it was.  There could be dozens if not hundreds of journal articles like 

those in Resideo and Cloudflare where the article’s alleged publisher was never 

shown to be an established publisher, yet the Board relied on it for some other reason 

(including that public accessibility was not contested).  But if the Board is allowed 

to presume that a journal is published by an established publisher solely on the basis 

that prior Board panels have relied on articles from that journal before, untold 

thousands of articles could be automatically presumed to be prior art based on no 

evidence at all.  Whether a reference is a printed publication requires “factual 

determinations,” see In re Lister, 583 F.3d 1307, 1311 (Fed. Cir. 2009), but the 

Board’s practice here would do away with that requirement. The Director should 

clarify that established publisher status must be shown with evidence, not assumed. 

Patent Owner respectfully requests Director Review and denial of institution.   
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Dated:  December 20, 2023 By:     / Christine E. Lehman / 

Christine E. Lehman 
PTO Reg. No. 38,535 
Counsel for Patent Owner
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