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‘Foreword

This Manual is publishcd to provide Patent and Trademark Office” patent ex-"
amincrs, appllcmm, attorncys, agents, and representatives of apphcan'q ‘with-a.
reference work on the practices and procc.durw rclative to the prosccuuon of pat-

cnt applications before the Patent and Trademark Office. It contains instructions
to cxamincrs, as well as other material in the nature of information and:intcrpre-
tation, and outlincs the current procedures which the' examiners are required or
authorized to follow in appropriate cascs in the normal cxamination of a patent

application. The Manual docs not have the force of law or the foree of the Patent r;";v ‘

Rules of Practice in Title 37, Codce of Federal Regulations.

A scparatc manual cntitled “Tradcmark Manual of Examining Prou.durt. is
published by the Patent and Trademark Office as a reference work for-trademark .

Cascs.

Examiners will bc governed by the applicable statucs, the Rules of Practice,
decisions, and orders and instructions issucd by the Commissioner and the Assis-
tant Commissioncrs. Orders and Notices still in force which relate to the subject
matter included in this Manual arc incorporated in the text. Orders and Notices;
or portions thereof, relating to the cxaminers' dutics and functions which have
been omitted or not incorporated in the text may be considered obsolete.  Inter-
ference procedure not directly involving the Primary Examiner are not included
in this Manual and, therefore, Orders and Notices relating thereto remain in
force.

Subsequcent changes in practice and other revisions will be incorporated in
the form of substitutc or additional pages for the Manual.

Suggestions for improving the form and content of the Manual arc always
welcome. They should be addressed to:

Commissioncr of Patents and Trademarks
Editor, MPEP
Washington, D.C. 20231

For sale by the U8, Government Printing Office, Superintendent of Documents, Mait Stop: S880P, Wasghington, DC 20402-4528
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Intmductlon G

Constitutional Basis

The Constitution of the United States provides:

“Art. 1, Sec. 8. The Congress shall have power ... To pro-

mote the progress of science and useful arts, by securing for -

limited times to authors and inventors the exclusive right to
their respective writings and discoveries.”

Statutes

Pursuant to the provision of the Constitution, Congress
has over the years passed a number of statutes under which
the Patent and Trademark Office is organized and our pat-
ent system is established. The provisions of the statutes can
in no way be changed or waived by the Patent and Trade-
mark Office.

Prior to January 1, 1953, the law relating to patents con-
sisted of various sections of the Revised Statutes of 1874, de-
rived from the Paient Act of 1870 and numerous amendato-
ry and additional acts.

By an Act of Congress approved July 19, 1952, which
came into effect on January 1, 1953, the patent laws were re-
vised and codified into substantially its present form. The
patent law is Title 35 of the United States Code which gov-
erns all cases in the Patent and Trademark Office. In refer-
ring to a particular scction of the patent code the citation is
given, for example, as, 35 U.S.C. 31.

35U.8.C. 1. Establishment.

The Patent and Trademark Office shall continue an office in the
Department of Commerce, where records, books, drawings, specifications,
and other papers and things pertaining to patents and to trademark
registrations shall be kept and preserved, except as otherwise provided by
law.

Rules of Practice

One of the sections of the patent statute, namely, 35
U.S.C. 6, authorizes the Commissioner of Patents and
Trademarks, subject to the approval of the Secretary of
Commerce, to establish regulations, not inconsistent with
law, for the conduct of proceedings in the Patent and Trade-
mark Office.

37CFER 1.351.  Amendments to rules will be published.

Allamendsnents in this part will be published in the Official Gazette and
in the Federal Register.

35 CFR 1.352. Publication of notice of proposed amendments.

(a) Whenever required by law, and in other cases whenever practicable,
notice of proposed amendments in this part will be published in the Official
Gazette and in the Federal Register. If not published with the notice, copies of
the text will be furnished to any person requesting the same. Al comments,
suggestions, and briefs received within a time specified in the notice will be

Page 5 of 23

considered before adoptlon of thc proposed amendments whzch may be 7

modified in the light thereof
(b) Oral heanngs may be held at the dlscreuon of the Commnssxoner i

- These regulations ¢ or rules and amendments theretoare .

ubllshcd in the Federal Register and in the Offlmal Ga--
zette. In the Federal Register and-in the Co_de of Federal
Regulations these rules are Part 1 of Title 37, Patents, Trade-
marks, and Copyrights, and the mdmdual rules, called sec-
tions, are numbered withthe Part number and a dec1mal
point prefixed to the rule number. A booklet entitled “37
Code of Federal Regulations,” published by ‘the Office of
the Federal Register, contains all of the patent rules as well -
as trademark rules and copyright rules. Persons desiring a-
copy of the patent rules should order a complete copy of
“Title 37, Code of Federal Regulations” from the Superin-
tendent of Documents.

The primary function of the Rules of Practice is to ad-
vise the public of the regulations which have been estab-
lished in accordance with the statutes and which must be fol-
lowed before the Office. The Rules of Practice govern the
examiners, as well as applicants and their attorneys. The
Rules of Practice appear in the Manual of Patent Examining
Procedure as Appendix R.

Commissioner’s Orders and Notices

From time to time, the Commissioner of Patents and
Trademarks has issued Orders and Notices relating to vari-
ous specific situations that have arisen in operating the Pat-
ent and Trademark Office. Notices and circulars of informa-
tion or instructions have also been issued by other Office Of-
ficials under authority of the Commissioner. Orders and
Notices have served various purposes including directions
to the examiners giving them instruction, information, in-
terpretations, and the like. Some may be for the information
of the public, advising what the Office will do under speci-
fied circumstances.

Decisions

In addition to the statutory regulations, the actions tak-
en by the cxaminer in the cxamination of applications for
patents arc to a great extent governed by decisiuns on prior
cascs. Applicants dissatisfied with an examiner’s action may
have it reviewed. In general, that portion of the examiner’s
action pertaining to objections on formal matters may be re-
viewed by petition to thc Commissioner of Patents and
Trademarks (sce MPEP § 1002) and that portion of the ex-
aminer’s action pertaining to the rejection of claims on the
merits, may be reviewed by appcal to the Board of Patent
Appeals and Interferences (see § 1201). The distinction is
set forth in 37 CFR 1.181 and 1.191. In citing decisions as
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authonty fOl’hlS or Ct
in the manner set forth MPEP § 707

Publlcatlons Avallable from Supen tendent'of _;
Documents :

Ordcrs should be addresscd and remlttances made payablc to Supcrm-

!endentofDocuments U S. Guvernmcnt?rmtmgofﬁce. Washmgton D.C. =

20402.

Patent Offi cial Gazette: Theoffxcnaljouma]of!hel’atem andTrademark' & ‘
Office relating to patents. Issued cach Ttxesday. smultanecusly with the' St

weekly issuance of patenits, itcontains a selected figure of the drawingsand a

claim of each patent; granlcd indexes of pateants, ist of patents available for" '

license or sale, and general information such as orders, nouces. changes m
rules, and changes in’ classnf:cauon

Annuallndexes. Anindexofthe patentsissued eachyearis publishedin ‘

twovolumes, one analphabetical index of patentcesand the other anindexby
subject matter of inventions. The two parts are sold separately. Price varies
fromyear to year, depending uponsize of the publication. An annualindex of
Trademarks contains an alphabetical index of trademark registrants, regis-
tration numbers, dates published, classification of goods for which regis-
tered, and decisions published during the calendar year. Price varies from
year to year, depending upon size of the publication.

Guide for Patent Drafismen. Patentand Trademark Office requirements
for Patent drawings with illustrations.

Manual of Classification. A looseleaf volume listing the numbers and
descriptive titles of the more than 300 classes and 95,000 subclasses used in
the subject classification of patents, with n index to the classifications. Sub-
stitute and additional pages, which are included in the subscription service,
are issued from time to time.

General Information Conceming Patents. Contains a vast amount of
general information concerning the application for and granting of patents,
expressed in nontechnical language for the layman. Multiple copics available
from Superintendeat of Documents.
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. ent and ;Frademark Office. -

ttorneys and agcnts t

Title 3’7—-Cade of Federal Regulanans Com pll
tice of the U: S. Patent and Trademark Ofﬁce :

Pubhcatlons Avallable From the
Patent and Trademark Oﬂ:‘ice

Ordets should be addresscd to Patent and deemark Ofﬁcc, Washmg-”
ton, D.C. 20231. Rcmlttances should be made payable to Commlsswner of

" Patents and Tradecmarks. Postagc stamps, Supermtendt.nt of Documcnts

couponsor other Government coupons are notacceptablein payment ofPat-
ent and Trademark Office fees.

Q& A About Patents, Brief. nontechnical answers to quesuons most fre--
quently asked about Patents,

Q & A About Plant Patents. Same as above for plant patents,

Patents. Copics of the specification and drawingsof ali patents are avail-
able at one dollar and fifty cents cach, When ordering, identify the patent by
the patent number, or give full name of the inventor and approximate date of
issuance of the patent.

Classification Definitions. Contain the changes in cIass:flcatlon of pat-
ents as well as definitions of new and rcV\sed classes and subclasses. Priccis
based upon size of publication. .

Weekly Class Sheets. Lists showing classification of cach patent in the.
weekly issue of the Patent Official Gazette. :
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Chapter 600 Parts, Form, and Content of Appllcatlon

661 Content of ansional and Nnnprovismnal 605 04(g) Correctlon of Inventorshlp
Applications 605.05 ° Administrator, Executor or Other Legal
601.01 Complete Application Representative -
>601.01(2) Nonprovisional Applications Filed Under 605.07 Joint Inventors -
35 U.S.C. 111(a) . 606 Title of Invention
601.01(b) Provisional Applications Filed Under 606.01 Examiner May Require Change in Title
35 U.S.C. 111(b) 607 Filing Fee
601.01(c) Conversion to a Provisional Application 607.02 Returnability of Fees
601.01(d) Application Filed Without All Pages 608 Disclosure
of Specification 608.01 Specification
601.01(e) Nonprovisional Application Filed Without 608.01(a) Arrangement of Application
at Least One Claim 608.01(b) Abstract of the Disclosure
601.01(f) Applications Filed Without Drawings 608.01(c) Background of the Invention
601.01(g) Applications Filed Without All Figures 608.01(d) Brief Summary of Invention
of Drawings 608.01(¢) Reservation Clauses Not Permitted
601.01(h) Forms< 608.01(f) Brief Description of Drawings
601.02 Power of Attorney or Authorization of Agent 608.01(g) Detailed Descripticn of Invention
601.03 Change of Correspondence Address 608.01(h) Mode of Operation of Invention
601.04 NationalStage Requirementsofthe UnitedStatesas 608.01(i) Claims
a Designated Office 608.01(j) Numbering of Claims
692 Original Oath or Declaration 608.01(k) Statutory Requirement of Claims
602.01 Oath Cannot Be Amended 608.01(1) Original Claims
602.02 New Qath or Substitute for Original 608.01(m) Form of Claims
602.03 Defective Oath or Declaration 608.01(n) Dependent Claims
602.04 Foreign Executed Oath 608.01{0) Basis for Claim Terminology in Description
602.04(a) Foreign Executed Qath Is Ribboned to Other 608.01(p) Completeness
Application Papers 608.01(q) Substitute or Rewritten Specification
602.05 Qath or Declaration — Date of Execution 608.01(r) Derogatory Remarks About Prior Art in
602.05(a) QOath or Declaration in Division and Continuation Specification
Cases 608.01(s) Restoration of Cancelled Matter
602.06 Non-—English Oath or Declaration 608.01(t) Use in Subsequent Application
602.07 QOath or Declaration Filed in United States as a 608.01(u) Use of Formerly Filed Incomplete Application
Designated Office 608.01(v) Trademarks and Names Used in Trade
603 Supplemental Oath or Declaration 608.02 Drawing
603.01 Supplemental Oath or Declaration Filed After 608.02(a) New Drawing —When Required
Allowance 608.02(b) Informal Drawings
604 Administration or Execution of Oath 608.02(c) Drawing Print Kept in File Wrapper
604.01 Seal 608.02(d) Complete Illustration in Drawings
604.02 Venue 608.02(e) Examiner Determines Completeness of Drawmgs
had 608.02(f) Modifications in Drawings
604.03(a) Notarial Powers of Some Military Officers 608.02(g) Illustration of Prior Art
604.04 Consul 608.02(h) Additional, Duplicate, or Substitute Drawings
604.04(a) Consul —~ Omission of Certificate 608.02(1) Transfer of Drawings From Prior Applicaticns
604.06 By Attorney in Case 608.02(m) Drawing Prints
605 Applicant 608.02(n) Duplicate Prints in Patentability Report Cases
605.01 Applicant’s Citizenship 608.02(o) Dates Entered on Drawing
605.02 Applicant’s Residence 608.02(p) Correction of Drawings
605.03 Applicant’s Post Office Address 608.02(q) Conditions Precedent to Amendment of Drawing
605.04(a) Applicant’s Signature and Name 608.02(r) Separate Letter to Draftsman
605.04(b) One Full Given Name Required 608.02(t) Cancellation of Figures
605.04(c) Inventor Changes Name 608.02(v) Drawing Changes Which Require Sketches
605.04(d) Applicant Unable to Write 608.02(w) Drawing Changes Which May Be Made Without
605.04(c) May Use Title With Signature Applicant’s Sketch
605.04(f) Signature on Joint Applications— Order of Names 608.02(x) Disposition of Orders for Amendment of Drawing
600 - 1 Rev. 2, July 1996
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601

608.02(y) Return of Drawing

608.02(z) Allowable Applications Needing Drawing
Corrections or Formal Drawings i

608.03 Models, Exhibits, Specimens

608.03(a) Handling of Models, Exhibits, and Specimens

608.04  New Matter

608.04(a) Matter Not in Original Specification, Claims, or
Drawings

608.04(b) New Matter by Preliminary Amendment

608.04(c) Review of Examiner’s Holding of New Matter

608.05 Deposit of Computer Program Listings

609 Information Disclosure Statement

601 Content of Provisional and
Nonprovisional Applications [R~2]

35 U.S.C. 111 Application
(a) IN GENERAL.—

(1) WRITTEN APPLICATION.—An application for patent
shall be made, or authorized to be made, by the inventor, except as
otheswise provided in this title, in writing to the Commissioner.

(2) CONTENTS.—Such application shall include—

(A)  aspecification as prescribed by section 112 of this title;

(B)  adrawing as prescribed by section 113 of this title; and

(C)  anoath by the applicant as prescribed by section 115 of
this title.

(3) FEE AND OATH.—The application must be accompanied
by the fee required by law. The fee and oath may be submitted after the
specificationand any required drawing are submitted, withinsuch period
and under such conditions, including the payment of a surcharge, asmay
be prescribed by the Commissioner.

(4) FAILURE TO SUBMIT—Upon failure to submit the fee
andoathwithinsuch prescribed period, the applicationshallbe regarded
as abandoned, unless it is shown to the satisfaction of the Commissioner
that the delay in submitting the fee and oath was unavoidable or
unintentional. The filing date of an application shalibe the date on which
the specification and any required drawing are reccived in the Patent and
Trademark Office.

(b) PROVISIONAL APPLICATION.—

(1) AUTHORIZATION.—A provisional application for patent
shall be made or authorized to be made by the inventor, except as
otheswise provided in this title, in writing to the Commissioner. Such
application shall include—

(A)  aspecification as prescribed by the first paragraph of
section 112 of this title; and
(B) a drawing as prescribed by section 113 of this title.

(2) CLAIM.—A claim, as required by the second through fifth
paragraphs of section 112, shall not be required in a provisional
application,

(3) FEE.—(A) The application must be accompanied by the fee
required by law.

(B) The fee maybe submitted after the specification andany
required drawing are submitted, within such period and
under such conditions, including the payment of a
surcharge, as may be prescribed by the Commissioner.
©) Upon failure to submit the fee within such prescribed
period, the application shail be regarded as abandoned,

Rev. 2, July 1996

Page 8 of 23

' MANUAL OF PATENT EXAMINING PROCEDURE g

- unlessitis shuwn to the satlsfactlon of the Comrmssxon-
er that the delay in submntmg the fee was unavondable
ot unintentional.

(4) FILING DATE.—The filing date of a pmwsnonal apphca-
tion shall be the date on which the specification and any required draw-
ing are received in the Patent and Trademark Office. -

&) ABANDONMENT-—The provisional application shall be
regarded as abandoned 12 months after :the-filing -date of such ..
application and shall not be subject to revnval thereafter.

(6) OTHER BASIS FOR PROVISIONAL APPLICATION.—-
Subject to all the conditions in this subsection and section 119(e) of this-
title, and as prescribed by the Comshissioner, an application for patent
filed under subsection (a) may be treated asa provnsmnal application for
patent.

(7) NORIGHTOF PRIORITY OR BENEFIT OFEARLIEST
FILING DATE.—A provisional application shall not be entitled to the
right of priority of any other application under section 119 or 365(a) of
this title or to the benefit of an earlier filing date in the United States
under section 120, 121, or 365(c) of this title.

(8) * >APPLICABLE< PROVISIONS.—The provisions of
this title relating to applications for patent shall apply to provi-
sional applications for patent, except as otherwise provided, and ex-
cept that provisional applications for patent shall not be subject
to sections 115, 131, 135, and 157 of this title.

37 CFR 1.51. General requisites of an application.
(a) Applications for patents must be made to the Commissioner
of Patents and Trademarks.

(1) A complete application filed under § 1.53(b)(1) comprises:

(i) A specification, including a claim or claims, see §§ 1.71 to
1.77;

(ii) An oath or declaration, see §§ 1.63 and 1.68;

(iif) Drawings, when necessary, see §§ 1.81 to 1.85; and

(iv) The prescribed filing fee, see § 1.16.

(2) A complete provisional application filed under § 1.53(b)(2)
comprises:

(i) A cover sheet identifying:

(A) The applicatior as a provisional application,

(B) The name or names of the inventor or inventors, (see § 1.41),

(C) The residence of each named inventor,

(D) The title of the invention,

(E) The nameand registration number of the attorney oragent (if
applicable),

(F) The docket number used by the person filing the application
to identify the application (if applicable),

(G) The correspondence address, and

(I) The name of the U.S. Government agency and Government
contract number (if the invention was made by an agency of the U.S.
Government or under a contract with an agency of the U.S. Govern-
ment);

(ii) A specification as prescribed by 35 U.S.C, 112, first para-
graph, see § 1.71;

(iif) Drawings, when necessary, see §§ 1.81 to 1.85; and

(iv) The prescribed filing fee, see § 1.16.

(b) Applicants are encouraged to file an information disclosure
statement in nonprovisional applications. See §§ 1.97 and 1.98. No
information disclosure statement may be filed in a provisional applica-
tion.

() Applicants may desireand are permitted tofilewith, orin, the
application or authorization to charge, at any time during the pendency

600 — 2
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PARTS, FORM, AND CONTENT OF APPLICATION

oath or declaration filed therewith. Once an oath or dec-
laration is submitted in an application filed under
37 CFR 1.53 identifying the papers which the inventor(s)
has “reviewed and understands” as required by 37 CFR
1.63, the original disclosure of the application is defined
and cannot be altered merely by filing of a subsequent
oath or declaration referring to different papers. If the
application is filed without an executed oath or declara-
tion pursuant to 37 CFR 1.53(b), the original oath or
declaration submitted later than the filing date must re-
fer to the preliminary amendment filed along with the
application in order to comply with 37 CFR 1.63.

An amendment which adds additional disclosure
filed with a request for a continuation—in—part applica-
tion under 37 CFR 1.62 is automatically considered a
part of the original disclosure of the application by virtue
of the rule. Therefore, the oath or declaration filed in
such an application must identify the amendment adding
additional disclosure as one of the papers which the in-
ventor(s) has “reviewed and understands” in order to
comply with 37 CFR 1.63. If the original oath or declara-
tion submitted in a continuation—in—part application
filed under 37 CFR 1.62 does not contain a reference to
the amendment filed with the request for an application
under 37 CFR 1.62, the examiner must require a supple-
mental oath or declaration referring to the amendment.

608.04(c) Review of Examiner’s Holding of
New Matter

Where the new matter is confined to amendments to
the specification, review of the examiner’s requirement
for cancelation is by way of petition. But where the al-
leged new matter is introduced into or affects the claims,
thus necessitating their rejection on this ground, the
question becomes an appealable one, and should not be
considered on petition even though that new matter has
been introduced into the specification also. 37 CFR
1.181 and 1.191 afford the explanation of this seemingly
inconsistent practice as affecting new matter in the spec-
ification.

608.05 Deposit of Computer Program Listings

37 CFR 1.96. Submission of computer program listings.
Descriptions of the operation and general content of computer
program listings should appear in the description portion of the
specification. A computer program listing for the purpose of these rules
isdefined asa printout that listsinappropriate sequence the instructions,
routines, and other contents of a program for a computer. The program

600 — 87

Page 10 of 23

608.05

listing may be either in machine or machine—independent (objcbt or
source) language which will cause a computer to perform a desired

_ procedure or task such as solve a problem, regulate the flow ofworkina

computer, or control or monitor events. Computer program listings may -
be submitted in patent applications in the following forms:

(a) Material which will be printed in the patent. If the computer
program listing is contained on 10 printout pages.or less, it must be
submitted either as drawings or as part of the specification.

(1). Drawings. The listing may be submitted in the manner and
complying with the requirements for drawings as provided in § 1.84. At
least one figure numeral is required on each sheet of drawing.

(2) Specification. (i) The listing may be submitted as part of the
specification in accordance with the provisions of § 1.52, at theend of the
description but before the claims.

(ii) The listing may be submitted as part of the specification in
the form of computer printout sheets (commonly 14 by 11 inches in size)
foruse as camera readycopy when a patent issubsequently printed. Such
computer printout sheets must be original copies from the computer
with dark solid black letters not less than 0.21 cm high, on white,
unshaded and unlined paper, the printing on each sheet must be limited
to an area 9 inches high by 13 inches wide, and the sheets should be
submitted in a protective cover. When printed in patents, such
computer printout sheets will appear at the end of the description but
before the claims and will usually be reduced about 1/2 in size with two
printout sheets being printed as one patent specification page. Any
amendments must be made by way of submission of a substitute sheet if
the copy is to be used for camera ready copy.

(b) Asanappendixwhichwillnot be printed. If a computer program
listing printout is 11 or more pages long, applicants may submit such
listing in the form of microfiche, referred to in the specification (see
§ 1.77(c)(2)). Such microfiche filed with a patent application is to be
referred to as a microfiche appendix. The microfiche appendix will not
be part of the printed patent. Reference in the application to the
microfiche appendixshouldbe made at the beginning of the specification
at the location indicated in § 1.77(c)(2). Anyamendments thereto must
be made by way of revised microfiche. All computer program listings
submitted on paper will be printed as part of the patent.

(1) Availability of appendix. Such computer program listings on
microfiche will be available to the public for inspection, and microfiche
copies thereof will be available for purchase with the file wrapper and
contents, after a patent based on such an application is granted or the
application is otherwise made publicly available.

(2) Submission requirements. Computer—generated informa-
tion submitted as an appendix to an application for patent shall be in the
form of microfiche in accordance with the standards set forth in the
following American National (ANST) or National Micrographics Associ-
ation (NMA) Standards (Note: As new editions of these standards are
published, the latest shalt apply):

ANSI PH 1.28-1976~Specifications for Photographic Film for
Archival records, Silver—Gelatin Type, on Celtulose Ester Base.

ANSI PH 1.41-1976 Specifications for Photographic Film for
Archival Records, Silver—Gelatin Type, on Polyester Base.

NMA~-MSI (1971) Quality Standards for Computer Output
Microfilm.

ANS1/NMA MS2 (1978) Format and Coding Standards for
Computer Output Microfilm.

NMA MS5 (ANSI PH 5.9-1975) Microfiche of Documents.

Rev. 2, July 1996
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608.05

ANSI PH 2.19 (1959)—Diffuse Transmission Density.
except as modified or clarified below:

(i) Either Computer—Qutput—Microfilm (COM) output or
copies of photographed paper copy may be submitted. In the former
case, NMA standards MS1 and MS2 apply; in the latter case, standard
MSS5 applies.

(ii) Film submitted shall be first generation (camera film)
negativeappearing microfiche (withemulsiononthebacksideofthe film
when viewed with the images right reading).

(i) Reduction ratio of microfiche submitted should be 24:1 ora
similar ratiowhere variation fromssaid ratio is required in order tofit the
documents into the image area of the microfiche format used.

(iv} Film submitted shall have a thickness of at least .005 inches
(0.13 mm) and not more than .009 inches (0.23 mm) for either cellulose
acetate base or polyester base type.

(v) Both microfiche formats Al (98 frames, 14 columns x
7 rows) and A3 (63 frames, 9 columns x 7 rows) which are described in
NMA standard MS2 (Al isalsodescribed in MSS5) are acceptable foruse
in preparation of microfiche submitted.

{vi) Atleast the left—most 1/3 (50 mm x 12 mm) of the header or
title area of each microfiche submitted shall be clear or positive
appearing so that the Patent and Trademark Office can apply serial
number and filing date thereto in an eye—readable form. The middle
portion of the header shall be used by applicant to apply an eye~read-
able appiication identification such as the title and/or the first inventor’s
name. The attorney’s docket number may be included. The final
right—hand portion of the microfiche shall contain sequence informa-
tion for the microfiche, such as 1 of 4, 2 of 4, etc.

(vii) Additional requirements which apply specifically to mi-
crofiche of filmed paper copy:

(A) Thefirstframe of each microfiche submitted shail contain
a standard test target which contains five NBS Micro—copy Resolution
Test Charts (No. 1610A), one in the center and one in each corner. See
illustration on page 2 of NMA Recommended Practice MS104, Inspec-
tion and Quality Controf of First Generation Siiver Halide Microfilm.
See also paragraph 7 of NMA--MSS.

(B) The second frame of each microfiche submitted must
contain a fully descriptive title and the inventor’s name as filed.

(C) The pages or lines appearing on the microfiche frames
shiould be consecutively numbered.

(D) Pagination of the microfiche frames shall be from left to
right and from top to bottom.

(E) At areduction of 24:1 resolution of the original microfilm
shall be at least 120 lines per mm (5.0 target) so that reproduction copies
may be expected to comply with provisions of paragraph 7.1.4 of NMA
Standard MSS5.

(F)y Background density of negative appearing camera master
microfiche of filmed paper documents shalt be within the range of 0.9 to
1.2 and line density should be no greater than 0.08. The density shall be
visual diffuse density as measured using the method described in ANSI
Standard PH 2.19.

(G) An index, when included, should appear in the last frame
(lower right hand cornerwhen dataisright - reading) of eachmicrofiche.
See NMA~—MSS, paragraph 6.6,

(viii) Microfiche generated by Computer Output Microfilm
(COM).

(A) Background density of negative-appearing COM—gen-
crated camera master microfiche shall be within the range of 1.5 to 2.0
and line density should be no greater than 0.2, The density shall be visual
diffuse density as described in ANSI PH2.19.

Rev. 2, July 1996

Page 11 of 23

MANUAL OF PATENT EXAMINING PROCEDURE

(B)' The first frame of -each microfi che. submltted should
contain aresolutlontestframcmconformancewnthNMAstandard MS1.

(C)' The second frame of each microfiche submitted must
contain a fully descriptive title and the inventor’s name as filed:

(D) The pages or lines appearing on the mlcroﬁche frames
should be consecutively numbered.

(BE) Itispreferred that pagination of the microfiche frames be
from left to right and top to bottom but the altematlvc, i.e., from top to
bottom and from left to right, is also acceptable.

(F). Anindex, when included, should appear on the last frame
(lower right hand corner when datais right reading) of each microfiche.

(G) Amendment of microfiche must be made by way of
replacement microfiche.

Special procedures for presentation of computer
program listings in the form of microfiche in U.S. nation-
al patent applications are set forth in 37 CFR 1.96. Use
of microfiche is desirable in view of the number of com-
puter program listings being submitted as part of the dis-
closure in patent applications. Such listings are often
several hundred pages in length. By filing and publishing
such computer program listings on microfiche rather
than on paper, substantial cost savings can result to the
applicants, the public, and the Patent and Trademark
Office.

BACKGROUND

A computer program listing, as used in these rules,
means the printout that lists, in proper sequence, the in-
structions, routines, and other contents of a program for
a computer. The listing may be either in machine or ma-
chine—independent (object or source) programming
language which will cause a computer to perform a de-
sired task, such as solving a problem, regulating the flow
of work in computer, or controlling or monitoring
events. The general description of the computer pro-
gram listing will appear in the specification while com-
puter program listing may appear either directly or as a
microfiche as appendix to the specification and be incor-
porated into the specification by reference.

DISCUSSION OF THE BACKGROUND
AND MAJOR ISSUES INVOLVED

The provisions of 37 CFR 1.52 and 1.84 for submit-
ting specifications and drawings on paper have been
found suitable for most patent applications. However,
when lengthy computer program listings must be dis-
closed in a patent application in order to provide a com-
plete disclosure, use of paper copies can become burden-
some.
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PARTS, FORM, AND CONTENT OF APPLICATION

The cost of printing long computer programs in pat-
ent documents is also very expensive to the Patent and
Trademark Office. ' _

In the past, all disclosures forming part of a patent
application were presented on paper with the exception
of microorganisms. Under 37 CFR 1.96, several differ-
ent methods for submitting computer program listings,
including the use of microfiche, are set forth.

Relatively short computer program listings (10 pages
or less) must be submitted on paper and will be printed as
part of the patent. If the computer program listing is
11 or more pages in length, it may be submitted on either
paper or microfiche, although microfiche is preferred.

Copies of publicly available computer program list-
ings are available from the Patent and Trademark Office
on paper and on microfiche at the cost set forth in
37 CFR 1.19(a)(5) and (6).

OTHER INFORMATION

The micrographic standards referred to in 37 CFR
1.96(b)(2) may be obtained from either the National
Micrographic Association, 8719 Colesviile Road, Silver
Spring, Maryland, 20910 or the American National Stan-
dards Institute, 1430 Broadway, New York, New York
10018.

The effect of 37 CFR 1.96 is that if a computer pro-
gram listing (printout) is 11 or more pages long, the ap-
plicant may submit such listing in the form of microfiche.
Relatively short computer program listings (10 pages or
fewer) must be submitted on paper and will be printed as
part of the patent, as in the past. When the computer
program listing is 11 or more pages in length, it may be
submitted on either paper or microfiche, although mi-
crofiche is preferred. A microfiche filed with a patent ap-
plication will be referred to as a “Microfiche Appendix,”
and will be identified as such on the front page of the pat-
ent but will not be part of the printed patent. “Microfiche
Appendix,” denotes the total microfiche, whether only
one or two or more. One microfiche is equivalent to a
maximum of either 63 (9x7) or 98 (14x7) frames (pages),
or less.

The face of the file jacket will bear a label to denote
that a Microfiche Appendix is included in the applica-
tion. A statement must be included in the specification to
the effect that a microfiche appendix is included in the
application. The specification entry must appear at the
beginning of the specification immediately following any

609

- cross—reference to related applications, ‘37 CFR

1.77(c)(2). The patent front page and the Official
Gazette entry will both contain information as to the
number of microfiche and frames of computer program
listings appearing in the microfiche appendix.

When an application containing microfiche is re-
ceived in the Correspondence and Mail Division, a spe-
cial pocket will be affixed to the center section of the in-
side of the file wrapper underneath all papers, and the
microfiche inserted therein. The application file will
then proceed on its normal course, and when it reaches
the Application Branch, a label which sticks up above the
file wrapper will be placed at the center section of the
face of the wrapper. When the application file reaches
the Micrographics Division, the Microfiche Appendix
label will be placed on the face of the file wrapper. When
the Allowed Files and Assembly Branch of the Office of
Publications receives the application file, the person
placing the patent number on the face of the file, upon
seeing the Microfiche Appendix label, will give the file to
the Supervisor who will call Micrographics Division and
give the serial number and patent number, and request
copies of the microfiche. Micrographics Division per-
sonnel will then put the patent number on the micro-
fiche(s), making certain each microfiche is the most re-
cent, and numbering each correctly; e.g., 1 of 1, 1 of 2,
etc. Upon completion, two copies will be produced and
provided to Allowed and Assembly Branch Files — one
for the grant head and one for the file wrapper.

At the time of assembly, the Microfiche Appendix
will be placed inside the grant head behind the patent
grant for eyeletting, ribboning, and mailing to the paten-
tee/attorney. During the signing of the grant heads by the
Attesting Officer, the patent will be checked to assure
proper assembly prior to mailing.

609 Information Disclosure Statement [R—2]

37 CFR 1.97. Filing of information disclosure statement.

(a) Inorder to have information considered by the Office during
the pendency of a patent application, an information disclosure state-
ment in compliance with § 1.98 should be filed in accordance with this
section,

(b) An information disclosure statement shall be considered by
the Office if filed:

(1) Within three months of the filing date of a national applica-
tion;

(2) Within three months of the date of entry of the national stage
ag set forth in § 1.491 in an international application; or

(3) Before the mailing date of a first Office action on the merits,
whichever event occurs last.

600 - 89 Rev. 2, July 1996
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609

(c) An information disclosure statement shall be considered by
the Office if filed after the period specified in paragraph (b) of this
section, but before the mailing date of either:

(1) A final action under § 1.113 or

(2) A notice of allowance under §1.311,
whicheveroccursfirst, provided the statement isaccompaniedbyeithera
certification as specified in paragraph (e) of this section or the fee set
forthin § 1.17(p).

(d) An information disclosure statement shall be considered by
the Office if filed after the mailing date of either:

(1) A final action under § 1.113 or

(2) A notice of allowance under § 1.311,
whichever accurs first, but before payment of the issue fee, provided the
statement is accompanied by:

(i) A certification as specified in paragraph () of this section,

(ii) A petition requesting consideration of the information
disclosure statement, and

(iii) The petition fee set forth in § 1.17(i)(1).

() A certification under this section must state either:

(1) That each item of information contained in the information
disclosure statement was cited inacommunication from a foreign patent
office in a counterpart foreign application not more than three months
prior to the filing of the statement, or

(2) That no item of information contained in the information
disclosure statement was cited ina communication from a foreign patent
office in a counterpart foreign application or, to the knowledge of the
person signing the certification after making reasonable inquiry, was
known to any individual designated in § 1.56{(c) more than three months
prior to the filing of the statement.

(f) No extensions of time for filing an information disclosure
statement are permitted under § 1,136, If a bona fide attempt is made to
comply with  §1.98, but part of the required content is inadvertently
omitted, additional time may be given to enable full compliance.

(g) Aninformation disclosure statement filed in accordance with
this section shall not be construed as a representation that a search has
been made.

(h) The fifing of an information disclosure statement shall not
be construed to be an admission that the information cited in the
statement is, or is considered to be, material to patentability as defined
in § 1.56(b).

(i) Information disclosure statements, filed before the grantofa
patent, which do not comply with this section and § 1.98 will be placed in
the file, but will net be considered by the Office.

37 CFR 1.98. Content of information disclosure statement.
(a) Any information disclosure statement filed under § 1.97 shall
include:
(1) A list of ail patents, publications or other information
submitted for consideration by the Office;
(2) A legible copy of :
(i) Each U.S. and foreign patent;
(ii) Each publication or that portionwhich caused it to be listed;
and
(iii) Alf other information or that portion which caused it to be
listed, except that no copy of a U.S. patent application need be included;
and
(3) A concise explanation of the relevance, as it is presently
understood by the individual designated in § 1.56(c) most knowledge-
ableabout the cohtent of the information, of each patent, publication, or
other information listed that is not ins the English language. The concise

Rev. 2, July 1996
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explanation may be elther separate from thc speclﬁcatlon or mcorpo-;
rated therein.

(b) Each U.S. patent hsted in an: mformatlon dlsclosure state-
ment shall be identified by patentee patent. number and issue date.

. Each foreign patent or publlshed foreign patent application shall

be identified by the country or patent office which issued the patent
or published the application, an appropriate document number, -and
the publication’ date indicated on the patent or- ‘published applica-
tion. Each publication shall be identified by author (if any); title,
rele- vant pages of the publication, date-and place of publication.

(¢) When the disclosures of two or more patents or publica-
tions listed in an information disclosure statement are substan-
tively cumulative, a copy of one of the patents or publications may be
submitted without copies of the other patents or publications provided
that a statement is made that these other patents or publications are
cumulative. Ifa written English—language translation of anon—English
language document, or portion thereof, is within the possession, custody
or control of, or is readily available to any individual designated in
§ 1.56(c), a copy of the translation shall accompany the statement.

(d) Acopyofanypatent, publication orother informationlisted in
an information disclosure statement is not required to be provided if it
was previously cited by or submitted to the Office in a prior application,
providedthat the priorapplicationis properlyidentifiedinthe statement
and relied upon for an earlier filing date under 35 U.S.C. 120.

Information Disclosure Statements are not per-
mitted in provisional applications filed under 35 U.S.C.
111(b). Since no substantive examination is given in pro-
visional applications, a disclosure of information is un-
necessary. Any such statement filed in a provisional
application will be returned or destroyed at the option of
the Office. In applications filed under 35 U.S.C. 111(a),
applicants and other individuals substantively involved
with the preparation and/or prosecution of the applica-
tion have a duty to submit to the Office information
which is material to patentability as defined in 37 CFR
1.56. These individuals also may want the Office to con-
sider information for a variety of other reasons; e.g.,
without first determining whether the information
meets any particular standard of materiality, or because
another patent office considered the information to be
relevant in a counterpart or related patent application
filed in another country, or to make sure that the examin-
er has an opportunity to consider the same information
that was considered by the individuals that were substan-
tively involved with the preparation or prosecution of a
patent application.

An information disclosure statement filed in accor-
dance with the provisions of 37 CFR 1.97 and 1.98 pro-
vides the procedure available to an applicant to submit
information to the Office so that the information will be
considered by the examiner assigned to the application.
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Appendix R — PatentRules
Title 37 — Code of Federal Regulations

Patents, Trademarks, and Copyrights

CHAPTER 1—PATENT AND TRADEMARK
OFFICE, DEPARTMENT OF COMMERCE

SUBCHAPTER A — GENERAL
PATENTS

Pan .

1 Rules of practice in patent cases

3 Assignment, Recording, and Rights of Assignee

5 Secrecy of certain inventons and licenses to export and
file applications in foreign countries

7 Register of Government interests in patents

Index I — Rules relating to patents

PRACTICE BEFORE THE PATENT AND
TRADEMARK OFFICE

10 Representation of others before the Patent and
Trademark Office
Index III — Rules relating to practice before the Patent
and Trademark Office
15 Service of Process
15a Testimony by Employees and the Prodyction of
Documents in Legal Proceedings

SUBCHAPTER C - PROTECTION OF
FOREIGN MASK WORKS

150 Requests for Presidential proclamations pursuant to
17 US.C. 902(a)(2)

SUBCHAPTER A — GENERAL

PART 1 — RULES OF PRACTICE IN
PATENT CASES

Subpart A ~ General Provisions

GENERAL INFORMATION AND
CORRESPONDENCE

1.1 All comeunications to be addeessed to the Commissioner of
Patenie and Trademarks.

1.2 Business o be trangacted in writing,

1.3 Business to be conducted with decorum and courtegy,

14 WNatre of correspondence and signature requirements.

1S Idemtification of application, patent, or registration.

1.6 Receipt of comespondence.

1.7 Times for taking action; expiration on Saturday, Sunday, or Federal
holiday. . )

1.8 Certificate of mailing or transmission.

1.9 Definitions.

110 Filing of papers and fees by “Express Mail” with certificate.

RECORDS AND FILES OF THE PATENT AND
TRADEMARK OFFICE

1.11  Files open to the public,

112  Assignment records open to public inspection.
113 Copies and certified copies.

1.14 Patent applications preserved in secrecy.

115  Requests for identifiable records.

FEES AND PAYMENT OF MONEY
1.16 National application filing feea.
117 Patent application processing fees.
118 Patent issue fees.
119 Document supply fees.
120 Post—issuance fees.
121 Miscellaneous fecs and charges.
122 Fees payable in advance,
123 Method of payment.
124 Coupons.
1.25 Deposit accounts.
126 Refunds.
1.27 Statement of status as small entity.
128 Effect on fees of failure to establish status, or change status, as a
small entity.

Subpart B — National Processing Provisions

PROSECUTION OF APPLICATION AND

APPOINTMENT OF ATTORNEY OR AGENT
131 Applicants may be represented by a registered attorney or agent.
132 [Reserved]
133 Correspondence respecting patent applications, reexamination
proceedings, and other proceedings.
1.34  Recognition for representation.
1.36 Revocation of power of attorney or authorization; withdrawal of
attcmey or agent.

WHO MAY APPLY FOR A PATENT

141 Applicant for patent.

142 When the inventor is dead.

143 When the inventor is insane or legally incapacitated.

144 Proof of authority.

145 Joint inventors.

146 Assigned inventions and patents,

147 Filing when an inventor refuses to sign or cannot be reached.
148  Correction of inventorship.

R~1 Rev. 1, Sept. 1995
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- MANUAL OF PATENT EXAMINiNG PRQcEDtJRjé

" THE APPLICATION'
151 General requisites of an application.
152 Language, paper. writing, margins.

153" - Application number, filing date, and oumpleuon ofapp!mmn o

1.54 Parts of application to be Fled togcther, ﬁlmg recelpL
1.55 Clanm for foréign priority.

1.56. Duty to dlsclose mformanon matenal to patentablhty
1.57  [Reserved] '
1.58 Chemical and mathematical formulas and tablcs .
1.59 - Papers of application with filing date not to be rgturned.

1.60 Continuationor divisionalapplication forinvention disclosedina -

prior nonprovisional application.
1.61 [Reserved]
1.62 File wrapper continiuing procedure :

OATH OR DECLARATION

1.63 Oath or declaration.

1.64 Person making oath or declaration.

1.66 Officers authorized to administer oaths.
1.67 Supplemental oath or declaration.

.68 Declaration in lieu of oath.

1.69 Foreign language oaths and declarations.
1.70 [Reserved)

SPECIFICATION

1.71 Detailed description and specification of the invention.

1.72  Title and abstract.

1.73 Summary of the invention.

1.74 Reference to drawings.

1.75 Claim(s).

1.77  Asrangement of application elements.

1.78 Claiming benefit of earlier filing date and cross—references to
other applications.

1.79 Reservation clauses not permitted.

THE DRAWINGS

1.81 Drawings required in patent application.
1.83 Content of drawing.

1.84 Standards for drawings.

1.85 Corrections to drawings.

1.88] Removed and Reserved]

MODELS, EXHIBITS, SPECIMENS

- 1.91 Models not generally required as part of application or patent.
1.92  Model or exhibit may be required,

1.93 Specimens.

1.94 Return of models, exhibits, or specimens.

1.95 Copies of exhibits.

1.96 Submission of computer program listings.

INFORMATION DiSCLOSURE STATEMENT

1.97 Filing of information disclosure statement.
1.98 Content of information disclosure statement.
1.99 {Reserved)

EXAMINATION OF APPLICATIONS

1.10f  Order of examination.
1.102 Advancement of examination,
1.103 Suspension of action.

Rev. 1. Sept. 1995
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S L113 : Fmal rcjectmn or actlo L

o L1064 ;Nature of enmmatlon emmmlas actlon ks
1105 _,Completcness ofexammer’s action,

t ol patent owner

Rep1§ by applic
1.112Reconsideration:

AMENDMENTS

1.115 . Amendment,

1.116 Amendments after final action.

1.117 Amendment and revision required. -
1.118  Amendment of disclosure.

1.119 'Amendment of claims:

1,121 Manner of making amendments.

1.122  Entry and consideration of amendments,
1.123 - Amendments to the drawing. -

1.124 Amendment of amendments,

1.125 Substitute specification.

1.126 Numbering of claims.

1,127 Petition from refusal to admit amendment.

TRANSITIONAL PROVISIONS

1.129 Transitional procedures for limited examination after final
rejection and restriction practice,

AFFIDAVITS OVERCOMING REJECTIONS

1.131  Affidavit or declaration of prior invention to overcome
cited patent or publication.
1.132  Affidavits or declarations traversing grounds of rejection.

INTERVIEWS

1.133 Interviews.

TIME FOR RESPONSE BY APPLICANT
ABANDONMENT OF APPLICATION

1.134  Time period for response to an Office action.

1.135 Abandonment for failure to respond within time period.

1.136 Filing of timely responses with petition and fee for extension
of time and extensions of time for cause.

1.137 Revival of abandoned application. .

[.138 Express abandonment.

1,139 Revival of provisional application.

JOINDER OF INVENTIONS IN ONE
APPLICATION; RESTRICTION

1.141 Different inventions in one national application.

1.142  Requirement for restriction.

1.143 Reconsideration of requirement.

1.144 Petition from requirement for restriction,

1,145 Subsequent presentation of claims for different invention.
1.146 Electicn of species.
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L.151
1.152
1.153
1.154
1.155

1161
1.162
1.163
1.164
1.165
1.166
1.167

1171
1.172
1173
1.174
1.175

PATENT RULES

.. DESIGN PATENTS

Rules applicable.

Design drawings.

Title, description and claim, oath or declaratxon.
Arrangement of specification.

Issue and term of design patents.

PLANT PATENTS

Rules applicable.

Applicant, oath or declaration.
Specification.

Claim,

Plant drawings.

Specimens.

Examination.

REISSUES

Application for reissue.
Applicants, assignees.
Specification.

Drawings.

Reissue oath or declaration.

1.176 Examination of reissue.

1.177
1.178
1.179

1.181
1.182
1.183
1.184

Reissue in divisions.
Originai patent.
Notice of reissue application.

PETITIONS AND ACTIONS BY THE
COMMISSIONER

Petition to the Commissioner.

Questions not specifically provided for.
Suspension of rules.

Reconsideration of cases decided by former
Commissioners.

APPEAL TO THE BOARD OF PATENT APPEALS

1.191
1.192
1.193
1.194
£.195
1.196
1.197
1.198

1.248

AND INTERFERENCES

Appeal to Board of Patent Appeals and Interferences.
Appellant’s brief.

Examiner’s answer.

Oral hearing.

Affidavits or declarations after appeal.

Decision by the Board of Patent Appeals and Interferences.
Action following decision.

Reopening after decision,

MISCELLANEOUS PROVISIONS

Service of papers; manser of service; proof of service in
cases other than interferences.

PROTESTS AND PUBLIC USE PROCEEDINGS

1.291
1.292
1.293
1.294

Page 16 of 23

Protests by the public against pending applications.
Public use proceedings.

Statutory invention registration.

Examination of request for publication of a statutory
invention registration and patent application to which the
request is directed.

1.295

1296
’ - .registration.
1.297-

REVIEW OF PATENT AND TRADEMARK

1.301
1.302
1.303
1304

_ 131
1312
1313
1314
1315
1.316
1317
1318

1.321

1322
1323
1324
1325

1331
1332
1333
1.334
1.335

1.351
1352

1362
1.363
1.366
13

1.378

1.401
1412

R-3

Review of decmon finally reiusmg to publuh a statumry

.invention remsttauou

Withdrawal of request for pubhcanon of smtutory mventlon

Publlcauon of statutory mvenuon reglstmtmn

- :QFFICE: DECISIONS BY COURT

5 Appeal to U.S. Court of Appeals for the Federal Clrcult

Notice of appeal. -« °
Civil action under 35 U. S C. 145 146 306
Time for appeal or civil acuon

" ALLOWANCE AND ISSUE OF PATENT

Notice of Allowance.
Amendments after allowance.

- Withdrawal from isstie.

Issuance of patent.

Delivery of patent.

Application abandoned for failure to pay issue fee.

Lapsed patents; delayed payment of balance of issue fee.
Notification of national publication of a patent based on an
international application.

DISCLAIMER

Statutory disclaimers, including terminal disclaimers.

CORRECTION OF ERRORS IN PATENT

Certificate of correction of Office mistake.
Certificate of correction of applicant’s mistake.
Correction of inventorship in patent.

Other mistakes not corrected.

ARBITRATION AWARDS

[Reserved]
[Reserved)
[Reserved]
[Reserved]
Filing of notice of arbitration awards.

AMENDMENT OF RULES

Amendments to rules will be publishéd.
Publication of notice of proposed amendments.

MAINTENANCE FEES

Time for payment of maintenance fees.

Fee address for maintenance fee purposes.

Submission of maintenance fees.

Review of decision refusing to accept and record payment of
a maintenance fee filed prior to expiration of patent.
Acceptarice of delayed payment of maintenance fee in
expircd patent to reinstate patent.

Subpart C — International Processing

Provisions

GENERAL INFORMATION

Definitions of terms under the Patent Cooperation Treaty.
The United States Receiving Office.

Rev. 1, Sept. 1995
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MANUAL OF PATENT EXAMINING PRQCEDURE :

The United States International Seérchmg Authority,

Protest to lack of umty of uwcnmn before the lntemanonal

Searchmg Authomy

lNTERNATIONAL PRELIMINARY
EXAM[NATION

Demand for lntematlonal prellmmary exa ination.

Intematlonal prehmlnary examination fees. i
Conduct of internatjonal prehmma!y exammatxon
Amendments by appllcant during mternauonal prellmmary
examination. : :

[Reserved] ‘

Determination of umty of invention before the. lnr.ernatlonal
Preliminary Examining Authority. :

Protest to lack of unity of invention before the’ [mernatxonal
Preliminary Examining Authority.

NATIONAL STAGE

Entry into the national stage.

National stage fees.

Entering the national stage in the United States of Amenca
as a Designated Office.

Entering the national stage in the United States of America
as an Elected Office.

Examination of international applications in the national
stage.

Qath or declaration under 35 U.S.C. 371(c)(4).

Unity of invention during the national stage.

Subpart D — Reexamination of Patents

CITATION OF PRIOR ART

1.501 Citation of prior art in patent files.

1413 14m
1.414 The United States Patent and Trademark Office asa Dcsxgnated :
Office or Elected Office. :
1415 The International Bureau.
1.416 The United States International Prehmmary Examining
Authonty
- ; R 1.480
WHO MAY FILE AN INTERNATIONAL © 1,482
) v APPLICATION 1j48.4
1.421 Applicant for international application. 1485
1.422 When the inventor is dead. 1487
1.423 When the inventor is insane or legally incapacitated. I. 438
1.424 Joint inventors. '
1.425 Filing by other than inventor. 1.489
. THE INTERNATIONAL APPLICATION
1.431 International application requirements.
1.432 Designation of States and payment of designation fees.
1.433 Physical requirements of international application. 1.491
1.434 The request. 1.492
1.435 The description. 1.494
1.436 The claims.
1.437 The drawings. 1.495
1.438 The abstract.
1.456
FEES
1.445 International application filing, processing, and search fees. 1.497
1.446 Refund of international application filing and processing fees. 1499
PRIORITY
1.451 The priority claim and priority document in an international
application.
REPRESENTATION
1.455 Representation in international applications.
TRANSMITTAL OF RECORD COPY 1510
1.461 Procedures for transmittal of record copy to the 1515
International Bureau. 1.520
TIMING
1.465 Timing of application processing based on the priority date.
1.468 Delays in meeting time limits. :2;
AMENDMENTS ::33
1471 Corrections and amendments during international 1'550
processing. 1.552
1.472 Changes in person, name, or address of applicants and 1555
inventors, ’
1.560
UNITY OF INVENTION 1565
1475  Unity of invention before the [nternational Searching Authority, the
International Preliminary Examining Authority, and during the
national stage.
1476 Determination of usity of invention before the 1.570
International Searching Authority.
Rev. 1, Sept. 1995 R4
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REQUEST FOR REEXAMINATION

Request for reexamination.
Determination of the request for reexamination.
Reexamination at the initiative of the Commissioner.

REEXAMINATION

Order to reexamine.

Statement and amendment by patent owner.

Reply by requester.

Consideration of responses.

Conduct of reexamination proceedings.

Scope of reexamination in reexamination proceedings.
Information material to patentability in reexamination
proceedings.

Interviews in reexamination proceedings.
Concurrent office praceedings.

CERTIFICATE

Issuance of reexamination certificate after reexamination
proceedings.
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1.601
1.602

1.603

1.604

1.605
1.606

1.607
1.608

1.609
1.610

1.611
1.612
1.613

1.614
1.615
1.616
1.617
1.618
1.621
1.622

1.623
1.624
1.625
1.626
1.627

PATENT RULES

Subpart E — Interferences

Scope of rules, definitions.

Interest in applications and patents involved in an
interference.

Interference between. appllcatlons, subject matter of the
interference.

Request for interference betwcen appllcauuns by an
applicant.

Suggestion of claim to applicant by examiner.
Interference between an application and a patent; subject
matter of the interference.

Request by applicant for interference with patent.
Interference between an application and a patent

prima facie showing by applicant.

Preparation of interference papers by examiner,
Assignment of interference to examiner—in-chief, time
period for completing interference.

Declaration of interference.

Access to applications.

Lead attorney, same attorney representing different parties
in an interference, withdrawal of attorney or agent.
Jurisdiction over interference.

Suspension of ex parte prosecution.

Sanctions for failure to comply with rules or order.
Summary judgment against applicant.

Return of unauthorized papers.

Preliminary statement, time for filing, notice of filing.
Preliminary statement, who made invention, where
invention made.

Preliminary statement; invention made in United States.
Preliminary statement; invention made abroad.
Preliminary statement; derivation by an opponent.
Preliminary statement; earlier application.

Preliminary statement; sealing before filing, opening of
statement.

1.651

1.652
1.653

1.654

1.655
1.656
1657

-1.658

1,659
1.660
1.661
1.662

1.663
1.664
1.665

1.666

1,671
1.672
1.673
1.674
1.675

1.676
1.677
1.678
1.679
1.682
1.683
1.684
1.685
1.687
1.688
1.6%0

Setting times for discovery and takmg testimony, parties
entitled to take testimony.

Judgment for failure to take testimony or file record.
Record and exhibits. ‘

Final hearing.

Matters considered in rendering a ﬁnal decmon

Briefs for final hearing.

Burden of proof asto date of i mventmn

Final decision.

Recommendation. ) )
Notice of reexamination, reissue, protest, or litigation.
Termination of interference after judgment.

Request for entry of adverse judgment; reissue filed by
patentee.

Status of claim of defeated applicant after interference.
Action after interference.

Second interference.

Filing of interference settlement agreements.

Evidence must comply with rules.

Manner of taking testimony.

Notice of examination of witness.

Persons before whom depositions may be taken.
Examination of witness, reading and signing transcript of
deposition.

Certification and filing by officer, marking exhibits.
Form of a transcript of deposition.

Transcript of deposition must be filed.

Inspection of transcript.

Official records and printed publications.

Testimony in another interference, proceeding, or action.
Testimony in a foreign country.

Errors and irregularities in depositions.

Additional discovery.

Use of discovery.

Arbitration of interferences.

Subpart F — Extension of Patent Term

1.628 Preliminary statement; correction of error.
1.629 Effect of preliminary statement. 1.701  Extension of patent term due to prosecution delay.
1.630 Reliance on earlier application. 1.710  Patents subject to extension of the patent term.
1.631 Access to preliminary statement, service of preliminary 1.720  Conditions for extension of patent term.

statement. 1730 Applicant for extension of patent term,
1.632 Notice of intent to argue abandonment, suppression, or 1.740  Application for extension of patent term.

concealment by opponent. 1.741  Filing date of application.
1.633 Preliminary motions. 1758 Determination of eligibility for extension of patent term.
1.634 Motion to correct inventorship. 1763 Interim extension of patent term under 35 US.C. 156(e)(2).
1.635 Miscellaneous motions. 1.765 Duty of disclosure in patent term extension proceedings.
1.636 Motions, time for filing. 1.770  Express withdrawal of application for extension of patent term.
1.637 Content of motions. 1775 Cakulation of patent term extension for a human drug,
1.638 Opposition and reply, time for filing opposition and reply. antibiotic drug or human biological product.
1.639 Evidence in support of motion, opposition, or reply. 1776  Caleulation of patent term extension for a food additive or
1.640 Motions, hearing and decision, redeclaration of color additive.

interference, order to show cause. 177 Calculation of patent term extension for a medical device.
1.641 Unpatentability discovered by examiner —in~chief. 1778  Calculation of patent term extension for an animal drug product.
1.642 Addition of application or patent to interference. 1.7%  Calculation of patent term extension for a veterinary
1.643 Prosecution of interference by assignee. biological product.
1.644 Petitions in interferences. 1780  Cestificate of extension of patent term.
1.645 Extension of time, late papers, stay of proceedings. 1.785 Multiple applications for extension of term of the same
1.646 Service of papers, proof of service, patent or of different patents for the same regulatory review
1.647 Translation of document in foreign language. period for a product.

R=§ Rev. 1, Sept. 1995
s
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§1L1

1.790  Interim extension of patent term under 35 US.C. 156(d)(5).
1.791 Termination of interim extension granted prior to regulatory
approval of a product for commercial marketing or use.

Subpart G — Biotechnology Invention
Disclosures ‘

DEPOSIT OF BIOLOGICAL MATERIAL

1.801 Biological material.

1.802 Need or opportunity to make a deposit.
1.803  Acceptable depository.

1.804 Time of making an original deposit.
1.805 Replacement or supplement of deposit.
1806 Term of deposit.

1.807 Viability of deposit.

1808 Furnishing of samples.

1.809 Examination procedures. -

APPLICATION DISCLOSURES CONTAINING
NUCLEOTIDE AND/OR AMINO ACID
SEQUENCES

1.821 Nucleotide and/or amino acid sequence disclesures in
patent applications.

1.822  Symbols and format to be used for nucleotide and/or amino
acid sequence data.

1823 Requirements for nucleotide and/or amino acid sequences
as part of the application papers.

1.824  Form and format for nucleotide and/or amino acid
sequence submissions in computer readable form,

1.825 Amendments to or replacement of sequence listing and
computer readable copy thereof.

Appendix A - Sample Sequence Listing.

Appendix B ~ Headings for Information Items in §  1.823.

T

Subpart A — General Provisions

GENERAL INFORMATION AND
CORRESFONDENCE

§ L1 All communications to be addressed to the
Commissioaer of Patents and Trademarks.

(a) All letters and other communications intended
for the Patent and Trademark Office must be addressed
to “Commissioner of Patents and Trademarks,” Wash-
ington, D.C. 20231. When appropriate, a letter
should also be marked for the attention of a particular
officer or individual.

(b) Letters and other communications relating to
international applications during the international stage
and prior to the assignment of a national serial number
should be additionally marked “Box PCT.”

(c¢) Requests for reexamination should be addition-
ally marked “Box Reexam.”

MANUAL OF PATENT EXAMINING PROCEDURE

(d) Payments of mamtenance fees in. patents and

other communications- relatmg thereto should be addu—y b

tionally marked “Box M. Fee.” S ;
(e) Commumcatlons relatmg 1o mterferences and
applications “or patents involved ‘in -an . mterference‘

“‘should be additionally marked “BOX INTERFER-'_:

ENCE.”

(f) All apphcatlons for extensron of patent term
and any commumcatlons re]atmg thereto intended for
the Patent and Trademark Office should be addltlonally
marked “Box Patent Ext.” When appropriate, the
communication should also be marked to the attention
of a particular individual, as where a decision has been
rendered.

(g) All communications relating to pending litiga-
tion which are required by the Federal Rules of Civil or
Appellate Procedure or by a rule or order of a court to be
served on the Solicitor shall be hand-—-delivered to the
Office of the Solicitor or shall be mailed to: Office of the
Solicitor, PO. Box 15667, Arlington, Virginia 22215 or
such other address as may be designated in writing in the
litigation. All other communications to the Office of the
Solicitor should be addressed to: Box 8, Commissioner
of Patents and Trademarks, Washington, D.C. 20231,
Any communication which does not involve pending
litigation which is received at P.O. Box 15667 will not be
filed in the Office but will be returned. See §§ 1.302(c)
and 2.145(b)(3) for filing notice of appeal to the U.S.
Court of Appeals for the Federal Circuit.

(h) Inapplications under section 1(b) of the Trade-
mark Act, 15 U.S.C. 1051(b), all statements of use filed
under section 1(d) of the Act, and requests’ for exten-
sions of time therefor, should be additionally marked
“Box ITU.”

(i)l The filing of all provisional applications and any
communications relating thereto should be additionally
marked "Box Provisional Patent Application.”

NOTE. — Sections 1.1 to 1.26 are applicable to trademark
cases as well as to national and international patent cases except
for provisions specifically directed to patent cases. See § 1.9 for
definitions of “national application” and “international appli-
cation.”

[46 FR 29181, May 29, 1981; para. (d) added, 49 FR 34724,
Aug. 31, 1984, effective Nov. 1, 1984; para. (e), 49 FR 48416,
Dec.12, 1984, effective Feb. 11, 1985, para. (f) added, 52 FR
9394, Mar. 24, 1987; para. (g) added, 53 FR 16413, May 9, 1988;

Rev. 1, Sept. 1995
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PATENT RULES

(See § 1.152 for design drawings, § 1.165 for plant
drawings, and § 1.174 for reissue drawings.)
[24 FR 10332, Dec. 22 1959; 31 FR 12923, Oct. 4, 1966; 36

FR 9775, May 28, 1971; 43 FR 20464, May 11; 1978; 45 FR.

73657, Nov. 6,1980; paras. (a), (b), (i), (j), and (1) amended,
paras. (n), (0), and (p) added, 53 FR 47809, Nov. 28, 1988,
effective Jan. 1, 1989; revised, 58 FR 38719, July 20, 1993,
effective Oct. 1, 1993]

§ 1.88 Corrvections to drawings.,

(a) The requirements of § 1.84 relating to drawings

will be stricly enforced. A drawing not executed in
conformity thereto, if suitable for reproduction, may be
admitted for examination but in such case a new drawing
must be furnished.

(b) The Patent and Trademark Office will not
release drawings in applications having a filing date after
January 1, 1989, or any drawings from any applications
after January 1, 1991, for purposes of correction. If
corrections are necessary, new corrected drawings must
be submitted within the time set by the Office.

(c) When comrected drawings are required to be sub-
mitted at the time of allowance, the applicant is required
to submit acceptable drawings within three months from
the mailing of the “Notice of Allowabdlity.” Within that
three—month period, two weeks should be allowed for
review of the drawings by the Drafting Branch. If the
Office finds that correction is necessary, the applicant must
submit a new corrected drawing to the Office within the
original three~month period. to avoid the necessity of
obtaining an extension of time and paying the extension
fee. Therefore, the applicant should file corrected drawings
as soon as possible following the receipt of the Notice of
Allowability. The provisions with respect to obtaining an
extension of time relates only to the late filing of corrected
drawings. The time limit for payment of the issue fee is a
fixed three—month period which cannot be extended as set
forth in 35 US.C. 151,

{47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982; 53 FR
47810, Nov. 28, 1988, effective Jan. 1, 1989]

§ 188 [Removed and Reserved]
[Deleted, 58 FR 38719, July 20, 1993, effective Oct. 1, 1993}

MODELS, EXHIBITS, SPECIMENS

§ 191 Models not genmerally required as part of
application or patent.

Models were once required in all cases admitting a

model, as a part of the application, and these models became

R-43
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'§1.96

. ’apartofthcmcordofthe patcnt. Suchrmdelsare nolonger7 B
- generally required (the deecnpﬂon of the invention in the
 specification, and the drawings, must be sufficiently full and
'oomplete, and mpahle of being undeérstood, to disclose'the

invention without the aid of a model), and wﬂl not be
admitted unless specifically mﬂed for

© § 192 Model of exhibit may be required.

A model, working model, or other physxcéi exhxhxt ‘may
be required if deemed necessary for any purpose on
examination of the application.

§ 1.93 Specimens.

When the invention relates to a composition of matter,
the applicant may be required to furnish specimens of the
composition, or of its ingredients or intermediates, for the
purpose of inspection or experiment.

§ 194 Return of models, exhibits or specimens.

Models, exhibits, or specimens in applications which
have become abandoned, and also in other applications on
conclusion of the prosecution, may be returned to the ap-
plicant upon demand and at his expense, unless it is
deemed necessary that they be preserved in the Office.
Such physical exhibits in contested cases may be returned
to the parties at their expense. If not claimed within a
reasonable time, they may be disposed of at the discretion
of the Commissioner.

§ 1.95 Copies of exhibits. )

Copies of models or other physical exhibits will not
ordinarily be furnished by the Office, and any model or
exhibit in an application or patent shall not be taken
from the Office except in the custody of an employee of
the Office specially authorized by the Commissioner.

$ 1.96 Submission of computer program listings.

Descriptions of the operation and general content of
computer program listings should appear in the description
portion of the specification A computer program listing for
the purpose of these rules is defined as a printout that lists in
appropriate sequence the instructions, routines, and
other contents of a program for a computer. The
program listing may be either in machine or machine—
independent (object or source) language which will cause a
computer to perform a desired procedure or task such
as solve a problem, regulate the flow of work in a
computer, or control or monitor events. Computer
program listings may be submitted in patent applica-
tions in the following forms:

Rev. 1, Sept. 1995
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§ 1.96

(a) Material which will be printed in the patens. If the
computer program listing is contained on 10 printout
pages or less, it must be submitted either as
drawings or as part of the specification.

(1) Drawings. The listing may be submitted in the
manner and complying with the requirements for drawings
as provided in § 1.84. At least one figure numeral is
required on each sheet of drawing.

(2) Specification. (i) The listing may be submitted
as part of the specification in accordance with the
provisions of § 1.52, at the end of the description but
before the claims.

(ii) The listing may be submitted as part of the
specification in the form of computer printout sheets
(commonly 14 by 11 inches in size) for use as “camera
ready copy” when a patent is subsequently printed. Such
computer printout sheets must be original copies from
the computer with dark solid black letters not less than
0.21 cm high, on white, unshaded and unlined paper, the
printing on each sheet must be limited to an area 9
inches high by 13 inches wide, and the sheets should be
submitted in a protective cover. When printed in patents,
such computer printout sheets will appear at the end of
the description but before the claims and will usually be
reduced about 1/2 in size with two printout sheets being
printed as one patent specification page. Any amend-
ments must be made by way of submission of a substitute
sheet if the copy is to be used for camera ready copy.

(b) As an appendix which will not be printed. If a
computer program listing printout is 11 or more
pages long, applicants may submit such listing in the
form of microfiche, referred to in the specification (sce
§ 1.77(c)2)). Such microfiche filed with a patent
application is to be referred to as a “microfiche
appendix.” The “microfiche appendix” will not be part of
the printed patent. Reference in the application to the
“microfiche appendix” should be made at the beginning
of the specification at the location indicated in
§ 1.77(c)(2). Any amendments thereto must be made by
way of revised microfiche. All computer program listings
submitted on paper will be printed as part of the patent.

(1) Availability of appendix. Such computer program
listings on microfiche will be available to the public for in-
spection, and microfiche copies thereof will be available
for purchase with the file wrapper and contents, after a
patent based on such application is granted or the
application is otherwise made publicly available.

Rev. 1, Sept. 1995

Page 22 of 23

MANUAL OF PATENT EXAMINING PROCEDURE

(2) Submission requirements. Computer—gener-
ated information submitted as an appendix to an
application for patent shall be in the form of microfiche
in accordance with the standards set forth in the following
American National Standards Institute (ANSI) or National
Micrographics Association (NMA) standards (Note: As
new editions of these standards are published, the latest
shall apply): ‘ '

ANSI PH 1.28~1976~Specifications for Photographic

Film for Archival records, Silver—Gelatin Type, on

Cellulose Ester Base.

ANSI PH 1.41-1976 Specifications for Photographic

Film for Archival Records, Silver—Gelatin Type, on

Polyester Base.

NMA=-MSI (1971) Quality Standards for Computer

Qutput Microfilm.

ANSI/NMA MS2 (1978) Format and Coding Standards

for Computer Output Microfilm.

NMA MS5 (ANSI PH 59-1975) Microfiche of

Documents,

ANSI PH 2.19 (1959)-Diffuse Transmission Density.
except as modified or clarified below:

(i) Either Computer—Qutput—Microfilm (COM)
output or copies of photographed paper copy may be
submitted. In the former case, NMA standards MS1
and MS2 apply; in the latter case, standard MSS
applies.

(ii) Film submitted shall be first generation (camera
film) negative appearing microfiche (with emulsion on
the back side of the film when viewed with the images
right reading).

(iii) Reduction ratic of microfiche submitted
should be 24:1 or a similar ratio where variation from
said ratio is required in order to fit the documents
into the image area of the microfiche format used.

(iv) Film submitted shall have a thickness of at least

.005 inches (0.13 mm) and not more than .009 inches
(0.23 mm) for either cellulose acetate base or polyester
base type. ‘
(v) Both microfiche formats Al (98 frames, 14
columns x 7 rows) and A3 (63 frames, 9 columns x 7 rows)
which are described in WMA standard MS2 (Alis also
described in MS5) are acceptable for use in preparation of
microfiche submitted.

(vi) At least the left—most 1/3 (50 mm x 12 mm) of
the header or title area of each microfiche submitted shall
be clear or positive appearing so that the Patent and

R =~ 44
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PATENT'RULES

Trademark Office can apply serial number and filing date
thereto in an eye—readable form. The middle portion of
the header shall be used by applicant to apply an
eye~readable application identification such as the- title

and/or the first inventor's name. The attorney’s docket
number may be-included. The final right~hand

portion of the microfiche shall contain sequence in-
formation for the microfiche, such as 1 of 4, 2 of 4, etc.

(vii)Additional requirements which apply specifi-
cally to microfiche of filmed paper copy:

(A) The first frame of each microfiche submitted
shall contain a standard test target which contains five
NBS Microcopy Resolution Test Charts (No. 1010A),
one in the center and ome in each corner. See
illustration on page 2 of NMA Recommended Practice
MS104, Inspection and Quality Control of First Gener-
ation Silver Halide Microfilm. See also paragraph 7 of
NMA-~MSS.

(B) The second frame of each microfiche submitted
must contain a fully descriptive title and the inventor’s
name as filed.

(C) The pages or lines appearing on the mlcroﬁche
frames should be consecutively numbered.

(D) Pagination of the microfiche frames shall be
from left to right and from top to bottom.

(E) At a reduction of 24:1 resolution of the original
microfilm shall be at least 120 lines per mm (5.0 target) so
that reproduction copies may be expected to comply with
provisions of paragraph 7.1.4 of NMA Standard MSS5.

(F) Background density of negative appearing cam-
era master microfiche of filmed paper documents shall
be within the range of 0.9 to 1.2 and line density should
be no greater than 0.08. the density shall be visual diffuse
than 0.08. The density shall be visual diffuse density as
measured using the method described in ANSI
Standard PH 2.19.

(G) An index, when included, should appear in the
last frame (lower right hand corner when data is
right=reading) of each microfiche. See NMA~MSS5,
paragraph 6.6.

(viii) Microfiche generated by Computer Output
Microfilm (COM).

(A) Background density of negative~appearing
COM~generated camera master microfiche shall be
within the range of 1.5 t0 2.0 and line density should be
no greater than 0.2, The density shall be visual diffuse
density as described in ANSI PH2.19.

§l.97~

(B) " Thc fnrst frame of each mxcroﬁche submitted
should contain a resolutnon test framc in conformanoc, -

-~ with NMA standard MSL.

(C) The second frame of each mlcroﬁche subrmtted
must contain a fully descnptlve tltlc and the mventors

- name as filed.

(D) The. pages or lmes appearmg on the mlcroﬁche
frames should be consecitively numbered. . ;

(E) It is preferred that pagination of the microfich'é ,
frames be from left to right and top to bottom but the
alternative, i.e., from top to bottom and from left to
right, is also acceptable.

(F) Anindex, when included, should appear on the
last frame (lower right hand corner when data is right
reading) of each microfiche.

(G) Amendment of microfiche must be made by way
of replacement microfiche.

{46 FR 2612,Jan. 12, 1981, para. (b)(l),54FR47519 Nov.
15, 1989, effective Jan. 16, 1990]

INFORMATION DISCLOSURE STATEMENT

§ 1.97 Filing of information disclosure statement.

(a) In order to have information considered by the
Office during the pendency of a patent application, an
information disclosure statement in compliance with
§ 1.98 should be filed in accordance with this section.

(b) An information disclosure statement shall be
considered by the Office if filed:

(1) Within three months of the filing date of a
national application;

(2) Within three months of the date of entry of the
national stage as set forth in § 1.491 in an international
application; or

(3) Before the mailing date of a first Office
action on the merits,

whichever event occurs last.

(c) An information disclosure statement shall be
considered by the Office if filed after the period
specified in paragraph (b) of this section, but before the
mailing date of either:

(1) A final action under § 1.113 or

(2) A notice of allowance under § 1.311,

whichever occurs first, provided the statement is
accompanied by either a certification as specified in
paragraph (e) of this section or the fee set forth in

§ 1.17(p).

R - 45 Rev. 1, Sept. 1995
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