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AliveCor, Inc. (“Petitioner”) requests IPR of all 20 claims of U.S. Patent No.
U.S. Patent No. 10,866,619 B2 (“the *619 Patent”) (Ex. 1001).! Petitioner is filing
parallel petitions separately challenging claims 1-10 of the *619 Patent (IPR2023-
00948) and claims 11-20 of the 619 Patent (IPR2023-00949).

The Board should institute both petitions for three basic reasons. First, the
claims cannot be addressed in one petition because of the number and length of the
claims (which alone include 922 words toward the 14,000 word limit for a single
petition) and because of the nature of the claims themselves. Second, the petitions
are not duplicative and efficiently address the validity of the 619 Patent. Each
petition challenges different claims. Moreover, the petitions cite essentially the same
art against all claims, thus minimizing the burden on the Board from instituting both
petitions.

I. REASONS WARRANTING ADDITIONAL PETITIONS

A.  The Number and Specificity of the Claims Require Multiple
Petitions to Sufficiently Address the Claims.

The ’619 Patent has been asserted against Petitioner in co-pending litigation
in the United States District Court for the Northern District of California (the

“Litigation”). As discussed in in the petitions, a scheduling conference has not yet

! For simplicity, exhibits in parallel proceedings IPR2023-00948 and IPR2023-

00949 are identical.



occurred in the Litigation, and Patent Owner has not yet served its initial
infringement contentions. Given that the complaint alleges infringement of “at least”
independent claim 1, Petitioner has filed for IPR of all claims of the 619 Patent.

A single petition addressing only independent claim 1 (and the claims that
depend therefrom) would not be sufficient. The Litigation is relatively early in its
proceedings, and Patent Owner has not yet identified even a preliminary list of
asserted claims, or committed that it will not assert any of claims 11-20 later in the
Litigation. Absent such a commitment, Petitioner has filed a second petition in
parallel, to protect itself against the large number of claims of the 619 Patent.

Moreover, the nature of the claims themselves (in light of Patent Owner’s
vague infringement allegations) support the Petition’s multiple unique grounds.
Specifically, each of the challenged independent claims include limitations

regarding the configuration of claimed flexible conduit and the seal:

Claim Limitation

1 a portion of the flexible conduit is sandwiched between the seal and the

sealing surface or between the seal and the enclosure.

11 a portion of the flexible conduit 1s sandwiched between the seal and the
sealing surface of the retainer or between the seal and the surface of the

opening.




16 wherein a portion of the flexible conduit is sandwiched between the seal

and the button housing or between the seal and the surface of the opening.

Of particular relevance here, the limitations above each recite potential
alternative configurations of the flexible conduit and seal. Moreover, challenged
certain dependent claims flow from one alternative configuration or the other (see,
e.g., Claim 3, which explicitly requires the flexible conduit be located between the
seal the claimed sealing surface (“the portion of the flexible conduit is positioned
between the gasket [i.e., the seal] and the sealing surface of the button assembly”)).

However, Patent Owner’s Complaint does not explain which alternative
configuration is asserted, nor preclude Patent Owner from changing its mind (Ex.
1025, 966). Instead, it merely recites claim language and includes an annotated

figure which does not even attempt to identify which components are “sandwiched:”



(id.). Patent Owner’s Complaint is replete with similarly vague allegations, which
require Petitioner to address all possible interpretations of the Challenged Claims
(see, e.g., Ex. 1025, 9961-66) For example, Patent Owner appears to allege that an
opening on the face of the accused products constitutes the “opening formed in a
sidewall” of Challenged Claims 1 and 16. However, given that Patent Owner has not
limited its allegations to only that interpretation, Petitioner is forced expend words
addressing both this interpretation and the more traditional concept of a “sidewall.”

B.  The Petitions are Materially Different from Each Other and
Efficiently Address the Validity of the 619 Patent.

The petitions are materially different. [IPR2023-00948 addresses independent
claim 1 and dependent claims 2-10 of the *619 Patent. [IPR2023-00949 addresses (1)
independent claim 11 and dependent claims 12-15, and (2) independent claim 16 and
dependent claims 17-20. As such, each petition challenges different claims.

Furthermore, it would be efficient to institute both petitions, because both
petitions rely on essentially the same art, which will significantly lower the burden
associated with consideration of [PR2023-00949. As shown below, all grounds for
all claims rely on four references: (1) Kim, (2) Jung, (3) Meyers, and (4) Chang.

C. The Petitions Do Not Constitute an Abuse of Process.

Other than Petitioner’s two petitions discussed herein, there have been no
petitions previously filed by any petitioner challenging the claims of the 619 Patent.

As noted above, mapping the lengthy and numerous claims based on prior art



requires extensive discussion, and instituting review on both petitions will allow the
efficient consideration of the same art against all of the challenged claims.

II. ORDERING OF THE PETITIONS

Petitioner requests the Board consider the petitions in the following order and
not exercise its discretion to deny either. [IPR2023-00948 includes Petitioner’s best

estimation of the claims Patent Owner will assert in the district court litigation.

Rank | Petition Prior Art Ground Claims

1 IPR2023-00948 | Kim (Anticipation) 1,5,9-10

Kim (Obviousness) 1-10

Jung in view of Meyers | 1, 3-10

Chang 1-2,6,9

2 [PR2023-00949 | Kim (Anticipation) 11, 14, 16, 19

Kim (Obviousness) 11-14, 16-20

Jung in view of Meyers | 11-14, 16-17, 19-20

Chang 11-17, 19

Date: June 7, 2023 By: /Christopher Douglas /
Christopher Douglas




CERTIFICATE OF SERVICE

Pursuant to 37 C.F.R. §§42.6(¢e), 42.105, the undersigned hereby certifies
that true and correct copies of the above-captioned PETITION FOR INTER
PARTES REVIEW OF U.S. PATENT NO. 10,866,619, all associated exhibits, and
Petitioner’s Power of Attorney were served in their entireties on June 7, 2023,
upon the following parties via UPS Next Day Air®:

145730 - Dorsey & Whitney LLP/Apple Inc.
111 South Main St
Salt Lake City, UT 84111

Service copies are also being sent via email to litigation counsel of record:

Adam R. Alper
adam.alper@kirkland.com
Akshay Sunil Deoras
akshay.deoras@kirkland.com
Kirkland & Ellis LLP

555 California Street

San Francisco, CA 94104
415-439-1476

415-439-1500 (fax)

Michael Woodrow De Vries
michael.devries@kirkland.com
Kirkland & Ellis LLP

555 South Flower Street

Suite 3700

Los Angeles, CA 90071
213-680-8590

213-680-8500 (fax)

Kat Li
kat.li@kirkland.com



Kirkland & Ellis LLP
401 Congress Avenue
Austin, TX 78701
512-678-9167

Greg Polins
greg.polins@kirkland.com
Kirkland & Ellis LLP

300 North LaSalle Street
Chicago, IL 60654
312-862-3511
312-862-2200 (fax)

Leslie M Schmidt
leslie.schmidt@kirkland.com
Kirkland and Ellis LLP

601 Lexington Avenue

New York, NY 10022
212-446-4763

Date: June 7, 2023

By: / Christopher Douglas /

Christopher Douglas



	TABLE OF CONTENTS
	LIST OF EXHIBITS
	I. Reasons Warranting Additional Petitions
	A. The Number and Specificity of the Claims Require Multiple Petitions to Sufficiently Address the Claims.
	B. The Petitions are Materially Different from Each Other and Efficiently Address the Validity of the ’619 Patent.
	C. The Petitions Do Not Constitute an Abuse of Process.

	II. Ordering of the Petitions

