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Overview of the ’257 Patent
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Overview of the ’257 Patent
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Overview of the ’257 Patent

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 6

Ceballos 
(distinguished in prosecution)
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Overview of the ’257 Patent

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 7

Gilles 
(distinguished in prosecution)

Ex. 1003, ¶¶ 69-70 (annotating Ex. 1014 (Gilles), Fig. 8) (Paper 2, 3-4)
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“embedded in”

Paper 20, 7-8; Paper 25, 1-3

AliveCor’s Construction Apple’s Construction

“plain and ordinary meaning,” “which 
simply requires inclusion within a 

larger entity”

“The term ‘embedded in’ should be 
given its plain and ordinary meaning.”

“However, should the
Board determine that the term 

‘embedded in’ requires an express 
construction, consistent with the plain 

and ordinary meaning of this term, 
‘embedded in’ should

be interpreted to mean ‘at least 
partially set in or partially surrounded 

by a material.’”

[1.c.i] a first lead comprising a first pad that is 

embedded in a first portion of the enclosure,
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“embedded in” – Apple’s Extrinsic Evidence

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 10Ex. 1024, ¶ 34

Kenny Decl.
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“embedded in” – Apple’s Extrinsic Evidence

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 11Ex. 1022, 128:20-129:3 (Paper 25, 2)

Kenny Tr.

Q. Going back to the sort of root word 
“embedded,” did you rely on any dictionary 
definitions other than the one quoted here in 
paragraph 34? 

A. No. And just my understanding of the word 
and its plain and ordinary meaning.
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“embedded in” – Apple’s Extrinsic Evidence

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 12Ex. 2005 (Paper 25, 2-3)

Wiley Electrical and Electronics 
Engineering Dictionary
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“embedded in” – Multiple Dictionary Definitions

Brookhill-Wilk 1, LLC. v. Intuitive Surgical, Inc.

“If more than one dictionary definition is consistent with the 
use of the words in the intrinsic record, the claim terms may 
be construed to encompass all consistent meanings.”

334 F.3d 1294, 1300 (Fed. Cir. 2003)

Paper 25, 2
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“embedded in” – Intrinsic Evidence is Consistent

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 14Ex. 1001, Fig. 4B, 9:45-51, 3:33-36 (annotated) (Paper 20, 5)

’257 Patent
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“embedded in” – Intrinsic Evidence is Consistent

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 15

’257 File History

Ex. 1002, 208-209 (annotated) (Paper 25, 3)

. . . .
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“embedded in” – Apple’s Interpretation is Wrong

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 16Ex. 1022, 127:14-128:19 (Paper 25, 5)

Kenny Tr.

Q. When you formed your opinions in this 
proceeding, did you assume that the word “in” 
in the phrase embedded in is an adverb that 
modifies embedded?

A. . . . I think that’s probably an okay 
description. . . .

The word “in” is a preposition that modifies the object 
“portion”; it does not narrow “embedded” into the 

construction advanced by Apple.

[1.c.i] a first lead comprising a first pad that is 

embedded in a first portion of the enclosure,
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“embedded in” – Apple’s Interpretation is Wrong

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 17Ex. 1001, 10:24-29, 9:44-48, 12:26-27, 13:29 (annotated) (Paper 25, 3-4; Paper 28, 2)

’257 Patent

. . . .

. . . .
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“embedded in” – Apple’s Interpretation is Wrong

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 18APPLE-2013, 61:2-62:5 (Paper 25, 5)

[A. . . .] I think in the '257, embedded is -- the 
use "embedded" is referring not just to the 
relationship between the two, but that one of 
those structures is this perhaps larger, hard 
enclosure. I think "embedded" has a more 
specific meaning than just that they’re touching 
each other. . . .

Q. So in that example, though, the two flat pads 
would be in electrical contact, would you agree? 
. . . .

[A.] If you're saying two conductive pieces of 
metal that are touching each other, I believe 
they're, then, in electrical contact with each 
other. . . .

Q. So they wouldn't necessarily be – the first flat 
pad wouldn't necessarily be embedded in the 
second flat pad; is that correct? . . . . 

[A.] I don't think I'd use the term "embedded" 
there.

Berger Tr.
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“embedded in” – Apple’s Interpretation is Wrong

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 19Paper 20, 8

Patent Owner’s Response
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“bezel”

Paper 20, 12; Paper 2, 47; Paper 28, 4

AliveCor’s Construction Apple’s Construction

“plain and ordinary meaning”

“A POSITA would have understood the 
plain and ordinary meaning of ‘bezel’ 

to include a rim that encircles an 
electronic device”

“plain and ordinary meaning”

“The plain and ordinary meaning of 
the term ‘bezel’ is ‘[a] rim that 

secures a transparent covering for an 
indicating device such as a meter,

oscilloscope, or watch.’”

[12.a]: wherein the first portion of the enclosure is a bezel. 
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“bezel” – AliveCor’s Interpretation should be Adopted

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 21

Berger Decl.

Ex. 1003, ¶ 249 (annotated) (Paper 2, 47); Ex. 1001, Fig. 3 (Paper 25, 8)
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“bezel” - Apple’s Construction should not be adopted

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 22Paper 20, 13

Patent Owner’s Response
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“bezel” - Apple’s Construction should not be adopted

APPLE-2008; APPLE-2009; APPLE-2010 (Paper 20, 12)

Wiley Electrical and Electronics 
Engineering Dictionary

Merriam-Webster’s Collegiate 
Dictionary

McGraw-Hill Dictionary of 
Scientific and Technical Terms
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Ground 1 – Overview

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 25Ex. 1005, Cover (annotated) (Paper 2, 6)

Claims 1-22 are unpatentable under pre-AIA 35 U.S.C. 
§103 over Markel.

Markel
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 26

Ground 1 – Disputes

Claims for which Petitioners rely on 
disclosure from Markel

Indep. Cls. 1, 15;

Dep. Cls. 2-14, 16-22

Unpatentability based on Markel’s 
disclosure is Disputed

Indep. Cl. 1;

Dep. Cls. 5-9, 12, 13, 19, 20 

Unpatentability based on Markel’s 
disclosure is Undisputed

Indep. Cl. 15; 

Dep. Cls. 2-4, 10-11, 14, 16-18, and 21-22
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Ground 1 – Disputes on Claim 1

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 27Ex. 1001, Cl. 1 (annotated) (-00948, Paper 21, 3; -00949, Paper 21, 1)

[1.pre]

[1.a]

[1.b]

[1.c.iii]

[1.d.i]

[1.d.ii]

[1.e]’257 Patent

1. An electronic device for detecting a user's cardiac signal, 
comprising:

an enclosure;

a heart sensor configured to detect the user's cardiac signal, the 
heart sensor comprising:

a first lead comprising a first pad that is embedded in a first portion 
of the enclosure, 

wherein an exterior surface of the enclosure comprises an exterior 
surface of the first portion, 

wherein the first pad is positioned underneath the exterior surface of 
the first portion, and wherein the first pad is configured to detect a 
first electrical signal of the user's cardiac signal via the user's skin's 
contact with the exterior surface of the first portion of the enclosure; 
and

a second lead comprising a second pad that is embedded in a second 
portion of the enclosure, 

wherein the second pad is configured to detect a second electrical 
signal of the user's cardiac signal via the user's skin's contact with at 
least one of the second pad and the second portion of the enclosure; 
and

a processor coupled to the heart sensor and configured to receive 
and process the detected cardiac signal, wherein the first lead further 
comprises a first connector coupled to the first pad and configured to 
provide the first electrical signal detected by the first pad to the 
processor, and wherein the second lead further comprises a second 
connector coupled to the second pad and configured to provide the 
second electrical signal detected by the second pad to the processor.

[1.c.i]

[1.c.ii]
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Ground 1 – Claim 1, [1.pre]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 28Ex. 1005, Fig. 1 (annotated) (Paper 2, 8)

[1.pre] An electronic device for detecting a user's 

cardiac signal, comprising:
[Undisputed]

Markel

AliveCor Exhibit 1024 
AliveCor, Inc.  v. Apple Inc. 

IPR2023-00950, U.S. Patent No. 10,076,257 
28 of 249



Ground 1 – Claim 1, [1.a]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 29Ex. 1005, Figs. 1, 4, 6 (annotated) (Paper 2, 8)

[1.a] an enclosure;[Undisputed]

Markel
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Ground 1 – Claim 1, [1.b]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 30Ex. 1005, Fig. 10 (annotated) (Paper 2, 9)

[1.b] a heart sensor configured to detect the 

user’s cardiac signal, the heart sensor 

comprising

[Undisputed]

Markel

AliveCor Exhibit 1024 
AliveCor, Inc.  v. Apple Inc. 

IPR2023-00950, U.S. Patent No. 10,076,257 
30 of 249



Ground 1 – Claim 1, [1.c.i]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 31

[1.c.i] a first lead comprising a first pad that is 

embedded in a first portion of the enclosure,

Berger Decl.

Ex. 1003, ¶ 116 (annotated) (Paper 2, 35); Paper 25, 10
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Ground 1 – Claim 1, [1.c.i]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 32

[1.c.i] a first lead comprising a first pad that is 

embedded in a first portion of the enclosure,

Berger Decl.

Ex. 1003, ¶ 116 (annotated) (Paper 2, 35); Paper 25, 10
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Ground 1 – Claim 1, [1.c.i]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 33Ex. 1005, Fig. 6, [0050] (annotated) (Paper 2, 11-13)

[1.c.i] a first lead comprising a first pad that is 

embedded in a first portion of the enclosure,

Markel
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Ground 1 – Claim 1, [1.c.i]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 34Ex. 1005, Fig. 6, [0050] (annotated) (Paper 2, 11-13)

[1.c.i] a first lead comprising a first pad that is 

embedded in a first portion of the enclosure,

Markel
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Ground 1 – Claim 1, [1.c.i]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 35Paper 12, 23-24

Institution Decision

. . . .
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Ground 1 – Claim 1, [1.c.i]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 36Ex. 1005, Fig. 4 (annotated) (Paper 2, 14)

[1.c.i] a first lead comprising a first pad that is 

embedded in a first portion of the enclosure,

Markel
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Ground 1 – Claim 1, [1.c.i] – Apple’s Arg.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 37Paper 20, 13

Patent Owner’s Response

. . . .
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Ground 1 – Claim 1, [1.c.i] – Apple’s Arg. - Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 38APPLE-2013, 30:18-22 (Paper 20, 34)

Q. So going back to my earlier question, is there 
any description in Markel of the audio output 
portion 610 being made of conductive material?

A. Again, I think a POSITA would understand that 
you need a highly conductive material, whether 
on the surface or molded into and embedded 
under the surface, in order to make adequate 
electrical connectivity to the user.

Berger Tr.
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Ground 1 – Claim 1, [1.c.ii]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 39Ex. 1005, Fig. 6 (annotated) (Paper 2, 15)

[1.c.ii] wherein an exterior surface of the enclosure 

comprises an exterior surface of the first portion, 
[Undisputed]

Markel

AliveCor Exhibit 1024 
AliveCor, Inc.  v. Apple Inc. 

IPR2023-00950, U.S. Patent No. 10,076,257 
39 of 249



Ground 1 – Claim 1, [1.c.iii]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 40

[1.c.iii] wherein the first pad is positioned underneath the exterior 

surface of the first portion, and wherein the first pad is 

configured to detect a first electrical signal of the user’s cardiac 

signal via the user’s skin’s contact with the exterior surface of the 

first portion of the enclosure; and

Paper 12, 28-29

Institution Decision
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Ground 1 – Claim 1, [1.c.iii]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 41Ex. 1005, [0040] (annotated) (Paper 2, 20)

Markel

[1.c.iii] wherein the first pad is positioned underneath the exterior 

surface of the first portion, and wherein the first pad is 

configured to detect a first electrical signal of the user’s cardiac 

signal via the user’s skin’s contact with the exterior surface of the 

first portion of the enclosure; and
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Ground 1 – Claim 1, [1.c.iii]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 42

Berger Decl.

Ex. 1003, ¶ 116 (annotated) (Paper 2, 35); Paper 25, 10

[1.c.iii] wherein the first pad is positioned underneath the exterior 

surface of the first portion, and wherein the first pad is 

configured to detect a first electrical signal of the user’s cardiac 

signal via the user’s skin’s contact with the exterior surface of the 

first portion of the enclosure; and
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Ground 1 – Claim 1, [1.c.iii]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 43Ex. 1005, [0037] (annotated) (Paper 2, 20)

Markel

[1.c.iii] wherein the first pad is positioned underneath the exterior 

surface of the first portion, and wherein the first pad is 

configured to detect a first electrical signal of the user’s cardiac 

signal via the user’s skin’s contact with the exterior surface of the 

first portion of the enclosure; and

AliveCor Exhibit 1024 
AliveCor, Inc.  v. Apple Inc. 

IPR2023-00950, U.S. Patent No. 10,076,257 
43 of 249



Ground 1 – Claim 1, [1.c.iii] – Apple’s Arg. 1

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 44Paper 20, 27 (annotated)

Patent Owner’s Response
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Ground 1 – Claim 1, [1.c.iii] – Apple’s Arg. 1 – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 45Ex. 1022, 71:22-72:9, 72:22-73:2 (Paper 25, 11)

Kenny Tr.

A. . . . [O]ne of ordinary skill in the art can look at
things that are called electrodes in the prior art
references and make a judgment as to whether 
those are equivalent to or whether those 
anticipate the terms of the ’257 patent. . . .

Q. So when you performed your analysis in this 
proceeding, was it your understanding that the 
word “electrode” is not enough by itself to tell 
you whether a prior art reference has a pad or 
not? 

A. Well in reading the requirements of Claim 1, 
. . . an electrode might or might not meet those
limitations. 
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 46

Ground 1 – Claim 1, [1.c.iii] – Apple’s Arg. 1 – Reply

Ex. 1022, 96:5-11 (Paper 25, 12)

Q. When you formed your opinions, did you 
identify any disclosure in Markel suggesting that 
the audio output portion, 610, should be made 
out of a different material from the area outside 
of 610?

A. . . . There’s no explicit disclosure of the
material that surrounds 610 in figure 6. I would 
expect one of ordinary skill in the art to imagine 
or assume that that material is a similar
insulating material to what one has on figure 4
labeled item 415.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 47

Ground 1 – Claim 1, [1.c.iii] – Apple’s Arg. 1 – Reply

Ex. 1022, 45:3-48:14 (Paper 25, 12)

[Q.] In the context of the ’257 patent, can a pad 
be made of the same material as the enclosure 
or bezel?

A. So column 6, around line 17, . . . this is, again, 
narrative describing the design space, that the
heart sensor leads can be constructed from
materials that have superior conductivity
relative to the other elements of the system, and
that makes the design relatively easy. I think, as 
the conductivities approach each other in value, 
then the geometry becomes more important.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 48

Ground 1 – Claim 1, [1.c.iii] – Apple’s Arg. 1 – Reply

Ex. 1022, 45:3-48:14 (Paper 25, 12)

[A.] I think it's a -- this is in this kind of design 
space where there’s tradeoffs and not absolute 
. . . it's a combination of the materials choice 
and other elements of the design and, frankly, 
the specifications and parameters that one is 
applying  . . . . 

As an engineer one knows that you can often 
combine things in ways that are inoptimal and 
they still can be made to work, but for systems
like this, particularly if you're attempting to
extract medical information, physiological 
information about the user, I think there's a 
motivation to design systems where you have a 
high margin for success and that, therefore,
you'd be motivated to follow this advice in
column 6, that the leads, the pads should be
constructed from materials that have superior
conductivity where possible.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 49

Ground 1 – Claim 1, [1.c.iii] – Apple’s Arg. 1 – Reply

Ex. 1022, 67:16-69:22 (Paper 25, 12)

Q. If you have a conductive enclosure, in what
situations would you need a conductive pad
underneath it?

A. . . . If the enclosure was made of stainless 
steel and it was thin and the underlying pad was 
made of a silver-based compound and it was 
perhaps thicker, then the pad would be the
element that is configured to capture and detect
that electrical signal.  I think one of ordinary skill 
in the art would understand that the thin steel 
enclosure is a pathway for the signal but that the
detection takes place at the element which has
the superior electrical conductivity.
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Ground 1 – Claim 1, [1.c.iii] – Apple’s Arg. 1 – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 50APPLE-2013, 101:11-22 (Paper 25, 13)

Berger Tr.

Q. So in Paragraph 131, you're describing, 
though, that the electrode is in direct contact 
with the user's skin; is that correct?

A. And again, electrode can refer to the -- would
refer to the combination of the outer surface
and the metal that resides underneath. Or put 
another way, you're not going to have a solder
joint or connector directly to the plastic, you 
would have metal, something -- highly 
conductive metal, that's going to be part of the 
electrode that's underneath a layer of 
conductive plastic if the metal itself is not 
exposed.
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Ground 1 – Claim 1, [1.c.iii] – Apple’s Arg. 1 – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 51APPLE-2013, 30:18-22 (Paper 20, 34), Ex. 1005, [0040] (Paper 25, 14) (annotated)

Berger Tr.

Q. So going back to my earlier question, is there 
any description in Markel of the audio output 
portion 610 being made of conductive material?

A. Again, I think a POSITA would understand that 
you need a highly conductive material, whether 
on the surface or molded into and embedded 
under the surface, in order to make adequate 
electrical connectivity to the user.
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Ground 1 – Claim 1, [1.c.iii] – Apple’s Arg. 1 – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 52

Berger Decl.

Ex. 1003, ¶ 137 (annotated) (Paper 2, 21)
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Ground 1 – Claim 1, [1.d.i]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 53Ex. 1005, Fig. 6 (annotated) (Paper 2, 22)

[1.d.i] a second lead comprising a second pad that is 

embedded in a second portion of the enclosure,
[Undisputed]

Markel
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Ground 1 – Claim 1, [1.d.i]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 54Ex. 1005, Fig. 10 (annotated) (Paper 2, 23)

[1.d.i] a second lead comprising a second pad that is 

embedded in a second portion of the enclosure,
[Undisputed]

Markel
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Ground 1 – Claim 1, [1.d.i]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 55Ex. 1005, Fig. 6 (annotated) (Paper 2, 24)

[1.d.i] a second lead comprising a second pad that is 

embedded in a second portion of the enclosure,
[Undisputed]

Markel
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Ground 1 – Claim 1, [1.d.i]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 56Ex. 1005, Fig. 4 (annotated) (Paper 2, 25)

[1.d.i] a second lead comprising a second pad that is 

embedded in a second portion of the enclosure,
[Undisputed]

Markel
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Ground 1 – Claim 1, [1.d.ii]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 57Ex. 1005, Fig. 6 (annotated) (Paper 2, 26)

[1.d.ii] wherein the second pad is configured to detect a 

second electrical signal of the user’s cardiac signal via the 

user’s skin’s contact with at least one of the second pad 

and the second portion of the enclosure; and

[Undisputed]

Markel
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Ground 1 – Claim 1, [1.e]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 58Ex. 1005, Fig. 10 (annotated) (Paper 2, 28)

[1.e] a processor coupled to the heart sensor and 

configured to receive and process the detected cardiac 

signal, . . .

[Undisputed]

Markel
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Ground 1 – Claim 4

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 59

Markel

[4.a]: wherein the first portion is separated from the 

second portion by a third portion of the enclosure;

[4.b]: at least the third portion is constructed from a 

material having a first conductivity; and

[4.c]: the first conductivity is insufficient to transmit the 

first electrical signal from the first pad to the second pad 

via the third portion.

Ex. 1005, Fig. 4 (annotated) (Paper 2, 34)

[Undisputed]
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Ground 1 – Claim 5

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 60

Markel

[5.pre]: The electronic device of claim 4, wherein: 

[5.a]: the material having the first conductivity 

comprises one of aluminum or steel; and

[5.b]: the second pad is constructed from a silver base 

compound. 

Ex. 1005, Fig. 4 (annotated) (Paper 2, 34)
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Ground 1 – Claim 5

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 61

Berger Decl.

[5.pre]: The electronic device of claim 4, wherein: 

[5.a]: the material having the first conductivity 

comprises one of aluminum or steel; and

[5.b]: the second pad is constructed from a silver base 

compound. 

Ex. 1003, ¶ 189 (annotated) (Paper 2, 35)
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Ground 1 – Claim 5

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 62

Berger Decl.

[5.pre]: The electronic device of claim 4, wherein: 

[5.a]: the material having the first conductivity 

comprises one of aluminum or steel; and

[5.b]: the second pad is constructed from a silver base 

compound. 

Ex. 1003, ¶ 189 (annotated) (Paper 2, 35)
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Ground 1 – Claim 5 – Apple’s Arg.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 63Paper 20, 67

Patent Owner’s Response
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Ground 1 – Claim 5 – Apple’s Arg. – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 64APPLE-2004, ¶ 147 (Paper 28, 27)

Kenny Decl.
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Ground 1 – Claim 5 – Apple’s Arg. – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 65APPLE-2004, ¶ 148 (Paper 28, 28)

Kenny Decl.
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Ground 1 – Claim 6

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 66

Markel

[6.a]: the exterior surface of the enclosure further 

comprises an exterior surface of the second portion;

[6.b]: the second pad is configured to detect the second 

electrical signal of the user’s cardiac signal via the 

user’s contact with the exterior surface of the second 

portion; 

Ex. 1005, Fig. 6 (annotated) (Paper 2, 36)

[Undisputed]
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Ground 1 – Claim 6

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 67

[6.c]: the second pad is positioned from the 

exterior surface of the second portion by a 

thickness of the second portion; 

[6.d]: at least the thickness of the second portion 

is constructed from material having a second 

conductivity; and 

Berger Decl.

Ex. 1003, ¶ 206 (annotated) (Paper 2, 35)

[Undisputed]
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Ground 1 – Claim 6

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 68

[6.e]: the second conductivity is defined such that 

the second electrical signal is not able to be 

transmitted through material having the second 

conductivity over a distance larger than the 

thickness of the second portion. 

Ex. 1003, ¶ 210 (annotated) (Paper 2, 35)

Berger Decl.
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Ground 1 – Claim 6 – Apple’s Arg.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 69Paper 20, 68-69

Patent Owner’s Response
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Ground 1 – Claim 6 – Apple’s Arg. – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 70APPLE-2004, ¶ 150 (Paper 28, 28)

Kenny Decl.
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Ground 1 – Claim 6 – Apple’s Arg. – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 71APPLE-2004, ¶ 151 (Paper 28, 28)

Kenny Decl.
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Ground 1 – Claim 6 – Apple’s Arg. – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 72APPLE-2013, 162:2-164:21 (Paper 20, 69)

Berger Tr.
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Ground 1 – Claim 7

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 73

[7.a]: wherein the first pad and the second pad are 

positioned apart from one another at a distance larger 

than the thickness of the second portion by material 

having the second conductivity. 

Berger Decl.

Ex. 1003, ¶ 217 (annotated) (Paper 2, 39-40)
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Ground 1 – Claim 7 – Apple’s Arg.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 74Paper 20, 69-70

Patent Owner’s Response
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Ground 1 – Claim 7 – Apple’s Arg. – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 75APPLE-2004, ¶ 152 (Paper 28, 28-29)

Kenny Decl.
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Ground 1 – Claim 8

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 76

Markel

[8.a]: the enclosure further comprises at least one pocket 

underneath the exterior surface of the enclosure; and

[8.b]: at least one of the first pad and the second pad is 

placed within the at least one pocket.  

Ex. 1005, Fig. 6 (annotated) (Paper 2, 41)
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Ground 1 – Claim 8

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 77

[8.a]: the enclosure further comprises at least one pocket 

underneath the exterior surface of the enclosure; and

[8.b]: at least one of the first pad and the second pad is 

placed within the at least one pocket.  

Ex. 1003, ¶ 223 (annotated) (Paper 2, 41-42)

Berger Decl.
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Ground 1 – Claim 8

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 78

Markel

[8.a]: the enclosure further comprises at least one pocket 

underneath the exterior surface of the enclosure; and

[8.b]: at least one of the first pad and the second pad is 

placed within the at least one pocket.  

Ex. 1005, [0040], [0050] (annotated) (Paper 2, 11-13, 41)
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Ground 1 – Claim 8 – Apple’s Arg.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 79Paper 20, 70

Patent Owner’s Response
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Ground 1 – Claim 8 – Apple’s Arg. – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 80APPLE-2004, ¶ 153 (Paper 20, 70)

Kenny Decl.
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Ground 1 – Claim 9

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 81

Markel

[9.a]: a display, wherein the enclosure supports the 

display, and wherein at least a portion of the exterior 

surface of the enclosure forms at least a portion of an 

exterior surface of the electronic device behind the 

display; 

Ex. 1005, Fig. 5 (annotated) (Paper 2, 43)
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Ground 1 – Claim 9

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 82

Berger Decl.

Ex. 1003, ¶ 228 (annotated) (Paper 2, 43)
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Ground 1 – Claim 9 – Apple’s Arg.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 83Paper 20, 71

Patent Owner’s Response
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Ground 1 – Claim 9

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 84

Markel

[9.b]: a third lead embedded with the display, wherein 

the third lead is configured to detect a third electrical 

signal of the user’s cardiac signal via the user’s contact 

with at least one of the third lead and the display. 

Ex. 1005, Fig. 6, [0044] (annotated) (Paper 2, 43)

[Undisputed]
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Ground 1 – Claim 9

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 85

Markel

[9.b]: a third lead embedded with the display, wherein 

the third lead is configured to detect a third electrical 

signal of the user’s cardiac signal via the user’s contact 

with at least one of the third lead and the display. 

Ex. 1005, Fig. 10, [0051] (annotated) (Paper 2, 44-45)

[Undisputed]
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Ground 1 – Claims 12, 13, 19

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 86

Markel

[12.a]: wherein the first portion of the enclosure is a 

bezel. 

Ex. 1005, Fig. 3, [0044] (annotated) (Paper 2, 47)
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Ground 1 – Claims 12, 13, 19

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 87

Markel

Ex. 1005, Fig. 4B, [0044] (annotated) (Paper 2, 49)

[12.a]: wherein the first portion of the enclosure is a 

bezel. 
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Ground 1 – Claims 12, 13, 19

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 88Ex. 1003, ¶ 251 (annotated) (Paper 2, 49)

Berger Decl.

[12.a]: wherein the first portion of the enclosure is a 

bezel. 
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Ground 1 – Claims 12, 13, 19

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 89

[12.a]: wherein the first portion of the enclosure is a 

bezel. 

Ex. 1003, ¶ 252 (annotated) (Paper 2, 49)

Berger Decl.
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Ground 1 – Claims 12, 13, 19

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 90

Markel

[13.a]: wherein the second portion of the enclosure is a 

bezel. 

Ex. 1005, Fig. 4 (annotated) (Paper 2, 50)
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Ground 1 – Claims 12, 13, 19

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 91Ex. 1003, ¶ 259 (annotated) (Paper 2, 50)

Berger Decl.

[13.a]: wherein the second portion of the enclosure is a 

bezel. 
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Ground 1 – Claims 12, 13, 19

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 92

Markel

[19.a]: the first portion of the electronic device comprises 

a bezel of the enclosure; 

Ex. 1005, Fig. 4 (annotated) (Paper 2, 66)
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Ground 1 – Claims 12, 13, 19

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 93Ex. 1003, ¶ 327 (annotated) (Paper 2, 65)

Berger Decl.

[19.a]: the first portion of the electronic device comprises 

a bezel of the enclosure; 
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Ground 1 – Claims 12, 13, 19

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 94

Markel

[19.b]: the electronic device further comprises a non-

conductive component positioned between the bezel and 

the display screen for electrically isolating the first lead 

from the second lead. 

Ex. 1005, Fig. 4 (annotated) (Paper 2, 66)
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Ground 1 – Claims 12, 13, 19

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 95Ex. 1003, ¶ 332 (annotated) (Paper 2, 67)

Berger Decl.

[19.b]: the electronic device further comprises a non-

conductive component positioned between the bezel and 

the display screen for electrically isolating the first lead 

from the second lead. 
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Ground 1 – Cls. 12, 13, 19 – Apple’s Arg. 1

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 96Paper 20, 72

Patent Owner’s Response
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Ground 1 – Cls. 12, 13, 19 – Apple’s Arg. 1 – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 97Ex. 1003, ¶ 251 (annotated) (Paper 2, 49)

Berger Decl.
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Ground 1 – Cls. 12, 13, 19 – Apple’s Arg. 1 – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 98Masimo Corp. v. Apple Inc., IPR2023-00745, Paper 8, at 43 (Paper 25, 27)

IPR2023-00745, Institution Dec.
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Ground 1 – Cls. 12, 13, 19 – Apple’s Arg. 2

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 99Paper 20, 69-70

Patent Owner’s Response
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Ground 1 – Cls. 12, 13, 19 – Apple’s Arg. 2 – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 100Ex. 1003, ¶ 252 (annotated) (Paper 2, 49)

Berger Decl.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 101

Ground 1 – Cls. 12, 13, 19 – Apple’s Arg. 2 – Reply

CyWee Grp. Ltd. v. ZTE (USA), Inc.

Motivation to combine can be based on “a known technique 
to address a known problem using prior art elements 
according to their established functions.”

90 F.4th 1358, 1366 (Fed. Cir. 2024)

Paper 25, 28
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Ground 1 – Claim 20

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 102

Markel

[20.a]: wherein the first lead is configured to detect the 

first electrical signal of the user’s cardiac signal via the 

user’s contact with the first portion of the enclosure. 

Ex. 1005, Fig. 6 (annotated) (Paper 2, 54)

AliveCor Exhibit 1024 
AliveCor, Inc.  v. Apple Inc. 

IPR2023-00950, U.S. Patent No. 10,076,257 
102 of 249



Ground 1 – Claim 20 – Apple’s Arg.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 103Paper 20, 76-77

Patent Owner’s Response
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 104

ROADMAP

1. Overview of the Challenged Patent

2. Claim Construction

3. Ground 1 - Markel

4. Ground 2 - Markel + Nissilä

5. Ground 3 - Markel + Righter

6. Apple’s Motion to Amend
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Ground 2 – Overview

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 105Ex. 1006, Cover (annotated) (Paper 2, 6)

Claims 1-22 are unpatentable under pre-AIA 35 U.S.C. 
§103 over Markel in view of Nissilä.

Nissilä
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 106

Ground 2 – Disputes

Claims for which Petitioners rely on 
disclosure from Nissilä

Indep. Cl. 1;

Dep. Cls. 6, 8, 10, 15, 20

Unpatentability based on Nissilä’s 
disclosure is Disputed

Indep. Cl. 1;

Dep. Cls. 6, 20

Unpatentability based on Nissilä’s 
disclosure is Undisputed

Indep. Cl. 15; 

Dep. Cls 8, 10
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 107

Ground 2 – Motivation to Combine (MtC)

NissiläMarkel

. . . .

. . . .

. . . .
. . . .

Ex. 1005, [0004], [0040], [0037]; Ex. 1006, 2:17-20, 4:21-24, 5:32-37 (Paper 2, 69-70)
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NissiläMarkel

. . . .

. . . .

. . . .
. . . .

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 108

Ground 2 – Motivation to Combine (MtC)

Ex. 1005, [0004], [0040], [0037]; Ex. 1006, 2:17-20, 4:21-24, 5:32-37 (Paper 2, 69-70)
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 109

Ground 2 – Motivation to Combine (MtC)

NissiläMarkel

. . . .

. . . .

. . . .
. . . .

Ex. 1005, [0004], [0040], [0037]; Ex. 1006, 2:17-20, 4:21-24, 5:32-37 (Paper 2, 69-70)
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Ground 2 – Motivation to Combine (MtC)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 110Ex. 1003, ¶ 355 (annotated) (Paper 2, 70-71)

Berger Decl.
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Ground 2 – Motivation to Combine (MtC)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 111Paper 12, 23-24 (annotated)

Institution Decision
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Ground 2 – MtC – Apple’s Arg.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 112Paper 20, 60 (annotated)

Patent Owner’s Response
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Ground 2 – MtC – Apple’s Arg. 1

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 113Paper 20, 60-61 (annotated)

Patent Owner’s Response

. . . .
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Ground 2 – MtC – Apple’s Arg. 1 – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 114Paper 20, 60-61 (annotated); Paper 25, 20

Patent Owner’s Response

. . . .

Numeral “119” is absent. Nissilä’s Figure 4 was 
not intended to illustrate membrane 119. 
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Ground 2 – MtC – Apple’s Arg. 2

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 115Paper 20, 62-63 (annotated)

Patent Owner’s Response
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Ground 2 – MtC – Apple’s Arg. 2 – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 116Paper 20, 62-63; Ex. 1006, 5:36-38 (annotated) (Paper 25, 21)

Nissilä
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Ground 2 – MtC – Apple’s Arg. 3

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 117Paper 20, 63 (annotated)

Patent Owner’s Response
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Ground 2 – MtC – Apple’s Arg. 3 – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 118Paper 20, 63 (annotated)

Patent Owner’s Response

L’Oreal USA, Inc. v. Olaplex, Inc.

“That a particular piece of prior art achieves a 
desirable goal to some extent hardly means that 
relevant artisans would have lacked a 
motivation to achieve the goal to a greater 
extent.”

844 F. App’x 308, 319 (Fed. Cir. 2021)
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Ground 2 – MtC – Apple’s Arg. 4

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 119Paper 20, 64 (annotated)

Patent Owner’s Response
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Ground 2 – MtC – Apple’s Arg. 4 – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 120Paper 20, 64; Ex. 1006, 4:21-24 (annotated) (Paper 2, 70)

Nissilä
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Ground 2 – Claim 1, [1.c.i]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 121

[1.c.i] a first lead comprising a first pad that is 

embedded in a first portion of the enclosure,
[Undisputed]

Ex. 1006, Fig. 5, 5:32-43 (annotated) (Paper 2, 72-73)

Nissilä
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Ground 2 – Claim 1, [1.c.ii]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 122Ex. 1006, Fig. 5, 5:32-43 (annotated) (Paper 2, 72-73)

Nissilä

[1.c.ii] wherein an exterior surface of the 

enclosure comprises an exterior surface of the 

first portion, 

[Undisputed]
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Ground 2 – Claim 1, [1.c.ii]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 123Ex. 1006, Fig. 5, 5:32-43 (annotated) (Paper 2, 72-73)

Nissilä

[1.c.ii] wherein an exterior surface of the 

enclosure comprises an exterior surface of the 

first portion, 

[Undisputed]
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Ground 2 – Claim 1, [1.c.iii]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 124Ex. 1006, Fig. 5, 5:32-43 (annotated) (Paper 2, 72-73)

Nissilä

[1.c.iii] wherein the first pad is positioned underneath the exterior 

surface of the first portion, and wherein the first pad is 

configured to detect a first electrical signal of the user’s cardiac 

signal via the user’s skin’s contact with the exterior surface of the 

first portion of the enclosure; and
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Ground 2 – Claim 1 – Apple’s Arg.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 125Paper 20, 39

Patent Owner’s Response

AliveCor Exhibit 1024 
AliveCor, Inc.  v. Apple Inc. 

IPR2023-00950, U.S. Patent No. 10,076,257 
125 of 249



Ground 2 – Claim 1 – Apple’s Arg.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 126Paper 20, 41

Patent Owner’s Response
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Ground 2 – Claim 1 – Apple’s Arg. 1

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 127Paper 20, 43

Patent Owner’s Response
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Ground 2 – Claim 1 – Apple’s Arg. 1(a)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 128Paper 20, 43-44 (annotated)

Patent Owner’s Response
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Ground 2 – Claim 1 – Apple’s Arg. 1(a) - Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 129Paper 20, 43-44; Ex. 1006, Cl. 6 (annotated) (Paper 25, 18)

Nissilä
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Ground 2 – Claim 1 – Apple’s Arg. 1(b)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 130Paper 20, 47-48 (annotated)

Patent Owner’s Response
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Ground 2 – Claim 1 – Apple’s Arg. 1(b) – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 131Paper 20, 47-48 (annotated); Paper 25, 17

Patent Owner’s Response

DynaEnergetics Europe GmbH v. SWM Int’l, LLC

“Hardesty's disclosure of separately numbered 
elements demonstrates that charge holder tube 
3 is distinct from weight 2.”

2024 Pat. App. LEXIS 504, *21 (P.T.A.B. Feb. 5, 2024)
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Ground 2 – Claim 1 – Apple’s Arg. 1(b) – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 132

Nissilä

Ex. 1006, Figs. 4, 5 (annotated) (Ex. 1003, ¶ 90; Paper 2, 6)
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Ground 2 – Claim 1 – Apple’s Arg. 1(c)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 133Paper 20, 49

Patent Owner’s Response
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Ground 2 – Claim 1 – Apple’s Arg. 1(c) – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 134Paper 20, 49; Paper 25, 18

Patent Owner’s Response

SAS Inst., Inc. v. Iancu

“Nothing suggests the Director enjoys a license 
to depart from the petition” and consider “a 
different inter partes review.”

584 U.S. 357, 365 (2018)
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Ground 2 – Claim 1 – Apple’s Arg. 1(d)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 135Paper 20, 51

Patent Owner’s Response
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Ground 2 – Claim 1 – Apple’s Arg. 1(d) – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 136Paper 20, 51; Ex. 1006, Fig. 5 (annotated) (Paper 2, 72-73)

Nissilä
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Ground 2 – Claim 1 – Apple’s Arg. 2

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 137Paper 20, 52-53 (annotated)

Patent Owner’s Response
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Ground 2 – Claim 1 – Apple’s Arg. 2

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 138Paper 20, 56

Patent Owner’s Response
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Ground 2 – Claim 1 – Apple’s Arg. 2(a)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 139Paper 20, 53-55 (annotated)

Patent Owner’s Response

. . . .
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Ground 2 – Claim 1 – Apple’s Arg. 2(a) - Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 140

Nissilä

Paper 20, 53-55; Ex. 1006, 5:39-46 (annotated) (Paper 25, 20)

. . . .
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Ground 2 – Claim 1 – Apple’s Arg. 2(a) - Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 141Ex. 1022, 121:10-122:3 (Paper 25, 20)

Kenny Tr.

Q. So I'd like to talk about the end of that 
sentence first where it says “a conductive 
adhesive 127.” . . . Would a POSITA have known 
that a conductive adhesive can conduct 
electrical signals?

A. I think so.

Q. Would a POSITA have known that a 
conductive adhesive could conduct electrical 
signals from a person's skin?

A. I think that's the understanding of Nissila, 
that the membrane -- the membrane 119 
which includes the electrodes left and right, 
118 and 122, receives electrical signals from 
the skin and that the adhesive can help play a 
role in that conduction.
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Ground 2 – Claim 1 – Apple’s Arg. 2(b)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 142Paper 20, 56-57

Patent Owner’s Response
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Ground 2 – Claim 1 – Apple’s Arg. 2(b) - Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 143Paper 20, 56-57; Paper 25, 20

Patent Owner’s Response
Numeral “119” is absent. Nissilä’s Figure 4 was 

not intended to illustrate membrane 119. 
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 144

Ground 2 – Claim 1, [1.d.i]- [1.d.ii]

[1.d.i] a second lead comprising a second pad that is 

embedded in a second portion of the enclosure,
[Undisputed]

Ex. 1003, ¶ 366; Ex. 1005, Fig. 6 (annotated) (Paper 2, 75-76)

[1.d.ii] wherein the second pad is configured to detect a 

second electrical signal of the user’s cardiac signal via the 

user’s skin’s contact with at least one of the second pad 

and the second portion of the enclosure; and

[Undisputed]

Markel Berger Decl.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 145

Ground 2 – Claim 6

[6.a]: the exterior surface of the enclosure further comprises an 

exterior surface of the second portion;

[6.b]: the second pad is configured to detect the second electrical 

signal of the user’s cardiac signal via the user’s contact with the 

exterior surface of the second portion; 

Markel Berger Decl.

Ex. 1003, ¶ 372; Ex. 1005, Fig. 6 (annotated) (Paper 2, 79-80)
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Ground 2 – Claim 6 – Apple’s Arg.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 146Paper 20, 69

Patent Owner’s Response
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 147

Ground 2 – Claim 20

[20.a]: wherein the first lead is configured to detect the first electrical 

signal of the user’s cardiac signal via the user’s contact with the first 

portion of the enclosure. 

Markel Berger Decl.

Ex. 1003, ¶ 394; Ex. 1005, Fig. 6 (annotated) (Paper 2, 84)
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Ground 2 – Claim 20 – Apple’s Arg.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 148Paper 20, 69

Patent Owner’s Response
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 149

ROADMAP

1. Overview of the Challenged Patent

2. Claim Construction

3. Ground 1 - Markel

4. Ground 2 - Markel + Nissilä

5. Ground 3 - Markel + Righter

6. Apple’s Motion to Amend
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Ground 3 – Overview

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 150Ex. 1007, Cover (annotated) (Paper 2, 6)

Claims 12-13 and 19 are unpatentable under pre-AIA 35 U.S.C. 
§103 over Markel in view of Nissilä and/or Righter.

Righter
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 151

Ground 3 – Disputes

Claims for which Petitioners rely on 
disclosure from Righter

Dep. Cls. 12, 13, 19

Unpatentability based on Righter’s 
disclosure is Disputed

Dep. Cls. 12, 13, 19

Unpatentability based on Righter’s 
disclosure is Undisputed
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Ground 3 – Motivation to Combine

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 152Ex. 1007, 1:6-9, 1:65-68, 3:44-45 (annotated) (Paper 2, 85-86)

Righter

. . . .

. . . .

Motivation to Combine[Undisputed]
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Ground 3 – Motivation to Combine

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 153Ex. 1003, ¶ 400-401 (annotated) (Paper 2, 86)

Berger Decl.

Motivation to Combine[Undisputed]
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Ground 3 – Claims 12, 13, 19

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 154

[12.a]: wherein the first portion of the enclosure is a 

bezel. 

Righter

Ex. 1007, Figs. 1A, 1B (annotated) (Paper 2, 88)
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Ground 3 – Claims 12, 13, 19

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 155Ex. 1003, ¶ 405 (annotated) (Paper 2, 87-88)

Berger Decl.

[12.a]: wherein the first portion of the enclosure is a 

bezel. 
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Ground 3 – Claims 12, 13, 19

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 156

[13.a]: wherein the second portion of the enclosure is a 

bezel. 

Righter

Ex. 1007, Figs. 1A, 1B (annotated) (Paper 2, 90)
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Ground 3 – Claims 12, 13, 19

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 157Ex. 1003, ¶ 405 (annotated) (Paper 2, 89)

Berger Decl.

[13.a]: wherein the second portion of the enclosure is a 

bezel. 

AliveCor Exhibit 1024 
AliveCor, Inc.  v. Apple Inc. 

IPR2023-00950, U.S. Patent No. 10,076,257 
157 of 249



Ground 3 – Claims 12, 13, 19

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 158

Righter

[19.a]: the first portion of the electronic device comprises 

a bezel of the enclosure; 

Ex. 1007, Figs. 1A, 1B (annotated) (Paper 2, 91)
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Ground 3 – Claims 12, 13, 19

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 159Ex. 1003, ¶ 405 (annotated) (Paper 2, 91)

Berger Decl.

[19.a]: the first portion of the electronic device comprises 

a bezel of the enclosure; 
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Ground 3 – Cls. 12, 13, 19 – Apple’s Arg. 1

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 160Paper 20, 74-75

Patent Owner’s Response

. . . .
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Ground 3 – Cls. 12, 13, 19 – Apple’s Arg. 2

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 161Paper 20, 75-76; Paper 25, 29

Patent Owner’s Response
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 162

Ground 3 – Cls. 12, 13, 19 – Apple’s Arg. 2

AliveCor’s Construction

“plain and ordinary meaning”

“A POSITA would have understood the 
plain and ordinary meaning of ‘bezel’ 

to include a rim that encircles an 
electronic device”

[12.a]: wherein the first portion of the enclosure is a bezel. 
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Ground 3 – Cls. 12, 13, 19 – Apple’s Arg. 2 - Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 163Ex. 1003, ¶ 405 (annotated) (Paper 2, 87-88; Paper 25, 29)

Berger Decl.
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Ground 3 – Cls. 12, 13, 19 – Apple’s Arg. 3

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 164Paper 20, 76

Patent Owner’s Response
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Ground 3 – Cls. 12, 13, 19 – Apple’s Arg. 3 – Reply

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 165Ex. 1003, ¶ 333 (annotated) (Paper 25, 29-30)

Berger Decl.
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ROADMAP

1. Overview of the Challenged Patent

2. Claim Construction

3. Ground 1 - Markel

4. Ground 2 - Markel + Nissilä

5. Ground 3 - Markel + Righter

6. Apple’s Motion to Amend
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Apple’s Motion to Amend

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 167

Opp. to Motion to Amend

Statutory and Regulatory Requirements

Unreasonable Number of Substitute Claims

Enlargement (claim 26)

New Matter (claims 23, 26-27)

Patentability

Indefiniteness (claim 24)

Obviousness (claims 23-27)

Paper 32
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Apple Failed Its Burden - Number of Substitute Claims

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 168

’257 Patent

Paper 29, Claims Appendix

. . . 

. . . 

x

Ex. 1001, cls. 12, 13

Paper 29, 10-11
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Apple Failed Its Burden - Number of Substitute Claims

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 169

’257 Patent

“Apple has effectively proposed more than one substitute claim 
for original claim 12 without demonstrating any need to do so.”

Paper 32, 1-2

Paper 29, Claims Appendix

. . . 

. . . 

Ex. 1001, cls. 12, 13

x

Paper 32, 1-2
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 170

Apple Failed Its Burden - Number of Substitute Claims

Lectrosonics, Inc. v. Zaxom, Inc.

“[T]o the extent a patent owner seeks to propose more than 
one substitute claim for each cancelled claim, the patent 
owner should explain in the motion the need for the 
additional claims and why the number of proposed 
substitute claims is reasonable.”

IPR2018-01129, Paper 15 at 4-5 (PTAB Feb. 29, 2019)

Paper 32, 1-2
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Preliminary Guidance

Paper 26, 4-5
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Opp. to Motion to Amend

Paper 32, 2-3
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Apple Failed Its Burden - Number of Substitute Claims

Lectrosonics, Inc. v. Zaxom, Inc.

“To help the Board determine whether a motion to amend 
meets the requirement, the motion should, for each 
proposed substitute claim, specifically identify the 
challenged claim that it is intended to replace. All proposed 
claims should be traceable to an original challenged claim 
as a proposed substitute claim for that challenged claim.”

IPR2018-01129, Paper 15 at 5 (PTAB Feb. 29, 2019) (emphasis added)

Paper 32, 2-3
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Apple Failed Its Burden - Enlargement
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’257 Patent

Paper 29, Claims Appendix

. . . 

Ex. 1001, cl. 13

“Apple’s substitute claim 26 broadened original claim 13 by 
deleting a limitation.”

Paper 32, 3-4

Paper 32, 4

AliveCor Exhibit 1024 
AliveCor, Inc.  v. Apple Inc. 

IPR2023-00950, U.S. Patent No. 10,076,257 
174 of 249



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 175

Written Description Requirement – Claims 23, 27

Paper 29, 12-14
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Written Description Requirement – Claims 23, 27

Paper 32, 4; Paper 38, 4

      

37 C.F.R. § 42.6(a)(3)

“Arguments must not be incorporated by reference from one 
document into another document. Combined motions, 
oppositions, replies, or other combined documents are not 
permitted.”

37 C.F.R. §42.121(b)(1)

“A motion to amend claims must . . . set forth: (1) The 
support in the original disclosure of the patent for each 
claim that is added or amended.”
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Written Description Requirement – Claims 23, 27

Paper 32, 4

Sisvel Int’l S.A. v. Sierra Wireless, Inc.

“A patent owner bears the burden of persuasion to show, by 
a preponderance of the evidence, that the motion to amend 
complies with the [applicable] requirements.”

81 F.4th 1231, 1240-41 (Fed. Cir. 2023)
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“Apple has failed to show written description support for 
substitute claim 26’s recital of a ‘third pad that is embedded in the second 

portion of the enclosure.’”

Apple’s Revised MTA

Paper 29, Claims Appendix

Paper 32, 5-6
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Opp. to Motion to Amend

Paper 32, 5
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APPLE-2016

APPLE-2016, [0048] (Paper 32, 5-6)
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APPLE-2016

APPLE-2016, [0046] (Paper 32, 5-6)
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“Apple’s Reply fails to address the deficiency 
identified in AliveCor’s Opposition.”

Apple’s Reply (MTA)

Paper 36, 4-5

Paper 38, 4
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Written Description Req. – Apple’s Arg. – Reply

Ariad Pharmaceuticals, Inc. v. Eli Lilly and Co.

“[A] description which renders obvious a claimed invention 
is not sufficient to satisfy the written description 
requirement of that invention.”

598 F.3d 1336, 1354 (Fed. Cir. 2010)

Paper 32, 1-2
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“Apple has failed to show written description support for 
substitute claim 26’s recital of a third pad embedded in a portion of the 

enclosure and exposed for ‘user’s skin’s contact with the third pad.’”

Apple’s Revised MTA

Paper 29, Claims Appendix

Paper 32, 6

AliveCor Exhibit 1024 
AliveCor, Inc.  v. Apple Inc. 

IPR2023-00950, U.S. Patent No. 10,076,257 
184 of 249



Written Description Requirement – Claim 26

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 185

APPLE-2016

APPLE-2016, [0043], Fig. 3 (annotated) (Paper 32, 6)

“Figure 3 is the only 
figure with a third lead. 

Not only is that lead 
embedded in the display, 
. . . it is also not exposed 
for ‘user’s skin’s contact 

with the third pad.’”

Paper 32, 6
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“Apple’s Reply fails to address the third pad that is 
exposed ‘for user’s contact with the third pad.’”

Apple’s Reply (MTA)

Paper 36, 4-5

Paper 38, 5
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