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Engstrom

Ex. 1020, Cover (annotated) (Paper 32, 7); Ex. 1002, 106, 183 (Paper 32, 7)

“Substitute claims 23-27 would have been obvious to a POSITA in 
view of Markel alone and/or in view of Nissilä (Grounds 1 and 2). 

In addition, substitute claims 23-27 would also have been 
obvious over Markel in view of Nissilä and/or Engstrom.”

. . . 

Paper 32, 6-7
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Engstrom

Ex. 1020, Abstract (Paper 32, 7)
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Berger Second Decl.

Ex. 1021, ¶¶ 45-46 (Paper 32, 7-8)
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Berger Second Decl.

Ex. 1021, ¶¶ 47-48 (Paper 32, 7-8)
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RMTA - MtC – Markel, Nissilä, and Engstrom

EngstromMarkel

. . . .

. . . .

. . . .

Ex. 1005, [0004], [0041], [0097]; Ex. 1020, Abstract, [0026], [0029] (Paper 32, 8-9)

. . . .
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Berger Second Decl.

Ex. 1021, ¶¶ 49-50 (Paper 32, 8)
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RMTA - MtC – Markel, Nissilä, and Engstrom

EngstromMarkel

. . . .
. . . .

Ex. 1005, [0042], [0179]; Ex. 1020, Abstract, [0026], [0029] (Paper 32, 8-9)
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Markel, Nissilä, Engstrom – Apple’s Arg. 1
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Apple’s RMTA Reply

Paper 36, 6-7 (annotated)
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 195

Apple’s RMTA Reply

L’Oreal USA, Inc. v. Olaplex, Inc.

“That a particular piece of prior art achieves a 
desirable goal to some extent hardly means that 
relevant artisans would have lacked a motivation to 
achieve the goal to a greater extent.”

844 F. App’x 308, 319 (Fed. Cir. 2021)

Paper 36, 6-7 (annotated)
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Apple’s RMTA Reply

Paper 36, 7 (annotated)
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Markel, Nissilä, Engstrom – Apple’s Arg. 2 - Reply
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Engstrom

Ex. 1020, [0029] (Paper 32, 8)

. . . .
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IPR2023-00745 Initial Decision

IPR2023-00745, Paper 8 at 43 (PTAB Oct. 16, 2023); Ex. 1005, [0078] (Paper 32, 10)
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[23.a]: wherein the first portion is electrically isolated 

from the second portion by an electrically isolating 

component inserted between the first and second pads; 

Markel

Ex. 1005, [0045] (Paper 32, 9)

[Undisputed]
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[23.a]: wherein the first portion is electrically isolated 

from the second portion by an electrically isolating 

component inserted between the first and second pads; 

Ex. 1021, ¶ 84; see also Ex. 1023, ¶ 36 (Paper 32, 9)

Berger Second Decl.

[Undisputed]
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[23.b]: wherein the exterior surface of the enclosure 

comprises an exterior surface of the second portion, 

wherein the second pad is positioned underneath the 

exterior surface of the second portion of the enclosure; 

Ex. 1021, ¶ 84; see also Ex. 1023, ¶ 36; Paper 32, 9

Berger Second Decl.
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[23.b]: wherein the exterior surface of the enclosure 

comprises an exterior surface of the second portion, 

wherein the second pad is positioned underneath the 

exterior surface of the second portion of the enclosure; 

Paper 32, 7-8

Opp. to Motion to Amend
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Apple’s RMTA Reply

Paper 36, 6 (annotated)
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Markel

Ex. 1005, [0050] (Paper 38, 5-6)
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RMTA – Obviousness – Claim 23

[23.c]: wherein the first and second pads are adjacent pads.

Markel Fig. 4 and EngstromMarkel Fig. 4 and Fig. 15

Paper 36, 10-11

[Undisputed]

AliveCor Exhibit 1024 
AliveCor, Inc.  v. Apple Inc. 

IPR2023-00950, U.S. Patent No. 10,076,257 
205 of 249



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 206Ex. 1021, ¶ 80; see also Ex. 1023, ¶ 36 (Paper 32, 10-11)

Berger Second Decl.

RMTA – Obviousness – Claim 23

[23.c]: wherein the first and second pads are adjacent pads.
[Undisputed]
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 207Ex. 1021, ¶ 81; see also Ex. 1023, ¶ 36 (Paper 32, 10-11)

Berger Second Decl.

RMTA – Obviousness – Claim 23

[23.c]: wherein the first and second pads are adjacent pads.
[Undisputed]
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[24.a]: wherein the first pad is embedded in an inner surface of 

an electrically conductive metal bezel that forms a portion of an 

exterior surface of the electronic device; and 

Ex. 1021, ¶ 62; see also Ex. 1023, ¶ 36 (Paper 32, 11)

Berger Second Decl.
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Apple’s RMTA Reply

Paper 36, 8 (annotated)
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Berger Decl.

Ex. 1003, ¶ 251 (annotated) (Paper 38, 8-9)
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Apple’s RMTA Reply

Paper 36, 9 (annotated)
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Obviousness – Claim 24 – Apple’s Arg. 2 - Reply
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[24.a]: wherein the first pad is embedded in an inner surface of 

an electrically conductive metal bezel that forms a portion of an 

exterior surface of the electronic device; and 

Ex. 1021, ¶ 62-63; Ex. 1003, ¶ 118; see also Ex. 1023, ¶ 36 (Paper 32, 11)

Berger Second Decl.
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RMTA – Obviousness – Claim 24 – “Pocket”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 213Ex. 1006, 5:33-40, Fig. 5 (annotated) (Paper 32, 13)

[24.a]: wherein the first pad is embedded in an inner surface of 

an electrically conductive metal bezel that forms a portion of an 

exterior surface of the electronic device; and 

Nissilä
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Apple’s RMTA Reply 

Paper 36, 8 (annotated)
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Paper 29, 8 (annotated) (quoting APPLE-2016, [0047])

Apple’s RMTA
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[24.a]: wherein the first pad is embedded in an inner surface of 

an electrically conductive metal bezel that forms a portion of an 

exterior surface of the electronic device; and 

Ex. 1021, ¶¶ 87-88; see also Ex. 1023, ¶ 36 (Paper 32, 14)

Berger Second Decl.
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RMTA – Obviousness – Claim 24 – Apple’s Arg. 4
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Apple’s RMTA Reply

Paper 36, 9-10 (annotated)
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Q. In the context of the ’257 patent, can a pad be 
made of the same material as the enclosure or 
bezel? 

A. [quoting Ex. 1001, 6:17-28] So this is, again, 
narrative describing the design space, that the 
heart sensor leads can be constructed from 
materials that have superior conductivity relative 
to the other elements of the system, and that 
makes the design relatively easy. I think, as the 
conductivities approach each other in value, then 
the geometry becomes more important.

Ex. 1022, 45:3-46:5 (Paper 38, 10)

Kenny Tr.
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Q. So when you formed your opinions, did you 
understand that, in the context of the ’257 patent, pad 
can made be [sic] of the same material as the enclosure 
or the bezel?

A. Well, again, I think the context here is one is 
attempting to pull signals from the user into this system 
and measure them accurately. I think one of ordinary 
skill would be motivated to select materials that make 
that job easier.

Could one make a bezel and a pad out of the same 
material? I suppose one could do that. . . . 

I think it’s a -- this is in this kind of design space where 
there’s tradeoffs and not absolute, you know, “if you 
choose this material, it will work, if you choose that 
material, it won’t work,” because it’s a combination of 
the materials choice and other elements of the design 
and, frankly, the specifications and parameters that one 
is applying in order to be sure that the signals from the 
outside can be captured and measured accurately on 
the inside.

Ex. 1022, 46:6-48:14 (Paper 38, 10)

Kenny Tr.
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Nissilä
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[24.b]: wherein the second pad is exposed on the exterior 

surface of the electronic device for direct contact from a 

user.

Ex. 1005, [0037] (Paper 32, 14-15)

Markel

[Undisputed]
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[25.a]: further comprising a touch screen display,

[25.b]: wherein the first portion of the enclosure is a 

bezel; wherein the bezel extends around the touch screen 

display; and

Markel

Ex. 1005, [0034], Fig. 1, Fig. 4 (annotated) (Paper 32, 15)

[25.a] [Undisputed]
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Markel

Ex. 1005, [0078], Fig. 15 (annotated) (Paper 32, 15)

[25.a]: further comprising a touch screen display,

[25.b]: wherein the first portion of the enclosure is a 

bezel; wherein the bezel extends around the touch screen 

display; and

[25.a] [Undisputed]
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[25.c]: wherein the first pad is embedded in an inner 

surface of the bezel.

Apple’s RMTA Reply

Paper 32, 17; Paper 36, 10

AliveCor Exhibit 1024 
AliveCor, Inc.  v. Apple Inc. 

IPR2023-00950, U.S. Patent No. 10,076,257 
224 of 249



RMTA – Obviousness – Claim 26

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 225

[26.a]: a third lead comprising a third pad that is 

embedded in the second portion of the enclosure, 

wherein the third pad is configured to detect a third 

electrical signal of the user’s cardiac signal via the 

user’s skin’s contact with the third pad; and

Markel

Ex. 1005, [0051], Fig. 15 (annotated) (Paper 32, 15)

[Undisputed]
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[26.b]: wherein the second pad is configured to detect the 

second electrical signal of the user’s cardiac signal via 

the user’s skin’s contact with the second pad;

Markel

Ex. 1005, [0037] (Paper 32, 18-19)

[Undisputed]
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[26.c]: wherein the first pad detects signals through a 

first hand, and the second and third pads detect signals 

through a second hand.

Ex. 1021, ¶ 75; see also Ex. 1023, ¶ 36 (Paper 32, 19)

Berger Second Decl.

AliveCor Exhibit 1024 
AliveCor, Inc.  v. Apple Inc. 

IPR2023-00950, U.S. Patent No. 10,076,257 
227 of 249



RMTA – Obviousness – Claim 26

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 228

[26.c]: wherein the first pad detects signals through a 

first hand, and the second and third pads detect signals 

through a second hand.

Markel

Ex. 1005, [0049] (Paper 32, 19)
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Apple’s RMTA Reply

Paper 36, 6-7 (annotated)
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APPLE-2016

APPLE-2016, [0047]; Ex. 1021, ¶ 75; see also Ex. 1023, ¶36 (Paper 32, 19; Paper 38, 11)
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[27.a]: wherein the detected cardiac signal is an 

electrocardiogram signal;

Markel

Ex. 1005, [0051], [0058] (Paper 32, 21)

. . . .
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[27.a]: wherein the detected cardiac signal is an 

electrocardiogram signal;

Ex. 1023, ¶ 56 (Paper 32, 21)

Berger Third Decl.
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RMTA – Obviousness – Claim 27

Kennametal, Inc. v. Ingersoll Cutting Tool Co.

“A reference can anticipate a claim even if it ‘does not 
expressly spell out’ all the limitations arranged or combined 
as in the claim, if a [POSITA], reading the reference, would ‘at 
once envisage’ the claimed arrangement or combination.”

780 F.3d 1376, 1381 (Fed. Cir. 2015)
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[27.a]: wherein the detected cardiac signal is an 

electrocardiogram signal;

Markel

Ex. 1005, [0115]; Ex. 1001, Fig. 2 (annotated) (Paper 32, 19-21)

Ex. 1001, Fig. 1
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[27.a]: wherein the detected cardiac signal is an 

electrocardiogram signal;

Ex. 1006, 2:17-57 (Paper 32, 22)

Nissilä
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Apple’s RMTA Reply

Paper 36, 6-7 (annotated)
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[27.b]: wherein the processor is further configured to 

extract one or more characteristics of the 

electrocardiogram signal and compare . . . ; and

[27.c]: . . . the electronic device authenticates the user.

Markel

Ex. 1005, [0097] (Paper 32, 22-23)
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[27.b]: wherein the processor is further configured to 

extract one or more characteristics of the 

electrocardiogram signal and compare . . . ; and

[27.c]: . . . the electronic device authenticates the user.

Engstrom

Ex. 1020, Abstract, [0056] (Paper 32, 23-24)

. . . .
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Apple’s RMTA Reply

Paper 36, 11 (annotated)
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  Markel

Ex. 1005, [0097] (Paper 32, 22-23)
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Berger Second Decl.

Ex. 1021, ¶ 93; see also Ex. 1023, ¶ 36 (Paper 32, 22-23) 
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Apple’s RMTA Reply

Paper 36, 11-12 (annotated)
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 243Ex. 1023, ¶ 59 (Paper 32, 24)

Berger Third Decl.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE – 244Ex. 1006, 3:56-62 (Paper 32, 24)

Nissilä
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Apple’s RMTA Reply

Paper 36, 11-12 (annotated)
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Q: How does Engstrom’s device determine a user’s 
heartbeat profile?
A: Well, I think there are several ways that it could 
do that.
It has electrodes to sense different parts of the 
user’s skin, and I could infer that there are a 
couple of ways of doing that.
One might be if there are two hands connecting, 
one hand touching some of those electrodes and 
the other hand touching other electrodes, then it 
may be able to acquire an electrocardiogram of 
the heart. …

APPLE-2018, 11:9-12:11 (Paper 38, 12)

Berger Second Tr.
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Q: What information does Engstrom describe as 
being included in the user’s heartbeat profile?
A: … I think it is, I think it is well understood in the 
art what sorts of data could be acquired by 
electrodes, as I have mentioned. …
Again, as I said, even without detailed description 
in this patent, I think it is well understood to a 
POSITA in the 2004 time frame what sorts of 
electrical signals would be, would be accessible 
and acquired with this sort of electrode 
arrangement.

APPLE-2018, 12:12-13:15 (Paper 38, 12)

Berger Second Tr.
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Q: Does Engstrom describe what information is 
extracted from the realtime captured heartbeat 
profile to compare to the previously saved 
reference heartbeat profile?
A: I think Engstrom is providing a methodology for 
doing this for many different types of heartbeat 
profiles and need not be specific to any one type 
of heartbeat profile. …
I mean, there are many algorithms that are well 
known to a POSITA that would be easily 
implemented.
And I don’t think it is necessary for Engstrom to be 
recapitulating that which was known to a POSITA.

APPLE-2018, 15:10-16:15 (Paper 38, 12)

Berger Second Tr.
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Indefiniteness – Claim 24

. . . 

Paper 32, 24-25

[Undisputed]
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