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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Outline
I. Claims 1 and 6, Limitation (b) — So-Called “Viewability Test”

II. Badros Alone (or in Combination with Krassner or Harkins) Renders Obvious Claims 1–10 

III. Badros Enables Determining Whether an Ad Is “Actually in View”

IV. The Evidence of Secondary Indicia Deserves Little Weight
A. Fails to Overcome the Strong Obviousness Showing
B. Lacks Nexus
C. Testimony of Dr. Madansky

V. § 103(c) Safe Harbor Does Not Apply because Patent Owner Has Not Demonstrated Co-
Ownership “When the Invention Was Made”

VI. The POSA Would Have Found It Obvious to Combine Badros, Krassner and Harkins
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3

Claims 1 and 6 “Viewability Test”

POR (Paper 35), 3.

Claim 1

Claim 6
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Decision on Institution (DI)

DI (Paper 9), 16 (emphasis added).
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5

Decision on Institution

DI (Paper 9), 18.
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6

Patent Owner Response (POR)

POR (Paper 35), 3 (emphasis added).
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Badros Distinctions in POR Are Incorrect

1. Badros disclosed viewable impressions, not served impressions

2. Badros enabled viewed impressions
◦ Viewable impressions were well-known and preferably omitted 

from the disclosure. MPEP § 2164.05(a) (Reply, 19)
◦ Badros used the fundamental client-server architecture used by all 

websites then and now.
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8

POR – Served Impressions

Ex-2045, ¶74; POR (Paper 35), 14-15.
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9

Pet.’s Reply – Served Impressions

Pet. Rply. (Paper 50), 6.
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10

Pet.’s Reply – Served Impressions 

Dr. Madansky (Substitute Ex-1026), ¶4; Pet. Rply. (Paper 50), 17 (emphasis added).
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11

Pet.’s Reply – Served Impressions 

Dr. Madansky (Substitute Ex-1026), ¶5; Pet. Rply. (Paper 50), 17.
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POR – Badros Enablement (How)

POR (Paper 35), 41.
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POR – Badros Enablement (How)

POR (Paper 35), 15.
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14

Pet.’s Reply – Badros Enablement (How)

Pet. Rply. (Paper 50), 11.
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15

Pet.’s Reply – Badros Enablement (How)

Dr. Smedley Dec. (Ex-1027), ¶¶24 and 18; Pet. Rply. (Paper 50), 17.
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Pet.’s Reply – Badros Enablement (How)

Pet. Rply. (Paper 50), 17; Koeppel (Ex-1025), FIG. 9B (Priority to September 12, 2000).
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17

Pet.’s Reply – Badros Enablement (How)

Pet. Rply. (Paper 50), 15-16.
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18

Pet.’s Reply – Badros Enablement (How)

Dr. Smedley Dec. (Ex-1027), ¶25 (emphasis added); Pet. Rply. (Paper 50), 17.
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19

POR – Badros Enablement (Client-Side)

POR (Paper 35), 20 (emphasis original); Badros (Ex-1003), FIG. 1.



20

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Pet.’s Reply – Badros Enablement 
(Client-Side)

Pet. Rply. (Paper 50), 8 (emphasis added).
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Pet.’s Reply – Badros Enablement 
(Client-Side)

Pet. Rply. (Paper 50), 8.
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Secondary 
Indicia of 
Nonobviousness

PO Sur-Reply (Paper 56), 1 (emphasis added).

Volvo Penta
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Secondary 
Indicia of 
Nonobviousness

Pet. Rply. (Paper 50), 20.
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Secondary 
Indicia of 
Nonobviousness
Patent Owner Failed to Demonstrate 
Nexus

PO Sur-Reply (Paper 56), 20.
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25

Patent Owner Failed to Meet Its Burden 
to Establish Nexus

Decision on Motion to Strike (Paper 49), 4; see also, Motion to Strike (Paper 44), 2-3; Pet. Rply, (Paper 50), 24; and CTPG, 40.
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26

Patent Owner Failed to Meet Its Burden 
to Establish Nexus

Motion to Strike (Paper 44), 1.
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27

Patent Owner Failed to Meet Its Burden 
to Establish Nexus

Motion to Strike (Paper 44), 1-2.
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28

Patent Owner Failed to Meet Its Burden 
to Establish Nexus

See Pet. Rply. (Paper 50), 24 (citing IBG LLC v. Trading Techs. International, Inc., No. CBM2016-00054, Paper 61, 65 (PTAB October 17, 2017) (emphasis added)).
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Secondary Considerations 
No Long-Felt Need

Dr. Madansky (Substitute Ex-1036), ¶30; Pet. Rply. (Paper 50), 22 (emphasis added).
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30

Secondary Considerations 
No Long-Felt Need

Dr. Madansky (Substitute Ex-1036), ¶40; Pet. Rply. (Paper 50), 26 (emphasis added).
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31

Secondary Considerations 
No Long-Felt Need or Commercial Success

Dr. Madansky (Substitute Ex-1036), ¶32; Pet. Rply. (Paper 50), 22 (emphasis added).
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32

Secondary Considerations 
No Long-Felt Need or Commercial Success

Dr. Madansky (Substitute Ex-1036), ¶34; Pet. Rply. (Paper 50), 22 (emphasis added).
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Secondary Considerations 
Failure of Others and Skepticism

PO Sur-Reply (Paper 51), 15 (emphasis added).
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Secondary Considerations 
Industry Praise Was Self-Serving

Dr. Madansky (Substitute Ex-1036), ¶38; Pet. Rply. (Paper 50), 226 (emphasis added).
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Secondary Considerations 
Copying – “Viewability” Was Well-Known

Pet. Rply. (Paper 50), 21; see also, Ex-1026, ¶¶12-17.
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Secondary Considerations 
Copying – Independent Development

Duration Response to ROG 2 (Ex-2056), 3.
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Secondary 
Indicia of 
Nonobviousness
The Totality of the Evidence Supports a 
Finding of Unpatentability

DDE-1-11-cv-00235-440 (Sherwood Daubert)1031
JavaScript - Wikipedia.pdf1032
ComScore v. MOAT complaint1036
Need the list of Auditors for MRC accreditation. adops1042
Moat Accreditation1043
DoubleVerify Accreditation1044
Integral Ad Science Accreditation1045

Viewability Has Arrived_ What You Need To Know To See Through This Sea Change1046

C.V. of Dr. Michele Madansky1047
MRC Announces Changes to Accreditation Statuses of Comscore Digital Measurement 
Products1048

Ad Formats: from concept to award winning1049

DoubleVerify Raises $10 Million in Series B Funding _ DoubleVerify1050

IAB_Internet_Advertising_Revenue_Report_Full_Year_20211051
Programmatic Ad Revenues Totaled $10.1 Billion in 2014, According to First-Ever IAB 
Programmatic Revenue Report1052

Previous Declaration of Robert Sherwood from CBM2014-00094, Ex-10201053
3MS Initiative Releases Five-Part Digital Marketing Measurement Solution1054
A History Of Programmatic And The Era Of Control _ AdExchanger1055
MRC-Viewable-Ad-Impression-Measurement-Guideline1056
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§ 103(c)(1) Safe 
Harbor Does Not 
Apply

Pre-AIA 35 U.S.C. 103 Conditions of 
patentability; non-obvious subject matter.

*****

(c)
(1) Subject matter developed by another person, which qualifies 
as prior art only under one or more of subsections (e), (f), and 
(g) of section 102, shall not preclude patentability under this 
section where the subject matter and the claimed invention 
were, at the time the claimed invention was made,
owned by the same person or
subject to an obligation of assignment to the same person.

Pet. Rply. (Paper 50), 27 (citing Arista Networks, Inc. v. Cisco Technology, Inc., 
IPR2016-00309, Paper 52 at 42 (PTAB Jun. 1, 2017) 
(Patent Owner failed to meet its burden of production to prove that § 103(c) 
applied) (a’ffd)).
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§ 103(c)(1) Safe 
Harbor Does Not 
Apply

PO Sur-Reply (Paper 56), 24.
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§ 103(c)(1) Safe 
Harbor Does Not 
Apply

Pet. Rply. (Paper 50), 28 (emphasis added).
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41

Two Inventors Testified the Invention 
Was Made before Assignment

Pet. Rply. (Paper 50), 28 (citing Igor Tchibirev (Ex-1020), 54:14-55:13) (emphasis added).
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42

Two Inventors Testified the Invention 
Was Made before Assignment

Pet. Rply. (Paper 50), 28 (citing Edwards Testimony (Ex-1021), 8:2-9:16) (emphasis added).



43

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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All Inventors Did Not Assign until after 
the Invention “Was Made”

Pet. Rply. (Paper 50), 28 (citing Edwards Testimony (Ex-1021), 8:2-9:16) (emphasis added).

Ex-2015, 1. 

Ex-1024, 14. 
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Claims 3 and 8 
Would Have 
Been Obvious

Petition (Paper 1), 25.
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The POSA Would 
Have Found It 
Obvious to 
Combine Badros 
and Harkins to 
Render Obvious 
Claims 3 and 8

Petition (Paper 1), 42.



46

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The POSA Would 
Have Found It 
Obvious to 
Combine Badros 
(or Krassner) and 
Harkins to Render 
Obvious Claims 3 
and 8

Pet. Rply. (Paper 50), 18; Harkins (Ex-1004), ¶29.


