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The ’329 Patent
EX1001, ’329 Patent, claim 1 (68:45-69:4)

Ad Viewability Test

Replacement Ad

Auction

Real-Time Auction
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Petitioner Has Not Met Its Burden

Badros & Smedley’s Admissions

Krassner, a 102(e) Reference, Is Out

Harkins Is Both Non-Analogous Does Not Teach Real-time Auction

Volvo Penta & Petitioner’s Legal Failure
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Petitioner Has Not Met Its Burden

Badros & Smedley’s Admissions

Krassner, a 102(e) Reference, Is Out

Harkins Is Both Non-Analogous Does Not Teach Real-time Auction

Volvo Penta & Petitioner’s Legal Failure

Claim(s) Challenged 35 U.S.C. §3 Totality of the Evidence

1-10 103(a) Long-felt need, Praise, Surprise, Failure by Others, Licensing, Copying, Commercial Success in relation to Krassner, Badros, Harkins

1-10 103(a) Long-felt need, Praise, Surprise, Failure by Others, Licensing, Copying, Commercial Success in relation to Badros, Harkins
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Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions

EX1001, ’329 Patent, claim 1

EX2050, Smedley Cross, at 52:10-16

Paper 1, Petition, at 23

EX1009, Smedley, at ¶65

The patent, petition and Smedley are talking about the same “determination” language
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Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions
EX2050, Smedley Cross, at 50:22 – 53:6
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Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions
EX1009, Smedley, at ¶70 (also ¶ ¶ 62, 65, 68) EX2050, Smedley Cross, at 51:4-23; 52:17-19; 53:2-6
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Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions

Under oath at his deposition, Smedley would not testify 
that Badros teaches the “viewability test” claim element
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Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions

EX1027, Smedley II, ¶ 7-26Paper 50, Reply, at 7

Petitioner Cannot Undo Smedley’s Deposition Position in Reply

35 U.S.C. § 312(a)(3) (petition included “(A)copies of 
patents and printed publications that the petitioner 
relies upon in support of the petition; and (B) 
affidavits or declarations of supporting evidence and 
opinions, if the petitioner relies on expert opinions”);

37 CFR § 42.104(b) (Petition must “the patents or 
printed publications relied upon for each ground”)

TPG, 73 (On Reply, “Petitioner may not submit new 
evidence or argument that it could have presented earlier, 
e.g., to make out a prima facie case of unpatentability”).

Paper 56, Sur-Reply, at 4-12

“Sham Affidavit” Doctrine 

Petitioner’s Extensive New Evidence in Reply  
(including 1027) Should Not Be Considered

(Sur-Reply pages 4-12)
Federal Circuit (Intelligent Bio-Sys., Inc. v. Illumina 
Cambridge Ltd., 821 F.3d 1359, 1369 (Fed. Cir. 2016))
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Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions
The “Sham Affidavit” Doctrine Precludes Smedley’s Retraction of His Retraction

Sinskey v. Pharmacia Ophthalmics, Inc., 982 F.2d 494, 498 (Fed. Cir. 1992)
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Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions
§ He made the same statement five times

§ He repeated the position after being warned it meant his 
position did not support the Petition

§ The sworn deposition testimony cannot be changed in 
Reply

§ Conclusion: The admissible evidence is that Duration’s 
paid witness refused to testify that Badros teaches the 
viewability test claim element. 
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Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions
Badros’ Impression Module Is On the Server

EX1003, Badros, at Fig. 1 EX1003, Badros, 12:34-47

See also EX2050, Smedley Cross, at 130:13-14 
(“In Figure 1 it shows the impression module 

inside a box marked Server 2”)
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Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions
No Opinion that a Server-Side Solution Exists or that Badros Teaches One

EX2050, Smedley Cross, 131-132

EX2050, Smedley Cross, 141:23-142:4
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Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions
Ads Were Counted on Server; Edwards Moved Counting Ads to Client

EX1021, Edwards Cross, 11:10-12:10
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Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions
Sherwood Confirms Badros Does Not Teach Viewability

EX2045, Sherwood Dec., ¶¶ 61-63
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Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions
Sherwood Confirms Badros Does Not Teach Viewability

EX2045, Sherwood Dec., ¶ 68



Case No. IPR2023-00953  U.S. Patent 11,443,329    Patent Owner's Demonstrative Exhibit-Not Evidence
17

Petitioner Has Not Met Its Burden

Badros & Smedley’s Admissions

Krassner, a 102(e) Reference, Is Out

Harkins Is Both Non-Analogous Does Not Teach Real-time Auction

Volvo Penta & Petitioner’s Legal Failure

Claim(s) Challenged 35 U.S.C. §3 Totality of the Evidence

1-10 103(a) Long-felt need, Praise, Surprise, Failure by Others, Licensing, Copying, Commercial Success in relation to Krassner, Badros, Harkins

1-10 103(a) Long-felt need, Praise, Surprise, Failure by Others, Licensing, Copying, Commercial Success in relation to Badros, Harkins
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Petitioner Has Not Met Its Burden Krassner, 102(e), Is Out
Paper 1, Petition, at 11

Paper 9, Board, at 10
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Petitioner Has Not Met Its Burden Krassner, 102(e), Is Out
Paper 9, Board, at 13

EX2026, Tchibirev II, at ¶¶ 4-5
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Petitioner Has Not Met Its Burden Krassner, 102(e), Is Out
Patent Owner established “common ownership” two ways:

nPrima facie with assignments of patents [EX2015, EX2016]

nUnrebutted testimony of Igor Tchibirev [EX2026]

The Safe Harbor of 103(c) Applies 
Krassner is not a permissible reference
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Petitioner Has Not Met Its Burden

Badros & Smedley’s Admissions

Krassner, a 102(e) Reference, Is Out

Harkins Is Both Non-Analogous Does Not Teach Real-time Auction

Volvo Penta & Petitioner’s Legal Failure

Claim(s) Challenged 35 U.S.C. §3 Totality of the Evidence

1-10 103(a) Long-felt need, Praise, Surprise, Failure by Others, Licensing, Copying, Commercial Success in relation to Krassner, Badros, Harkins

1-10 103(a) Long-felt need, Praise, Surprise, Failure by Others, Licensing, Copying, Commercial Success in relation to Badros, Harkins
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Petitioner Has Not Met Its Burden Harkins’ Printed Receipts Are Non-Analogous
EX1004, Harkins, Fig. 7

EX2045, Sherwood, ¶ ¶ 76-77

Harkins Does not Teach a Real Time Auction
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Petitioner Has Not Met Its Burden

Badros & Smedley’s Admissions

Krassner, a 102(e) Reference, Is Out

Harkins Is Both Non-Analogous Does Not Teach Real-time Auction

Volvo Penta & Petitioner’s Legal Failure

Claim(s) Challenged 35 U.S.C. §3 Totality of the Evidence

1-10 103(a) Long-felt need, Praise, Surprise, Failure by Others, Licensing, Copying, Commercial Success in relation to Krassner, Badros, Harkins

1-10 103(a) Long-felt need, Praise, Surprise, Failure by Others, Licensing, Copying, Commercial Success in relation to Badros, Harkins
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Petitioner Has Not Met Its Burden Volvo Penta & Petitioner’s Legal Failure

Volvo Penta, at *20

§ The Petition did not address objective indicia

§ Smedley did not address objective indicia (but insisted he 
considered them)

§ The Reply did not cite or discuss Volvo Penta and nowhere 
applies the totality of the evidence test

§ Patent Owner’s objective indicia evidence is 
§ Admitted (no motion to exclude)
§ Unrebutted
§ One-sided 
§ Persuasive
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Petitioner Has Not Met Its Burden Volvo Penta & Petitioner’s Legal Failure
The Petition Did Not Consider Objective Indicia
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Petitioner Has Not Met Its Burden Volvo Penta & Petitioner’s Legal Failure
Smedley Says He Did – But He Did Not – Consider Objective Indicia

EX2050, Smedley Cross, at 20:2-23 EX2050, Smedley Cross, at 23:1-24EX2050, Smedley Cross, at 22:2-25
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Petitioner Has Not Met Its Burden Volvo Penta & Petitioner’s Legal Failure

Timeline 1:  The Invention & Its Reception
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Petitioner Has Not Met Its Burden Volvo Penta & Petitioner’s Legal Failure

Timeline 2:  Duration Licenses & Succeeds, and then
       Duration Copies & Succeeds 
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Petitioner Has Not Met Its Burden Volvo Penta & Petitioner’s Legal Failure
Invention Timeline Shows Admissible, Unrebutted Facts Demonstrating

• Industry Surprise & Commercial Praise
• Long-felt Need & Failure by Others

Duration-RealVu Timeline Shows Admissible, Unrebutted Facts Demonstrating

• RealVu’s Own Commercial Success
• Duration’s Licensing & Commercial Success
• Duration’s Copying  & Commercial Success
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Petitioner Has Not Met Its Burden Volvo Penta & Petitioner’s Legal Failure
The totality of the evidence of obviousness, including the teachings 
of the combined references in relation to secondary considerations

• Badros, which Smedley will not testify teaches the viewability test 
claim element

• Industry surprise, commercial, praise, long-felt need & failure by 
others for RealVu’s viewability solution

• Harkins, which is non-analogous and does not teach a real-time 
auction

• RealVu’s own commercial success, Duration’s licensing & 
commercial success, Duration’s copying and commercial success of 
specifically the approach set forth not only in claims 1 & 6, but claims 
2, 3 (real-time auction viewable ad replacement), 7 & 8 (real-time 
auction viewable ad replacement).
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Petitioner Has Not Met Its Burden Volvo Penta & Petitioner’s Legal Failure
The totality of the evidence of obviousness, including the teachings 
of the combined references in relation to secondary considerations

• Patent Owner and Patent Owner’s Expert applied Volvo Penta. 
 Paper 50, Response, at 59-62; and EX2045, Sherwood,¶¶ 92-119
 
• Petitioner does not cite, discuss, or apply Volvo Penta

• Proper consideration of the evidence compels a final written decision 
upholding the patentability of all claims.
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Backup or Rebuttal
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Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions
Badros’ User Module Is Also On the Server & Three Lines in Petition

EX1003, Badros, at Fig. 1 EX1003, Badros, 12:45-66

Paper 1, at 35-36
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Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions

EX1027, Smedley 2nd Dec. 

Smedley Does Not Explain Why He Testified as He Did
Smedley’s first point is not about his testimony; 

it’s about the patent, and it’s wrong
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Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions

EX1027, Smedley 2nd Dec. 

Smedley Does Not Explain Why He Testified as He Did

Smedley’s second point does not explain his testimony,
 it confirms his testimony: “I had not yet formed an opinion”
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Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions

EX1027, Smedley 2nd Dec. 

Smedley Does Not Explain Why He Testified as He Did

Smedley’s “third” point repeats the first (it was “optional”),
cites his declaration (not his deposition, where he made no 

such statement),  and recognizes the Board rejected it.
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Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions

EX1027, Smedley 2nd Dec. 

Smedley Does Not Explain Why He Testified as He Did

He reverts to the very paragraph in his declaration that he 
retracted in his deposition, attempts to retract his retraction 

and present, in reply,  new opinions about Badros
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Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions
The “Sham Affidavit” Doctrine Precludes Smedley’s Retraction of His Retraction

Sinskey v. Pharmacia Ophthalmics, Inc., 982 F.2d 494, 498 (Fed. Cir. 1992)

No explanation provided
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Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions
Smedley Declines to Explain How to Program a Viewability Test

EX2050, Smedley Cross, at 141:4-21 EX2050, Smedley Cross, at 206-07



Case No. IPR2023-00953  U.S. Patent 11,443,329    Patent Owner's Demonstrative Exhibit-Not Evidence
66

Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions
Smedley Still Declines to Explain How to Program a Viewability Test

EX1027, Smedley 2d, at ¶ 22
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Petitioner Has Not Met Its Burden Badros & Smedley’s Admissions

In Reply, Duration Adds New Opinions About Client-Side Components

Paper 50 , Reply, at 7-8

NEW


