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Petitioner requests Director review of the Final Written Decision (FWD)
because the Majority Opinion used an incomplete prior-art-enablement analysis as
the basis for its non-obviousness decision. Confronted with the Badros reference’s
express disclosure of tracking actual viewability of content, the Majority reasoned
that Badros lacked “any description of how to” perform this test. Paper 71,
Majority Op. 21-22 (emphasis added). In so doing, the Majority unreasonably
credited an abandoned argument that the disclosure does not mean what it says,
erroneously placed the burden on Petitioner to prove that the prior art was
enabling, and disregarded evidence that a skilled artisan would have known how to
implement this feature.

The Majority abused its discretion by not considering evidence contrary to
its decision, even when reminded by the Dissent. See, e.g., id., Dissenting Op. 11
(discussing Ex. 1003, 15:4-8). The Dissent correctly observed that the Majority
Op. contradicts the record and conflates enablement with obviousness. /d.,
Dissenting Op. 1-2, 13—14. The Majority also wrongly excluded rebuttal evidence
addressing a new claim construction from the Institution Decision. 1d.; see also
Paper 62, Opp. to Mot. to Exclude, 2 (citing Belden Inc. v. Berk-Tek LLC, 805 F.3d
1064, 1077-79 (Fed. Cir. 2015)). Petitioner’s Reply and associated evidence
directly contradict the primary findings of the Majority Opinion. The Director

should grant review to apply the proper legal standards to the full record.
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I. LEGAL STANDARDS

Under the USPTO’s interim procedures, Director review of a Board decision
may be warranted when the decision includes, among other things, “(a) an abuse of
discretion, (b) important issues of law or policy, (c) erroneous findings of material
fact, or (d) erroneous conclusions of law.” USPTO Website, Revised Interim
Director Review Process. Requests for Director Review must be filed within thirty
days of the entry of a final written decision. 37 C.F.R. § 42.71(d).

II. BACKGROUND

The sole disputed limitation in this proceeding is what Patent Owner calls
the “viewability test”:

in response to a determination that the predefined area that is
used to display the advertisement has been in view within the visible

area of the browser window for a predefined period of time

See, e.g., Paper 42, PO Response 3.

The Majority Opinion found that Badros did not disclose a viewability test,
even though it quoted Badros’s disclosure of a system that “may determine
whether a document (e.g., a document containing a link) is actually visible to a
user, and it may track the time duration during which the document is actually
visible to the user.” Id. at 20 (emphasis original); see also p. 21 (citing Ex-1003,

12:48—66 (emphasis added)):
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[I]f several documents are intended to be actually displayed to a

user for five seconds each before switching to the next document, then

impression module may keep track of the amount of time that each

document is actually output on a user’s computer monitor 10. The

impression module 38 may prevent the display of a subsequent document

until a first document has received its full “true” impression time.

The Majority cited and apparently' followed Patent Owner’s earlier interpretation
of this passage as referring to served impressions (i.e., transmitted, with only a
probability of being viewable) rather than viewed impressions (i.e., actually
displayed). The Majority Opinion gave two primary reasons for this finding:
Badros’s lack of (1) any description of how to determine that a
predefined area that is used to display an advertisement has been in
view within the visible area of the browser window for a predefined

period of time and (2) any claim limitation directed to such a

determination.

Paper 71, Majority Op. 21 (emphasis added).

! The Majority Opinion never expressly takes its own position on the
meaning of Badros’s disclosure of “actually displayed” and “actually output on a
user’s computer monitor.” But it makes a bare finding that “Badros does not
disclose such a feature” and declares Patent Owner’s interpretation to be

“consistent” with the Majority. Paper 71, Majority Op. 22 (FNS5); id. at 21.
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However, both Patent Owner’s counsel and its expert admitted that Badros
discusses viewability. Paper 71, Dissenting Op. 13 (quoting Paper 70, Tr. 67:8—-19
(“[Badros] certainly says that it’s viewable™); Ex. 1022, 54:25-58:16 (*“...Badros
discussed Viewability....”). Accordingly, Patent Owner’s sole remaining argument
by the time of the FWD was that “Badros does not teach or disclose how to
accomplish a viewability test.” Paper 56, PO Sur-Reply 1 (emphasis original);
Dissenting Op. 13 (noting that Patent Owner’s counsel specified the “how to”
argument in response to a direct question asking which argument(s) Patent Owner
was making). Petitioner addressed this enablement argument in its Reply,
explaining that Badros discloses how to download code to the user computer to
replace advertisements based on the amount of time the advertisement is actually
displayed. Paper 50, Pet. Reply 8 (quoting Ex-1003, 13:8-27).

III. THE MAJORITY FAILED TO CONSIDER THE TOTALITY OF

THE EVIDENCE WHEN IT ERRONEOUSLY CONCLUDED THAT
BADROS DOES NOT TEACH A VIEWABILITY TEST.

The Majority did not address contrary evidence and Patent Owner’s
admissions that Badros teaches viewability. Paper 71, Dissenting Op. 13; see also
Paper 50, Pet. Reply (quoting Ex. 1022, 54:25-58:16; see also, 39:18-41:14,
65:13-67:1, 67:25-68:4).

The Dissent correctly identified the issue of whether Badros disclosed “how

to” perform the viewability test as enablement. Paper 71, Dissenting Op. 10-14.
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And the Majority misapplied that standard, improperly shifting the burden to
Petitioner and misconstruing the evidence.

A. The Majority opinion rests on an erroneous legal theory conflating
obviousness and enablement.

The Majority Opinion focused on two incorrect bases: that Badros neither
disclosed “how to” perform the viewability test nor claimed it. /d., Majority Op.
21. The first conflates enablement and obviousness. The second is both incorrect
and irrelevant because prior art need not claim what it discloses.

The Majority’s repeated reference to Badros’s alleged failure to explain
“how to” perform a “viewability test” directly implicates enablement.? Thus, the
Majority’s attempt to distance itself from the enablement issue rings hollow. Paper
71, Majority Op. 22 (FN5). Having cast the issue in terms of enablement, the

Majority failed to analyze the issue adequately. Dissenting Op. 2.

2 Paper 71, Dissenting Op. 2.; see also MPEP § 2164 (“The enablement
requirement refers to the requirement of 35 U.S.C. 112(a) ... that the specification
describe how to make and how to use the invention”) (emphasis added); id. § 2121
(“It is possible to make a 35 U.S.C. 102 rejection even if the reference does not

itself teach ... how to make the article disclosed or use the method disclosed™)

(emphasis added).
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In insisting that the real issue with Badros is lack of disclosure (Paper 71,
Majority Op. 22 (FN5)), the Majority implies it adopted an argument from early in
the proceeding that “actually visible” refers to served (i.e., downloaded ads)
instead of viewed ads (i.e., actually displayed). /d. at 21. If so, the Majority
misapprehended, overlooked, or ignored Patent Owner’s and its expert’s

3 The Dissent raised this issue

admissions that “Badros discussed [v]iewability.
and quoted Patent Owner’s counsel agreeing with its expert and reaffirming during
oral argument that Badros describes viewability.* Instead of arguing that Badros
lacked a disclosure of viewability, Patent Owner retreated to its enablement
argument.® In light of the mismatch between Patent Owner’s admissions and

argument and the Majority’s conclusion, the Dissent accurately characterized the

Majority as “conflating lack of enablement rationale to support its holding, and

3 Paper 50, Pet. Reply 6 (quoting Ex. 1022, 54:25-58:16; see also, 39:18—
41:14, 65:13-67:1, 67:25-68:4).

4 Paper 71, Dissenting Op. 13 (“‘[Badros] certainly says that it’s viewable.
[I]t doesn’t explain how that viewability test is accomplished’ (emphases added)).
Tr. 67:8-19.”).

3 Paper 56 (“PO Sur-Reply™), 1 (“Badros does not teach or disclose how to

accomplish a viewability test.” (Emphasis original), and 22-23.
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without actually reaching whether Badros enables the disputed limitation[.]” /d.,
Dissenting Op. 13.

The Majority’s second basis, that Badros allegedly fails to claim making a
viewability determination, carries no weight. The Dissent put it succinctly:
“[W]hether Badros ‘claim[s]’ a viewability test is irrelevant to disclosure or
enablement of Badros.” /d. at 8 (emphasis added). Moreover, as explained during
oral argument, Badros does claim the viewability test, which is the entire basis for

the “time-multiplexing” limitation of claim 1. Paper 70, Tr. 17:6-20:20 (discussing

Ex. 1003, 11:22-24 (“Some embodiments may apply time-multiplexing criteria for

a plurality of documents based on the time during which a document is actually

viewable on the user’s screen.”) (emphasis added)); see also Pet. 35-36; and Ex.

1009 (1% Smedley decl.), 70 (quoting Ex. 1003, 12:48—-66); Ex. 1003, 22:40—
23:12 (claim 1, repeatedly reciting time-multiplexing). Therefore, even if claiming
is relevant, Badros claims its viewability test by reciting “time-multiplexing.”

B. The Majority erroneously misapprehended or overlooked Badros’s
enabling disclosure of “how to” perform a “viewability test.”

Patent Owner bears the burden of proving non-enablement, and Petitioner
rebutted Patent Owner’s contention by demonstrating that Badros enables a

“viewability test.” As discussed above, Badros undisputedly says that documents
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(e.g., advertisements) are “viewable.”® Badros also teaches using a “client-side
timer” to determine whether an advertisement is “actually viewable on the user’s
screen” based on “viewable time instead of absolute time.” Paper 50, Pet. Reply 8
(quoting Ex. 1003, 11:22-34 and 13:8-27). Notably, the Majority Opinion never
addressed this enabling disclosure of the client-side timer (Ex. 1003, 13:8-27).
Petitioner’s expert, Dr. Trevor Smedley, quoted a similar disclosure in his opening
declaration:

[[Jmpression module 38 may determine information that may
be used in causing a plurality of documents to be time-multiplexed at
a display. For instance, if several documents are intended to be

actually displayed to a user for five seconds each before switching to

the next document, then impression module may keep track of the

amount of time that each document is actually output on a user’s

computer monitor 10. The impression module 38 may prevent the

display of a subsequent document until a first document has received

its full “true” impression time. ... User module 40 may pass

information to and receive information from (or about) displays 18

and users 10, e.g., directly or indirectly through providers 8.

% Paper 71, Dissenting Op. 13 (quoting Paper 70, Tr. 67:8-19); see also Ex.
1022, 54:25-58:16 (““...Badros discussed Viewability...”); Paper 71, Majority Op.
20 (citing Ex. 1003, 11:22-24 and 12:36-40), Paper 70, Tr. 67:8—19; see also, Pet.,

22 (citing Ex. 1003, 3:15-17 (explaining that documents can be advertisements)).
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Ex. 1009 (1% Smedley decl.), 70 (quoting Ex. 1003, 12:48-66 (emphasis added)).
Badros’s disclosure quoted in the Petition and Reply is remarkably similar to the

disclosure of the ’329 patent quoted by the Majority:

’329 Patent Badros
The correlator JavaScript | [U]ser module 40 may determine whether a
code on the ad content particular document is currently viewable on a

display page contains the | user’s screen. For instance, a user may scroll
variables and commands | down a website so that a banner ad at the top of
to continuously determine| the page is no longer viewable on the user’s
what ad content display | display. Some embodiments may apply time-
page area(s) is/are within, | multiplexing of a plurality of documents based
or within a pre-defined | on the time during which a document is actually
distance outside of, the | viewable on the user’s screen. For instance, one
dimensions and scrolling | or more advertisements may be rotated

position of the viewer’s | according to viewable time instead of absolute

browser, including time. In these embodiments, time during which
whether the browser the document space is not viewable on the user’s
window where the computer may not be tolled against the time for
content is rendered is a current ad or other document. ...

open, minimized, or For instance, a user 10 may scroll down a
otherwise covered by website so that a banner ad at the top of the
another browser window | page is no longer viewable on the user’s

or other application display. User module 40 may inspect the user’s
opened by a viewer. computer to determine the time during which

Paper 71 s Majority Op 4 the ad IS 1’10t Vlewable.
(quoting Ex. 1001 at Pet. Reply 7 (citing Ex-1003, 14:10—45 (emphasis
12:54-62). added)); see also Ex. 1027 (2™ Smedley decl.), q11.

Petitioner consistently argued that Badros discloses a “determination” of
whether an ad was actually viewable on the user’s screen. See, e.g., Pet. Reply 8
(citing Paper 1 (“Pet.”) 23, 30, 36-36, 43); see also Paper 71, Dissenting Op. 11
(FN3) (“Petitioner persuasively counters this by showing that Badros employs

client-server architecture (in the Petition and Reply) to enable the viewability test.
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Reply 7-9 (citing Pet. 35-46).””). The Majority overlooked, misapprehended, or
ignored these facts and so came to the wrong conclusion on enablement, even
while conflating it with obviousness.

C. The Majority erroneously failed to address seven exhibits
demonstrating that viewability tests were well known.

The Board must consider “the entirety of the record,” including material
contrary to its ultimate conclusion.” Here, as discussed above, the Majority failed
to address Badros’s disclosure of using a “client-side timer” to determine whether
an advertisement is “actually viewable on the user’s screen” based on “viewable
time instead of absolute time.” Paper 50, Pet. Reply 8 (quoting Ex. 1003, 11:22-34
and 13:8-27). Moreover, at least seven prior-art references (Exs. 1025, 1028-30,

1034-35, and 1037) disclose viewability tests as early as 1996—over a decade

" Aqua Products v. Matal, 872 F.3d 1290, 1325 (Fed. Cir. 2017) (en banc)
(emphasis original); see also SEC v. Chenery Corp., 318 U.S. 80, 94
(1943) (“[T]he orderly functioning of the process of review requires that the
grounds upon which the administrative agency acted be clearly disclosed and

adequately sustained.”).

10
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before the priority date of the *329 patent.® Accordingly, assuming, arguendo, that
Badros did not disclose “how to” perform its viewability test, there was no need for
Badros to explain what was already well-known.’ The Majority only mentioned
these exhibits in a footnote, dismissing as moot Patent Owner’s motion to exclude
them. Paper 71, Majority Op. 25 (FN6). This is a violation of the Board’s
responsibility to provide reasoned decision-making. See also Weber, Inc. v.
Provisur Technologies, Inc., IPR2022-00599, Paper 74 at 5 (Vidal November 29,
2023) (vacating Final Written Decision because “[t]hat explanation did not
adequately address the disputed evidence.”)

The Majority also failed to substantively consider Dr. Smedley’s unrebutted

testimony and related evidence that viewability tests were well known and were

8 See Ariosa Diagnostics v. Verinata Health, Inc., 805 F.3d 1359, 1365 (Fed.
Cir. 2015) (reply evidence “can legitimately serve to document the knowledge that
skilled artisans would bring to bear in reading the prior art identified as producing
obviousness.”).

? Pet. Reply 11 and 19 (“A basic tenet of patent law is, ‘[A disclosure] need
not disclose what is well-known to those skilled in the art and preferably omits that
which is well-known to those skilled and already available to the public.” MPEP

§ 2164.05(a) (internal citations omitted).”).

11
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“not a difficult thing to do.” Ex. 2050, 148:9-22 (in response to a question about
whether Badros discloses “how to” perform its viewability test); see also Paper 50,
Pet. Reply 7-12, 19. The Majority mentioned this quote only in passing without
explaining if or why they believed it was wrong. Paper 71, Majority Op. 22. The
Dissent found this testimony relevant to the Majority’s enablement analysis. /d.,
Dissenting Op. 7-9. Thus, the Majority failed to consider the entire record of
evidence of enablement.

IV. THE MAJORITY ABUSED ITS DISCRETION BY RELYING ON

PATENT OWNER’S ABANDONED ARGUMENT AND BY
EXCLUDING PROPER REBUTTAL EVIDENCE

A. The Majority opinion relied improperly on a theory that Patent
Owner abandoned.

After trying initially to dismiss Badros’s disclosure of actual viewability as
“confused” (Paper 70, Tr. 44:8, 53:25, 58:12, 62:12-13), Patent Owner admitted
that Badros “certainly says that it’s viewable,” in response to questioning from
Judge Easthom. Paper 71, Dissenting Op. 13 (quoting Paper 70, Tr. 67:8—19
(discussing (Pet. 23; Ex. 1003, 11:22-24))); see also Ex-1022, 54:25-58:16
(““...Badros discussed Viewability....”). The only dispute between the parties was
whether Badros taught “how to” implement its viewability test, which is
necessarily an enablement argument. See MPEP §§ 2164 and 2121. The Majority
erred by relying on Patent Owner’s abandoned argument that Badros did not

disclose viewability. See In re Magnum Qil Tools Int’l, Ltd., 829 F.3d 1364 (Fed.

12
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Cir. 2016). The Board must decide the issues before it or allow an opportunity to
respond to new issues. Apple v. Corephotonics, 81 F.4th 1353, 1361 (Fed. Cir.
2023).

B. The Majority failed to consider evidence that properly replied to a
new claim construction in the Institution Decision.

The Board routinely allows petitioners to submit rebuttal evidence, including
declarations, with their replies.!® The Dissent astutely recognized that “Dr.
Smedley’s ... second declaration replies to a claim construction of the disputed
limitation that we adopted in our Institution Decision, as the Majority also
recognizes. See Maj. 24.” Paper 71, Dissenting Op. 5; see also Ex. 1009 (1%
Smedley decl.), 9962 and 66). Dr. Smedley’s and Dr. Madansky’s rebuttal opinions
properly responded to the new construction presented for the first time in the

Board’s Institution Decision. The Majority excluded this reply evidence as

10 Opp. to Mot. to Exclude 1-2 (citing “Rembrandt Diagnostics, LP v. Alere,
Inc., 76 F.4th 1376, 1384 (Fed. Cir. 2023) (citing Anacor Pharms., Inc. v. lancu,
889 F.3d 1372, 138082 (Fed. Cir. 2018) and Genzyme Therapeutic Prods. Ltd.
P’ship v. Biomarin Pharm. Inc., 825 F.3d 1360, 1366 (Fed. Cir. 2016)).” and
“[Consolidated Trial Practice Guide], 73 (‘A party also may submit rebuttal
evidence in support of its reply. See Belden Inc. v. Berk-Tek LLC, 805 F.3d 1064,

107778 (Fed. Cir. 2015).”)").

13
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untimely because it was allegedly necessary to present a prima facia case of
unpatentability. Paper 71, Majority Op. 26. The Federal Circuit rejects that idea.
See Opp. to Mot. to Exclude, 2 (quoting Belden, 805 F.3d at 1079 (“No rule
requires a Petition to be accompanied by any declaration’)). The Dissent got it
right again:

[T]he Petition meets the prima facie case by quoting the plain

language of Badros as the Institution Decision further suggests, and

Petitioner’s Reply evidence simply responds to new arguments by

Patent Owner regarding enablement and the related argument that

Badros does not teach what it plainly says (in conjunction with

responding to the Board’s claim construction in the Institution

Decision).
Paper 71, Dissenting Op. 6.

Considering the excluded testimony (presumably Ex. 1027 999, 11; Ex. 1026
994, 20-21) is not prejudicial to Patent Owner. Patent Owner could have deposed
Dr. Smedley again but waived that right. Further, Patent Owner did depose Dr.
Madansky. Therefore, granting-in-part the motion to exclude violated Federal

Circuit precedent and administrative law, which require opportunities for

petitioners to respond to new issues. /d., Dissenting Op. 13—14.

14
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V. PETITIONER REQUESTS THAT THE DIRECTOR OR
DELEGATED REVIEW PANEL REVERSE THE FINAL WRITTEN
DECISION OR REMAND WITH GUIDANCE CONSISTENT WITH
THE FINDINGS OF THE DISSENTING OPINION

The most efficient outcome of Director Review is to reverse the Majority
decision for the reasons above. This amounts to simply recognizing that Badros’s
disclosure that the software “may determine whether an ad on a web page of a
user’s browser is actually visible to the user” means what it expressly states. Pet.
23,33, 35 (quoting Badros, 12:37—40). Badros’s express disclosure requires no
expert testimony. It is right there in the reference. And the testimony of Patent
Owner’s expert that “actually visible” does not mean what it says, which was
subsequently recanted (Dissenting Op. 13 (quoting Paper 70, Tr. 67:8—19; see also
Ex. 1022, 54:25-58:16), is not a proper basis for misconstruing Badros.
Accordingly, Petitioner requests that Director grant this petition, reverse the
Majority Opinion, and issue a final agency action finding that Badros alone or in
combination with Krassner or Harkins renders obvious claims 1-10 of the 329

patent.

Dated: August 16, 2024 Respectfully submitted,

/Kevin Greenleaf/
Kevin Greenleaf
Reg. No. 64,062
Joel Bock

Reg. No. 36,456
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CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing Petition for
Director Review has been served on all parties via email on August 16, 2024.

dberten(@giplg.com
rolson@giplg.com
arichards@giplg.com
hsadler@giplg.com

Dated: August 16, 2024 Respectfully submitted,

/Kevin Greenleaf/
Kevin Greenleaf
Reg. No. 64,062
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