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I, Mark R. Lanning, declare as f 11 ws:

I. INTRODUCTION

1. I have been retained by the Petiti nerst ffer technical pini ns
relatingt U.S. Patent N . 9,635,656 (“the *656 Patent”) and pri r art references
relating t its subject matter.

2. I previ usly submitted a declarati n in supp rt fthe Petiti n f r this
matter. That declarati n (Ex. 1003) includes a discussi n fmy pr fessi n
backgr und and qualificati ns.

3. I have been askedt ffer my pini ns n issues that were raised in
the B ard’s Instituti n Decisi ns (Paper 7) and by Patent Owner Mitsubishi
Electric C rp rati n (“Patent Owner”) in its Patent Owner Resp nse (Paper 11).
This declarati n reflects the pini ns I have regarding th se issues.

4. [ have n financial interest in the parties t this pr ceeding. [ am
being ¢ mpensated f r my w rk as an expert at my cust mary h urly rate f$550
per h ur, plus reas nable expenses. My ¢ mpensati nisn tdependent n the

utc me fthese pr ceedings rthe ¢ ntent fmy pini ns.

II. DOCUMENTS CONSIDERED

5. In f rmulating my pini ns, [ have ¢ nsidered the d cuments cited in

my Original Declarati n as well as the f 11 wing:

3 f23
Ex. 1025 - TCL Comm Tech Holdings Ltd.
TCL Comm Tech Holdings Ltd. v. Mitsubishi Electric Corp. — [PR2023-00957
Page 4 of 24



e Instituti n Decisi n (Paper 7)
e Patent Owner’s Resp nse (Paper 11) and d cuments cited therein

III. ASSUMPTIONS
A. Date of Invention

6. I have been asked t use the date fthe filing fthe earliest
applicati nt which pri rity is claimed, Oct ber 27, 2006, as the date finventi n
f rpurp ses fmy analysis.

B.  Person of Ordinary SKkill in the Art

7. F rpurp ses fmy analysis,apers n f rdinary skill in the art
w uld have held at least a degree in electrical engineering, ¢ mputer engineering,
¢ mputer science r a similar discipline, with at least tw years frelevant
industry rresearch experience, including experience designing r implementing
cellular netw rks. Additi nal w rk rresearch experience can substitute f r less

r different educati n, and vice versa. A pers n f rdinary skill in the art w uld
als have had familiarity with the 3GPP technical standards. See Instituti n
Decisi n (Paper 7) at 7-8.
IV. RELEVANT PATENT LAW STANDARDS
8. F rpurp ses fthis declarati n, I apply the same legal standards that

are articulated in my Original Declarati n (Ex. 1003) at 99 20-28.
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V. CLAIM CONSTRUCTION
9. F rpurp ses fmy analysis, [ have applied the ¢ nstructi ns that the
B ard rendered f r purp ses fits Instituti n Decisi n, in particular, the

f 11 wing:

Term Board’s Construction

“quality n tificati n signal” N ¢ nstructi n necessary

“when a transmissi n fsaid quality | “when a transmissi n f said quality

n tificati n signal ¢ incides with n tificati n signal is scheduled t
that fsaid scheduling request transmit r is transmitting at the same
signal in said transmitter” time as that f said scheduling request

signal in said transmitter”

“st pping transmitting said quality | N ¢ nstructi n necessary —n t limited

n tificati n signal during a time t st pping an active transmissi n, but
interval during which said als includes st pping a scheduled
transmitter transmits said transmissi n

scheduling request signal”

See Instituti n Decisi n (Paper 7) at 13-17.

VI. CLAIM 3 OF THE 656 PATENT IS UNPATENTABLE

A.  The “scheduling request signal” of the “first control process” Is
the Same as That of the “second control process”

10. I understand that Patent Owner argues that the “scheduling request
signal” recited in the “first ¢ ntr 1 pr cess” and the “sec nd ¢ ntr 1 pr cess” refer

t the same signal. Resp nse at 6. I agree. With that understanding, claim 3 f
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the 656 is unpatentable under the three Gr unds at issue in this pr ceeding, as set
f rth bel w.

B. Ground 1: Claim 3 of the 656 Patent Is Unpatentable under 35
U.S.C. § 103 over UMESH Modified in View of the Knowledge of
a POSITA

1. UMESH Discloses the Limitation “a controller configured to
perform a first control process that includes, when the mobile
terminal has not been allocated a radio resource for
transmitting said transmission data, transmitting said
scheduling request signal to said base station”

11.  Tunderstand that the B ard preliminarily f und that “user data is
independently transmitted in a dedicated physical data channel DPDCH, and
theref re the RR/SI signal is sent when the m bile terminal has already been
all cated aradi res urce (i.e., DPDCH) f r transmitting data.” Instituti n
Decisi ns (Paper 7) at 20. I disagree.

12. The DPDCH and e-DPDCH are uplink data channels that are perated
independently fr m ne an ther in the m bile terminal and the m bile terminal
d esn tneedt transmitdata n the uplink DPDCH bef re it receives packet data
that needs t be transmitted n e-DPDCH. Bef re the m bile terminal (UE) can
transmit the packet data, it needs t make a res urce request and receive a grant
fr m the base stati n (N deB). Theref re, the RR/SI signal is NOT sent when the
m bile terminal has already been all cated a radi res urce as the Patent Owner

has argued. A detailed explanati n is in the f 11 wing paragraphs.
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13. UMESH’s inventi nis in regardt the new high speed uplink data
packet functi nality that was in the pr cess fbeing finalized f r Release 6 fthe
UMTS 3G cellular standard. At the time fUMESH, this functi nality was called
“Uplink Enhancements f r Dedicated Transp rt Channels” (Ex. 1027 p. 9, which
is the N n-Patent Literature 1 d cument cited by UMESH [0007]) and was later
named High-Speed Uplink Packet Access (HSUPA) by the 3GPP standards gr up.
Ex. 1026 p. 4. This functi nality was addedt ¢ mplement the High-Speed
D wnlink Packet Access (HSDPA) functi nality that was added in the previ us
release fthe UMTS standard (Release 5) beginning in 2002. d. pp. 4 and 61.
The 3GPP UMTS standards gr up added additi nal channels in rdert supp rt
the high-speed nature fthe HSUPA functi nality. The new physical uplink data
channel is called e-DPDCH (als e-DCH) and the 3GPP ultimately named the new
physical uplink ¢ ntr 1e-DPCCH. Ex. 1027 p. 10. UMESH referst the e-
DPCCH as the EULUL channel. UMESH [0003]. F r ¢ mpleteness, UMESH
includes the existing d wnlink and uplink data and ¢ ntr | channels that were
“already determined” in the initial 3GPP UMTS release (Rel99 in 2000) 4.

[0002] and Ex. 1026 pp. 61-63 (“Fr m the Release 99 DCH, the dedicated
physical ¢ ntr 1 channel (DPCCH) is unchanged and the need f r the DPDCH

depends np ssible uplink services mapped t the DCH.”). These uplink data
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and ¢ ntr 1channels are respectively called the DPDCH (als DCH) and the
DPCCH. See e.g., UMESH [0002]. These “already determined” DPDCH and
DPCCH uplink channels are sh wn n the left side fFig. 2 bel w, labelled as 1b
and are highlighted in Red. The new e-DPDCH and EULUL enhanced data and
c ntr 1channels are sh wn n the right side f the figure, are labelled as 1a and
are highlighted in Green. Of specific relevance f r this discl sure fUMESH,
and described in m re detail bel w, the uplink data and ¢ ntr I channels labelled
Ib are perated independently f the enhanced uplink data and ¢ ntr 1channels
labelled 1a.

14. F rall fthe Gr unds that use UMESH in my initial declarati n, I
used the independent e-DPDCH and EULUL enhanced channels labelled 1a f r

my analysis and ¢ ntinue t use them f r this declarati n.
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Ex. 1010 Fig. 2 (highlighting added).

15. UMESH teaches that f r the uplink, the m bile stati n can use just the
uplink E-DPDCH/EULUL c¢ ntr 1signal 1a. In particular, UMESH discl ses as

f 1l ws:

The m bile stati ns 20at 20c and the base stati n 10 transmit user
data by using dedicated physical channels dedicated t each m bile
stati n. In uplink, the m bile stati ns 20at 20c can transmit user
data by using at least one am ng an uplink DPDCH/DPCCH 1b and
an E-DPDCH / EULUL control signal 1a. The uplink
DPDCH/DPCCH 1b, the E-DPDCH / EULUL ¢ ntr I signal 1a, and
an HS-DPCCH Ic are uplink physical channels.
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Ex. 1010 at 9 [0033] (emphasis added).

16. Theref re, UMESH teaches that this limitati n can be acc mplished
using a system that empl ys nly EUL enhanced access channels (1a), in which
case there w uld be n existing DPDCH uplink channel (1b) available t the UE
bef re the scheduling request.

17.  The fact thata UMTS m bile terminal (UE) w uldn tneedt have a
DPDCH r, if it was ¢ nfigured with a DPDCH, it w uldn tneedt send any
data n the DPDCH bef re it neededt send data n the E-DPDCH and, theref re,
the m bile terminal w uld need t send a scheduling request signal n the
EULUL t the base stati n requesting an all cati n fres urcess it can transmit
uplink data nthe E-DPDCH isc rr b rated by a well-kn wnb k that, based n
my pers nal experience, is a very p pular referencet th se f rdinary skill in
the art and is ¢ ntemp rane ust the 656 Patent as sh wn in the f 11 wing
passages.

The user data is carried n the enhanced dedicated physical data
channel (E-DPDCH) while new ¢ ntr linf rmati nis n the E-
DPCCH, as will be ¢ vered in later secti ns. Fr m the Release 99
DCH, the dedicated physical ¢ ntr 1 channel (DPCCH) is unchanged
and the need for the DPDCH depends on possible uplink services
mapped to the DCH.

Ex. 1026 p. 63 (emphasis added).
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Thisb k¢ ntinues t explain the relati nship between the Release 99 DCH and
the E-DCH f r HSUPA by describing the pti nal requirement f ra m bile

terminal having and using the DPDCH (DCH).

Ex. 1026 p. 84 (highlighting added).

18. I have highlighted the significant passages ab ve but ne fthe key
passages that supp rts UMESH’s discl sure ab ve is the passage highlighted in
the middle that states “The reas n f r this is that the E-DCH is designed f r uplink

packet access and, thus, if there are any circuit-switched services they must be
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mapped t the DCH.” In ther w rds, the DCH isused f rv ice calls (circuit-
switched services) and the E-DCH is used f r packet data. Theref re, there are
multiple scenari s where a DCH channel is either n t ¢ nfigured in a m bile
terminal r, if ¢ nfigured, the DCH channel w uld n t be used bef re the E-DCH
channel. Atleasttw fthese scenari s are:
e Am bileterminal d esn thave v ice calling capability. This type f
m bile terminal ¢ uld be a ¢ mputer with a UMTS m dem ran ther
similar device; and
e A m bile terminal with v ice calling capability is turned n and data

packet applicati ns like email r Internet br wsing are used bef re
any v ice calls are made rreceived.

19. In the first scenari ,a DCH (DPDCH) w uld n t be needed. In fact,
three fthe passages ab ve use the w rd “if” when referring t the m bile
terminal being ¢ nfigured with a DPDCH (DCH) channel. In the sec nd scenari ,
the DPDCH w uld n t be used until the user made r received a v ice call after
using the data packet applicati ns.

20. F ratleast these reas ns and the reas ns in my initial declarati n, a
pers n f rdinary skill in the art w uld understand that, in view fthe f reg ing
discl sures, UMESH discl ses a scenari where there isn DPDCH uplink (1b)
channel established when a scheduling request is sent n the EULUL (1a)t
request an all cati n fradi res urcess the m bile terminal can send data n

the E-DPDCH (1a).
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21.  Figure 20 fUMESH pr vides an ther example. In that
emb diment, the EULUL ¢ ntr 1signal and scheduling request are sent n the
c ntr I channel as the “n tificati n signal” and n data channel is being used
bef re the EUL enhanced data uplink is granted. UMESH describes that
emb dimentas f 11 ws:

F rexample, as illustrated in FIG. 20, when starting HS-PDCCH 1¢
transmissi n, the base stati n 10 and the m bile stati n 20a can send
and receive signals while assuming that DTX transmissi n is

perf rmed without transmitting anything in a time slot in which a
notification signal or an EULUL control signal is not transmitted.
Acc rdingly, itisn tnecessary t devel p a system acc rdingt

differences in perati n f rms, and ¢ st reducti n can be achieved.

Ex. 1010 at 4 [0108] (emphasis added).
22. Apers n f rdinary skill in the art w uld have underst d, that in
this scenari , there isn DPDCH uplink channel established when the
“n tificati n signal” (scheduling request) is sent. In particular, a pers n f
rdinary skill in the art w uld understand that UMESH is discl sing that the HS-
PDCCH fthe Fig. 20 emb dimentis a ¢ ntr I channel thatisusedt send
c ntr linf rmati n;itd esn tcarry user data. UMESH makes this explicit:
The HS-DPCCH Ic is a dedicated physical control channel

¢ nf rmingt high-speed d wnlink packet access (HSDPA: high-
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speed d wnlink packet access) (high speed DPCCH). That is, HS-
DPCCH is a high-speed uplink physical control channel c nf rming
t high-speed packet access. M re ver, a high-speed uplink physical
c ntr 1signal is transmitted n the high-speed uplink physical ¢ ntr 1
channel.

Ex. 1010 at 4 [0036] (emphasis added).

23.  Figure 20 als sh ws that the scheduling request “SI” is sent n the

HS-PPCCH (c ntr 1channel)t the base stati n with ut there being a DPDCH

(data channel).
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Ex. 1010, Fig. 20.
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24. F rthereas nssetf rthab ve and in my initial declarati n, a pers n
f rdinary skill in the art w uld understand that UMESH al ne teaches the first
¢ ntr Ipr cess limitati n “[a] ¢ ntr ller ¢ nfiguredt perf rm a first ¢ ntr 1
pr cess that includes, when the m bile terminal has n t been all cated a radi
res urce f r transmitting said transmissi n data, transmitting said scheduling
request signal t said base stati n.”

2. UMESH Discloses the Limitation “a second control process
that includes, when a transmission of said quality notification
signal coincides with that of said scheduling request signal in
said transmitter, stopping transmitting said quality notification

signal during a time interval during which said transmitter
transmits said scheduling request signal.”

25. Idescribed h w UMESH discl ses this limitati n in my Original
Declarati n (Ex. 1003) at 99 95-101, 143.

26. I understand that Patent Owner has argued that UMESH never
schedules transmissi n fthe RR/SI signal at the same time as the CQI signal.
Resp nse at 23. I disagree.

27. With referencet Fig. 11, UMESH teaches the m bile stati n “stops
CQI transmissi n and transmits the EULUL ¢ ntr Isignal” (¢ nsisting fan
RR/SI signal). Ex. 1010, 9 [0077] (emphasis added). I have included the same
highlighted versi n fFig. 11 that is in my initial declarati n bel w. A pers n f

rdinary skill in the art w uld understand that, because the CQI transmissi n is
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st pped and the SI signal is sent, the CQI signal was scheduled t be transmitted
when the scheduling request was sent. Stated differently, UMESH describes a
system in which a CQI is sett be sent in a sl t, the system determines that the
scheduling request sh uld be sent in its place; thus, the CQI is n t sent, and the

scheduling request is sent in its place.

UMESH Fig. 11 (highlighting added).

28. T understand that Patent Owner argues that “the predetermined
transmissi n schedule used by m bile stati n20at send EULUL ¢ ntr 1and
CQI signals is set by ¢ ntr 1device 40” and that “[c] ntr 1 device 40 can be
pr vided in base stati n 10 rradi c ntr 1device 30, butn tin m bile stati n
20a.” Resp nse at 24. I disagree.

29. The claim requires nly a c ntr ller that sends a scheduling request

when aradi res urce has n t been all cated. UMESH discl ses am bile
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terminal that has a transmitter f r transmitting multiple ¢ ntr I signals, including a
scheduling request signal. As depicted in Figure 7, UMESH discl ses a m bile
stati n that includes a “radi ¢ ntr 1unit” 23, which is the required ¢ ntr ller f r

this limitati n.

26

Ex. 1010, Fig. 7.
30. UMESH describes this figure as f 11 ws: “As illustrated in FIG. 7, the

m bile stati n 20a is pr vided with an antenna 25, a radi unit 21, a baseband
signal pr cessing unit 22, a radio control unit 23, an interface 24, and a
transmissi nn tificati n unit 26.” Ex. 1010, § [0055] (emphasis added).
UMESH pr ceeds: “[T]he radi ¢ ntr 1 unit 23 instructs and controls the radi
unit 21 s the EULUL c ntr 1signal is transmitted in the CQI sl t fHS-
DPCCH.” d., 9 [0058] (emphasis added). Theradi c ntr lunit23isa

c ntr ller that sends a scheduling request when such res urce has n t been
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pr vided t it and sends a scheduling request in place fthe CQI. A pers n f
rdinary skill in the art w uld have underst d that a scheduling request is sent
nly when the m bile terminal d es n t have the required radi res urces.

31. Patent Owner appears t ¢ nfuse a base stati n that sets a schedule f r
when the CQI and scheduling requests are t be sent by the m bile terminal, with
the actual claim limitati n which requires a m bile terminal’s ¢ ntr llert
“transmit said scheduling request signal t said base stati n, and when a
transmissi n fsaid quality n tificati n signal ¢ incides with that f said
scheduling request signal in said transmitter, st pping transmitting said quality
n tificati n signal.” Ex. 1001, 72:30-40. The claim is silent regarding what sets
the riginal schedule f r when the CQI sh uld be sent, s itd esn t matter if this
is d ne by the base stati n. UMESH discl ses what the claim recites, i.e., the
m bile stati n ¢ ntr ller determines it needs UL res urces, ¢ nfigures a
scheduling request, and sends that in place fthe CQI.

32. T understand that Patent Owner argues that a n tificati n signal—as

pp sedt the EULUL c ntr 1signal—is sent in place fthe CQI. Resp nse at

26. I disagree.
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33.  UMESH teaches that a scheduling request signal ¢ incides with a CQI
and that the scheduling request is sent in place fthe CQI. Specifically, UMESH
discl sesasf 1l ws:

[Wlhen aneedt transmit the EULUL c ntr 1 signal arises, the radi
¢ ntr lunit 23 sets the EULUL control signal in the CQI slot that
normally sets the channel quality indicator (CQI) and instructs the
radi unit 21 t transmit a high-speed uplink physical ¢ ntr 1 signal

n HS-DPCCH and the EULUL ¢ ntr 1 signal by time divisi n
multiplexing. That is, the radi ¢ ntr | unit 23 instructs and ¢ ntr Is
the radi unit 21 s the EULUL control signal is transmitted in the
CQI slot fHS-DPCCH.

Ex. 1010, 9§ [0058] (emphasis added).

3. Conclusion for UMESH Alone

34. F rthereas nssetf rthab ve,apers n f rdinary skill in the art
w uld understand that, in UMESH, when the DPDCH is either n t ¢ nfigured r
itis n tused bef re the E-DPDCH is used, the first scheduling request is
transmitted n the EULUL (1a) bef re data can be sent n the E-DPDCH (1a).
Theref re, the scheduling request is the same scheduling request in the first and

sec nd ¢ ntr 1pr cess claim limitati ns fclaim 1.
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C. Ground 2: Claim 3 of the 656 Patent Is Unpatentable under 35
U.S.C. § 103 over UMESH Modified in View of TS 25.309

35.  Gr und 2 relies n the discl sure f UMESH f r the first and sec nd
pr cess requirements fclaim 3 fthe 656 patent. TS 25.309 isreliedup nf r
ther aspects fclaim 3. Patent Owner d es n t advance any further arguments
with respectt Gr und 2 ther than th se that it advances f r Gr und 1. Resp nse
at 28. F rthereas ns set f rth in the preceding secti n, Patent Owner’s
arguments are unavailing, and UMESH discl ses the first and sec nd pr cess
requirements. Acc rdingly, UMESH in view TS 25.309 satisfies all limitati ns
fclaim 3 fthe 656 patent.

D.  Ground 3: Claim 3 of the 656 Patent Is Unpatentable under 35
U.S.C. § 103 over UMESH Modified in View of R1-060583

36. R1-060583 clearly teaches the first ¢ ntr I pr cess limitati n. F r
example, R1-060583 teaches a ¢ ntr 1pr cess f r “E-UTRA uplink ¢ ntr 1
signaling,” and transmitting “scheduling requests” when the m bile terminal has
n tbeen all cated aradi res urce f r transmitting transmissi n data. I discuss
this in my Original Declarati n (Ex. 1003) at 9 172. Patent Owner has n t argued
that R1-060583 d es n t teach this limitati n.

37. Withrespectt thesec ndc ntr I pr cess, as described ab ve,
UMESH teaches the sec nd ¢ ntr 1 pr cess, as the B ard ¢ rrectly f und.

Instituti n Decisi n at 26-27.

20 £23
Ex. 1025 - TCL Comm Tech Holdings Ltd.
TCL Comm Tech Holdings Ltd. v. Mitsubishi Electric Corp. — [PR2023-00957
Page 21 of 24



38.  Patent Owner argues that the scheduling request taught by b th
references is s meh w different. Imp rtantly, Patent Owner d es n t argue that
b th scheduling requests are n t typical scheduling requests and that theyd n t
request UL res urces. The scheduling request fr m UMESH is sent in
replacement fthe CQI, and the scheduling request fr m R1-060583 is ¢ nfigured
when there is n active UL data res urces available t the UE.

39. Itw uldhavebeen bvi ust apers n f rdinary skill in the art t
¢ mbine UMESH and R1-060583 in a manner that bviates claim 3 fthe 656
patent. UMESH and R1-060583 b th address ¢ ntr 1signals f r cellular wireless
netw rks. Further, b th are f cused n pr viding efficient ¢ ntr 1 signals
(signaling messages) f r at least the m bile terminal functi nality f sending
d wnlink channel quality (CQI), scheduling request, and data t the base stati n
(N deB). Petiti n at44. B th references teach alterati n f transmitting the CQI
f rpurp se freducing verl ad. 4 UMESH als teaches the advantage that
transmitting the RR/SI signal “with ut affecting existing physical channels r
increasing a peak-t -average rati in transmissi np wer fam bile stati n.” Ex.
1010, 4 [0051]. Further, a pers n f rdinary skill in the art w uld readily be able
t integrate UMESH’s teaching fst p transmitting CQI while scheduling request

signal is transmitted int R1-060583’s alterati n f CQI transmissi n given that
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b th references aimt reduce the verl ad. I discussed this in detail in my
Original Declarati n (Ex. 1003) at § 180.

40. Acc rdingly, in additi nt UMESH al ne teaching the first and
sec nd c ntr 1pr cesses, the c mbinati n f UMESH and R1-060583 satisfy b th
limitati ns as well.

41. I understand that Patent Owner stated, “B th UMESH and R1-
060683, theref re fail t discl se r suggest st pping transmissi n fthe CQI
when there is ¢ incident transmissi n f the “scheduling request signal” in the
c ntext fn existing data transmissi nradi res urces, as required by claim 3.”
Resp nse at 20. H wever, Gr und 3 is based nthe ¢ mbinati n fUMESH and
R1-060583, i.e., the ¢ mbinati n fthe scheduling request fr m R1-060583 (first
c ntr I pr cess) and the scheduling request fr m UMESH (sec nd ¢ ntr 1
pr cess). Acc rdingly, UMESH in view fR1-060583 satisfies all limitati ns f

claim 3 fthe ’656 patent.
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VII. CONCLUSION
42.  For the foregoing reasons, I continue to believe that claim 3 of the
’656 is unpatentable in view of the prior art.
43, 1 declare that all statements made herein of my own knowledge are
true, and that statements made on information and belief are believed to be true,
and that these statements were made with the knowledge that willful false

statements so made are punishable by fine or imprisonment, or both, under

Section 1001 of Title 18 of the United States Code.

Executed on May 28, 2024, in Greenville, TX.

s

Mark R. Ldfning
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