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Pursuant to 37 C.F.R. §42.70(b), and the Board’s September 24, 2024 Order
Setting Oral Argument (Paper 37), Patent Owner 10x Genomics, Inc. (“PO”)
respectfully submits the below list of unresolved objections to Petitioner’s
demonstratives.! Following each objection is a copy of the objected-to slide with
objectionable portions within blue rectangles.

o Slides 36, 37, 38, 64, 65, 95, 103, 109, 103, 109, 111, 123, 124, 125, 126,

136, 142, 146, 166, 180: These slides rely on new evidence and arguments

relating to the Final Written Decision in IPR2023-00876 that were not

previously briefed. [Representative slide below; others are similar in form.]

' PO did not include untimeliness objections to slides containing evidence and
argument that were belatedly raised in Petitioner’s Reply or Motion to Exclude,
and which reflect issues already addressed by PO in its Sur-Reply and Response in

Support of its Motion to Exclude.
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IPR2023-0876 Decision: Ligation Was A Conventional
Design Choice

Final Written Decision

B, Fetitiomer Articulated Adequate Becsoms fo Suppart
ihe Prapesed Wedification

Patent Chwner argues that “Petitioner s sole purported justification for
thie]p B b lusory ‘it
for ackled fexibility in selecting Lag sequences during an experment”,” PO

Rusp. 50 (quotmg Pet. 68). That isnot acourate. Pebitmoer alss anw e tha
Tigartm g secomd sexquencs o Linmarsson's nalne COS andfor TS0 woukd

have been “a il iy “well-

h
igr
Enownandroutine” methods. Pet 66-7. In (ecl, as pomiedout by
Petitiamer (rer Pet. Reply 18], the "8 patent acknowledaes that ligation

Ex. 10401, 13:32-30 {eenphaosis added ), see alno Bx. 1029238 (quoting the

same)
DEMONSTRATIVE EXHIBIT — NOT EVIDENCE IPR2023-00876 Final Written Decision at 47
Parse 36

e Slide 45: This slide fails to include the context of Dr. Quackenbush’s

testimony by omitting the entirety of the question and answer.

Dr. Quackenbush: Ligation Was Known And Conventional
“| told you earlier ligation was a conventional
technique.”

John
Quackenbush
10X's Expert
EXHIBIT — NOT EVIDENCE EX1071 (Quackenbush Depo) at 188:17-18
Parse 45
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o Slide 46: This slide fails to include the context of Dr. Quackenbush’s

testimony by omitting the entirety of the question and answer.

Dr. Quackenbush: Ligation Was Known And Conventional

“So I'm not contesting that ligation was a well-
known method of attaching oligonucleotides.”

John
Quackenbush
10X's Expert

EX1071 (Quackenbush Depo) at 187:23-25
Parse 46

e Slide 48: This slide fails to include the context of Dr. Quackenbush’s

testimony by omitting the entirety of the question and answer.

Dr. Quackenbush: Ligation Was Known And Conventional

“So ligation is used. Ligation is a method that was
known in the art just like PCR was known in the
art. But it's a way of carrying out claim 1.”

John
Quackenbush
10X's Expert

EX1071 (Quackenbush Depo) at 186:6-9
Parse 48

e Slide 61: The heading of this slide mischaracterizes Patent Owner’s

arguments relating to Linnarsson’s disclosures.
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' Iti Linnarsson Is Limited To Fragmentation
And Capture

PO’s Sur-Reply

(a) Limnarsson's STRT Method Cansistently Discloses
Fragmentation and Caprure

Petitioner again asserts. on Reply, that Linnarsson discloses sequencing the
entire tagged polynucleotide. but makes the new argument (contradicting its
Petinon mapping) that “Linnarsson cannot possibly require fragmentarion as m
Figure 11.” and Figs.3-4 “include neither a biotin nor a restriction enzyme cur
site.” Rep.17-18. Bui Linnarsson’s fragmentation-and-capiure STRT method

employs borli biotin and a restriction enzyme cut site (EX1003, 23:1-37:32;

DEMONSTRATIVE EXHIBIT — NOT EVIDENGE PO's SurReply at 18
Parse 61

o Slide 83: This slide relies on new evidence that is not cited by any paper.

Linnarsson Uses BtsCI

The fragments were released by BtsCI digestion, and simultancously ligated to the FDV and

RDV adapters. The beads were then resuspended in the reaction mix shown in Table 6,

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE EX1003 (W02010/117620) at 27:7-8
Parse 83

o Slide 84: This slide relies on new evidence that is not cited by any paper.
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Linnarsson Uses BtsClI

5" fragments containing barcodes and cDNA insents were released from the beads by BisCl
digestion. and adapters were simultancously ligated to generate a sample suitable for
sequencing on the Hlumina Genome Analyzer. The beads were resuspended in 40 pl. of | mM

ATE, 1 pM SOLEXA-ADP] adapter

EX1003 (WQ2010/117620) at 35:28-31
Parse 84

Slide 85: This slide relies on new evidence that is not cited by any paper.

Dr. Cooper: Btsl Is Never Used In Linnarsson

I'm asking whether it would surprise you to know that
GCAGTG is a restriction enzyme cut site for Bts|?

I'd have to do the details on that. It's — it could be a cut site for
a different enzyme than that which is disclosed in Linnarsson.

* & ok

So if that's a restriction enzyme cut site for Btsl, it's in both
Figures 3 and 4, correct?

A. That stretch of nucleotide is there, yes. And, again, we're
referring to an enzyme that Linnarsson doesn't elsewhere
refer to.

Gregory Cooper
Parse’s Expert

EX1081 (Cooper Depo) at 124:10-15; 124:22-125:4
Parse 85
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o Slide 153: This slide relies on new evidence that is not cited by any paper.

Dr. Cooper: Bacteria Use Poly A Tails

have mRNA with a poly-A tail?

examples of poly-A-tailed mRNAs in bacteria.

Gregory Cooper
Parse’s Expert

Q. Do you agree that only eukaryotic organisms ordinarily

A. | don't think that's true. | think there are evidence of
polyadenylation in some prokaryotic organisms. | don't
think it's used in quite the same way or has the same
mes- -- same functionality. But | actually think there are

EX1081 (Cooper Depo) at 64:16-65:1

Parse 153

e Slide 154: This slide relies on new evidence that is not cited by any paper.

Dr. Cooper: Bacteria Use Poly A Tails

prokaryotic mMRNAs except in transcripts bound for
degradation?

mRNAs at their ends.

dkk

Gregory Cooper Q
Parse’s Expert

poly-A tail.

Q. Would you agree that mRNA polyadenylation is absent in

A. No, I'm not comfortable saying that one way or the other. Again,
my understanding is that some bacteria have poly-A-tailed

. So you didn't consider whether bacteria have a poly-A tail?
A. No. | believe there are some mRNAs in bacteria that have a

EX1081 (Cooper Depo) at 65:8-14, 69:21-70:2

Parse 154

Respectfully submitted,

Dated: November 5, 2024

By: /Megan Raymond/

J. Steven Baughman (Reg. No. 47,414)
GROOMBRIDGE, WU, BAUGHMAN & STONE LLP



801 17th Street, NW, Suite 1050
Washington, DC, 20006

P: (202)-505-5832
steve.baughman@groombridegewu.com

Megan Raymond (Reg. No. 72,997)
GROOMBRIDGE, WU, BAUGHMAN & STONE LLP
801 17th Street, NW, Suite 1050

Washington, DC, 20006

P: (202)-505-5878
megan.raymond@groombridgewu.com

Attorneys for Patent Owner 10x
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that a copy of PATENT OWNER’S
SUBMISSION OF UNRESOLVED OBJECTIONS TO PETITIONER’S
DEMONSTRATIVES has been served in its entirety by causing the
aforementioned document to be electronically mailed to the following attorneys of
record for the Petitioner listed below:

Petitioner’s Counsel of Record:

Lead Counsel: Derek C. Walter

Reg. No. 74,656
derek.walter@weil.com

Weil, Gotshal & Manges LLP
201 Redwood Shores Parkway
Redwood Shores, CA 94065
Telephone: (650) 802-3934
By Electronic Mail

Backup Counsel: | Adrian C. Percer

Registration No. 46,986
adrian.percer@weil.com
Weil, Gotshal & Manges LLP
201 Redwood Shores Parkway
Redwood Shores, CA 94065
Telephone: (650) 802-3124

William Sutton Ansley
Registration No. 67,828
sutton.ansley@weil.com
Weil, Gotshal & Manges LLP
2001 M Street NW, Suite 600
Washington, DC 20036
Telephone: (202) 682-7018
By Electronic Mail

Edward R. Reines (pro hac vice)
edward.reines@weil.com

Weil, Gotshal & Manges LLP
201 Redwood Shores Parkway
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Redwood Shores, CA 94065
Telephone: (650) 802-3022
By Electronic Mail

Dated: November 5, 2024 Respectfully submitted,

By: /Sayem Osman/
Sayem Osman



