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Grounds of Challenge
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• ’710 Patent: IPR2023-00976

• Ground 1: Claims 1–19
• Obvious over Casagrande in view of Russ (§103)

• Ground 2: Claims 1–5, 7–13, 16–19
• Anticipated by Dow (§102)

• Ground 3: Claims 1–20

• Obvious over Dow in view of Russ (§103)

• ’122 Patent: IPR2023-00977
• Ground 1: Claims 1–20

• Obvious over Casagrande in view of Russ and Miller (§103)

• Ground 2: Claims 1, 3–5, 7–11, 13–16, 18-19

• Anticipated by Dow (§102)

• Ground 3: Claims 1–20

• Obvious over Dow in view of Russ and Miller (§103)

Ex. 1021 – Demonstrative Exhibit – Not Evidence



DBS Raises the Following Issues
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1. DBS injects constructions of “a first period of time” and 
“first command” that are inconsistent with the 
specifications and claims.

2. DBS asserts prior art doesn’t disclose a “tuner” despite 
Casagrande, Russ, and Miller all disclose this structure.

3. DBS asserts prior art doesn’t teach a “first command,” 
yet Petitioner shows Casagrande discloses this feature 
and it was well-known at the time.

4. DBS asserts the prior art doesn’t disclose the three 
claimed video-providing scenarios despite the art 
rendering obvious those scenarios.
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’710 Patent Claim 1
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1[pre] A digital video recorder (“DVR”) for time shifting at least a portion of a transmitted video program, 
comprising:

1[a] a tuner for receiving said video program as transmitted, said video program including at least first, 
second and third portions, wherein said second portion as transmitted is configured to follow said first portion, 
and said third portion as transmitted is configured to follow said second portion;

1[b] a memory device for storing said video program, allowing at least a portion of said video program to be 
played back at a later time;

1[c] a controller configured to receive commands from a user of said DVR, wherein a first command changes 
said DVR from a first playback state to a second playback state, and a second command initiates playback of 
said video program from said memory device; and

1[d][i] at least one processor configured to (i) provide said video program in its entirety to a display device in 
response to receiving said second command regardless of a playback state of said DVR if said second 
command is received during a first period of time, 

1[d][ii] (ii) provide said video program in its entirety to said display device in response to receiving said second 
command if said second command is received during a second period of time and said DVR is in said first 
playback state, and

1[d][iii] (iii) provide only a portion of said video program to said display device in response to receiving said 
second command if said second command is received during said second period of time and said DVR is in 
said second playback state, said portion of said video program including at least said first and third portions of 
said video program, wherein said third portion of said video program is provided to said display device 
immediately following said first portion of said video program if said second command is received during said 
second period of time and said DVR is in said second playback state;

1[e] wherein said second period of time is a period of time after said first period of time.

Ex. 1021 – Demonstrative Exhibit – Not Evidence



U.S. Patent No. 8,510,771 to Casagrande et al.
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IPR2023-00976, Ex. 1006 (Casagrande), at FIG. 8

Casagrande discloses commercial skipping in a satellite environment.
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U.S. Pat. App. Pub. 2006/0225105 to Russ

6

IPR2023-00976, Paper 2 (Petition), at 33
IPR2023-00976, Ex. 1008 (Russ), at ¶33

Russ discloses restrictions on skipping content and other types of trick play.
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U.S. Pat. App. Pub. 2009/0165057 to Miller et al.
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IPR2023-009777, Ex. 1009 (Miller) at ¶2

Miller discloses using a single tuner for multiplexed signals.
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U.S. Patent No. 7,251,413 to Dow et al.
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A user of the DVR 100 may use its enhanced navigation features to view recorded content with substantially reduced 
commercials. FIG. 3 shows a timeline of a program 300 that has been recorded on a DVR, such as the DVR 100. 
The first timeline 310 is the program 300 as it may be viewed in correspondence with how it was originally presented 
and stored on DVR 100. The second timeline 312 is the program 300 viewed with one embodiment of an automated 
commercial skipping feature enabled. The second timeline 312 provides a substantially different viewing experience, 
including a shortened total running time for the presentation.

IPR2023-00976, Ex. 1007 (Dow), 9:40-45, Fig. 3

Dow discloses commercial skipping in a satellite environment.
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A POSA Would Have Combined Casagrande and Dow 
with Russ and/or Miller
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All prior art references disclose DVR systems, video content delivery, data 
communication, and secondary programming.
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Claim Construction
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Patent Owner offers two terms for claim construction to add limitations absent from the 
claims themselves: 

Term Patent Owner’s Proposed Construction

“first period of time” a period of time before a second period of time that 
begins after the transmission of the entire video 
program. See, e.g., ’710 Patent, Paper 11 (Patent Owner 
Response), at 5.

“first command” a command that sets the playback state but does not 
initiate playback. See e.g., ’710 Patent, Paper 11 (Patent 
Owner Response), at 7.
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“First Period of Time”
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The claims do not require that the “first period of time” begin after transmission of the 
entire video program.  E.g., ’710 Patent, claim 1. 

Patent Owner’s construction takes an irreconcilable position: live/real-time video 
content cannot be shown “after transmission of the entire program” 

’710 Patent, claims 1, 9; ’122 Patent, claims 1, 11

It should be appreciated that the term “time-shifted 
data,” as used herein is not limited to data that is 
recorded and watched hours or days later. For 
example, most DVRs include a buffer, which buffers 
data that is being viewed in real-time. The buffer is 
used to that live data can be paused for a 
predetermined period of time (determined by the size 
of the buffer). However, pausing a program and 
then pressing “play,” results in a program that is 
time-shifted, if only by a couple of seconds.

’710 Patent, 5:1-9; ’122 Patent, 5:5-12 (emphases added)

Patent Disclosure Patent Owner’s Proposed Construction

wherein said second period of time is a first period of 
time after said first period of time and said first period 
of time begins after transmission of the entirety of said 
video program.

While PO highlights portions of the prosecution history 
discussing recordings/storing content, no evidence 
supports limiting claims to embodiments displaying 
videos that have entirely transmitted.

IPR2023-00976, Paper 14 (Pet. Reply) at 3-4 (emphases added)
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“First Command”
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The claims do not restrictively require that the “first command” only set the playback 
state.  E.g., ’710 Patent, claim 1. 

’710 Patent, claims 1, 9; ’122 Patent, claims 1, 11
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Patent Owner’s Expert is Unreliable
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Patent Owner’s expert showed a lack of understanding of the ’122 and ’710 Patents 
and prior art during cross-examination.

IPR2023-00977, Ex. 1001 (’122 Patent), Claim 1

***

***

IPR2023-00976, Ex. 1020 (Freedman Dep. Tr.), 57:14-58:3
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Patent Owner’s Expert is Unreliable
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Patent Owner’s expert showed a lack of understanding of the ’122 and ’710 Patents 
and prior art during cross-examination.

IPR2023-00976, Ex. 1020 (Freedman Dep. Tr.), 60:20-61:4

IPR2023-00976, Ex. 1020 (Freedman Dep. Tr.), 61:5-12

Ex. 1021 – Demonstrative Exhibit – Not Evidence



Ground 1: Obvious over Casagrande in view of Russ 
and Miller*
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• Ground 1:
• ’710 Patent

• Obvious over Casagrande in view of Russ (§103)
• Claims 1–19

• ’122 Patent
• Obvious over Casagrande in view of Russ and Miller 

(§103)
• Claims 1–20

* Applicable Only for ’122 Patent 
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Miller Discloses a “Tuner For Receiving a Plurality of 
Video Programs” as Required by ’122 Patent Claim 1[a]
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IPR2023-00977, Ex. 1009 (Miller) at ¶[0032]

IPR2023-00977, Ex. 1020 (Freedman Dep. Tr.) at 85:15-20

Patent Owner argues Miller does not disclose element 1[a] because it does not focus 
on a single “channel” but the ’122 Patent equates “channel” and “frequency.”

IPR2023-00977, Ex. 1001 (’122 Patent) at 7:37-51
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Casagrande Discloses Memory for Storing the Plurality 
of Videos as Required by ’122 Patent Claim 1[b]
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IPR2023-00977, Ex. 1006 (Casagrande), 19:64-67

IPR2023-00977, Ex. 1006 (Casagrande), Fig. 15
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Claim Element 1[c] Requires Multiple User Commands
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a controller configured to receive 
commands from a user of said 
DVR, wherein a first command 
changes said DVR from a first 
playback state to a second 
playback state, and a second 
command initiates playback of 
said video program from said 
memory device; and

a controller configured to receive 
commands from a user of said 
DVR, wherein a first command 
changes said DVR from a first 
playback state to a second 
playback state, a second 
command initiates playback of 
said one of said plurality of video 
programs from said memory 
device, and a third command 
instructs said DVR to receive and 
store said plurality of video 
programs; and

’710 Patent, claim 1

’122 Patent, claim 1

Ex. 1021 – Demonstrative Exhibit – Not Evidence



“wherein a first command changes said DVR from a first playback state to a second 
playback state, and a second command initiates playback of said video program…”

Casagrande Teaches a First Command that Changes the 
Playback State

19

IPR2023-00976, Paper 8 (Institution Decision), at 17

IPR2023-00976, Ex. 1006 (Casagrande), 19:63-66

“wherein a first command changes said DVR from a first playback state to a second 
playback state, and a second command initiates playback of said video program…”
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Casagrande Teaches a First Command that Changes the 
Playback State
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IPR2023-00976, Paper 11 (POR), at 12

IPR2023-00976, Ex. 1006 (Casagrande), 19:66-20:2

PO argues that stream selection cannot be “first command” because it initiates playback.

User selection does not initiate playback because it may be overwritten.
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Casagrande Teaches a Second Command that Initiates 
Playback
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IPR2023-00977 Ex. 1006 (Casagrande), 4:5-8

IPR2023-00977, Paper 14 (Pet. Reply) at 9

“a second command initiates playback of said video program; and a third 
command instructs said DVR to receive and store said plurality of video 
programs”
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Casagrande Renders Obvious a Second Command that 
Initiates Playback
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IPR2023-00977, Ex. 1014 (Supp. Jeffay Dec.) at ¶9

IPR2023-00977, Ex. 1015 (US 8,489,990) at 73:40-47

See also IPR2023-00977, Exs. 1016-1019

“a second command initiates playback of said video program; and a third 
command instructs said DVR to receive and store said plurality of video programs”
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Casagrande Teaches a Third Command that Stores 
Videos
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IPR2023-00977, Ex. 1006 
(Casagrande), 18:64-67

“a second command initiates playback of said video program; and a third 
command instructs said DVR to receive and store said plurality of video 
programs”
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All Challenged Claims Require a “Processor” 
Configured to Accept/Reject Requests to Skip Content

24

’710 Patent Claim Language

1[d][i] at least one processor configured to (i) provide said 
video program in its entirety to a display device in 
response to receiving said second command regardless of 
a playback state of said DVR if said second command is 
received during a first period of time,

1[d][ii] (ii) provide said video program in its entirety to said 
display device in response to receiving said second 
command if said second command is received during a 
second period of time and said DVR is in said first 
playback state, and

1[d][iii] (iii) provide only a portion of said video program to 
said display device in response to receiving said second 
command if said second command is received during said 
second period of time and said DVR is in said second 
playback state, said portion of said video program 
including at least said first and third portions of said video 
program, wherein said third portion of said video program 
is provided to said display device immediately following 
said first portion of said video program if said second 
command is received during said second period of time 
and said DVR is in said second playback state;

’122 Patent Claim Language

1[d][i] at least one processor configured to (i) provide said 
one of said plurality of video programs in its entirety to a 
display device in response to receiving said second 
command during a first period of time,

1[d][ii] (ii) provide said one of said plurality of video 
programs in its entirety to said display device in response 
to receiving said second command during a second period 
of time if said DVR is in said first playback state, and

1[d][iii] (iii) provide only a portion of said one of said 
plurality of video programs to said display device in 
response to receiving said second command during said 
second period of time if said DVR is in said second 
playback state, said portion of said one of said plurality of 
video programs including at least said first and third 
portions of said one of said plurality of video programs, 
wherein said third portion is provided to said display device 
immediately following said first portion if said second 
command is received during said second period of time 
and said DVR is in said second playback state;
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Undisputed That Casagrande Discloses a Processor
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Casagrande discloses a receiving device operable by a user via a remote control 
device that includes control logic operating on a processor to control operation of the 
device.

IPR2023-00977, Ex. 1006 (Casagrande), 18:42-53, Fig. 15
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Patent Owner Adds Limitations to Claims
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Patent Owner’s sur-reply argues that Casagrande cannot disclose element 1[d] 
because it stores multiple versions of the video program.  However, claims have no 
limitation that the video must be automatically edited on the fly.

IPR2023-00976, Ex. 1001 (’710 Patent) at Claim 1

IPR2023-00976, Paper 15 (PO’s Sur-Reply) at 8
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Casagrande Discloses Element 1[d][i]
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Casagrande teaches that there may be restrictions in place preventing the set-top box 
from skipping the commercials for a period of time regardless of whether the user has 
requested to do so.

IPR2023-00977, Ex. 1006 (Casagrande), 4:28-32

Ex. 1021 – Demonstrative Exhibit – Not Evidence
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Casagrande Discloses Element 1[d][i]

28

Casagrande’s restrictions create a first and second period of time.

IPR2023-00976, Paper 14 (Petitioner’s Reply), 9
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Patent Owner Mischaracterizes Petitioner’s 
Combination of Casagrande and Russ

29

Patent Owner argues that Petition does not rely on Russ to establish the first time 
period. But the Petition shows that Russ teaches the first and second periods of time.

Patent Owner Argues:

Petition:

IPR2023-00976, Paper 2 (Petition) at 32

IPR2023-00976, Paper 11 (PO Response) at 16

IPR2023-00976, Paper 2 (Petition) at 33
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Casagrande Teaches Determining

30

The Board already correctly found that no “determining” step is in the 
claims. Even if there were, Casagrande teaches it.

IPR2023-00976, Ex. 1002 (Jeffay Dec.), ¶¶110-111

Ex. 1021 – Demonstrative Exhibit – Not Evidence

IPR2023-00976, Ex. 1006 (Casagrande), 24:44-56



Patent Owner argues that Casagrande does not disclose the “second command” because it never 
links the selection of segments to initiation of playback.

But Casagrande expressly links selection of segments to presentation.

Casagrande/Russ Discloses Element 1[d][ii]

31

Patent Owner Argues: Petitioner’s Reply:

IPR2023-00976, Paper 11 (PO Response) at 19

IPR2023-00976, Paper 14 (Petition’s Reply) at 11

Ex. 1021 – Demonstrative Exhibit – Not Evidence



Patent Owner argues that Russ’s restrictions are set by content provider as opposed to time 
period and do not allow a commercial to be viewed after expiration.

But whether Russ’s time-based restrictions are set by a content provider is irrelevant and users 
may still choose not to request skipping.

Casagrande/Russ Discloses Element 1[d][ii]

32

Patent Owner Argues:
Petitioner’s Reply:

IPR2023-00976, Paper 11 (PO Response) at 20

IPR2023-00976, Paper 14 (Petition’s Reply) at 12

Ex. 1021 – Demonstrative Exhibit – Not Evidence



Casagrande teaches that users may wish to watch commercials even once the restrictions on 
skipping have been lifted.

Casagrande/Russ Discloses Element 1[d][ii]

33

IPR2023-00976, Ex. 1014 (Supp. Jeffay Dec.) at ¶10

IPR2023-00976, Ex. 1006 (Casagrande), 14:49-51

Ex. 1021 – Demonstrative Exhibit – Not Evidence



Casagrande/Russ Discloses Element 1[d][iii]

34

Casagrande teaches that an A/V stream may include multiple portions including 
content segments that make up the desired content and one or more interstitials that 
may be commercials. 

IPR2023-00976, Ex. 1006 (Casagrande), 13;13-16, Fig. 8 (annotated)
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Casagrande/Russ Discloses Element 1[d][iii]
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Casagrande discloses a method for editing the A/V stream such that the user is only 
presented with the content portions while skipping the interstitial commercials.

IPR2023-00976, Ex. 1006 (Casagrande), 24:23-26, Fig. 21

IPR2023-00976, Ex. 1006 (Casagrande), 23:45-56, Fig. 21
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Contested Dependent Claims

36

Patent Owner does not dispute DISH’s additional showings for most dependent claims 
on Ground 1.

Patent Owner materially responds only to DISH’s arguments for the ’710 Patent’s 
claims 3, 12, and 17. 

’710 Patent, Claim 12

’710 Patent, Claim 3

’710 Patent, Claim 17
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Casagrande/Russ Teach Providing Primary Content and 
Only a Portion of Secondary Content – Claims 3 & 12

37

’710 Patent, Claim 12

’710 Patent, Claim 3

Casagrande discloses a method for editing the A/V stream such that the user views 
only designated portions.

IPR2023-00976, Ex. 1006 (Casagrande), 24:23-26, Fig. 21 
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Casagrande/Russ Teach Providing Primary Content and 
Only a Portion of Secondary Content – Claims 3 & 12

38

Casagrande teaches a method for editing the A/V stream such that the user views only 
designated portions.

IPR2023-00976, Ex. 1014 (Supp. Jeffay Dec.) at ¶11

IPR2023-00976, Ex. 1006 (Casagrande), 14:49-51

IPR2023-00976, Ex. 1006 (Casagrande), 4:1-12
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Casagrande/Russ Teach Providing Primary Content and 
Only a Portion of Secondary Content – Claims 3 & 12

39

Russ explains that restrictions on skipping are tied to individual commercial slots, not 
entire commercial breaks.

IPR2023-00976, Ex. 1008 (Russ), ¶[0035]
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Casagrande Teaches Transmitting Separate 
Supplemental Information – Claim 17

40

The Casagrande/Russ combination teaches receiving the beginning and ending times 
of a video program after transmission, as required by Claim 17.
Casagrande’s “location information” is received after the video is stored because it is 
delivered separately using the same technology.

IPR2023-00976, Ex. 1006 (Casagrande), 12:50-54

IPR2023-00976, Ex. 1006 (Casagrande), Figure 15
IPR2023-00976, Ex. 1006 (Casagrande), 18:5-9
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Ground 2: Anticipated by Dow

41

• Ground 2:
• ’710 Patent

• Anticipated by Dow (§102)
• Claims 1–5, 7–13, 16–19

• ’122 Patent
• Anticipated by Dow (§102)
• Claims 1, 3–5, 7–11, 13–16, 18-19
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Claim Element 1[c] Requires Multiple User Commands
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a controller configured to 
receive commands from a 
user of said DVR, wherein a 
first command changes said 
DVR from a first playback 
state to a second playback 
state, and a second command 
initiates playback of said video 
program from said memory 
device; and

a controller configured to receive 
commands from a user of said 
DVR, wherein a first command 
changes said DVR from a first 
playback state to a second 
playback state, a second 
command initiates playback of 
said one of said plurality of video 
programs from said memory 
device, and a third command 
instructs said DVR to receive and 
store said plurality of video 
programs; and

’710 Patent, claim 1

’122 Patent, claim 1
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Dow Anticipates a First Command that Changes the 
Playback State

43

IPR2023-00977, Ex. 1007 (Dow), 12:1-4

IPR2023-00977, Ex. 1007 (Dow), Figure 4

“wherein a first command changes said DVR from a first playback state to a second 
playback state”
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Dow Teaches a Second Command that Initiates 
Playback and a Third Command that Stores Videos

44

IPR2023-00977, Ex. 1007 (Dow), 24:36-40

IPR2023-00977, Ex. 1007 (Dow), 6:13-15

“wherein a first command changes said DVR from a first playback state to a second 
playback state, and a second command initiates playback of said video program; 
and a third command instructs said DVR to receive and store said plurality of video 
programs”

Ex. 1021 – Demonstrative Exhibit – Not Evidence



Undisputed That Dow Discloses a Processor

45

Dow discloses a DVR having a processor to control operation of the device.

IPR2023-00976, Ex. 1007 (Dow), 5:5-13, Fig. 1
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Dow Discloses Element 1[d][i]

46

Patent Owner incorrectly argues that Dow skips commercials based on the mode not 
based on time.  However, Dow’s commercial skipping is made possible by a 
commercial indexer and companion index containing the time index of the video file.

IPR2023-00976, Ex. 1007 (Dow), 6:52-67
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Dow Discloses Element 1[d][i]

47

Patent Owner’s remaining arguments are based on improper claim interpretations.

• Patent Owner argues there is no “determining” in Dow

• Patent Owner argues that there is no first period of time because 
content hasn’t been fully transmitted

• As discussed previously, this is not in the claims

• Even if it were, Dow Discloses it because it is not limited to only “live 
view” or “delayed view” modes:

IPR2023-00976, Paper 8, Institution Decision at 19

IPR2023-00976, Paper 14, Petitioner’s Reply at 21
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Dow Discloses Element 1[d][ii]

48

Dow teaches the scenario of a user disabling the commercial skip feature in a second 
period of time and viewing the video program in its entirety.

IPR2023-00976, Ex. 1007 (Dow), 6:52-67

Ex. 1021 – Demonstrative Exhibit – Not Evidence



Dow provides for the presentation of an abbreviated portion of the video program—one 
with commercials filtered—in response to a user’s command to skip certain detected 
portions of the video program.

Dow Discloses Element 1[d][iii]

49

IPR2023-00976, Ex. 1007 (Dow), 9:40-45, Fig. 3

IPR2023-00976, Ex. 1007 (Dow), 10:45-50, Fig. 3

Ex. 1021 – Demonstrative Exhibit – Not Evidence



Contested Dependent Claims

50

Patent Owner does not dispute DISH’s additional showing for most challenged 
dependent claims on Ground 2.

Patent Owner materially responds only to DISH’s arguments for the ’710 Patent’s 
claims 3, 12, and 17 and the ’122 Patent’s Claim 10. 

’710 Patent, Claim 12

’710 Patent, Claim 3

’122 Patent, Claim 10

’710 Patent, Claim 17
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Dow Teaches Providing Only a Portion of Secondary 
Content – Claims 3 & 12 (’710) and Claim 10 (’122)

51

Dow expressly discloses playing “a small portion of one or more commercials in a 
skipped commercial group.” 

IPR2023-00976, Ex. 1007 (Dow), Figure 3

IPR2023-00976, Ex. 1007 (Dow), 10:31-45
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Dow Teaches Transmitting Separate Supplemental 
Information – Claim 17 (’710)

52

Dow teaches receiving the “events and other metadata” of a video program from a 
satellite after transmission.

“Events and other metadata” are separate from content files and include the “running 
time,” “date/time of recording,” and “time-based index file” of a video program.

IPR2023-00976, Ex. 1007 (Dow), 17:60-65

IPR2023-00976, Ex. 1007 (Dow), 17:11-19

IPR2023-00976, Ex. 1007 (Dow), Figure 5
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Ground 3: Obvious over Dow in view of Russ and Miller*

53

• Ground 3:
• ’710 Patent: Claims 1–19
• ’122 Patent: Claims 1-20

* Miller Applicable for ’122 Patent Only

IPR2023-00977, Ex. 1008 (Russ), ¶[0035]

IPR2023-00977, Ex. 1009 (Miller), ¶[0032]
IPR2023-00977, Ex. 1007 (Dow), 12:1-4, Fig. 4
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A POSA Would Have Combined Dow and Russ (and Miller)

54

IPR2023-00976, Ex. 1002 (Decl. of Dr. Jeffay), ¶ 344
See also IPR2023-0097, Ex. 1002 (Decl. of Dr. Jeffay), ¶ 418

7 IPR2023-00976, Ex. 1002 (Decl. of Dr. Jeffay), ¶ 345
See also IPR2023-00977, Ex. 1002 (Decl. of Dr. Jeffay), ¶ 419
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