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L. STATEMENT OF THE PRECISE RELIEF REQUESTED

Pursuant to 35 U.S.C. § 317(a), 37 C.F.R. §§ 42.72 and 42.74, Petitioners
Meta Platforms, Inc., Meta Platforms Technologies, LLC, and Twisted Pixel Games,
LLC (collectively, “Meta” or “Petitioners”) and Patent Owner Eight kHz, LLC
(“8K” or “Patent Owner”) (collectively, the “Parties”) jointly request termination of
the inter partes review of U.S. Patent No. 11,172,316 (the “’316 Patent”), Case No.
IPR2023-01022. The filing of this Joint Motion was authorized by the Board in email
correspondence dated May 20, 2024.

II. STATEMENT OF REASONS FOR THE RELIEF REQUESTED

On May 15, Petitioner and Patent Owner executed a confidential agreement
to resolve all disputes regarding the ’316 Patent. Accordingly, termination is
appropriate because all disputes between the parties regarding the *316 Patent have
been resolved.

Pursuant to 37 C.F.R. §§ 42.5 and 42.72, the Board may terminate a trial
without rendering a final written decision where appropriate, including pursuant to
a joint request under 35 U.S.C. §§ 317(a) or 327(a). See Winplus N. Am., Inc. v. Pilot,
Inc., IPR2018-00488, Paper 12 (P.T.A.B. Oct. 24, 2018); see also Consolidated Trial
Practice Guide at 86 (Nov. 2019) (“The Board expects that a proceeding will

terminate after the filing of a settlement agreement, unless the Board has already
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decided the merits of the proceeding.”). Further, a dismissal of this I[PR would
promote efficiency and minimize unnecessary costs.

Termination is warranted here. This proceeding is still in its preliminary
stages. Petitioners filed their petition for inter partes review on June 9, 2023 (Paper
2). The Patent Owner’s preliminary response was filed October 12, 2023 (Paper 7),
the Petitioner’s reply was filed on November 6, 2023 (Paper 8), and the Patent
Owner’s sur-reply was filed on November 13, 2023 (Paper 9). The Board issued an
Order on January 9, 2024 instituting the requested inter partes review (Paper 10).
Patent Owner has not yet filed its Patent Owner’s Response.

Further, the Parties are jointly requesting termination because the parties have
settled their larger dispute concerning the *316 Patent, including in the district court
litigation between the parties. 77 Fed. Reg. 48756, 48768 (Aug. 14, 2012) (“There
are strong public policy reasons to favor settlement between the parties to a
proceeding.”). Both Congress and the federal courts have expressed a strong interest
in encouraging settlement in litigation, and terminating this IPR furthers that
purpose. See, e.g., Delta Air Lines, Inc. v. August, 450 U.S. 346, 352 (1981) (“The
purpose of [Fed. R. Civ. P.] 68 is to encourage the settlement of litigation.”); Bergh
v. Dept. of Transp., 794 F.2d 1575, 1577 (Fed. Cir. 1986) (“The law favors

settlement of cases.”).
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The Parties’ confidential agreement is submitted concurrently herewith. In
accordance with 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(b), also submitted
concurrently herewith is a Joint Request that the confidential agreement be treated
as confidential business information, be kept separate from the file of the involved
patent, and be made available only to the Federal Government agencies on written
request, or to any person on showing of good cause under 35 U.S.C. § 317 and 37
C.F.R. §42.74(c). A true and correct copy of the confidential agreement is submitted
with that Request as Confidential Exhibit 1145.

Petitioners and Patent Owner certify that there are no other agreements, oral
or written, between the parties made in connection with, or in contemplation of, the
termination of the proceeding. Both Petitioners and Patent Owner support
termination of the proceeding.

III. CONCLUSION
For the foregoing reasons, Petitioners and Patent Owner jointly request that

the Board dismiss this proceeding in its entirety.

Respectfully submitted,

Dated: May 21, 2024 By: / Steven W. Peters /

Steven W. Peters (Reg. No. 73,193)
steven.peters@lw.com
Latham & Watkins LLP
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Counsel for Petitioners

Meta Platforms, Inc., Meta Platforms
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Respectfully submitted,

By: /Kevin S. Tuttle /

Kevin S. Tuttle (Reg. No. 52,307)
ktuttle@spencerfane.com
Spencer Fane LLP

1000 Walnut Street, Suite 1400
Kansas City, MO 64106
Telephone: 816.474.8100

Fax: 816.474.3216

Counsel for Patent Owner
Eight KHz, LLC



IPR2023-01022 (USP 11,172,316) Joint Motion to
Terminate Proceeding

CERTIFICATE OF SERVICE

Pursuant to 37 C.F.R. § 42.6(e), | certify that on this 21st day of May, 2024,
a true and correct copy of the foregoing Joint Motion to Terminate Proceeding
Pursuant to 35 U.S.C. § 317(a) and 37 C.F.R. § 42.74 was served by electronic
mail on Patent Owner’s lead and backup counsel at the following email addresses.

Kevin S. Tuttle (Reg. No. 52,307)
Kyle L. Elliott (Reg. No. 39,485)
Homayoon Rafatijo (Reg. No. 80,870)
Spencer Fane LLP

1000 Walnut Street, Suite 1400
Kansas City, MO 64106

Tel: (816) 474-8100

Fax: (816) 474-3216
ktuttle@spencerfane.com
keliott@spencerfane.com
hrafatijo@spencerfane.com

Brian G. Strand (Reg. No. 62,442)
Erick S. Robinson (Reg. No. 51,354)
Patrick M. Dunn (Reg. No. 70,474)
Jayme Partridge (Reg. No. 39,011)
Spencer Fane LLP

3040 Post Oak Boulevard, Suite 1300
Houston, TX 77056

Tel: (713) 212-2638

Fax: (713) 963-0859
bstrand@spencerfane.com
erobinson@spencerfane.com
pdunn@spencerfane.com
jpartridge@spencerfane.com
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Latham & Watkins LLP

555 Eleventh Street, NW, Ste. 1000
Washington, DC 20004-1304
Telephone: 202.637.2200

Fax: 202.637.2201

Counsel for Petitioners

Meta Platforms, Inc., Meta Platforms
Technologies, LLC, and Twisted Pixel
Games, LLC



