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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 
 

BMW OF NORTH AMERICA, LLC, 
Petitioner, 

 
v. 
 

MICHIGAN MOTOR TECHNOLOGIES, LLC, 
Patent Owner. 
____________ 

 
IPR2023-01032 

Patent 6,581,565 B2 
____________ 

 
Before JAMES P. CALVE, NEIL T. POWELL, and SCOTT B. HOWARD, 
Administrative Patent Judges. 
 
HOWARD, Administrative Patent Judges 

 
 

JUDGMENT 
Denying Motion to Terminate 

Granting Request for Adverse Judgment After Institution of Trial 
37 C.F.R. §§ 42.72, 42.73(b) 
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I. ANALYSIS 

BMW of North America, LLC1 (“Petitioner”) filed a Petition 

(Paper 1) requesting inter partes review of claims 1–7 (“challenged claims”) 

of U.S. Patent No. 6,581,565 B2 (Ex. 1001, “the ’565 patent”).  Michigan 

Motor Technologies, LLC (“Patent Owner”) filed a Corrected Patent Owner 

Preliminary Response.  Paper 12.  Because we determined that Petitioner 

had demonstrated a reasonable likelihood that it would prevail with respect 

to at least one challenged claim, we instituted inter partes review of all 

challenged claims on all asserted grounds.  Paper 14. 

Without seeking prior authorization, Patent Owner filed a Motion to 

Terminate the proceeding.  Paper 24 (“Motion,” “Mot.”).  In the Motion, 

Patent Owner stated that it had dismissed the underlying patent infringement 

proceeding against the Petitioner and has been requesting Petitioner to seek 

dismissal of this proceeding.  Mot. 1.  Patent Owner further states that  

rather than further burdening the Board, Patent Owner has 
elected not to file a Patent Owner Response and has also 
disclaimed all of the challenged claims in the above-captioned 
Inter Partes Review of the ’565 patent.  See Exhibit 2002.  
Accordingly, the above-captioned Inter Partes Review of the 
’565 patent is now moot. 

Id.  As for relief, “Patent Owner respectfully requests that the Board exercise 

its discretion to terminate this proceeding without adverse judgment.  

However, if the Board declines to exercise its discretion as requested, Patent 

Owner will not oppose adverse judgment under 37 C.F.R. § 42.73(b).”  

Mot. 1. 

 
1  Although the Petition was originally filed by BMW of North America, 
LLC and Mercedes-Benz USA, LLC, this proceeding was terminated with 
respect to Mercedes-Benz.  Paper 13 (Termination Order). 
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Petitioner opposes the request.  Paper 25 (“Opp.”).  Petitioner states 

that it “has had, and continues to have, no duty to request termination 

because the parties have not yet settled their dispute.”  Opp. 2.  Petitioner 

further argues that, in light of the statutory disclaimer, we should enter an 

adverse judgement:   

Moreover, adverse Judgment is warranted if not 
mandated by 37 CFR [§] 42.73(b) now that PO has filed a 
disclaimer of the involved patent (EX-2002) and indicated that 
it will not oppose adverse judgment.  PO’s act of filing a 
disclaimer is among the “[a]ctions construed to be a request for 
adverse judgment” under 37 CFR [§] 42.73(b).  Thus, the Board 
should construe PO’s disclaimer as a request for adverse 
judgment.  BMW does not oppose the Board entering adverse 
judgment. 

Id. (second alteration in original). 

We agree with Petitioner.  A motion to terminate is governed by 37 

C.F.R. § 42.72 (2023).  Under 37 C.F.R. § 42.72, “[t]he Board may 

terminate a trial without rendering a final written decision, where 

appropriate, including where the trial is consolidated with another 

proceeding or pursuant to a joint request under 35 U.S.C. [§] 317(a) or 

327(a).”  In this case, there is no “consolidat[ion] . . . or . . . a joint request 

under 35 U.S.C. [§] 317(a) or 327(a),” so the application of § 42.72 here is 

unclear. 

However, application of section 42.73 is straightforward and 

unobjected to.  See Mot. 1 (Patent Owner not objecting to entry of adverse 

judgment); Opp. 2 (Petitioner not opposing entry of adverse judgment).  The 

Board construes an action cancelling or disclaiming claims such that no 

challenged claims remain in the trial as a request for adverse judgment.  
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37 C.F.R. § 42.73(b)(2) (“Actions construed to be a request for adverse 

judgment include: . . . [c]ancellation or disclaimer of a claim such that the 

party has no remaining claim in the trial.”); see also McAfee, Inc. v. CAP 

Co., Ltd., IPR2016-00211, Paper 19 (PTAB Apr. 5, 2017) (entering adverse 

judgment based on motion to amend seeking cancellation of claims 

remaining in the trial).  In this case, the Board instituted trial on claims 1–7 

of the ’565 patent, none of which remains in the trial following Patent 

Owner’s statutory disclaimer.  Ex. 2002, 3 (disclaiming claims 1–7).  

Accordingly, we construe Patent Owner’s disclaimer as a request for adverse 

judgment, and we grant that request. 

II. ORDER 

Accordingly, for the reasons discussed above, it is:  

ORDERED that Patent Owner’s motion to terminate this proceeding 

under 37 C.F.R. § 42.72 is denied; and 

FURTHER ORDERED that adverse judgment is hereby entered 

against Patent Owner pursuant to 37 C.F.R. § 42.73(b)with respect to claims 

1–7 of U.S. Patent No. 6,581,565 B2. 
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FOR PETITIONER: 

James M. Glass  
Matthew Middleton 
QUINN EMANUEL URQUHART & SULLIVAN, LLP 
jimglass@quinnemanuel.com 
matthew.middleton@us.dlapiper.com 
 
 
FOR PATENT OWNER: 
 
Timothy Devlin 
Jason Wejnert 
DEVLIN LAW FIRM LLC 
tdevlin@devlinlawfirm.com 
jason.wejnert@dinsmore.com 
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