
From: Trials
To: Lukas, Aaron; Trials
Cc: James Murphy; Ryan Murphy; jballs@polsinelli.com; Coblentz, W. Blake; Boezi, Mark
Subject: RE: IPR2023-01035 - Request for Authorization
Date: Wednesday, August 28, 2024 3:27:24 PM

Counsel:

From the Board –

As an initial matter, we note that the Board is capable of identifying and disregarding any new issues that
exceed the proper scope of reply.  As such, the Board will rarely grant motions to strike portions of a party’s
brief on that basis.  Moreover, our guidelines state “authorization to file a motion to strike should be
requested within one week of the allegedly improper submission.”  Consolidated Trial Practice Guide 80-81. 
Patent Owner’s Reply was filed almost two weeks ago.  Under the compressed Revised Scheduling Order,
there is not sufficient time to formally brief this issue before Petitioner’s Sur-reply is due next week on
September 5.

That said, in lieu of formal briefing, Petitioner is authorized to file a one-page paper identifying by page and
line number the objected-to portions of the Reply and Expert Declaration.  Each identified portion may also
include a one or two sentence explanation of Petitioner’s objection (e.g., new argument; improper
incorporation by reference, etc.).  Petitioner shall file the paper by no later than Friday, August 30.  Patent
Owner is also authorized to file a one-page paper responding to each of Petitioner’s objections in one or two
sentences by, for example, identifying by page and line number where the allegedly new arguments were
made previously. Patent Owner shall file its response by no later than Wednesday, September 4.

The parties may also discuss the objections during oral argument, if they so choose. 

No conference call is necessary at this time.

Regards,

Esther Goldschlager
Supervisory Paralegal Specialist
Patent Trial & Appeal Board
U.S. Patent & Trademark Office

From: Lukas, Aaron <ALukas@cozen.com> 
Sent: Tuesday, August 27, 2024 7:35 PM
To: Trials <Trials@USPTO.GOV>
Cc: James Murphy <jpmurphy@polsinelli.com>; Ryan Murphy <RMurphy@Polsinelli.com>;
jballs@polsinelli.com; Coblentz, W. Blake <WCoblentz@cozen.com>; Boezi, Mark <MBoezi@cozen.com>
Subject: RE: IPR2023-01035 - Request for Authorization

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before responding,
clicking on links, or opening attachments.

Trials,

Patent Owner opposes Petitioners’ request. First, given the proximity of Petitioners’ request to other
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upcoming due dates, any briefing on these issues would necessarily be on a compressed schedule. In
recognition of this, the PTAB rules expressly reserve the possibility of “filing a motion to exclude reply or
sur-reply evidence after the oral hearing or may make an oral motion to exclude and argue such a motion at
the oral hearing.” Further, given that upcoming Due Date 7 falls before the docketed date for a pre-hearing
conference, Patent Owner believes that a more efficient use of the Parties’ and this Tribunal’s resources
would be to permit briefing to close, and to address all outstanding issues at a pre-hearing conference.
Indeed, having not yet received Petitioners’ sur-reply brief, Patent Owner may very well have similar issues
to raise. To this end, Patent Owner intends to file a request for a pre-hearing conference at Due Date 6
(August 28), at which time this, and any other outstanding issues, can be discussed and guidance for the
efficient resolution of any disputes can be provided by this Tribunal. For these reasons, Patent Owner
respectfully requests that Petitioners’ request for immediate briefing on Petitioners’ immediate issues be
denied in favor of a more efficient resolution of this, and any other outstanding disputes.
 
Respectfully,
Aaron Lukas

Aaron S. Lukas, Ph.D.
Co-Chair, Hatch-Waxman & Biologics Practice 
Registered Patent Attorney
1200 19th Street, NW | Washington, DC 20036
P: 202-912-4823 F: 202-618-4829 
Email | Bio | LinkedIn | Map | cozen.com

From: Ryan Murphy <RMurphy@Polsinelli.com> 
Sent: Tuesday, August 27, 2024 7:09 PM
To: trials@uspto.gov
Cc: James Murphy <jpmurphy@polsinelli.com>; James Balls <jballs@polsinelli.com>; Lukas, Aaron
<ALukas@cozen.com>; Coblentz, W. Blake <WCoblentz@cozen.com>; Boezi, Mark <MBoezi@cozen.com>
Subject: IPR2023-01035 - Request for Authorization
 
**EXTERNAL SENDER**

Trials,
 
Petitioner requests authorization to file a motion to strike portions of Patent Owner’s Reply (Paper 25), and
the Expert Declaration (Ex. 2010) cited in those portions. Petitioner believes portions of the Reply and
corresponding Expert Declaration include improper new arguments and portions of the Reply improperly
incorporate arguments from the Expert Declaration by reference. Accordingly, those sections would be
addressed in a potential motion.
 
Patent Owner opposes this request.
 
Petitioner does not believe a conference call is needed for this request, but is generally available the
remainder of this week for a call if the Board deems it necessary. 

Respectfully,

Ryan Murphy
 
Ryan Murphy
Shareholder

rmurphy@polsinelli.com
202.626.8373
1401 Eye Street N.W., Suite 800
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Washington, D.C. 20005

Polsinelli PC, Polsinelli LLP in California

polsinelli.com

 
 
 

This electronic mail message contains CONFIDENTIAL information which is (a) ATTORNEY - CLIENT
PRIVILEGED COMMUNICATION, WORK PRODUCT, PROPRIETARY IN NATURE, OR OTHERWISE
PROTECTED BY LAW FROM DISCLOSURE, and (b) intended only for the use of the Addressee(s) named
herein. If you are not an Addressee, or the person responsible for delivering this to an Addressee, you are hereby
notified that reading, copying, or distributing this message is prohibited. If you have received this electronic mail
message in error, please reply to the sender and take the steps necessary to delete the message completely from
your computer system.

 

Notice: This communication, including attachments, may contain information that is confidential
and protected by the attorney/client or other privileges. It constitutes non-public information
intended to be conveyed only to the designated recipient(s). If the reader or recipient of this
communication is not the intended recipient, an employee or agent of the intended recipient who is
responsible for delivering it to the intended recipient, or you believe that you have received this
communication in error, please notify the sender immediately by return e-mail and promptly delete
this e-mail, including attachments without reading or saving them in any manner. The unauthorized
use, dissemination, distribution, or reproduction of this e-mail, including attachments, is prohibited
and may be unlawful. Receipt by anyone other than the intended recipient(s) is not a waiver of any
attorney/client or other privilege.
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