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Petitioner BMW of North America, LLC, and Patent Owner Scramoge 

Technology Ltd., have entered into a settlement agreement that resolves all 

underlying disputes between the parties, including this inter partes review 

proceeding IPR2023-01048 against U.S. Patent No. 10,546,685 (the “ ’685 patent”), 

currently before the Board.  

In an email dated August 17, 2023, the Board authorized the parties to file a 

joint motion to terminate and a joint request to treat the settlement agreement as 

business confidential information. In accordance with 35 U.S.C. § 317(b) and 37 

C.F.R. § 42.74(b), a true copy of the settlement agreement between the parties is 

being submitted concurrently herewith in this proceeding as Ex. 1020.  

If requested, the rules permit the parties to have any filed settlement 

agreement treated as business confidential information and kept separate from the 

files of the involved patent. 37 C.F.R. § 42.74(c). Indeed, the statute requires it.  

At the request of a party to the proceeding, the agreement or 

understanding shall be treated as business confidential 

information, shall be kept separate from the file of the involved 

patents, and shall be made available only to Federal Government 

agencies on written request, or to any person on a showing of 

good cause. 

35 U.S.C. § 317(b). 

Accordingly, pursuant to 37 C.F.R. § 42.74(c) and 35 U.S.C. § 317(b), 

Petitioner and Patent Owner jointly request that the Office treat the settlement 
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agreement filed concurrently herewith as Ex. 1020 as business confidential 

information, that the agreement be kept separate from the file of the involved patent, 

and that the agreement be made available only to Federal Government agencies on 

written request, or to other persons only on a showing of good cause.  

Respectfully submitted, 
 

Dated: August 18, 2023 By: /Lionel M. Lavenue/  
 Lionel M. Lavenue, Reg. No. 46,859 
 Counsel for Petitioner 
 
 

 By: /s/Brett Cooper  
Brett Cooper, Reg. No. 55,085 
Counsel for Patent Owner 
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CERTIFICATE OF SERVICE 

The undersigned hereby certifies that a copy of the foregoing Joint Request 

to Treat Settlement Agreement as Business Confidential Information Pursuant 

to 35 U.S.C. § 317(b) was served on August 18, 2023, via email directed to counsel 

of record for Patent Owner at the following: 

Brett Cooper 
bcooper@bc-lawgroup.com 

 
Robert A. Auchter 

robert@auchterlaw.com 
 
  
Dated: August 18, 2023 By: /Lisa C. Hines/  

Lisa C. Hines 
Senior Litigation Legal Assistant 
FINNEGAN, HENDERSON, FARABOW,  
 GARRETT & DUNNER, LLP 

 
 


