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Pursuant to Board authorization provided during an October 24, 2023 call, 

Petitioner submits this paper identifying inconsistent positions Patent Owner has 

taken before the Patent Office regarding the same patents and same prior art.   

A. GmbH-866 (Ex-1010) 

Seeking to avoid institution, Patent Owner contends that GmbH-866 does 

not teach or suggest a plurality of twisted pairs.  But during prior inter partes 

reexaminations of the same ’537 and ’095 patents, Patent Owner argued that 

GmbH-866 did teach a plurality of twisted pairs (underlining in the original; 

highlighting by Petitioner):  

Now Then 
IPR2023-01061 (’537 patent), 
Paper 6, pp. 32-33: 

 
 
 
 

IPR2023-01062 (’095 patent), 
Paper 6, pp. 46 and 47:  
 

 
 

 

Ex-1058, p.69 (’537 patent Reexamination);  
Ex-1059, p.21 (’095 patent Reexamination):  
 

 
 

See also Ex-1059, p.33  
 
Patent Owner may contend that the prior inconsistent statements were made in the 

context of arguing that a different claim limitation was not disclosed.  That does 

not make them any less inconsistent.  The Examiner found that GmbH-866 taught 
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the first limitation—a plurality of twisted pairs.  Ex-1058, p.55 (“Fig. 3 of GmbH 

shows four twisted pairs”), p.56; Ex-1059, pp. 7, 14, 16, 28 (same); see also Ex-

1058, pp. 4, 31.  The Patent Owner never disputed this. To the contrary, the Patent 

Owner emphasized that GmbH-866 did indeed teach a plurality of twisted pairs, as 

part of an effort to argue that a second limitation (the pairs and separator twisted 

about a common axis) was not disclosed. Ex-1058, p.69; Ex-1059, p.21.      

B. Yanagida (Ex-1012) 
 

The Patent Owner also now contends that Yanagida does not teach or 

suggest a plurality of twisted pairs.  IPR2023-01061, Paper 6, pp. 21, 25-26; 

IPR2023-01062, Paper 6, pp. 35, 40.  However, during prior reexamination of the 

same ’537 patent, the Examiner found that Yanagida did disclose a plurality of 

twisted pairs:  

 
 
Ex-1058, pp. 57, 61 (incorporating claim element 1a analysis), 81, 84 (same); see 

also id. pp. 11-12, 14, 42.  Patent Owner never disputed this finding that Yanagida 

did teach a plurality of twisted pairs, even though it did dispute that Yanagida 

disclosed other claim elements.  See, e.g., Ex-1058, pp. 70-74, 90-95.  
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Dated:  October 31, 2023  Respectfully submitted, 
 

/Dennis C. Bremer/    
Dennis C. Bremer, Reg. No. 40,528 
Timothy A. Lindquist, Reg. No. 40,701 

     Carlson, Caspers, Vandenburgh 
   & Lindquist, P.A. 

     225 South Sixth Street, Suite 4200 
     Minneapolis, MN 55402 
     Telephone:  (612) 436-9600 
     Facsimile:  (612) 436-9605 

Email:  dbremer@carlsoncaspers.com  
Email: tlindquist@carlsoncaspers.com 

      
     Counsel for Petitioner  
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CERTIFICATION OF SERVICE 
 

Pursuant to 37 C.F.R. § 42.6(e) and the agreement of the parties, the 

undersigned certifies that on October 31, 2023, a true and correct copy of the 

foregoing Petitioner’s Paper Identifying Inconsistencies, along with the 

accompanying Exhibits 1058 and 1059, was served via electronic mail upon the 

following: 

Denis J. Sullivan (Ref. No. 47,980) 
Thomas Hoehner (Reg. No. 73,474) 
Pranav Katti (Reg. No. 78,713) 
BARCLAY DAMON, LLP 
Barclay Damon Tower 
125 East Jefferson St. 
Syracuse, NY 13202 
Telephone:  (315) 425-2700 
dsullivan@barclaydamon.com 
thoehner@barclaydamon.com 
pkatti@barclaydamon.com 
 
Cory C. Bell (Reg. No. 75,096) 
FINNEGAN, HENDERSON, FARABOW, 
GARRETT, & DUNNER LLP 
2 Seaport Lane, 6th Floor 
Boston, MA 02210-2001 
Telephone: (617) 646-1641 
cory.bell@finnegan.com 
 
      /Dennis C. Bremer/   

Dennis C. Bremer 
 


