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Counsel,

The judge panel responds as follows:

We acknowledge that Patent Owner opposes Petitioner’s request for additional briefing. Because
the prior art status of the Bouabdallaoui reference is an important consideration in helping us reach
our decision we determine that additional briefing would beneficial to the panel.

Accordingly, we grant Petitioner’s request to file a 5-page reply no later than December 6, 2023, and
Patent Owner is authorized to file a sur-reply no later than December 13, 2023. We will not issue a
formal order but will enter the email communication into the record.

Regards,

Esther Goldschlager
Supervisory Paralegal Specialist
Patent Trial & Appeal Board
U.S. Patent & Trademark Office

From: Yang, Yieyie <Yieyie.Yang@finnegan.com>

Sent: Monday, November 27, 2023 8:33 PM

To: Trials <Trials@USPTO.GOV>

Cc: Aly, Imron T. <imron.aly@afslaw.com>; Patel, Sailesh K. <sailesh.patel@afslaw.com>; Nelson,
Kevin M <kevin.nelson@afslaw.com>; Feldstein, Mark <mark.feldstein@finnegan.com>

Subject: IPR2023-01064

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before
responding, clicking on links, or opening attachments.

To the Honorable Board,

Petitioner Murray & Poole requests leave to file a limited reply to Patent Owner’s
Preliminary Response (POPR) to address the status of the Bouabdallaoui reference (Ex. 1005)
asserted in Grounds 1 and 4. In its POPR, Patent Owner relied on a new declaration (Ex. 2011) to
argue that Bouabdallaoui is subject to a prior art exception under 35 U.S.C. § 102(b)(1). POPR at 5-6.

Petitioner believes there is a good cause for a 5-page reply to address this issue and would not
oppose an equal length sur-reply from Patent Owner on the same issue.

The parties have met and conferred, and Patent Owner has indicated that it will oppose
Petitioner’s request. The parties are available for a call with the Board during the following time
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frames:
e Wednesday (Nov. 29) at 11 am-1 pm, 2-3 pm, or 4-6 pm
e Thursday (Nov. 30) at 9-11 am or 3-6 pm (most preferably 9-10 am or 3-4 pm).
Respectfully,
Yieyie Yang
Counsel for Petitioner
Yieyie Yang, Ph.D.
Attorney at Law
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