From: Faegenburg, Russell W.

To: "trials@uspto.gov"

Cc: Peter Lambrianakos; Vincent Rubino; Fred Fabricant; Jacob Ostling; Enrique Iturralde; Richard Cowell; Gewirtz,
Gregory S.; Apicella, Laura; Conroy, Carol

Subject: Sony Electronics v. Jawbone Innovations, IPR2023-1065 (U.S. Patent No. 10,779,080)

Date: Wednesday, October 18, 2023 1:55:39 PM

Dear Board,

Pursuant to 37 C.F.R. § 42.108(c), Petitioner Sony Electronics Inc. (“Sony”) respectfully
requests authorization to file a reply of no more than 5 pages to Patent Owner’s Preliminary
Response (“POPR”) in the above-captioned case. Patent Owner Jawbone Innovations, LLC
(“Jawbone”) has used its POPR, in part, to respond to the Board’s comment in the earlier
Google v. Jawbone IPR (involving the same patent and prior art) inviting the parties in that
case “to explain the significance of far-field versus near-field ...” as it relates to the asserted
combination of the lkeda, McCowan and Kanamori prior art references. (IPR 2022-01059,
Paper No. 12 at 50.) The POPR in the present case includes an extensive discussion of those
issues. (Paper No. 8, at 21-32.) As a matter of fundamental fairness, Sony requests that it be
given the opportunity to respond briefly on those issues prior to a decision on institution,
given that Jawbone has already had the opportunity to do so. Sony thus maintains that good
cause exists for a reply.

The undersigned notified Jawbone of its intent to seek leave from the Board and met and
conferred with Jawbone’s counsel by email on October 18, 2023. Jawbone stated that it

opposes the additional briefing requested by Sony and that if Sony’s request is approved,
Jawbone requests a 5-page sur-reply.

Respectfully submitted,

Russell W. Faegenburg
Counsel for Sony Electronics Inc.

Russell W. Faegenburg
rfaegenburg@lernerdavid.com
908-518-6367 Direct

Lerner David LLP
20 Commerce Drive, Cranford, NJ 07016

CONFIDENTIALITY and PRIVILEGE NOTICE

The information contained in this email message and any attachments originated from Lerner David LLP, are covered by the Electronic
Communications Privacy Act, 18 USC § 2510 et seq., and are exclusively for the use of the intended recipient. They may contain legally
privileged, confidential information or work product subject to attorney-client privilege or otherwise protected from disclosure. No waiver of
any privilege is intended. If you are not the intended recipient or a person responsible for delivering this message to the intended
recipient, you are hereby notified that the unauthorized use, disclosure, distribution or copying is strictly prohibited and may be in violation
of court order or otherwise unlawful. If you have received this transmission in error, please immediately notify us at (908) 654-5000
(Collect, if necessary).

Jawbone's Exhibit No. 2004, IPR2023-01065
Page 001


mailto:rfaegenburg@lernerdavid.com
mailto:trials@uspto.gov
mailto:plambrianakos@fabricantllp.com
mailto:vrubino@fabricantllp.com
mailto:ffabricant@fabricantllp.com
mailto:jostling@fabricantllp.com
mailto:eiturralde@fabricantllp.com
mailto:rcowell@fabricantllp.com
mailto:ggewirtz@lernerdavid.com
mailto:ggewirtz@lernerdavid.com
mailto:lapicella@lernerdavid.com
mailto:cconroy@lernerdavid.com
mailto:rfaegenburg@lernerdavid.com
tel:9085186367



