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INTRODUCTION

This case presents the untenable circumstance in which both the parties and
the Board agreed on the prior art’s express teachings of a claim limitation, yet,
incredibly, the Board denied institution, disregarding those teachings and its own
express claim construction. Specifically, the Board determined in its Institution
Decision (the “ID”) that the prior art failed to disclose a “data repository” that
“compris[es]” a data structure called a “class module” even though Patent Owner
flatly conceded in its Preliminary Response that the disputed structure “is
represented by structures in a relational database” and is stored in the prior art’s
“relational database,” i.e., a data repository. The ID made a similar factual finding,
yet denied institution on the basis that the alleged class module is not a “table” in a
relational database. The Board could reach this conclusion only by ignoring its own
express construction of “module” as simply a “portion of a data repository” as well
as its own factual findings, Patent Owner’s admissions, and the express explanation
in the Petition that the prior art’s class module is a portion of the relational database.

For these reasons and as further explained below, Petitioner ServiceNow
respectfully requests that the Director review the ID, vacate the denial of institution,

and institute this IPR.
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BACKGROUND

A.  The Challenged Patent, U.S. Patent No. 8,219,585 (Ex. 1001)

The 585 patent relates to a system that provides a common protocol that
allows for dynamic storage and manipulation of bespoke data sets, storing and
managing them “in a manner that is independent of the [conventional] data model.”
Id. at 1:15-18; 1:52-54, 1:37-54.

Claim 1 delineates a “system” “comprising” a specific data structure called a
“data repository,” which processes, retrieves and stores data. This data repository in
turn comprises eight different “modules.” Of relevance to this Request is the claim
1 limitation “class module,” which stores and defines a class of elements. Ex. 1001
at claim 1.! The claim is agnostic as to how or in what manner the data repository
comprises the class module.

B.  The Petition’s Althoff-Based Ground (U.S. Patent No. 6,375,252,
Ex. 1006)

The Petition (Paper 2) relied on Althoff as disclosing the claim 1 “class
module” limitation. Pet. 21; see id. at 37-38. As the Board acknowledged, Althoff
expressly recognizes a similar problem as the *585 patent: “a problem has arisen in

the art insofar as ‘many database systems have been designed to operate with

1 Although independent claims 17 and 33 do not recite a “class module,” the Board

relied on its reasoning for claim 1 to reject Petitioner’s challenge. ID at 30.
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another, different database technique, known as “relational database”
management.”” ID at 14 (quoting Ex. 1006 at 1:54-57). And just like the challenged
patent, Althoff discloses a data structure it calls a “meta-model,” which itself
includes a data structure it calls a “class Class 301.” This meta-model is stored in a
data repository called a “relational database.” Pet. 14-16. Althoff thus discloses a
system that allows for “compiling and translating between object-oriented and
relational database structures.” ID at 15 (citing Ex. 1006 at 3:4-9).

The Petition identified Althoff’s relational database as the claimed ‘“data

repository.” Pet. 14. This is shown, for example, in Althoff’s Figure 2 (Pet. 36; see

id. at 14):
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As Althoff explains, and as cited in the Petition, a user enters information at the user
interface 210. Ex. 1006 at 6:42-44. The system “stores that information in a meta-
model 220 to represent a user database model 230.” Id. at 6:49-50. This meta-model
“is itself an object database.” Pet. 14; Ex. 1006 at 3:25-43. Importantly, the “meta-
model 220 and the user database model 230 are themselves represented by
structures in a relational database 250.” Pet. 14; Ex. 1006 at 6:42-55. Althoff
reiterates this relationship, stating “[t]he meta-model 220 itself is represented by a
meta-model relational database 221 [which is part of Althoff’s relational database
250], comprising a set of relational database tables, properties of those tables,
columns with those tables, primary and secondary keys of those tables, and other
defining features of the meta-model relational database 221.” Ex. 1006 at 7:58-8:7.
Thus, as is clear from the Petition’s analysis of the very first limitation, the meta-
model is stored in relational database 250 as a set of tables and their properties.
Althoff’s relational database 250 thus comprises the meta-model. The ID did not
address these teachings.

Claim 1 goes on to require that the data repository includes several different
modules. One of the required modules is a “class module.” This class module is
“configured to define at least one class of the elements and store the class.” The
Petition identified a portion of the meta-model 220 as disclosing this limitation: a

data structure Althoff calls “class Class 301,” which Petitioner expressly identified
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as residing within the relational database. Pet. 21. This “class Class 301 is

illustrated in Fig. 3 and is part of the “meta-model” 220 of Fig. 2:
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Thus, as part of the meta-model, the “class Class 301" is also stored in the
relational database 250 and, in particular, the “meta-model relational database 221.”
In connection with claim 5, the Petition reiterated that Althoff’s meta-model
Is stored in its relational database 250: “Althoff discloses that the meta-model is
stored in the relational database.” Pet. 36 (emphasis in original). The Petition also
reproduced a portion of Fig. 2 to show the meta-model 221 is stored in Althoff’s

relational database 250 (Pet. 36):
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C. The Preliminary Response’s Concession That Althoff’s Meta-
Model Is Stored In The Relational Database

The Preliminary Response argued that “there is no ‘Class 301’ table in the
relational database.” POPR at 32. This is flatly inconsistent with the Board’s
construction, as a “module” does not require a “table.” Moreover, as discussed
above, this argument is flatly inconsistent with Althoff’s express disclosure that the
“meta-model 220 and the user database model 230 are themselves represented by
structures in a relational database 250,” specifically, meta-model relational
database 221. Pet. 14; Ex. 1006 at 6:63-55. In fact, Patent Owner conceded the
“meta-model” is stored in the relational database 250, stating that Althoff expressly
discloses the “meta-model” is “represented by a relational database 221.” POPR at
38, n.8. Despite this concession, Patent Owner argued that while the meta-model is
stored in Althoff’s relational database 250, it is somehow in a different relational

database. Id. This argument is incorrect, and was not addressed in the ID. As the

-6-
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Petition shows, the meta-model is stored in relational database 250, which Althoff
explains is “a” database, not multiple databases. Pet. 14; Ex. 1006 at 6:42-55 (“meta-
model 220 and the user database model 230 are themselves represented by structures
in a relational database 250.”).
Thus, the “meta-model relational database 2217 is part of Althoff’s relational
database 250. The ID failed to address this admission.
D. The Board Denied Institution Despite Its Claim Construction Of
“Module” As A “Portion Of A Data Repository” And Its Factual

Finding That Althoff’s Meta-Model Is Stored In The Relational
Database

In construing the claims, the ID found that a “module” is a “classic nonce
term,” and that “to the extent [it] could be construed as definite,” it simply meant “a
portion of a data repository.” ID at 10-11.

And just like the Petition and the POPR, the ID also recognized Althoff’s
meta-model was stored in its relational database 250:

According to Althoff, the method and system “include[] a meta-model

of the user’s object database, which is itself an object database, and

which has itself been translated into a set of relational database
structures for manipulation by a relational database engine.

ID at 15. The Board went on to recognize that “the meta-model also models itself,
in the same manner as it models the user’s object database, and may be manipulated

in the same manner as the user’s object database.” 1d. at 16.
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Thus, the ID started with the premise that a “module” need only be a portion
of the accused relational database, and that the meta-model—which includes the
class 301—is translated into a set of “relational database structures.” The ID further
stated the meta-model is created and manipulated in the same manner as the user’s
object database. ID at 16 (quoting Ex. 1006 at 3:41-44 (“the meta-model . . . may be
manipulated in the same manner as the user’s object database.”)). Accordingly, there
IS no dispute here the object database is translated into the relational database.
Indeed, in analyzing the other elements of claim 1, the Board expressly found that
there was sufficient evidence to demonstrate that Altoff disclosed elements 1[a]
through 1[d], including that the data repository stores “layers of metadata™ because
“Althoff teaches a meta-model of the user’s object database that includes one or
more layers of metadata.” ID at 20.

Nevertheless, the Board ignored its own claim construction, its factual
findings on Althoff, and Patent Owner’s admissions to deny institution. The Board
found the “class module” in the prior art was not a table in the relational database,
I.e., the accused “data repository.” ID at 29. Thus, according to the Board, Althoff’s
data repository did not “comprise” a class module. This was the only basis for the

Board’s denial.
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ARGUMENT

Director review is appropriate here because the ID ignored not only its own
claim construction that a “module” is simply a “portion of a data repository” (and
need not be a “table”), but also Patent Owner’s express admission that Althoff’s
“meta-model” is stored in its database and the ID’s own, similar fact findings that
the express teachings identified in the Petition.

Under Director review, “the Board’s decision whether to institute trial in an
AlA proceeding . . . is reviewed for abuse of discretion unless review engages
Important issues of law or policy, which are reviewed de novo.” Revised Interim
Director Review Process, 8 5(A)(ii)(c), available at

https://www.uspto.gov/patents/ptab/decisions/revised-interim-director-review-

process. The Board abuses its discretion where its decision “(1) is clearly
unreasonable, arbitrary, or fanciful; ... [or] (3) rests on clearly erroneous fact
finding.” Ericsson Inc. v. Intellectual Ventures | LLC, 901 F.3d 1374, 1379 (Fed.
Cir. 2018).

This Request implicates “important issues of law and policy” because the
Board’s ruling is plainly inconsistent with its own claim construction as well as its
own fact findings, Patent Owner’s admissions, and the record. These inconsistencies
thus warrant applying a de novo standard. But even if the de novo standard is not

applied, review is nevertheless warranted as these errors likewise constitute an abuse


https://www.uspto.gov/patents/ptab/decisions/revised-interim-director-review-process
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of discretion. Accordingly, under either standard, the ID should be vacated and the

IPR instituted.
A. The Board’s Decision Should Be Vacated Because Its Ruling Is
Contrary To The Board’s Own Claim Construction, The Record,
Patent Owner’s Admissions And The Board’s Own Factual
Findings

As discussed above, the claims require a “data repository” that “comprises” a
“class module.” And according to the Board, this “class module” need only be a
portion of the data repository, not necessarily a table. ID at 11. The Petition
identified Althoff’s “relational database” as the “data repository,” and a portion of
Its meta-model (“class 301”) as the claimed class module. The Board’s decision that
Althoft’s class 301 is not atable in its relational database—the sole basis for denying
institution—is contrary to the Board’s own claim construction as well as its own
factual findings, Patent Owner’s admissions (which were unaddressed in the 1D),
and the undisputed evidence in the record. This decision constituted error for several
reasons.

First, it is undisputed that Althoff expressly teaches the meta-model (which
includes the identified “class 301”) is stored in (and is therefore a “portion” of) its
relational database (Pet. 14 (citing Ex. 1006 at 6:52-66)):

The meta-model 220 and the user database model 230 are themselves

represented by structures in a relational database 250; the relational
database 250 is implemented using a database engine 240.

-10-
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Second, as Patent Owner itself acknowledged (POPR at 38 n.8), Althoff later

repeats this teaching (Ex. 1006 at 7:58-8:7):

The meta-model 220 itself is represented by a meta-model relational
database 221, comprising a set of relational data-base tables, properties
of those tables, columns within those tables, primary and secondary
keys of those tables, and other defining features of the meta-model
relational database 221. . . . The process of building and editing the user
database model 230, i.e., building and editing objects in the meta-model
220, simply comprises building and editing classes 101, objects,
searchable properties 102 and relationships 103 between classes 101
represented by rows, values and pointers in the meta-model relational
database 221 which represent the descriptive information about the
user’s object database 100.

This relationship between the meta-model 220 and the meta-model relational
database 221 is plainly shown in Fig. 2. See Pet. 36 (reproducing Fig. 2 and stating
“Althoff discloses that the meta-model is stored in the relational database™). Figure
2 shows the meta-model relational database 221 as part of Althoff’s relational

database 250:

-11-
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Indeed, even the POPR admitted Althoff’s meta-model is stored in its relational
database, stating the “meta-model” is represented by “relational database 221.”
POPR at 38 n.8 (citing Ex. 1006 at 7:58-62 (“meta-model relational database 221,
comprising a set of relational database tables™)).

Third, the Board itself echoed this conclusion. In its summary of Althoff, it
recognized the meta-model is “itself an object database, and which has itself been
translated into a set of relational database structures” stored in the relational
database. ID at 15 (quoting Ex. 1006 at 3:26-30).

Thus, there is no dispute here that Althoff’s meta-model is, as the Petition
explained, a portion of its relational database. Pet. 14, 21, 36; POPR at 38; ID at 15-

16. And there is likewise no dispute that Althoff’s “class 301”—which the Petition

-12-
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identified as the claimed “class module”—is part of the meta-model, and thus
necessarily a portion of Althoff’s relational database.

Yet despite all of the above, the Board denied institution on the basis that
while “Class Class 301 is shown in ... meta-model 220,” and while “Althoff’s meta-
model is an object database,” and while Althoff “translat[es] an object database to a
relational database,” nevertheless “Althoff’s system does not generate a relational
database table called Class.” ID at 26-29. It could reach this conclusion only by
disregarding its own claim construction that a “module” need only be a “portion of
a data repository.” And it could only reach this conclusion by ignoring its own
factual findings regarding Althoff, Patent Owner’s admissions that the meta-model
(and thus class Class 301) is indeed stored in a portion of Althoff’s relational
database, the express explanation in the Petition, and the express teachings of
Althoff. For these reasons, Director review is warranted to correct this egregious and
Important error.

CONCLUSION

Petitioner respectfully requests the Director grant review, the Board’s

Institution Decision be vacated, and the IPR be instituted.

-13-
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Respectfully submitted,

Dated:_February 8, 2024 By: /s/ James M. Glass
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