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Dear Director,

Petitioner Meta Platforms, Inc. (“Meta”) respectfully submits this request concurrently with its Request for
Director Review filed via P-TACTS.

This is a case of first impression concerning the Board’s denial of institution of copycat petitions, which
had been instituted previously. The denial reversed the Board’s prior grants of institution of prior IPRs
(filed by Amazon), which were terminated due to settlement prior to the decisions of institution in the
current cases. This is counter to the PTAB’s joinder policy and raises important issues of law.

Meta provides the following list of issues for which it seeks review, in order of priority. The first issue
presents an abuse of discretion and is an important issue of law or policy. The second issue presents an
abuse of discretion and an erroneous conclusion of law.

First, the Board’s denial of Meta’s petitions that copycatted earlier petitions that were granted institution is
counter to joinder policy. The Board reversed its prior institution decisions based on new arguments by
Patent Owner. Joinder policy promotes judicial economy, conserves resources, and preserves
predictability for copycat petitions. Meta was unable to modify the copycat petitions without risking
discretionary denial and denial of joinder, and Patent Owners should be subject to similar limitations.
Further, the Board’s denials risk encouraging gamesmanship by Patent Owners at the PTAB to settle
prior IPR proceedings from which copycat petitions have been filed, so that Patent Owners can have a
second bite at the apple and redo their arguments with the benefit of the prior institution decisions.

Second, the basis for the Board’s denials of institution were a new and unexpected claim construction,
which neither party raised nor addressed in their papers. The Board should have instituted trial so that
Meta (and Patent Owner) had an adequate opportunity to respond to the Board’s construction. Rather,
the Board did not follow its standard practice and abused its discretion by denying institution and denying
Meta an opportunity to be heard on the new claim construction. Specifically, neither party proposed a
construction for the claim term “generating a first quantity by applying a calibration,” yet the Board
concluded the term requires (1) the first quantity must be generated only by applying a calibration, and (2)
the calibration must exclude a minimum estimate. Neither requirement is supported by the record. In
denying institution, the Board denied Meta the opportunity to respond to its incorrect construction.

Thank you.

Lisa Nguyen
Lead Counsel for Petitioner
Meta Platforms, Inc.
IPR2023-01083

Ex. 3100
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Petitioner Meta Platforms, Inc. (“Meta”) respectfully requests director review
of the Decision Denying Institution (Paper 13, hereinafter “Decision’), which re-
versed the Board’s prior grant of institution and is counter to the PTAB’s joinder
policy. This is a case of first impression and raises important issues of policy and
addresses abuse of discretion.

Upon institution in IPR2023-00279 (“Amazon IPR”), Meta filed this copycat
petition (having identical grounds and arguments for the challenged claims as in the
Amazon IPR) and moved for joinder, to promote judicial efficiency and streamline
briefing. Prior to the Decision, the Board terminated the Amazon IPR due to settle-
ment. In its Decision, the Board reversed its previous institution in the Amazon IPR
and denied institution here. The Board relied on a new and unexpected claim con-
struction that neither party advanced, depriving Meta of an opportunity to respond.

Even if Meta could have anticipated the Board’s construction of the claims, it
could not have addressed this issue in a copycat petition. Filing a non-copycat peti-
tion would have risked discretionary denial (for relying on the same art as the Ama-
zon IPR) and denial of joinder (for adding a substantive issue to a copycat petition).

Joinder policy reduces gamesmanship which may have occurred here. In its
Patent Owner Preliminary Response (“POPR”), PO took advantage of a second op-
portunity to address a substantively identical petition, adapting arguments based on

its unsuccessful POPR and the institution grant in the Amazon IPR. The same
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restrictions precluding Petitioner from modifying arguments in a copycat petition
did not apply to PO, who made new responsive arguments with the benefit of the
Board’s earlier decision granting institution. This is illustrative of the power imbal-
ance between later-wave petitioners and POs, who have the unfair advantage to do
what the Board prohibits of petitioners. This imbalance is inequitable and incon-
sistent with the goals of the AIA.

The result here also runs counter to policy promoting judicial economy
through joinder upon institution in a prior proceeding. The Amazon IPR was itself
a copycat of [PR2022-01494 (the “Apple IPR”), which was terminated due to settle-
ment before institution. In turn, before filing its POPR in this case, PO settled with
Amazon and quickly terminated the Amazon IPR. Despite PO staggering its litiga-
tions, Meta (and likewise Amazon) sought to conserve Board resources, streamline
proceedings, and preserve predictability by filing a copycat IPR. The Board’s re-
versal of its prior institution decision based on a new claim interpretation and new
PO arguments only encourages further gamesmanship by POs both at the PTAB and
in courts, yielding excessive cost and delay.

The Director should grant review in furtherance of equity and economy.

I. LEGAL STANDARD

“Because Congress has vested the Director with the ‘power and duties’ of the

PTO, the Director has the authority to provide for a means of reviewing PTAB
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decisions,” “and, upon review, may issue decisions himself on behalf of the Board.”
United States v. Arthrex, Inc., 141 S. Ct. 1970, 1987 (2021). “Requests for Director
Review of the Board’s decision whether to institute an AIA trial . . . shall be limited
to decisions presenting (a) an abuse of discretion or (b) important issues of law or
policy.” Revised Interim Director Review Process at 2(B). If Director Review is
granted, the previous panel’s decision will be reviewed de novo by the Director, or

a Delegated Rehearing Panel. Id. at 5(A)(iii).

II. FACTUAL BACKGROUND

The Board previously granted institution of a substantively identical petition
on the same patent, on the same grounds, and on the same arguments. On November
28,2022, Amazon filed IPR2023-00279. A few months later, on February 28, 2023,
PO filed a complaint against Meta in the Western District of Texas asserting the 213
patent and seven other patents. PO submitted a POPR in the Amazon IPR, and the
Board granted institution of the Amazon IPR on May 24, 2023. The Board found
that Amazon’s petition had “demonstrate[d] a reasonable likelihood of prevailing in
proving claim 1 unpatentable under § 103(a) as obvious” and reached the same con-
clusion for all challenged claims. IPR2023-00279, Paper 10 at 53.

Less than one month later, on June 23, 2023, Meta timely filed a copycat pe-

tition (Paper 1) containing identical grounds and arguments for the challenged
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claims' as the Amazon IPR. Meta motioned for joinder with the Amazon IPR (Paper
2), explaining that by filing a copycat, Meta was “streamlin[ing] discovery and brief-
ing” and “promot[ing] judicial efficiency in determining patentability without prej-
udicing Patent Owner.” Id. at 1-2. Meta agreed to take an “understudy” role to
Amazon if joined, and would only “actively participat[e] substantively ... if Amazon
terminate[d] its involvement after joinder.” Id. at 1, 6-7.

On August 10, 2023, before ruling on Meta’s petition and joinder motion, the
Board terminated the Amazon IPR based on settlement. PO then filed a POPR (Pa-
per 10) to Meta’s IPR without any testimonial evidence on October 13, 2023, in
which it raised for the first time several new arguments that it did not raise in the
Amazon IPR. Relying in part on PO’s new attorney arguments, the Board denied
institution of Meta’s petition on January 9, 2024.

The Board’s denial was based on the Board’s own new and unexpected inter-
pretation of the claim term ‘“generating a first quantity by applying a calibration,”
which neither party advanced. In particular, the Board interpreted this term to re-

quire that the first quantity is generated only by applying a calibration in a single

! Meta’s petition is substantively identical to the Amazon IPR, except that in an ef-
fort to promote judicial economy Meta’s petition did not challenge dependent claim

2, previously found indefinite in the Western District of Texas.
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step, and nothing else. Decision at 14 (“[C]laim 1 requires the calibration to gener-
ate the first quantity . . . and Petitioner relies on subsequent processing after Aven-
dano ’880’s alleged calibration to generate the first quantity.”) (emphasis in origi-
nal). Neither party suggested that only the calibration is used to instantly generate
the first quantity in a single step, and Meta had no opportunity to respond to this
interpretation.

Meta timely submits this Request for Director Review.

IHI. ARGUMENT

The Board’s denial of institution here raises important issues of law and pol-
icy. Further, the Board abused its discretion by adopting a new claim interpretation
inconsistent with its prior institution decision without permitting the parties to re-
spond. The Director should institute trial in this IPR.

With the Amazon IPR already pending by the time PO filed suit against Meta,
Meta had only a single option if it wanted to pursue an IPR while conserving the
parties’ and the Board’s resources: file a copycat of the Amazon petition without
substantive modification. The Board’s precedent meant that Meta could not have
made substantive edits to the Amazon [PR without risking both discretionary denial
of institution for use of the same art and denial of joinder for new issues. Microsoft
Corp. v. Uniloc 2017 LLC, IPR2019-00744 (hereafter “Microsoft”), Paper 11 at 4—

5 (PTAB Sept. 4, 2019); Unified Patents, Inc. v. PersonalWeb Techs., LLC et al.,
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IPR2014-00702 (hereafter “PersonalWeb), Paper 13 at 8 (PTAB Jul. 24, 2014);
General Plastic Indus. Co.. v. Canon Kabushiki Kaisha, IPR2016-01357 (hereafter
“General Plastic”), Paper 19 at 12 (PTAB Sept. 6, 2017) (precedential).

While Meta’s options were heavily restricted, no such limitations applied to
PO, which used the institution of the Amazon IPR as a roadmap to craft new POPR
arguments against Meta. In practice, while Meta was unable to modify the IPR pe-
tition, PO was allowed to modify its POPR arguments for the same petition.

From a policy perspective at the heart of the Director’s interests here, that
imbalance is not only facially inequitable, but also counter to the Board’s objectives
to streamline proceedings and conserve limited resources. Specifically, the Deci-
sion’s denial of Meta’s IPR incentivizes POs to engage in litigation tactics like the
PO here—timing its lawsuits in waves and settling with early defendants before the
institution dates of later copycat defendants, thereby granting itself a second, third,
or fourth bite at the apple in the form of serial POPRs against the same petition.

Petitioner respectfully requests that the Director reverse the Decision denying
institution and correct the inequities that burden later-filing petitioners.

A. Joinder Policy Requires Institution Where a Petition
Timely Copycats an Instituted Petition

Meta timely filed a copycat petition of the Amazon IPR in an effort to con-

serve the Board’s limited resources. Paper 2 at 1-2. In a similar case, even though
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the parties of the original instituted IPR had already settled, the Board granted insti-
tution and joinder of a subsequent copycat petition. Sony Mobile Commc 'ns v. An-
cora Tech., Inc., IPR2021-00663, Paper 17 at 23-24 (PTAB June 10, 2021). There,
the Board reasoned that the motion for joinder “was timely filed” before PO’s mo-
tion to terminate the earlier IPR, and that the petition was a true copycat presenting
“no new grounds of unpatentability or new evidence.” Id. at 31.> The same is true
here, as Meta’s IPR did not introduce any new grounds or evidence.

1. Copycat Petitions Promote Efficiency and Preserve
Judicial Resources

Unlike non-copycat petitions, copycat petitions do “not affect the cost, proce-
dural complexity, or scheduling of the [earlier] IPR.” Microsoft, IPR2019-00744,
Paper 11 at 13. The General Plastic analysis for non-copycat follow-on petitions is
primarily concerned with reducing inefficiencies with the IPR process. General
Plastic, Paper 19 at 17-18 (stating, “[t]he Board’s resources would be more fairly
expended on first petitions rather than on a follow-on petition” and such follow-on

petitions are “unfair to patent owners and [] an inefficient use of the inter pates

2 The Sony Board also quoted the AIA legislative history:

The Office anticipates that joinder will be allowed as of right—if an
inter partes review is instituted on the basis of a petition, for example,
a party that files an identical petition will be joined to that proceeding,
and thus allowed to file its own briefs and make its own arguments.

Id. (internal citations omitted).
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review process”). The General Plastic Board was “mindful of the goals of the AIA
— namely, to improve patent quality and make the patent system more efficient by
the use of post-grant review procedures.” Id. at 16 (citing H.R. Rep. No. 112-98, pt.
1, at 40 (2011)). The Fintiv and Sotera Boards similarly emphasized efficiency and
fairness. Apple, Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 at 5-6, 12, 14, 17, 20
(PTAB Mar. 20, 2020) (precedential) (stating the Board makes ‘““an effort to balance
considerations such as system efficiency, fairness, and patent quality” and “takes a
holistic view of whether efficiency and integrity of the system are best served by . .
. review”); Sotera Wireless, Inc. v. Masimo Corp., IPR2020-01019, Paper 12 at 12
(PTAB Dec. 1, 2020) (stating the Board “balance[s] considerations such as system
efficiency, fairness, and patent quality”™).

Here, deterred by the Board’s precedent in General Plastic from filing a non-
copycat relying on the same references, Meta sought to conserve the Board’s limited
resources by pursuing a copycat and joinder to the Amazon IPR. See, e.g., Valve
Corp. v. PalTalk Holdings, Inc., IPR2018-01243 (“Valve Corp.”), Paper 8 at 4
(PTAB Oct. 15, 2018) (“[J]oinder promotes economy and efficiency, thereby reduc-
ing the burden on the Patent Owner and on the limited resources of the Board, as

compared to distinct, parallel proceedings.”).
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2. Patent Owners Should Be Subject to Similar
Limitations as Petitioners

While General Plastic prohibits petitioners from learning from prior Board
decisions to shift their arguments, the same is not true for POs, who may “roadmap”
their POPRs based on the Board’s prior decisions. General Plastic analyzes con-
cerns with respect to inefficiencies of non-copycat follow-on petitions, stating the
Board’s “intent in formulating the [General Plastic] factors was to take undue ineq-

29

uities and prejudices to Patent Owner into account.” General Plastic, Paper 19 at
17. But here, by reversing its own previous opinion granting institution on identical
arguments, the Decision caused analogous undue inequities and prejudices to Peti-
tioner Meta, and injected unpredictability into the IPR process.

Specifically, under General Plastic, Meta pursued a copycat petition because
filing a non-copycat would have risked an accusation of unfairly “study[ing] ... our
institution decisions on the first-filed petitions.” Id. at 17. But unlike Meta, PO
benefitted from studying the Board’s prior decision granting institution in the Ama-
zon IPR, and leveraged it to introduce new arguments in its POPR. While petitioners
cannot attempt “shifts in the prior art asserted and the related arguments™ in their
follow-on petitions, PO “us[ed] [the Board’s] decisions as a roadmap” to modify and

“strategically stage” its POPR arguments. Id.

Where the Board previously instituted an earlier IPR, a PO should not be
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allowed to use the prior Board decision to roadmap its POPR for a copycat IPR.

3. Filing a Non-Copycat Petition Would Have Risked
Discretionary Denial and Denial of Joinder

Not only do copycat petitions promote efficiency and conserve resources, but
non-copycats are deterred. Had Meta pursued a non-copycat petition relying on the
same art as Amazon’s, it would have been discretionarily denied (for relying on the
same art) and joinder would have been denied (for not being a copycat).

As to discretion, § 325(d) empowers the Board with discretion to deny a peti-
tion when “the same or substantially the same prior art or arguments previously were
presented to the Office.” The Board applies its discretion liberally in the interest of
preserving its finite resources. See, e.g., PersonalWeb, Paper 13 at 6 (denying insti-
tution due to “overlapping petitions” based on same prior art); Microsoft, Paper 11
at 8 (denying institution when a new reference was added to grounds in earlier IPR).

As to joinder, precedent is clear that copycat petitioners like Meta cannot in-
troduce a new substantive issue to an [PR. Instead, a later-petitioner seeking joinder
to an earlier IPR must accept the previous petition as-is, without material changes.
Microsoft, Paper 11 at 4-5 (denying joinder of a non-copycat petition for raising
different grounds). The petitioner in Microsoft was denied on both: (1) joinder, for
being “too different” from the earlier IPR, as “joinder would needlessly add to the

cost, procedural complexity, and scheduling of the [earlier] IPR,” and (2) institution,

10
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for being “too similar” to the earlier IPR because it “raises substantially the same
grounds using the same or substantially the same prior art.” Id. at 14.

Later-petitioners are therefore restricted to one of two extremes: copycat an
earlier IPR as-is, or pursue new art in a parallel proceeding that risks wasting Board
resources. Modifying an earlier IPR risks losing the opportunity for an IPR alto-
gether. See e.g., PersonalWeb, Paper 12 at 5-8 (denying joinder of later petition for
introducing “at least one new substantive issue” not at issue in the earlier IPR).

The foregoing demonstrates that there is a significant disadvantage for later-
petitioners like Meta, who, if it wants to conserve resources or rely on the same art
as an earlier IPR, must accept the earlier petition as-is, without modification.

4. Joinder Policy Reduces Gamesmanship

Before filing its POPR in this case, PO settled with Amazon and successfully
moved to terminate the Amazon IPR. In its POPR, PO took advantage of a second
opportunity to address a substantively identical petition, adapting its arguments
based on its unsuccessful POPR and institution of trial in the Amazon IPR. The
same restrictions precluding Petitioner from modifying arguments in a copycat peti-
tion did not apply to PO, who made new responsive arguments with the benefit of
the Board’s earlier decision. This illustrates the power imbalance between later-
wave petitioners and POs, who have the unfair advantage to do precisely what the

Board prohibits of petitioners, which is inequitable and in tension with the goals of

11
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the AIA. 37 C.F.R. § 42.1(b) (reciting policy of AIA “to secure the just, speedy, and
inexpensive resolution of every proceeding”).

With the Amazon IPR instituted, and knowledge acquired from that institution
decision, PO was incentivized to settle with Amazon to terminate the instituted pro-
ceeding before Meta could be joined. Had PO’s settlement with Amazon occurred
after joinder of Meta, Meta would be party to an active, instituted proceeding.

The Decision denying Meta’s IPR illustrates the predicament of later-filing
petitioners, who are unilaterally bound to the arguments made in earlier [PRs. Later-
petitioners cannot modify those arguments, which is inequitable when the art is oth-
erwise strong and has already formed the basis for an instituted IPR. This is espe-
cially problematic in a case like this, where the denial of institution comes down to
an issue of claim construction that neither party had advanced.

B. The Board Disregarded Its Standard Practice of Inviting

the Parties to Address the Board’s New Implicit Claim
Construction in a Decision on Institution

The Board did not follow its standard practice and abused its discretion by
denying Meta an opportunity to be heard on the new implicit claim construction.

Where the parties do not dispute the interpretation of a term, “the Board
need[s] to provide notice of and an adequate opportunity to respond to its construc-
tion.” Qualcomm Inc. v. Intel Corp., 6 F.4th 1256, 1263 (Fed. Cir. 2021) (vacating

the Board’s final written decision for failure to provide “adequate notice of and

12





Meta Platforms, Inc. v. Jawbone Innovations, LLC
IPR2023-01083 — U.S. Patent 8,321,213

opportunity to respond to its sua sponte claim construction”). By denying institution
here, the Board precluded Meta from responding to the new claim interpretation.
Despite neither party® proposing a construction for the term “generating a first
quantity by applying a calibration,” the Decision concluded this term requires:
1. The first quantity must be generated only by applying a calibration, and
no other processing (Decision at 14 (concluding the Petition’s reliance
on “subsequent processing after [the prior art’s] alleged calibration to

generate the first quantity” does not meet this term) (emphasis in orig-
inal); and

2. The calibration must exclude a unit that “estimates the minimum for the
[] signal” (id. at 14-15).*

Meta could not have anticipated either requirement, as neither was in dispute. PO
never denied that (1) the first quantity could be generated via calibration and subse-
quent processing, or (2) a minimum estimation unit can contribute to a calibration.
Meta should have been given an opportunity, as Qualcomm requires, to respond.
The Petition did not propose construction of any term (Pet. at 7) and provided
two separate mappings of the prior art’s gain factor and subsequent minimum esti-

mate unit to the “generating” term (id. at 35-37). The POPR reiterated the Petition’s

3 The POPR proposed a construction for a separate term that the Board determined
it need not construe. Compare POPR at 12—-13, with Decision at 8.
4+ Notwithstanding its interpretation of the “generating” term in its analysis, the Board

did not explicitly construe any term. Decision at 8.
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mappings, without proposing a specific interpretation of the “generating” term., pre-
senting a different argument altogether: that the prior art uses scalars, not signals.
POPR at 21-22 (arguing the claim requires “a calibrated signal, not a scalar num-
ber,” the prior art “outputs a scalar value, not a signal,” and the patent discusses “a
ratio of two signals, not two scalars”). Nowhere did the POPR contend that the
“generating” term should be interpreted to require (1) enly a calibration and nothing
else, or (2) that a minimum estimate unit cannot contribute to a calibration. /d.

As the Decision admits, the Board took liberties with the POPR’s statements,
“expand[ing]” them to reach its two requirements to reject both of Meta’s mapings.
Decision at 14. In similar instances, the Board has granted institution and invited
parties to address the interpretation during trial proceedings. See, e.g., Google LLC
v. EcoFactor, Inc., Nos. 2022-1750, 2022-1767, 2024 U.S. App. LEXIS 2795, at
*12 (Fed. Cir. Feb. 7, 2024) (“The Board, however, cannot, without notice and op-
portunity for the parties to respond, change theories midstream by adopting a claim
construction in its final written decision that neither party requested nor antici-
pated.”); MapleBear Inc. D/B/A Instacart v. Consumeron, LLC, IPR2022-01359, Pa-
per 9 at 14-15 (PTAB Mar. 3, 2023) (granting institution and inviting parties to “brief
the [Board’s construction] issue in their subsequent papers at trial”).

In MapleBear, the Board specifically “encourage[d] the parties to identify the
particular aspect(s) of the [Board’s] construction they disagree with, explain why
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and how it matters to the grounds presented in the Petition, and provide argument
with citations,” thus inviting Petitioner to “address this construction to the extent it
differs from that applied in the Petition.” Id.; see also Weatherford Int’l, LLC v.
Packers Plus Energy Services Inc., [IPR2016-01509, Paper 23 at 6 (PTAB Feb. 23,
2017) (granting institution and stating the Board “would benefit [from] receiv[ing]
[the petitioner’s] response to [PO’s] proposed construction™).

Moreover, neither requirement imposed by the Board is supported by record
evidence. Regarding the Board’s first requirement that calibration cannot be fol-
lowed by subsequent processing, this is directly contrary to Fig. 4 of the *213 patent,
which depicts calibration a(z) followed by subsequent processing with a filter B(z).
Pet. 4-5, reproducing Fig. 4; see also Ex. 1001, 5:20—6:59. As for the Board’s sec-
ond requirement, the Decision did not point to any evidence supporting that the
claimed calibration must exclude an estimate of a minimum. Decision at 14—15. See
Google, 2024 U.S. App. LEXIS 2795, at *10-12 (reversing the Board’s implicit
claim construction as overly narrow in favor of petitioner’s broader construction).

Thus, the basis for the Board’s denial of institution was a new and unexpected
claim construction. Meta was entitled to “notice of and an adequate opportunity to
respond to [the Board’s] construction.” See Qualcomm, 6 F.4th at 1263.

IV. CONCLUSION

For the reasons above, Meta respectfully requests Director review.
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Petitioner Meta Platforms, Inc. (“Meta”) respectfully requests director review
of the Decision Denying Institution (Paper 13, hereinafter “Decision’), which re-
versed the Board’s prior grant of institution and is counter to the PTAB’s joinder
policy. This is a case of first impression and raises important issues of policy and
addresses abuse of discretion.

Upon institution in IPR2023-00285 (“Amazon IPR”), Meta filed this copycat
petition (having identical grounds and arguments for the challenged claims as in the
Amazon IPR) and moved for joinder, to promote judicial efficiency and streamline
briefing.

Prior to the Decision, the Board terminated the Amazon IPR due to settlement.
In its Decision, the Board reversed its previous institution in the Amazon IPR and
denied institution here. The Board relied on a new and unexpected claim construc-
tion that neither party advanced, depriving Meta of an opportunity to respond.

Even if Meta could have anticipated the Board’s construction of the claims, it
could not have addressed this issue in a copycat petition. Filing a non-copycat peti-
tion would have risked discretionary denial (for relying on the same art as the Ama-
zon IPR) and denial of joinder (for adding a substantive issue to a copycat petition).

Joinder policy reduces gamesmanship which may have occurred here. In its
Patent Owner Prelminary Response (“POPR”), PO took advantage of a second op-

portunity to address a substantively identical petition, adapting arguments based on
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its unsuccessful POPR and the institution grant in the Amazon IPR. The same re-
strictions precluding Petitioner from modifying arguments in a copycat petition did
not apply to PO, who made new responsive arguments with the benefit of the Board’s
earlier decision granting institution. This is illustrative of the power imbalance be-
tween later-wave petitioners and POs, who have the unfair advantage to do what the
Board prohibits of petitioners. This imbalance is inequitable and inconsistent with
the goals of the AIA.

The result here also runs counter to policy promoting judicial economy
through joinder upon institution in a prior proceeding. The Amazon IPR was itself
a copycat of [IPR2022-01495 (the “Apple IPR”), which was terminated due to settle-
ment before institution. In turn, before filing its Patent Owner Preliminary Response
(“POPR”) 1n this case, PO settled with Amazon and quickly terminated the Amazon
IPR. Despite PO staggering its litigations, Meta (and likewise Amazon) sought to
conserve Board resources, streamline proceedings, and preserve predictability by
filing a copycat IPR. The Board’s reversing its prior institution decision based on a
new claim interpretation and new PO arguments only encourages further gamesman-
ship by POs both at the PTAB and in courts, yielding excessive cost and delay.

The Director should grant review in furtherance of equity and economy.

I. LEGAL STANDARD

“Because Congress has vested the Director with the ‘power and duties’ of the

2
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PTO, the Director has the authority to provide for a means of reviewing PTAB de-

99 ¢¢

cisions,” “and, upon review, may issue decisions himself on behalf of the Board.”
United States v. Arthrex, Inc., 141 S. Ct. 1970, 1987 (2021). “Requests for Director
Review of the Board’s decision whether to institute an AIA trial . . . shall be limited
to decisions presenting (a) an abuse of discretion or (b) important issues of law or
policy.” Revised Interim Director Review Process at 2(B). If Director Review is
granted, the previous panel’s decision will be reviewed de novo by the Director, or

a Delegated Rehearing Panel. Id. at 5(A)(iii).

II. FACTUAL BACKGROUND

The Board previously granted institution of a substantively identical petition
on the same patent, on the same grounds, and on the same arguments. On November
28,2022, Amazon filed IPR2023-00285. A few months later, on February 28, 2023,
PO filed a complaint against Meta in the Western District of Texas asserting the 611
patent and seven other patents. PO submitted a POPR in the Amazon IPR, and the
Board granted institution of the Amazon IPR on June 7, 2023. The Board found that
Amazon’s petition “demonstrate[d] a reasonable likelihood of prevailing in proving
[independent] claim 29 unpatentable under § 103(a) as obvious” and reached the
same conclusion for all challenged claims. IPR2023-00285, Paper 10 at 50.

Less than one month later, on June 23, 2023, Meta timely filed a copycat pe-
tition (Paper 1) containing identical grounds and arguments for the challenged
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claims' as the Amazon IPR. Meta motioned for joinder with the Amazon IPR (Paper
2), explaining that by filing a copycat, Meta was “streamlin[ing] discovery and brief-
ing” and “promot[ing] judicial efficiency in determining patentability without prej-
udicing Patent Owner.” Id. at 1-2. Meta agreed to take an “understudy” role to
Amazon if joined, and would only “actively participat[e] substantively ... if Amazon
terminate[d] its involvement after joinder.” Id. at 1, 6-7.

On August 9, 2023, before ruling on Meta’s petition and joinder motion, the
Board terminated the Amazon IPR based on settlement. PO then filed a POPR (Pa-
per 10) to Meta’s IPR without any testimonial evidence on October 13, 2023, in
which it raised for the first time several new arguments that it did not raise in the
Amazon IPR. Relying in part on PO’s new attorney arguments, the Board denied
institution of Meta’s petition on January 9, 2024.

PO’s new arguments led the Board to deny institution based on the Board’s
own new and unexpected interpretation of the claim term “generating a first quantity
by applying a calibration,” which neither party advanced. In particular, the Board

interpreted this term to require that the first quantity is generated only by applying a

! Meta’s petition is substantively identical to the Amazon IPR, except that in an ef-
fort to promote judicial economy Meta’s petition did not challenge a claim (depend-

ent claim 30) previously found indefinite in the Western District of Texas.
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calibration in a single step, and nothing else. Decision at 24 (“[Limitation 29b] re-
quires that the application of calibration generates the first quantity. Petitioner in-
stead asserts that it is subsequent processing ... that generates the ‘first quantity,’
which does not meet the claim limitation™). Neither party suggested that only the
calibration is used to instantly generate the first quantity in a single step, and Meta
had no opportunity to respond to this interpretation.

Meta timely submits this Request for Director Review.

IHI. ARGUMENT

The Board’s denial of institution here raises important issues of law and pol-
icy. Further, the Board abused its discretion by adopting a new claim interpretation
inconsistent with its prior institution decision without permitting the parties to re-
spond. The Director should institute trial in this IPR.

With the Amazon IPR already pending by the time PO filed suit against Meta,
Meta had only a single option if it wanted to pursue an IPR while conserving the
parties’ and the Board’s resources: file a copycat of the Amazon petition without
substantive modification. The Board’s precedent meant that Meta could not have
made substantive edits to the Amazon [PR without risking both discretionary denial
of institution for use of the same art and denial of joinder for new issues. Microsoft
Corp. v. Uniloc 2017 LLC, IPR2019-00744 (hereafter “Microsoft”), Paper 11 at 4—

5 (PTAB Sept. 4, 2019); Unified Patents, Inc. v. PersonalWeb Techs., LLC et al.,
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IPR2014-00702 (hereafter “PersonalWeb”) Paper 13 at 8 (PTAB Jul. 24, 2014);
General Plastic Industrial Co., Ltd. v. Canon Kabushiki Kaisha, IPR2016-01357
(hereafter “General Plastic”), Paper 19 at 12 (PTAB Sept. 6, 2017) (precedential).

While Meta’s options were heavily restricted, no such limitations applied to
PO, which used the institution of the Amazon IPR as a roadmap to craft new POPR
arguments against Meta. In practice, while Meta was unable to modify the IPR pe-
tition, PO was allowed to modify its POPR arguments for the same petition.

From a policy perspective at the heart of the Director’s interests here, that
imbalance is not only facially inequitable, but also counter to the Board’s objectives
to streamline proceedings and conserve limited resources. Specifically, the Deci-
sion’s denial of Meta’s IPR incentivizes POs to engage in litigation tactics like the
PO here—timing its lawsuits in waves and settling with early defendants before the
institution dates of later copycat defendants, thereby granting itself a second, third,
or fourth bite at the apple in the form of serial POPRs against the same petition.

Petitioner respectfully requests that the Director reverse the Decision denying
institution and correct the inequities that burden later-filing petitioners.

A. Joinder Policy Requires Institution Where a Petition
Timely Copycats an Instituted Petition

Meta timely filed a copycat petition of the Amazon IPR in an effort to con-

serve the Board’s limited resources. Paper 2 at 1-2. In a similar case, even though
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the parties of the original, instituted IPR had already settled, the Board granted in-
stitution and joinder of a subsequent copycat petition. Sony Mobile Comm. v. Ancora
Tech., Inc., IPR2021-00663, Paper 17 at 23—24 (PTAB June 10, 2021). There, the
Board reasoned that the motion for joinder “was timely filed” before PO’s motion
to terminate the earlier IPR, and that the petition was a true copycat presenting “no
new grounds of unpatentability or new evidence.” Id. at 31.2 The same is true here,
as Meta’s IPR did not introduce any new grounds or evidence.

1. Copycat Petitions Promote Efficiency and Preserve
Judicial Resources

Unlike non-copycat petitions, copycat petitions do “not affect the cost, proce-
dural complexity, or scheduling of the [earlier] IPR.” Microsoft, IPR2019-00744,
Paper 11 at 13. The General Plastic analysis for non-copycat follow-on petitions is
primarily concerned with reducing inefficiencies with the IPR process. General
Plastic, Paper 19 at 17-18 (stating “[t]he Board’s resources would be more fairly

expended on first petitions rather than on a follow-on petition” and such follow-on

2 The Sony Board also quoted the AIA legislative history:

The Office anticipates that joinder will be allowed as of right—if an
inter partes review is instituted on the basis of a petition, for example,
a party that files an identical petition will be joined to that proceeding,
and thus allowed to file its own briefs and make its own arguments.

Id. (internal citations omitted).
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petitions are “unfair to patent owners and [] an inefficient use of the inter pates re-
view process”). The General Plastic Board was “mindful of the goals of the AIA —
namely, to improve patent quality and make the patent system more efficient by the
use of post-grant review procedures.” Id. at 16 (citing H.R. Rep. No. 112-98, pt. 1,
at 40 (2011)). The Fintiv Board similarly emphasized efficiency and fairness. Ap-
ple, Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 at 56, 12, 14, 17,20 (PTAB Mar.
20, 2020) (precedential) (stating the Board makes “an effort to balance considera-
tions such as system efficiency, fairness, and patent quality” and “takes a holistic
view of whether efficiency and integrity of the system are best served by denying or
instituting”).

Here, deterred by the Board’s precedent in General Plastic from filing a non-
copycat relying on the same references, Meta sought to conserve the Board’s limited
resources by pursuing a copycat and joinder to the Amazon IPR. See, e.g., Valve
Corp. v. PalTalk Holdings, Inc., IPR2018-01243 (“Valve Corp.”), Paper 8 at 4
(PTAB Oct. 15, 2018) (“[J]oinder promotes economy and efficiency, thereby reduc-
ing the burden on the Patent Owner and on the limited resources of the Board, as
compared to distinct, parallel proceedings.”).

2. Patent Owners Should Be Subject to Similar
Limitations as Petitioners

While General Plastic prohibits petitioners from learning from prior Board





Meta Platforms, Inc. v. Jawbone Innovations, LLC
IPR2023-01129 — U.S. Patent 8,326,611

decisions to shift their arguments, the same is not true for POs, may “roadmap” their
POPRs based on the Board’s prior decisions. General Plastic analyzes concerns
with respect to inefficiencies of non-copycat follow-on petitions, stating the Board’s
“intent in formulating the [ General Plastic] factors was to take undue inequities and
prejudices to Patent Owner into account.” General Plastic, Paper 19 at 17. But here,
by reversing its own previous opinion granting institution on identical arguments,
the Decision caused analogous undue inequities and prejudices to Petitioner Meta,
and injected unpredictability into the IPR process.

Specifically, under General Plastic, Meta pursued a copycat petition because
filing a non-copycat would have risked an accusation of unfairly “study[ing] ... our
institution decisions on the first-filed petitions.” Id. at 17. But unlike Meta, PO
benefitted from studying the Board’s prior decision granting institution in the Ama-
zon IPR, and leveraged it to introduce new arguments in its POPR. While petitioners
cannot attempt “shifts in the prior art asserted and the related arguments” in their
follow-on petitions, PO “us[ed] [the Board’s] decisions as a roadmap” to modify and
“strategically stage” its POPR arguments. /d.

Where the Board previously instituted an earlier IPR, a PO should not be al-

lowed to use the prior Board decision to roadmap its POPR for a copycat IPR.
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3. Filing a Non-Copycat Petition Would Have Risked
Discretionary Denial and Denial of Joinder

Not only do copycat petitions promote efficiency and conserve resources, but
non-copycats are deterred. Had Meta pursued a non-copycat petition relying on the
same art as Amazon’s, it would have been discretionarily denied (for relying on the
same art) and joinder would have been denied (for not being a copycat).

As to discretion, § 325(d) empowers the Board with discretion to deny a peti-
tion when “the same or substantially the same prior art or arguments previously were
presented to the Office.” The Board applies its discretion liberally in the interest of
preserving its finite resources. See, e.g., PersonalWeb, Paper 13 at 6 (denying insti-
tution due to “overlapping petitions” based on the same prior art); Microsoft, Paper
11 at 8 (denying institution when new reference added to grounds in an earlier IPR).

As to joinder, the Board’s precedent is clear that later-petitioners like Meta
cannot introduce a new substantive issue to an IPR and still join the prior proceeding.
Instead, a later-petitioner seeking joinder to an earlier IPR must accept the previous
petition as-is, without material changes. Microsoft, Paper 11 at 4-5 (denying joinder
of a non-copycat petition for raising different grounds). Ultimately, the petitioner in
Microsoft was denied on both: (1) joinder, for being “too different” from the earlier
IPR, as “joinder would needlessly add to the cost, procedural complexity, and sched-

uling of the [earlier] IPR,” and (2) institution, for being “too similar” to the earlier
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IPR because it “raises substantially the same grounds using the same or substantially
the same prior art.” Id. at 14.

Later-petitioners are therefore restricted to one of two extremes: copycat an
earlier IPR as-is, or pursue substantially or entirely new art in a parallel proceeding
that risks wasting Board resources. Modifying an earlier IPR risks losing the oppor-
tunity for an IPR altogether. See e.g., PersonalWeb, Paper 12 at 5-8 (denying join-
der of later petition for introducing “at least one new substantive issue”).

The foregoing demonstrates that there is a significant disadvantage for later-
petitioners like Meta, who, if it wants to conserve resources or rely on the same art
as an earlier IPR, must accept the earlier petition as-is, without modification.

4. Joinder Policy Reduces Gamesmanship

Before filing its POPR in this case, PO settled with Amazon and successfully
moved to terminate the Amazon IPR. In its POPR, PO took advantage of a second
opportunity to address a substantively identical petition, adapting its arguments
based on its unsuccessful POPR and institution of trial in the Amazon IPR. The
same restrictions precluding Petitioner from modifying arguments in a copycat peti-
tion did not apply to PO, who made new responsive arguments with the benefit of
the Board’s earlier decision. This illustrates the power imbalance between later-
wave petitioners and POs, who have the unfair advantage to do precisely what the

Board prohibits of petitioners, which is inequitable and in tension with the goals of
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the AIA. 37 C.F.R. § 42.1(b) (reciting policy of AIA “to secure the just, speedy, and
inexpensive resolution of every proceeding”).

With the Amazon IPR instituted, and knowledge acquired from that institution
decision, PO was incentivized to settle with Amazon to terminate the instituted pro-
ceeding before Meta could be joined. Had PO’s settlement with Amazon occurred
after joinder of Meta, Meta would be party to an active, instituted proceeding.

The Decision denying Meta’s IPR illustrates the predicament of later-filing
petitioners, who are unilaterally bound to the arguments made in earlier [PRs. Later-
petitioners cannot modify those arguments, which is inequitable when the art is oth-
erwise strong and has already formed the basis for an instituted IPR. This is espe-
cially problematic in a case like this, where the denial of institution comes down to
an issue of claim construction that neither party had advanced.

B. The Board Disregarded Its Standard Practice of Inviting

the Parties to Address the Board’s New Implicit Claim
Construction in a Decision on Institution

The Board did not follow its standard practice and abused its discretion by
denying Meta an opportunity to be heard on the new implicit claim construction.

Where the parties do not dispute the interpretation of a term, “the Board
need[s] to provide notice of and an adequate opportunity to respond to its construc-
tion.” Qualcomm Inc. v. Intel Corp., 6 F.4th 1256, 1263 (Fed. Cir. 2021) (vacating

the Board’s final written decision for failure to provide “adequate notice of and
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opportunity to respond to its sua sponte claim construction”). Yet here, by denying
institution, the Board precluded Meta from having the opportunity to respond to the
Board’s new interpretation of a claim term.

Despite neither party® proposing a construction for the term “generating a first
quantity by applying a calibration,” the Decision concluded this term requires:

1. The first quantity must be generated only by applying a calibration, and

no other processing (Decision at 24 (concluding the Petition’s reliance

on “the calibrated signal ... be[ing] subsequently processed to generate

the claimed first quantity” does not meet this term) (emphasis in origi-
nal); and

2. The calibration must exclude a unit that “estimates the minimum for the
[] signal” (id. at 25).*

Meta could not have anticipated either requirement, as neither was in dispute. PO
never disputed Meta’s positions that (1) the first quantity can be generated via cali-
bration and subsequent processing, or (2) a minimum estimation unit can perform a
calibration. Meta should be given an opportunity, as Qualcomm requires, to respond.

The Petition did not propose construction of any term (Pet. at 7) and provided

two separate mappings of the prior art’s gain factor and subsequent minimum

3 The POPR proposed a construction for a separate term that the Board determined
it need not construe. Compare POPR at 12—-13, with Decision at 13—14.
4+ Notwithstanding its interpretation of the “generating” term in its analysis, the Board

did not explicitly construe any term. Decision at 13—14.
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estimate unit to the “generating” term (id. at 34-36). PO reiterated the Petition’s
mappings, but rather than proposing a specific interpretation of the “generating,” the
POPR presented a different argument altogether: that the prior art uses scalars, not
signals. POPR at 21-22 (arguing that: the claim requires “a calibrated signal, not a
scalar number,” the prior art “outputs a scalar value, not a signal,” and the patent
discusses “a ratio of two signals, not two scalars”). Nowhere did the POPR contend
that the “generating” term should be interpreted to require (1) only a calibration and
nothing else, or (2) that a minimum estimate unit cannot perform a calibration. /d.

In similar instances where the Board adopted an interpretation that was not
advanced by either party, the Board has granted institution and invited the parties to
address the construction during trial proceedings. See, e.g., Google LLC v. Ecofac-
tor, Inc., Nos. 2022-1750, 2022-1767, 2024 U.S. App. LEXIS 2795, at *10 (Fed.
Cir. Feb. 7,2024) (“The Board, however, cannot, without notice and opportunity for
the parties to respond, change theories midstream by adopting a claim construction
in its final written decision that neither party requested nor anticipated.”);
MapleBear Inc. D/B/A Instacart v. Consumeron, LLC, IPR2022-01359, Paper 9 at
14-15 (PTAB Mar. 3, 2023) (granting institution and inviting parties to “brief the
[Board’s construction] issue in their subsequent papers at trial”).

In MapleBear, the Board specifically “encourage[d] the parties to identify the
particular aspect(s) of the [Board’s] construction they disagree with, explain why
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and how it matters to the grounds presented in the Petition, and provide argument
with citations,” thus, inviting Petitioner to “address this construction to the extent it
differs from that applied in the Petition.” Id.; see also Weatherford Int’l, LLC v.
Packers Plus Energy Services Inc., [IPR2016-01509, Paper 23 at 6 (PTAB Feb. 23,
2017) (granting institution and stating the Board “would benefit [from] receiv[ing]
[the petitioner’s] response to [PO’s] proposed construction™).

Moreover, neither requirement imposed by the Board is supported by record
evidence. Regarding the Board’s first requirement that calibration cannot be fol-
lowed by subsequent processing, this is directly contrary to Fig. 4 of the 611 patent,
which depicts calibration a(z) followed by subsequent processing with a filter B(z).
Pet. 4-5, reproducing Fig. 4; see also Ex. 1001 at 5:20-6:59. As for the Board’s
second requirement, it did not point to evidence suggesting the claimed calibration
must exclude an estimate of a minimum. Decision at 24-25; see also Google, 2024
U.S. App. LEXIS 2795, at *10 (Fed. Cir. Feb. 7, 2024) (reversing the Board’s im-
plicit claim construction as overly narrow in favor of petitioner’s construction).

Thus, the basis for the Board’s denial of institution was a new and unexpected
claim construction. Meta should have been given “notice of and an adequate oppor-
tunity to respond to [the Board’s] construction.” See Qualcomm, 6 F.4th at 1263.
IV. CONCLUSION

For the reasons above, Meta respectfully requests Director review.
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