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l. INTRODUCTION

Pursuant to the Board’s email authorization on January 16, 2024, Patent
Owner respectfully submits this supplemental preliminary response to Petitioner’s
corrected petition for inter partes review filed January 22, 2024 (Paper 7, “Corrected
Petition”). The Corrected Petition fails to remedy the deficiencies in the original
petition (Paper 2, “Original Petition™) identified in Patent Owner’s preliminary
response (Paper 6, “POPR”). Accordingly, the Board should deny institution.

Il.  PETITIONER HAS NOT SHOWN WHERE EACH ELEMENT OF
CLAIM 11 IS FOUND IN THE ART RELIED UPON IN GROUND 1

The Board’s rules require that “[t]he petition must specify where each element
of the claim is found in the prior art patents or printed publications relied upon.” 37
C.F.R. 8§ 42.104(b)(4) (emphasis added); see also 35 U.S.C. § 312(a)(3) (requiring
petitions to identify “with particularity . . . the evidence that supports the grounds
for the challenge to each claim”). Petitioner’s Ground 1 challenges independent
Claim 11 of the "082 Patent, which recites, in part, “controlling the speed variation
of the aircraft with actuators operably associated with the aircraft” (referred to as
limitation 11.A.1 in the Corrected Petition). Original Petition, 2; DJI-1001, 9:33-
34. The Original Petition, and the accompanying declaration of Petitioner’s expert,
Dr. Singhose, failed to address this element of Claim 11 and even omitted it from

the claim listing in Appendix A to the Original Petition. See Original Petition, 50-
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51, Appendix A (p.2); see also DJI-1003, 1158 (Dr. Singhose omitting this limitation
from his reproduction of Claim 11).

Petitioner represented to the Board that its failure to address this element of
Claim 11 was the result of a clerical error and filed the Corrected Petition. The
Corrected Petition attempts to remedy the deficiencies in the Original Petition by
referring back to portions of the Petition’s analysis of Claim 1. Corrected Petition,
50-51. The newly added cross-references in the Corrected Petition, however, fail to
show that the Gold-Shue-Gold-Paper combination teaches limitation 11.A.1.

Specifically, the Corrected Petition cites only the analysis in section VV.B.2 as
allegedly demonstrating that the Gold-Shue-Gold-Paper combination discloses
“controlling the speed variation of the aircraft with actuators operably associated
with the aircraft” as recited in limitation 11.A.1. Corrected Petition, 50-51. Section
V.B.2, however, addresses different limitations of Claim 1, which recite “a sensor
carried by the aircraft, the sensor being adapted to sense a directional movement of
the aircraft” (limitation [LA]) and “an actuator carried by the aircraft, the actuator
being utilized to control the directional movement of the aircraft” (limitation [1B]).
Corrected Petition, 22-25. While the cross-referenced portion of the Petition
purports to identify disclosure in Gold of actuators utilized to control the directional

movement of the aircraft, it lacks any explanation of how the identified disclosure
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in Gold teaches “controlling the speed variation of the aircraft” using the identified
actuators as recited in limitation 11.A.1. Corrected Petition, 25.

Furthermore, Petitioner made no attempt to correct Dr. Singhose’s declaration
(DJI1-1003), which similarly failed to address limitation 11.A.1. Thus, the Corrected
Petition’s contention that limitation 11.A.1 is disclosed by the Gold-Shue-Gold-
Paper combination “[f]or the reasons set forth in” its analysis of Claim 1 in section
V.B.2 lacks corroborating expert testimony and therefore amounts to little more than
unsupported attorney argument. Petition, 50 (citing DJI-1003, 11165-171).

Even with the changes in the Corrected Petition, Petitioner has not met its
burden to “specify where each element of the claim is found in the prior art patents
or printed publications relied upon.” 37 C.F.R. § 42.104(b)(4); see also Samsung
Elecs. Co., Ltd. v. RightQuestion, LLC, IPR2022-00251, Paper 17 at 38 (P.T.A.B.
June 9, 2022) (“The burden of proof here lies with Petitioner, not Patent Owner, and
[the Board does not] create and adopt unpatentability arguments on behalf of
Petitioner as to whether or how [a reference] might teach a [claim element].”).
Accordingly, Petitioner has not demonstrated a reasonable likelihood that Claim 11
would have been obvious and institution should be denied.

Respectfully submitted,
/Brian W. Oaks/

Dated: January 30, 2024 Brian W. Oaks (Reg. No. 44,981)
MCDERMOTT WILL & EMERY
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303 Colorado Street, Suite 2200

Austin, TX 78701

Tel: 512.726.2574

boaks@mwe.com

Lead Counsel for Patent Owner Textron
Innovations Inc.
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