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I. INTRODUCTION

The Board should deny Petitioner’s Motion to Submit Supplemental
Information (Paper 16) (“Motion” or “Mot.”) for two reasons. First, by its own
terms, the Motion’s supplemental information—a supplemental Dr. Lansford
declaration (INTEL-1047), a prior art inventor’s deposition transcript (INTEL-
1048), and an Internet Archive declaration with Wayback Machine printouts
(INTEL-1049)'— is an attempt to patch holes in the Petition and is thus an
improper application of 37 C.F.R. § 42.123(a). As the Board already held,
Petitioner “anticipated the issue” of public availability by filing “a lengthy
declaration including a number of evidentiary appendices (1124 pages long),” and
the “proposed new evidence ... could have and should have been included in the
Petition[].” Paper 7 at 4.2 Petitioner offers no reason for Board to reverse course
now.

Second, even ignoring that the Board has already ruled on this issue,

portions of Petitioner’s supplemental information have no relevance to the alleged

! Patent Owner specifically objects to INTEL-1049’s Appendices A-D and the

corresponding paragraphs 38, 23, 30, 32.

2 All emphasis added and internal quotations and citations omitted unless noted.
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availability of the July 2005 WWIiSE reference, and thus fail to meet the
requirements of 37 C.F.R. § 42.123(a). The Board should deny the Motion.

II. ARGUMENT

A.  Petitioner’s Supplemental Information Improperly Seeks to
Respond to the POPR and the Institution Decision

Petitioner improperly attempts to use the supplemental information
procedure to refine and bolster its arguments in response to the Patent Owner
Preliminary Response (“POPR”) and the Institution Decision (“ID”). See Hunter’s
Mfg. Co., Inc. v. Ravin Crossbows, LLC, IPR2023-00407, Paper 32 at 3 (PTAB
Feb. 15, 2024). That is not what the supplemental information procedure is for and
the Board did not invite otherwise.

A motion to submit supplemental information is not automatically granted
even if 37 C.F.R. § 42.123(a)’s timeliness and relevancy requirements are satisfied.
Redline Detection, LLC v. Star Envirotech, Inc., 811 F.3d 435, 444-45 (Fed. Cir.
2015). Instead, the Board evaluates motions under § 42.123(a) “within the
overarching context of the PTAB’s regulations governing [PR and general trial
proceedings.” Id. at 446. This includes the requirement that “the initial petition
identify ‘with particularity’ the ‘evidence that supports the grounds for the
challenge to each claim.”” Hunter’s Mfg. Co., Inc., IPR2023-00407, Paper 32 at 3
(quoting Intelligent Bio-Sys., Inc. v. lllumina Cambridge Ltd., 821 F.3d 1359, 1369

(Fed. Cir. 2016) (quoting 35 U.S.C. § 312(a)(3))).
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Where a petitioner “seeks to provide arguments via the supplemental
[information] for issues addressed by Patent Owner in its Preliminary Response or
by [the Board] in the Decision on Institution,” the Board “view[s] [the
supplemental information] as unwarranted.” Triller, Inc. v. TikTok Pte. Ltd.,
[PR2022-00180, Paper at 18, 3—4 (PTAB Aug. 25, 2022). That is because
“IsJupplemental information is not intended to provide a petitioner an
advantageous ‘wait-and-see’ opportunity to use a patent owner’s preliminary
response and [the Board’s] decision on institution in order to refine or bolster
petitioner’s position.” QOoma, Inc. v. Deep Green Wireless LLC, IPR2017-01541,
Paper 14 at 3—4 (PTAB Jan. 23, 2018); Mianyang Boe Optoelectronics Tech. Co.
Ltd. V. Samsung Display Co., Ltd., IPR2023-00941, Paper 27 at 3—4 (PTAB Feb.
15, 2024) (citing various cases).

Here, Petitioner admittedly seeks to use the supplemental information
procedure as an opportunity to “bolster” and “address” issues discussed in the
Board’s Institution Decision:

e “Intel provides three proposed exhibits that buttress the Board’s
conclusion and address the issue it raised.” (Mot. at 4-5 (citing

ID at 20));

e “The Board suggested that the parties consider whether the list of
WWISE contributors supports public availability. /d. Intel seeks
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to submit supplemental evidence relating to that issue based on

the rule in 37 C.F.R. § 42.123(a).” (Mot. at 10 (citing ID at 20));

e “This information speaks directly to an issue the Board invited
the parties to address. Paper 10 at 20. It also bolsters the Board’s
decision ....” (Mot. at 6 (citing ID at 8-9));

e “Intel’s supplemental information is relevant to this IPR. First, it
reinforces the Board’s conclusion that WWIiSE was publicly

available ....” (Mot. at 1 (citing ID at 20, 35-37));

e “Second, the proposed exhibits link WWiSE’s contributors to the
reference’s public availability—an issue the Board suggested that

the parties explore.” (Mot. at 1 (citing ID at 20));

e “The institution decision recognized that WWiSE . . . The
decision then invited Intel and Patent Owner AX Wireless to

address this information going forward ....” (Mot. at 1 (citing ID

at 9));

e “And like Dr. Lansford, Dr. Hansen explained that engineers paid
attention to submissions to TGn during the 802.11 standardization
process, which is relevant to the issue the Board invited the

parties to address.” (Mot. at 6-7).

Petitioner relies heavily on the Board’s statement that “[t]he parties may
want to consider during trial” whether the alleged dissemination of the July 2005
WWIiSE proposal among its contributors is sufficient to establish public
availability as the basis for its supplemental information. See, e.g., Mot. at 1, 4-5,

6-7, 9—10 (citing ID at 9). But “[s]tatements in the institution decision (e.g., [ID at
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9]), to the effect that the parties should consider addressing certain issues during
trial” are not an invitation for a “motion under 37 C.F.R. § 42.123.” Hunter’s Mfg.
Co., Inc., IPR2023-00407, Paper 32 at 10—11. Rather, “such statements . . . are
directed to the normal briefing process and do not justify allowing supplemental
information.” Id. This is especially true here, where the Board merely suggested
evaluating whether the alleged distribution of the July 2005 WWiSE proposal
among its contributors—citing evidence already in the record (see ID at 20)—
supports public availability—i.e., a run-of-the-mill evaluation for briefing.

Indeed, the Board already rejected Petitioner’s prior request to submit a
supplemental Lansford Declaration on the public availability of the July 2005
WWISE reference finding that the evidence “could have and should have been
included in the Petition[].” Paper 7 at 4. Specifically, the Board found that
“Petitioner has already filed a lengthy declaration including a number of
evidentiary appendices (1124 pages long)” and “anticipated the issue of whether
this [ WWIiSE] reference qualifies as prior art.” Id. Petitioner thus had (and took)
the opportunity to submit evidence in the Petition as to the availability of the July
2005 WWISE reference making the supplemental Lansford declaration improper
then. Id.

So too now. Although 37 C.F.R. § 42.123(a) does not require a movant

show that the supplemental information could not have been obtained earlier,
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“[t]he Board may take into account . . . whether the supplemental information was
reasonably available to the Petitioner at the time the Petition was filed.” Merck
Sharp & Dohme Corp. v. Microspherix LLC, IPR2018-00393, Paper 21 at 4
(PTAB Sept. 10, 2018). It was here. The information in the Supplemental
Lansford Declaration—how industry participants allegedly tracked draft 802.11
proposals for product development (INTEL-1047 99 6-9), the composition of
WWISE and TGn Sync contributors (id. q 10), and the functioning of the Mentor
website at the relevant time period (id. q 11)—was all available at the time of the
Petition. So were the Internet Archive webpage printouts of previously submitted
exhibits and the corresponding Internet Archive Declaration. INTEL-1049
Appendices A-D. And although Mr. Hansen’s deposition did not occur until
November 29, nothing precluded Petitioner from seeking an earlier deposition or
declaration from Mr. Hansen. Petitioner knew he was an inventor on the primary
prior art in the Petition and discovery in the underlying district court litigations had
long been open. AXW-2040 and AXW-2041 at 4. Petitioner chose to wait until
after the POPR was submitted to depose Mr. Hansen.

Moreover, Petitioner’s supplemental information does not “simply provide[]
additional support that WWiSE was publicly available,” as argued by Petitioner.
Mot. at 2. In addition to patching holes in the Petition, as described above, it seeks

to add new theories and support. A majority of the supplemental Lansford
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declaration (INTEL-1047) and a portion of the Hansen transcript (INTEL-1048)
attest that those in the industry or engineers would have sought out proposals in the
802.11n task group for product development purposes. INTEL-1047 99 6-9;
INTEL-1048 at 22:2—25:21. But neither the Petition nor Dr. Lansford’s
Declaration include this public availability theory. As the POPR pointed out,
Petitioner provided no reason as to why a POSA would have been aware of the
July 2005 WWISE proposal or why a general desire to combine proposals from
WWISE and TGn Sync would have led to a POSA plucking July 2005 WWiSE’s
ER header bits out of that proposal and dropping them into Hansen. POPR at 10.
Petitioner’s inclusion of this new theory now is a not-so-veiled attempt to use
supplemental information to refine and bolster arguments in its Petition in view of
the POPR and the Institution arguments.

Additionally, Petitioner uses both the supplemental Lansford declaration
(INTEL-1047) and the Hansen transcript (INTEL-1048) to add arguments
regarding the public availability of a January 2005 TGn Sync proposal (INTEL-
1012) that are entirely absent from the Petition. INTEL-1047 q99-10; INTEL-1048
at 32:23-33:1. The POPR demonstrated that the Petition did not rely on the
January 2005 TGn Sync Proposal as part of any of its grounds. POPR at 20-21.
Petitioner should not be permitted to use supplemental information as a backdoor

for new arguments on the public availability of the January 2005 TGn Sync
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Proposal. See Microsoft Corp. v. Corel Software, LLC, IPR2016-01083, Paper 14
at 13 n.5 (PTAB Dec. 1, 2016) (quoting 35 U.S.C. § 314(a)) (the petitioner must
“provide a threshold showing” on the “fundamental element” of public availability
““in the petition’”).

Because Petitioner seeks to use the supplemental information procedure to
refine or bolster the positions in the Petition, its motion should be denied. See Am.
Well Corpo. v. Teladoc Health, Inc., IPR2021-00748, Paper 23 at 6—7 (PTAB Feb.
28, 2022) (citing cases).

B.  Petitioner’s Supplemental Evidence Is Not Relevant

Moreover, portions of Petitioner’s supplemental information are not relevant
to a claim for which trial has been instituted as required by 37 C.F.R.
§ 42.123(a)(2). Petitioner bears the burden to establish that the supplemental
information is relevant. See 37 C.F.R. § 42.20; 37 C.F.R. § 42.123(a)(2). Here,
Petitioner argues that its supplemental information “reinforces the Board’s
conclusion that WWIiSE was publicly available” and “link[s] WWIiSE’s
contributors to the reference’s public availability—an issue the Board suggested
that the parties explore.” Mot. 1. Putting aside the impropriety of using
supplemental information as an avenue to address issues raised in an Institution
Decision (see Section II.A, supra), large swaths of Petitioner’s supplemental

information are irrelevant to Petitioner’s cited issues.
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For starters, portions of Petitioner’s supplemental information relate to the
alleged availability of a TGn Sync—not WWiSE—proposal. In his supplemental
declaration, Dr. Lansford attests that “[i]n the 2005 time frame,” the “TGN Sync”
proposal was “publicly available from the IEEE website” and “widely discussed in
wireless networking industry circles.” INTEL-1047 9. He also discusses the
authors and contributors of the “January 2005 TGn Sync proposal ... Exhibit
1012.” INTEL-1047 9 10. Similarly, Mr. Hansen’s deposition transcript includes
testimony regarding the “TGnSync proposal,” including its submission process
(INTEL-1048, 32:23-33:1), whether engineers would be reviewing the proposal
(id., 24:23-25:5), and expectations that the proposal would be incorporated into the
802.11n standard (id., 25:7-21). Supplemental information on the alleged public
availability of a TGn Sync proposal has no relevance to the public availability of
the July 2005 WWISE proposal as alleged by Petitioner.

Moreover, contrary to Petitioner’s arguments, portions of Petitioner’s
supplemental information directed to whether engineers and companies generally
followed 802.11 proposals for product development purposes is not relevant to
“link[ing] WWIiSE’s contributors to the reference’s public availability.” Mot. at 1,
5 (citing INTEL-1047 9] 8); see also Mot. 5-7 (citing INTEL-1047 99 6—7; INTEL-
1048 23:4—25). Product development activities of persons or companies at large

has no bearing on the facts surrounding the distribution of proposals among the
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WWiSE contributors and whether that distribution satisfies the public availability
requirements. Indeed, the supplemental Lansford declaration separately discusses
the WWISE contributors and general companies’ alleged product development
activities. INTEL-1047 9 10 (WWIiSE Contributors), 99 5—8 (product
development).

Because Petitioner failed to establish the relevance of this supplemental
information, its Motion, at least as to these portions, should be denied.

III. Conclusion

For the reasons set forth above, the Board should deny Petitioner’s Motion.

Respectfully submitted,

Dated: April 4, 2024 By: /S. Giri Pathmanaban /

S. Giri Pathmanaban (Reg. No. 75,986)
giri.pathmanaban@lw.com

Latham & Watkins LLP

300 Colorado Street, Suite 2400
Austin, TX 78701-3295

Telephone: 737.910.7300

Fax: 737.910.7301

Counsel for Patent Owner
AX Wireless, LLC

10
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Perkins Coie LLP

2901 N. Central Avenue, Suite 2000
Phoenix, Arizona 85012
bowen-ptab@perkinscoie.com

Tel.: 602.351.8000; Fax: 602.648.7000

Bryan S. Banks (Reg. No. 52,588)
Perkins Coie LLP

2901 North Central Avenue, Suite 2000
Phoenix, Arizona 85012
Banks-ptab@perkinscoie.com

Tel.: 602.351.8096; Fax: 602.648.7043

Jonathan R. Carter (Reg. No. 75,145)
Perkins Coie LLP

1155 Avenue of the Americas, 22nd Floor
New York, New York 10036
Carter-ptab@perkinscoie.com

Tel.: 212.261.6826; Fax: 212.977.1649

Chad Campbell (to be entered Pro Hac Vice)
Perkins Coie LLP

2901 N. Central Avenue, Suite 2000
Phoenix, Arizona 85012
campbell-ptab@perkinscoie.com

Tel: 602.351.8000; Fax: 602.648.7000
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By: /S. Giri Pathmanaban /

S. Giri Pathmanaban (Reg. No. 75,986)
giri.pathmanaban@lw.com

Latham & Watkins LLP

300 Colorado Street, Suite 2400
Austin, TX 78701-3295

Telephone: 737.910.7300

Fax: 737.910.7301

Counsel for Patent Owner
AX Wireless, LLC



