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I. The Fintiv Factors 

The Fintiv factors weigh heavily against discretionary denial. Patent Owner 

(“PO”) brought four separate litigations asserting U.S. Patent No. 11,212,146 (“the 

’146 patent”) against Dell Technologies and Dell Inc. (collectively, “Dell”), 

against Lenovo Group Ltd. (“Lenovo”), against HP Inc. (“HP”), and against Acer 

Inc. (“Acer”)1. Pet., 79. Petitioner, who is not a party to any litigation brought by 

PO, named Dell and Lenovo as real parties-in-interest in this IPR. Both Dell and 

Lenovo have offered separate stipulations in their respective litigations, consistent 

with Sotera Wireless. See INTEL-1038; INTEL-1039. 

 The Sotera stipulations made by Dell and Lenovo remove any overlap be-

tween the present IPR and the Dell and Lenovo litigations. “Consistent with Sotera 

Wireless, Inc., the PTAB will not discretionarily deny institution in view of parallel 

district court litigation where a petitioner presents a stipulation not to pursue in a 

parallel proceeding the same grounds or any grounds that could have reasonably 

been raised before the PTAB.” See Interim Procedure for Discretionary Denials in 

AIA Post-Grant Proceedings with Parallel District Court Litigation (June 21, 

 
1 PO does not dispute that discretionary denial is inappropriate based on ei-

ther the HP or Acer litigations. See Apple Inc. v. Fintiv, Inc., IPR2020-00019, Pa-

per 11, at 13-14 (PTAB Mar. 20, 2020) (precedential).  
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2022) (“Fintiv Memo”), 3. Given the Sotera stipulations by Dell and Lenovo, and 

the Fintiv Memo guidance, the Board should decline to exercise its discretion to 

deny institution. 

 Should the Board consider the remaining Fintiv factors, no stay has been re-

quested, rendering Fintiv factor 1 neutral. As acknowledged by PO, the median 

time to trial for Judge Schroeder is “just over thirty months.” POPR, 28, citing 

AXW-2020. The final written decision will issue within two months of that. Alt-

hough the trials in the Dell and Lenovo litigations are both currently scheduled for 

July 15, 2024, this date remains speculative because the district court has at least 

two other patent trials scheduled for the same date. INTEL-1040, INTEL-1041, 

INTEL-1042, INTEL-1043. Therefore, Fintiv factor 2 is neutral. Due to multiple 

adjustments to the litigation schedules, much substantive work remains including 

expert discovery and dispositive motions, rendering Fintiv factor 3 at a minimum 

neutral.   

Regardless, discretionary denial is inappropriate here because the Petition 

presents a “compelling, meritorious challenge.” Fintiv Memo, 4; Pet. 77-78. The 

challenged claims merely recite the concept of distinguishing between two formats 

of physical layer packets by detecting the presence or absence of a repeated header 

and PO admittedly co-opted the concept of different packet formats and repeated 

header fields from ITU-T G.hn submissions. (See Pet., 30–36, 61–66, 77–78.) The 
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detection of repeated headers would have been obvious to a POSITA because the 

use of header repetition and different packet formats in wireless communication 

was known in the art. See Pet., 77-78. 

PO alleges that the “merits of the Petition are weak.” POPR, 33. But PO 

does not even argue that the Huang and Sun references presented in the petition are 

missing any claim limitations.  POPR at 8, 25. Rather, PO only contends that 

“[b]ecause the ’146 patent has written description support in its ancestral applica-

tions, Huang and Sun are not prior art.”  See, POPR, 25. But that contention is 

based on (1) an incorrect characterization of Petitioner’s priority argument and (2) 

inconsistencies in PO’s own positions about claim scope between this proceeding 

and the co-pending district court litigations, as further discussed below.  See also 

Pet., 9–19.  

Accordingly, Petitioner’s arguments and evidence, if unrebutted in trial, 

“would plainly lead to a conclusion that one or more claims are unpatentable by a 

preponderance of the evidence.” Fintiv Memo, 4.  

II. Patent Owner’s Claim Construction Argument 

The ’146 Patent’s written description includes embodiments in which a trans-

mitter explicitly tells the receiver whether a header symbol is repeated in a packet—

the transmitter includes in the header a “D” value that the receiver decodes to learn 

the number of repeated header symbols in the packet.  PO argues that (i) such explicit 
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decode-to-learn-“D” embodiments support the full reach of the claims, and (ii) Peti-

tioner’s written description challenge rests on a hidden construction that would ex-

clude those embodiments.  POPR at 9-15.  But Petitioner’s written description chal-

lenge does not depend on such a construction, and Petitioner is not arguing that writ-

ten description support is missing because the explicit decode-to-learn-“D” embod-

iments fall outside the reach of the claims.  

Petitioner’s challenge rests instead on the missing written description support 

for the broader claim scope that PO is pursuing in the parallel district court cases.  In 

district court, PO has consistently maintained that the challenged claims cover re-

ceivers that detect the presence or absence of a repeated header field without the 

transmitter explicitly sending a “D” value for the receiver to decode.  PO’s own 

application of the claims in its Preliminary Infringement Contentions accuse receiv-

ers that never receive or decode an explicit “D” value to learn whether header sym-

bols are repeated.  (See Pet. at 12-15).  During the Markman proceedings, PO did 

not argue that the decode-to-learn-“D” embodiments reflect or support the reach of 

the claims.  PO told the district court that the receiver “detecting” claimed in the 

’146 Patent involves “recognizing the packet format, from the received wireless 

packet, based on a determination of whether a second header field that repeats 

the first header field is present (i.e., second packet format) or absent (i.e., first 

packet format).”  See INTEL-1044 at 13 (emphasis added). PO further explained 



 

 - 5 - 

that “[t]he format of the wireless packet may thus be determined based on the pres-

ence of the second header field carried by a second OFDM symbol, which is absent 

from the first packet format.” Id. at 14.     

The Petition details how the explicit decode-to-learn-“D” embodiments—alt-

hough disclosed in the patent (Pet. at 4-5)—are different from approaches where a 

receiver detects by inference whether header fields are repeated without the need to 

decode to learn “D” (Pet. at 15-17).  The two are not the same.  The latter reflects 

the claim scope that must be fully supported by the written description for the claims 

of the ‘146 patent to qualify for priority to the earlier filed applications in the chain.  

See X2Y Attenuators, LLC v. ITC, 757 F.3d 1358, 1365 (Fed. Cir. 2014) (“[A] claim 

is entitled to the priority date of an earlier application only if the earlier specification 

provides sufficient written support for the full scope of the claim.”); ICU Med., Inc. 

v. Alaris Med. Sys., Inc., 558 F.3d 1368, 1374-75 (Fed. Cir. 2009).  And that would 

be true whether the decode-to-learn-“D” embodiments are inside or outside the reach 

of the claims.  Either way, the missing written description support is for detecting a 

repeated header field by inference without decoding to learn “D.” 

To the extent that PO or the Board reads the Petition’s discussion of the dif-

ference between detecting by inference and the embodiments in the patent as an ar-

gument that the claims do not cover decoding to learn “D,” it does not follow that 

the Petition’s written description challenge depends upon such a construction.  The 
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controlling question remains whether there is written description support for detect-

ing a repeated header field by inference without decoding to learn “D.” 

Having advanced and advocated a broad claim scope in district court to cover 

detecting a repeated header field by inference, PO should not be permitted to argue 

to the Board that the focus of the claims and the required written description support 

are the narrower decode-to-learn-“D” embodiments.  See, e.g., Edwards Lifesciences 

v. Aortic Innovations, LLC, IPR2023-01151, Paper 9 at 3 (P.T.A.B. Nov. 22, 2023) 

(noting inconsistent positions taken by Patent Owner and its expert in parallel district 

court litigation); see Textron Specialized Vehicles Inc. v. SZ DJI Technology Co. 

Ltd., IPR2023-01217, Paper 9 at 2-4 (P.T.A.B. Nov. 29, 2023) (criticizing incon-

sistent constructions); see also Ericsson v. Intellectual Ventures II LLC, IPR2014-

00915, Paper 37 at 8 (P.T.A.B. Dec. 7, 2015) (criticizing inconsistent positions). 
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