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’853 Patent

[. Field of the Disclosure

The present invention relates to wireless electronics and
battery systems. More specifically, but not exclusively, the
present invention relates to wireless earpieces that manage

and extend battery life.

(57

ABSTRACT

A system and method for managing wireless earpieces.
Circuitry of the wireless earpieces are powered utilizing a
high power mode in response to detecting a magnetic field
is not applied to one or more of the wireless earpieces. The
power sent to the circuitry of the wireless earpieces is altered
to a low power mode in response to detecting the magnetic
field is applied to one or more of the wireless earpieces.
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’853 Patent Substitute Claims

Claim 22. [Proposed substitute for claim 1] A method for managing
wireless earpieces, comprising:

powering circuitry of the wireless earpieces utilizing a high peser power
mode m response to detecting a magnetic field 1s not applied to one or more of the
wireless earpieces:

wheremn a portion of the wireless earpieces fits within the ear canal

openmg and the wireless earpieces are conficured to read user

biometrics. and

altering the power sent to the circuitry of the wireless earpieces to a low
power mode in response to detecting a magnetic field 1s applied to one or more of

the wireless earpieces.

PO RMTA at Appx A-1 to A-7
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Statutory & Regulatory
Requirements for
Substituting Patent Claims




(3) PO’s Substitute Claims Do Not Enlarge the Scope of the
Claims or Introduce New Matter

A motion to amend must
1. propose a reasonable number of substitute claims,
2. that respond to a ground of unpatentability involved in the trial,

3. that do not enlarge the scope of the claims or introduce new matter,
and

4. are not shown by a preponderance of the evidence to be unpatentable.

Memorandum re: Guidance on Motions to Amend in view of Aqua Products
(Nov. 21, 2017) at 2; Lectrosonics, Inc. v. Zaxcom, Inc., IPR2018-01129,
Paper 15 at 6-8 (PTAB Feb. 25, 2019) (precedential) (“Lectrosonics”).

PO RTMA at 4
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(1) PO Proposes a
Reasonable Number of
Substitute Claims




(1) PO Proposes a Reasonable Number of Substitute Claims

LT Date: August 2024 1 Reasonable Number of Substftute Claims
i Does Patent Owner propose a reasonable number of substitute
BEFORE THE PATENT TRIAL AND APPEAL BOARD claims? (35U.5.C. §316(d)(1)(B)): 37 C.E.R. §42.121(a)(3))
peitioner Yes. Patent Owner proposes no more than 1 substitute claim for each
challenged claim Mot 2, A-1-A-7 (App. A). Petitioner does not argue
BRAGIGMBH, .
Patent Onmer otherwise. See generally Opp.

IFR2023-01150
Patent 9,843 853 B2

Before LAREY J. HUME, STACEY . WHITE, and
MICHELLEN. WOFRMMEESTER, Adminiztrative Patent Judges.

HUME, Administrative Patent Judge.

PRELIMINARY GUIDANCE
PATENT OWHNER'5 MOTION TO AMEND

PO RTMA at 2; Prelim. Guidance at 4

Il B Demonstrative Exhibit - Not Evidence 11



(2) PO’s Substitute Claims
Respond to Grounds of

Unpatentability Involved in
the Trial




(2) PO’s Substitute Claims Respond to Grounds of
Unpatentability Involved in the Trial

SPECIFIC GROUNDS OF UNPATENTABILITY Claim 31. [Proposed substitute for claim 10] A wireless earpiece.

comprising:
(b)  [10A4] circuitry operating the wireless earpiece;

circuitry operating the wireless earpiece. wherein a portion of the wireless

Referring to Figure 1 below. Brown discloses circuitry (e.g.. )
earpiece fits within the ear canal opening and the wireless earpiece 1s configured to

operating the wireless earpiece (e.g.. hearing aid 10). ' '
read user biometrics. and

Referring to Figure 1 below. Brown discloses a reed switch (e.g.. :> a battery powering the circuitry of the wireless earpiece: and

) connecting the battery (e.g.. ) to the circuitry (e.g.. a reed switch connecting the battery to the circuitry. wherein;

R . . the reed switch connects the circuitry to the battery when a magnetic
) when a magnetic field is not detected. and wherein the o Y -

) . o field is not detected —and-wherein
disconnects the from the when a magnetic field is detected.
the reed switch disconnects the circuitry from the battery when a

magnetic field is detected.

PET at 17-22; PO RTMA at 2-3
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(3) PO’s Substitute Claims Do
Not Enlarge the Scope of the

Claims or Introduce New
Matter




(3) PO’s Substitute Claims Do Not Enlarge the Scope of the
Claims or Introduce New Matter

“A motion to amend may not present substitute claims that enlarge the
scope of the claims of the challenged patent or introduce new subject
matter.”

Lectrosonics, Inc. v. Zaxcom, Inc., IPR2018-01129, Paper 15 at 6-8
(PTAB Feb. 25, 2019) (precedential) (“Lectrosonics”).

PO RTMA at 4

B Demonstrative Exhibit - Not Evidence



(3) PO’s Substitute Claims Do Not Enlarge the Scope of the
Claims or Introduce New Matter

The substitute claims do not broaden the
claim scope. They narrow it.

Claim 22. [Proposed substitute for claim 1] A method for managing

wireless earpieces, comprising:

What is claimed is:

1. A method for managing wireless earpieces, comprising:

poweﬁng circuitry of the wireless earpieces uti]izing a mode 1n response to detecting a magnetic field is not applied to one or more of the
high poser mode in response to detecting a magnetic
field 1s not applied to one or more of the wireless

powering circuitry of the wireless earpieces utilizing a high peser power

wireless earpieces;

earpieces; and wherein a portion of the wireless earpieces fits within the ear canal
altering the power sent to the circuitry of the wireless
earpieces to a low power mode 1n response to detecting opening and the wireless earpieces are configured to read user

a magnetic field is applied to one or more of the
wireless earpieces.

biometrics. and

altering the power sent to the circuitry of the wireless earpieces to a low
power mode 1n response to detecting a magnetic field 1s applied to one or more of

the wireless earpieces.

Ex. 1001 ('853 Patent); PO RTMA at 4, Appx A-1 to A-7
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(3) PO’s Substitute Claims Do Not Enlarge the Scope of the
Claims or Introduce New Matter

3 = = Claim Proposed Support from Original U.S. Application for
The ’031 Application supports |timiston | Substiuie | the 853 Patent
Docket No.: BRAGI GmbH-PO017 . Claims

the elements of the substitute W™ T2 51T oue cbodimen. e wieess spices 12

portion o . mclude a set of left and night ear pieces
1 the wireless configured to fit mto a user’s ears.
TITLE: Power Control for Battery Powered Personal Area Network Device c I a I m S " earpiece fits
Satins anddetliad within the [4:19-20]
; : ear canal

opemng

5 PRIORITY STATEMENT

This application claims priority 0 US. Provisional Patent Application No.

62/211,767, filed August 29, 2016, hereby incorporated by reference in its entirety.

1 k) 4 L ’ =
., | |
BACKGROUND A . ™
W L Field of the Disclosare o ;'I it ‘
The present invention refates 10 wirdless elecironics and battery systems. More . " %
specifically, but not exclusively, the present invention relates 1o wireless earpieces that
manage and extend battery life. i
[IR | Description of the Art Figure 1
The growth of wearable devices is increasing exponentially. This growth is
fostered by the decreasing sives of microprocessors, circait boards, chips, and other =
components. Wearnble devices are necessarily dependent upon their batteries in order 1o '-. N

complete their desired function, The overal] wiility of wearable devices is directly
20 proportional to the battery life of the devices, 1f the battery life is poos, the user interface -

and user experiences sullers as too much time and attention are required for retrieving the " -'f'

device, recharging or replacing the battery, and repositioning the wearable device.

Operation and conservation of the battery life of the wearable device may be further

complicated if the there is no inclusion of an on/ofY butlon or switch 1o conserve precious

25 batterv life.

SUMMARY OF THE DISCLOSURE Flis. 2

I Figure 2

PO RTMA at 4-5; Ex. 2007 at 27

Il ¥ Demonstrative Exhibit - Not Evidence 17



25

(3) PO’s Substitute Claims Do Not Enlarge the Scope of the
Claims or Introduce New Matter

Docket No.: BRAGI GmbH-POO17

TITLE: Power Control for Battery Powered Personal Arvea Network Device

System and Method

PRIORITY STATEMENT
This application claims priovity 0 US. Provisional Patent Application No.

62/211,767, filed August 29, 2016, hereby incorporated by reference in s entirety.

BACKGROUND
i Field of the Disclosure

The present invention refates 1o wiredless elecironics and battery systems. More
specifically, but not exclusively, the present invention relates o wireless earpieces that

manage and extend battery life.

il. Bescription of the Art

The growth of weszable devices is increasing exponentially. This growth is
fostered by the decreasing sives of microprocessors, eircuit boards, chips, and other
components. Wearable devices are necessarily dependent upon their batteries in order 1o
complete their desired function. The overall wiility of wearable devices is directly
propostional 1o the battery life of the devices. 11 the battery fife is poor, the user interface
and user experiences sullers as too much time and attention are required for retrieving the
device, recharging or replacing the battery, and repositioning the wearable device.
Operation and conservation of the battery life of the wearable device may be further
complicated if’ the there is no inclusion of an on/off button or switch to conserve precious

battery life.

SUMMARY OF THE DISCLOSURE

The 031 Application supports
the elements of the substitute
claims.

Claim Proposed Support from Cmgzinal U5, Appheation for
Limitation Substtute | the "333 Patent
Clanms
e
i 7 i b
-
Fizure 4

Wherem the 2229 31- | The wieless sarpieces 142, 144 may be
wireless 38 42 configured to play music or audio, recerve and
earpiece(s) . . mzke phone calls or other conmmmicatons,
.15 rezd user biometnics and achons (e.g, heart
confipured to rate, mohon, sleeping, etc ).
read user
brometrics [4:20-4-22]

In another embodiment, biometnie readings, such
as heartheat or temperature may be uhlized by
the wireless sarpieces 142, 144 and smart case
102 to alter the power mode or stams of the
wireless earpreces 142 144 as well as the smart
case 102 (e g, may be placed in a low power
mode). For example, if the wireless eapieces
142, 144 are pear the smart case 102 and mo
heartbeat 15 detected, the smart case 102 may
send a cormmand for the wireless earpiaces 142,
144 to shut themselves down or enter a low
power mode with mmymim fimetionality. In one
embodiment, power to onboard sensory amays
may be temmunated and only essenhal fimehions
remam on. For example, m the low power mode
allows chargmg of the wireless earpieces 142,
14  andior  smart  gase 102 and

PO RTMA at 4-5; Ex. 2007 at 28




(3) PO’s Substitute Claims Do Not Enlarge the Scope of the
Claims or Introduce New Matter

Docket No.: BRAGI GmbH-POO17

TITLE: Power Control for Battery Powered Personal Area Network Device

System and Method

3 PRIORITY STATEMENT
This application claims priority (0 ULS, Provisional Patent Application No,
62/211,767, filed August 29, 2016, hereby incorporated by reference in ils entirety.

BACKGROUND
WL Fieltl of the Disclosure
The present invention refaies 10 wireless electronics and battery systems. More
specifically, but not exclusively, the present mvention relates 1o wireless earpieces that

manage and extend battery life

15 L Bescription of the Art
The growth of weazable devices is increasing exponentially. This growth is

fostered by the decreasing sives of microprocessors, circuit boards, chips, and other
components. 'Wearable devices are necessarily dependent upon their batieries in order 1o
complete their desired function. The overall wiitlity of wearable devices is directly

20 propomonal to the battery life of the devices, 1f the battery life is poos, the user interface
and user experiences sulfers as too much time and attention are required for retrieving the
device, recharging or replacing the battery, and repositioning the wearable device.
Ogeration and conservation of the battery life of the wearable device may be further
complicated il the there is no inclusion of an onfefl button or switch to conserve precious

25 batterv life.

SUMMARY OF THE DISCLOSURE

Demonstrative Exhibit - Not Evidence

The 031 Application supports
the elements of the substitute
claims.

Claimy Proposed Support from Omginal U5, Appheation for
Limitation Subshtute | the "853 Patent
Clanms

upleads'dowmloads to the wieless earpieces 142,

144 while m the low power mode.

[7:27-8:8]
wherein the 27-29 The smart case 102 encloses a battery, and
smart case wvarous other coromitry (not shown). The battery
COIMpPIISes a of the smart case 102 may be utlired to charge
rechargeable the wireless earpieces 142, 144 through direct
battery contact or wirelessly. As a result, the smart case
configured to 102 may act as a custom charger for enauring the
charge the proper power management znd funchonality of
wireless the wireless earpieces 142, 144, For example, the
earpleces battery of the smart case 102 may be uhilized to

charge the wireless earpieces 142, 144 amy
mumber of tmes before the smart case 102 and
comresponding battery may requre charging In
one embodiment, the smart case 102 may include
one or more solar panels, or awfaces configured
to charge the smart case 102 uilimng ambient or
direct sunhight. The smart case 102 ensures that
the duty cyele of the wireless earpieces 142, 144
are maximuzed by properly mamtzimng power
levels. For example. the smart case 102 may keap
the wireless earpieces 142, 144 fully charged
durng a tune penod of mactvity, such as befiore
bemg pwchased (e.g., on a shelf or as part of
imventory) or once purchased.

[5:3-15]

The smart case meludes mterfaces 108, 110
within the receptacles 104, 106, The interfaces
108, 110 are hardware mterfaces for electcally
connecting the wireless earpieces 142, 144 to the
smart case 102, The inferfaces 108, 110 may
include amy mumber of contact pomts, busses,
wires, or other physical comnectors for
interfacing the wireless earpieces 142, 144 wath
the smart case 102, The interfaces 108, 110 may

PO RTMA at 4-5; Ex. 2007 at 29




(3) PO’s Substitute Claims Do Not Enlarge the Scope of the
Claims or Introduce New Matter

Docket No.: BRAGI GmbH-POO17

TITLE: Power Control for Battery Powered Personal Area Network Device

System and Method

PRIORITY STATEMENT
This application claims priority (0 ULS, Provisional Patent Application No,
62/211,767, filed August 29, 2016, hereby incorporated by reference in ils entirety.

BACKGROUND
i Fieltl of the Disclosure

The present invention refaies 10 wireless electronics and battery systems. More
specifically, but not exclusively, the present mvention relates 1o wireless earpieces that

manage and extend battery life

il. Bescription of the Art
The prowth of wearable devices i increasing exponentially. This growth is

fostered by the decreasing sives of microprocessors, circuit boards, chips, and other

components. 'Wearable devices are necessarily dependent upon their batieries in order 1o

complete their desired function. The overnl wtility of wearable devices is directly

proporional to the battery life of the devices, 1f the battery life is poor, the user interface

and user experiences sulfers as too much time and attention are required for retrieving the

device, recharging or replacing the battery, and repositioning the wearable device.

Ogeration and conservation of the battery life of the wearable device may be further

complicated il the there is no inclusion of an onfefl button or switch to conserve precious

battery life.

SUMMARY OF THE DISCLOSURE

The ’031 Application supports
the elements of the substitute
claims.

Substitute
Claims

Support from Chiginal U5, Appheation for
the "853 Patent

altemnafively melude mductve chargers for
charging the wireless earpraces 142, 144 In one
embodiment, the mferfaces 108, 110 ame
magnetic for automatically coupling with contact
points or interfaces of the wareless earpieces 142,
1144, In another embodiment, the interfaces 108,
110 may represent male (or altermatively female)
connectors for iterfacing with the wireless
earpeces 142, 144, such as mmero-USE, or other
developing miniature external comnectors. The
interfaces 108, 110 may be utihzed to charge the
wireless earpreces 142, 144 Wireless charzing 15
also contemplated uthizing an mductive charger
integrated in the smart case 102 or other charging
devices congpatible with the wareless eapieces
142, 144, The mterfaces 108, 110 may also be
ufthized to synchronize data between the wirelass
earmpieces 142, 144

[6:6-20]

The smart case 102 may also melude a port 112
The port 112 may beutilized to mierface with the
smart case 102, For example, the port 112 may
be utlized wath a connector to charge the battery
of the smart case 102. The port 112 may also be
utilized to download or upload data stored by the
smart case 102 that may have previously been
stored in the wieless earmieces 142, 144, The
port 112 may be a mimatmzed port, such as USB
Type C, micro-USE, or other numatmized post
smtable for comnecting to another electromc
device, such as a wall charger, de<ktop computer,
laptop. or wireless device (e.g. smart phone,
tablet, etc}) In another embodiment, the smart
case 102 may mclude a dedicated port for
charging, such s for recerving a male direct-
curent {DC) connector.

[7:5-13]

PO RTMA at 4-5; Ex. 2007 at 30




(4) PO’s Substitute Claims
Are Patentable Over
Petitioner’s Obviousness
Grounds




(4) PO’s Substitute Claims Are Patentable Over Petitioner’s
Obviousness Grounds

Ground 1: Brown + Aumer

Ground 2: Hain + Aumer

Ground 3: Steinbrecher + Aumer

Ground 4-7: Shaffer + Hain/Steinbrecher, Sorenson, and/or Aumer

PO RTMA at 4; Ex. 2007 ] 35-41
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(4) PO’s Substitute Claims Are Patentable Over Petitioner’s
Obviousness Grounds

Grounds Substitute Claims
Ground 1: Brown + Aumer Claims 31 and 35
Ground 2: Hain + Aumer Claims 22-24 and 26
Ground 3: Steinbrecher + Aumer Claims 31 and 42

Grounds 4-7: Shaffer in view of Hain, Sorensen, | Claims 22-30
and/or Aumer

Grounds 4-7: Shaffer in view of Steinbrecher, Claims 31-42
Sorensen, and/or Aumer

PO RTMA at 4; Ex. 2007 ] 35-41

Il B Demonstrative Exhibit - Not Evidence 23



Ground 1: Brown + Aumer




Ground 1: PO’s Substitute Claims Are Patentable Over
Brown + Aumer

GB Patent Application No. 1254017 (“Brown’

PATENT SPECIFICATION w1254 017

DRAWINGS ATTACHED

(21} Application No, 15595 /69 (22 Filed 25 March 1969
(23} Complete Specification fled 24 March 1970
(45} Complete Specificarion published 17 Nov, 1971
(51) International Classification IT 04 r 25 /00
(52) Index at ncceptance

H4] 383 3BX 3§

HXH &E1 8F

1254017

(72} Inventor BERNARD JAMES BROWN

(34) IMPROVEMENTS IN HEARING AIDS

(7L}  We, BerxA INDUSTRIES LIMITED, 8 circyit into the zid and it &
Britich Company, of Lancaster Road, High thar the cells ger the con
W_w:mr‘ar_ Bockinghemshire, do hcnbrd::h:z If the charge is insuffic

e This invention relates to miniature hearing

the invention, for which we pray that a patent . follgwipg-dey i8Il the chasge is exoes-

g s o L aids such as are worn in the ear, on the ear,

cell and a coil connected to the cell thro 5

5 Imvention relates to miniature hearing

=

3

a rectifier circuit, whereby the cell can
aids such 2s are worn in the ear, on the ear,|
" " L]
h & cable tion to the ':.I Ia Iilb‘l III 1 d
diffbeult w pruvlde a reliable switch of sult- m:‘,‘;:‘?_.;;i; ﬁnm'?uﬂ?l:::{'h“g Hame vmunn cuﬂccrns E ln P E 5 lﬂvo ve
According 10 UM davgplion there is pltl— be arranged automatically 1o disconnect the
lifa & - -t & l
flow of current from the cell to the amplificr, op gl day, Vit margrage discharge period bl 11 d f o ld
the switch being a reed delay switch encloted o 16 hoars, Th A de con- ﬂ 1 In
R e R T ably small dimensions for switching the a
wed 29 3 means of doing away with e of the day, sithough the receptacle can com-
for @ reed relay switch Thus the troubles  Embodiments of the invention will now be
uutomatically to disconnect the amplifying cit-  tive view of a hearing aid and its casc, and 55
net or coil fixed in the receptace fn 2 swit-  ing pid 10, and a receptacle or case 12 for

3 - :
hazged. by coupling the coil ta another coll ‘[her'l ﬁ"' te_d t a._r l 1 I h nn-
1 oo ;ur&fc ih); :ur This obviates the need for Dr u lse Su DI a E EvE o E 1
or otherwise supported at ear level. The In-| 4qo direet connections w the aid. The said
wention concerns certain problems involved
ubly T.'"Sf% dimensions for switching the nid) perg of turps such that they act as 4 step- - ¥ ® - =
ok i ; ch aid larly th t that 1t
10" To recharge the cell the user places the aid 65 In Su a-l 5} aI ucu ar ﬁ ac a 1 -ls
20 vided a hearing aid comprifing-sa, gnpli cell from the amplifier as described above. I
W primary or sccondary cell for ener] mg. acdgr w0 maxch the period of charge correcily
trol 1o operate, namely (]'e volome ’unm'
posed for being rendersd open circuit by a “"d‘kmngh[daunwhm]\:dwml~~~~
0 kmuhlnalpe‘ conventional mechasical switch, prise a timer switch for adjusting the charge
by mounting & permanent magnet movably on period w times less than that for which the
asociated with the unsealed contacts om con-  degeribed, by way of example, with refer-
wentional switches is avoided. :n[c to the accompanying drawing, in which:
cuits from the cell when the aid is removed  Fig, 2 is o partially broken away view of
from the head and placed in it receptacke,  another hearing aid.
uble position, when the aid is placed in the storing the ]ut:nx aid 10 when the zid is ot 90
m:p?tnc[! in use. The case 12 contains charging

1 ed in the receptacle and is 60
in such asids, particularly the fact that it is| othiz cell Ia seeanget. in ki
TE[eE a Bri
overcorit whis, problem. in its receptacle. A reed relay switch can then - - - L] -
difficult to provide a reliable switch of suit-
the amplifier, and a swich comolling the |, the Pesiod o discharge, .h_:..d is switched 70
magnet outside the casing. ant to we the aid. The charge period can 73 Seo d ff
ﬁ‘ a magpetic reed relay switch can be rm,,, of the whale of the remaining § hours Seao ﬂn 'an ﬁ "
the 2id o et 13 a manually operable control  gjd iy in its receptacle. 80
The reed relay switch can be arranged  Fig, | s o partially broken away perspec-
40 the wwitch being opened by a permanent mag- Ia Fig, 1 there is shown a miniatore hear-
appa-
The cell or cells which can be incorporated  raws 10 be described hereinafier and can be

4

=

in ear level aids are very small and therefore  closed by a hinged lid 44.

af limited capacity. It is known w use second- The besring aid 10 has a sound twhe 11

ary celly which can be recharged cach night and carmould 13 and is shown pardy cnt 95
bat this requires the wser @ 2 charging gway w0 dischose some of its intemnal parts.

[Price 25p)

Ex. 1007; PO RTMA at 7-8; Ex. 2007 9 16
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Ground 1: PO’s Substitute Claims Are Patentable Over

Brown + Aumer

U.S. Patent Application Publication No. 2016/0094899 (“Aumer”)

a9 United States

uz Patent Application Publication o Pub. No.: US 2016/0094899 A1
Aumer et al. 43) Pub, Date: Mar. 31, 2016

(54) METHODS AND APPARATUS FOR Publication Classification -
IMPROVING SIGNAL QUALITY IN -
WEARABLE BIOMETRIC MONITORING (51} Int. €1, P
DEVICES HO4Q i (2006,01) =

Hidke 110 {2001

(T} Applicant: Valencell, Ine., Raleigh, NC (US GOSB 2148 o <{2006.01)

v A EhNCUS) G2 us.L -

(72} Taventors: Michael Edward Aumer. Raleigh, NC CPCo D HOQ 900 (201301 ) GOSB 21118

(US); Steven Francis LeBoeuf, Raleigh, _ » (201300} HOJR 17097 (2013.01)
NC {Us) (57} ABSTRACT

A wearsble biomelrie monitoring device s configured 1o
agsess the kiomerric signal quality of one or more sensors
associated with the monitoring device, determine how the
user should adjust the device to improve the hiometric fit, and
instruet the user o wear the hiometric monitoring device a
cerlain way, Communicaling instruclions 10 a user may
inelude instrvcting the user w execuie  lesing regimen while
wearing the hiometric monitoring device. The testing regi-
men facilitates an estimation of a signal guality that can be

(21} Appl. No.: 14/829,032
(22} Filed: Aug. 18, 2015

Reluted US. Application Data

(60} Provisional application No, 620056,510, filed on Sep.
27. 2014, provisional spplication No. 62/110.655.
filed on Feb. 2, 2015.

used 10 provide feedback 10 the user that helshe neads 10
adjust the device 1w improve the biometric fit and the biomet-
sie signal guality,

100
’
INSTRLCT USER DETERMINE BIONETRIC SIGNAL QUALITY
INSTRUCT USER TO START - 15 THE SENSOR BENG WORN? 1o
QUALITY TEST ISUCHAS & |1, WA 15 (SIGNAL QUALITYY b
REGIMEN WHERE THE USER +15 THE USER REALLY FOLLOWING THE REGIMEN (CHECKING THE
AN IN PLACE"FOR A FEW T AN
SECONDS)
DETERMINE COMMUMICATION FOR USER
. DETERMNE WRETHER THE FIT 13 0K | 120

- CETERMINE IF THE LISER MUST READULIST THE EARBLID, BAND, ETC.
- TELL THE USER TO FIND A DIFFERENT EAR GEL, BAND ADJUSTMENT, ETC.

COMMUNICATE WITH USER
+ COMMUNICATE NESSAGE AUDIELY AND/CR VISUALLY
- COMMUNICATE MESSAGE WITH ACTUATION (VIBRATION
« ATOMATICALLY ADAIST THE EAR BUID, BAND, ETC WATH A BULT-IN
ACTURTCR
- ATOMATICALLY ADUUIST THE POLLING, PULSING, GAIN, INTENSITY, ETC.
OF THE EMITTERS OR DETECTORS TO INCREASE THE Qg |CUSTOMZE THE
0] FOR THE USER'S SPECIFIC PHYSIOLOGICAL CHARACTERISTICS
TUSTRUCT USER T0 ADIUST THE EARELD) OR TO REPEAT A QUALITY TEST

17 ABSTRACT

A wearable biometric monitoring device is configured to
assess the biometric signal quality of one or more sensors
associated with the monitoring device, determine how the
user should adjust the device to improve the biometric fit, and
instruct the user to wear the biometric monitoring device a
certain way. Communicating instructions to a user may
include instructing the user to execute a testing regimen while
wearing the biometric monitoring device. The testing regi-
men facilitates an estimation of a signal quality that can be
used to provide feedback to the user that he/she needs to
adjust the device to improve the biometric fit and the biomet-
ric signal quality.

FIELD OF THE INVENTION

[0002] The present invention relates generally to monitor-
ing devices and methods, more particularly, to monitoring
devices and methods for measuring physiological informa-
tion.

Ex. 1022; PO Reply at 1; Ex. 2007 §] 51-52
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Ground 1: PO’s Substitute Claims Are Patentable Over
Brown + Aumer

The Combination of Brown + Aumer Does Not Render Claims 31 and 35 Obvious

Petitioner’s alleged motivation to combine rests on the following factors:

(1)Same field of endeavor

(2)Predictable results

(3)Increased consumer interest in personal health
(4)POSITA’'s knowledge

(5)Reasonable expectation of success

Pet.’'s OPP at 6-9; PO REPLY to OPP at 2-6

B Demonstrative Exhibit - Not Evidence



Aumer is Not Analogous Art




Ground 1: PO’s Substitute Claims Are Patentable Over
Brown + Aumer

Test for Analogous Art

“Prior art is analogous where either (1) ‘the art is from the same field of endeavor,
regardless of the problem addressed’ or (2) even if the reference is not within the
same field of endeavor, ‘the reference still is reasonably pertinent to the particular
problem with which the inventor is involved.™

In re Ethicon, Inc., 844 F.3d 1344, 1349 (Fed. Cir. 2017)
(quoting In re Clay, 966 F.2d 656, 658-59 (Fed. Cir. 1992)).

PO REPLY to OPP at 2-3; Ex. 2007 ] 24

Il B Demonstrative Exhibit - Not Evidence 29



Ground 1: PO’s Substitute Claims Are Patentable Over
Brown + Aumer

Compare the Reference to the Challenged Patent

“In evaluating whether a reference is analogous, we have consistently
held that a patent challenger must compare the reference to the
challenged patent.”

Sanofi-Aventis Deutschland GmbH v. Mylan Pharm. Inc., 66 F.4th 1373,
1377 (Fed. Cir. 2023) (emphasis added).

PO RTMA at 4

B Demonstrative Exhibit - Not Evidence



Ground 1: PO’s Substitute Claims Are Patentable Over
Brown + Aumer

Don’t Define the Field of Endeavor or Pertinent Problem “Too Broadly”

“[T]he PTAB explained that ‘defining the problem too broadly [ . . . ], may result in
considering prior art as ‘analogous’ which is inconsistent with real world
considerations.” Precisely defining the problem helps ensure that the prior art
considered is that which ‘logically would have commended itself to an inventor's
attention in considering his problem.”

Procter & Gamble Co. v. Team Techs., Inc., No. 12-CV-
552, 2014 WL 12656554, at *25 (S.D. Ohio July 3, 2014)
(quoting Ex parte Dussaud, 7 U.S.P.Q. 2d 1818, 1819
(B.P.A.l. 1988)).

PO REPLY to OPP at 3-4

B Demonstrative Exhibit - Not Evidence



Ground 1: PO’s Substitute Claims Are Patentable Over
Brown + Aumer

Petitioner’s Stated Field of Endeavor: “Similar Wearable Electronic Device”

First. Brown and Aumer are from the same field of endeavor. See, e.g..
Medtronic, Inc. v. Cardiac Pacemakers, Inc., 721 F.2d 1563, 1574-75 (Fed. Cir.
1983): M.P.E.P. §2141. Both references are directed to a similar wearable electronic ~ 00 broad;
virtually boundless
device. Brown discloses a hearing aid 10. Ex-1007-Brown. 1:88-89, Figure 1.
Similarly. as discussed above. Aumer discloses an earpiece 20. Ex-1022-Aumer.
966, Figures 2A-2B. A POSITA would have therefore considered the teachings of

Brown and Aumer and would have readily been motivated to combine their

teachings. Ex-1021-Kaiei-Decl., §16.

PO RTMA at 4

Il B Demonstrative Exhibit - Not Evidence 32
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United States Patent

Hirsch et al.

Brown + Aumer
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'853 Patent
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{21)
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{ia5)
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DEVICE SYSTEM AND METHOD
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Not the same field of

endeavor

I. Field of the Disclosure
The present invention relates to wireless electronics and

battery systems. More specifically, but not exclusively, the
present mvention relates to wireless earpieces that manage
and extend battery life.

Aumer

an United States

uz Patent Application Publication
Aumer et al.

(1) Pub. Ne.: US 2016/0094899 A1
(431 Pub. Date: Mar. 31, 2016

(34) METHODS AND APPARATUS FOR Publication Classification

IMPROVING SIGNAL QUALITY IN
/| JE BIGMETRIC MONITORING i1 Int C1
0 %0 (200601 )
HdR 110 (200600}
(71 Applicant: Valeneell, Ine.. Raleigh, NC (U5 R E 21718 2006011
(3 US OL
(720 Inventors: Michuel Edward Ammer, Raleigh, RO L — FTOGER BN (201300 ) CROKE 2108
(LIS Steven Franeis LeBecuf, Raleigh, (1300 ). FIO4R TA89T (2013.00)
NEC(US) (57) ABSTRACT

A wearable biometric monitoring device is configured to
. assess the biometric signal goality of one of mone sensoes
Q1) Appl. No.: 14/829,032 associated with the monitoring devics, determine how the

5 . e biomwetrse monitoring deviee o
(227 Filed:  Aug. 18,2015 e b ot

cating instructic o umer may

Related US. Application Duta men fcilitates an estimation of a signal quality that can be
wsed o provide feedback fo the wser that befshe needs 1o
adjust the device 1o improve the bioemerse Gt and the biomer-
ric signal quality.

{60y Provisional application Mo, 82056,510, filed on Sep.
27, 104, provisional application No. 627110655,
filed o Feb, 202015,

FIELD OF THE INVENTION

[0002] The present invention relates generally to monitor-

g devices and methods, more particularly, to monitoring

devices and methods for measuring physiological informa-
tion.

]

COMMUNICATE WITH USER
+ CONMUNICATE MESSAGE ALDIBLY AND/OR VISUALLY
« CCMMUNICATE MESSAGE WITH ACTUATION [VIERATION
« AUTOMATICALLY ADJUST THE EAR EUL: BANDL ETC WITH A BUALTIN
ACTUATOR
+ AUTOMATICALLY ADIUST THE POLLING. PULSING, GAIN, INTENSITY, ETC.
CF THE EMITTERS CR DETECTORS TO NCREASE THE (. ICUSTOMIZE THE
0, | FOR THE USER'S SPECIFIC PHYSIOLOGICAL CHARACTERISTICS
| LISER T0) ADJST THE EARBLD OR TO REPEAT A QUALITY TEST

| 150

Ex. 1001; Ex. 1022; PO REPLY to OPP at 3-4; Ex. 2007 ] 62-65
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Brown + Aumer

Brown and Aumer Are Not Analogous.

Brown

PATENT SPECIFICATION an

DRAWINGS ATTACHED
(22) Filed 25 March 1969

Application No. 15595 /69

1254017

Complete Specification filed 24 March 1970

(51} International Classification H 04 r 25 /00
(52) Index at acceptance

H4] 383 IBX 3§

HXH BE1 8F

(72) Tnventor BERNARD JAMES BROWN

-45‘ Complete Specifieation published 17 Nov. 1971

(54) IMPROVEMENTS IN HEARING AIDS

(T}  We, Berxa INpuSTRIES LIMITED, a
Brtiéh Company, of Lancawer Road, High
‘Wycombe, Buckinghamshire, do hereby declare
the mmme:, for which we pray that a patent
may be granted 1o s, and the method by
which it i5 T be performed, 1o be particn-
larly described in and by the following state-

This invention relates w mindature hearing
aids such gs are worn in the ear, on the ear,
or otherwise supported at ear level, The in-

. a i3 3

the zid and it is dificult to ensure
arge each night
3 t the ald will fail
the following day and if the charge is exoes-
sive the life of cells i reduced,

The hearing aid can inclode a secondary
cell and & coil connected to the cell thro
a rectifier circuir, whereby the cell can be
charged by coupling the coil to anather coll
outside the air. This obviates the need for
any direct conpections to the aid. The said

Circuit into

Not the same field of

endeavor

This invention relates to miniature hearing
aids such as are worn in the ear, on the ear,
or otherwise supported at ear level. The in-
vention concerns certain problems involved
in such aids, particularly the fact that it is
difficult to provide a reliable switch of suit-
ably small dimensions for switching the aid

on and off.

3

4

=

associated with the unsealed contacts on con-
wentional ewitches is avoided,

The read relay switch con b aanged
uutematically to disn.onnm the amplifying cir-
cuits from the cell when the aid is removed
from the head and placed in it receptacle,
the switch being opened by a permaneat mag-
net or coil fixed in the rercp[axk in 2 sut-
uble position, when the aid iz placed in the
receptacle,

IT‘: cell or cells which can be incorporated
in ear level aids are very small and therefore
af limited capacity. It is known 1o use second-
sey celly which can be rechargod cach night
but this requires the wer a2 charging

[Price 25p]

described, by way of example, with refer-
ence to the accompanying drawing, in which:

Fig, 1 in o partinlly beoken away perspec-
tive view of o hearing aid and irs case, and

Fig. 2 is o partlally broken away view of
anather hearing aid,

In Fig, 1 there is ghown a miniature hear-
ing aid 10, and a teceptacle or case 12 for
storing the lswtm,z ald 10 whea the aid is not
in use. The case 12 contains charging appa-
ratus 10 be described hereinafier and can be
closed by a hinged lid 44

The bearing aid 10 bas a sound tube 11
and carmould 13 and is shown pardy an
gway 0 dischose some of its intermnal parts.

%

Aumer

an United States

uz Patent Application Publication
Aumer et al.

(431 Pub. Date:

(1) Pub. Ne.: US 2016/0094899 A1
Mar. 31, 2016

(54)

(7

1)

20

(22

(50}
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WEARABLE BIOMETRIC MONT I'ﬂlll\f-
ES

DEY

Agplicant: Valencell, Inc.. Raligh NC (%)

Lnventors: Michael Edward Awmer, Raleigh, NC
(LI5); Steven Francis LeBecuf, Raleigh,
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Appl. Mo 140829,032

Filed: Aug. 18,2015

Related U5, Application Duta

Provisional application No, 82054,

510, filed on Sep.
27, 2014, provisional application Mo, 62/110,655,

Publication Classification
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0 B (200600
HdR 110 (200600}
G 21718 (006,01
(4] llk L
LT HOHE 900 (201301 ) GORE 2178
(201300 ). HOdR 1A09T (2013.01)
“n ABSTRACT

A wearable biomelric moniloring device is configured 1o
assess the biometric signal goality of one of mone sensoes
associated with the menioring device, determine how the
wser shwould acdjusd the device W improve The hiomelnic G, and
mstruet th user 0 wiar e bxmetne menitonng diviee a
certin way. Communicating instructions o o user may
includde i the wser 1o exec e o testing il
wearing the biomsetric monioring dev e

men facilitates an estimation of a signal quality that can be

wged o provide feedback 1o the vser that bef fshe needs 1o
adjust the device 1o improve the bioemerse Gt and the biomer-

filed o Feb, 202015,

ric signal quality.

[0002]

FIELD OF THE INVENTION

The present invention relates generally to monitor-

g devices and methods, more particularly, to monitoring

devices and methods for measuring physiological informa-

tiomn.

ACTUATOR

]
COMMUNICATE WITH USER

+ CONMUNICATE MESSAGE ALDIBLY AND/OR VISUALLY
« CCMMUNICATE MESSAGE WITH ACTUATION [VIERATION
« AUTOMATICALLY ADJUST THE EAR EUL: BANDL ETC WITH A BUALTIN

+ AUTOMATICALLY ADIUST THE POLLING. PULSING, GAIN, INTENSITY, ETC.
CF THE EMITTERS CR DETECTORS TO NCREASE THE (. ICUSTOMIZE THE
0, | FOR THE USER'S SPECIFIC PHYSIOLOGICAL CHARACTERISTICS

LISER T0) ADJST THE EARBLD OR TO REPEAT A QUALITY TEST

Ex. 1001; Ex. 1022; PO REPLY to OPP at 3-4; Ex. 2007 ] 62-65
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Brown and Aumer Do Not
Yield Predictable Results




Ground 1: PO’s Substitute Claims Are Patentable Over
Brown + Aumer

Brown and Aumer do not yield predictable results because there is no motivation to combine them.

Second. 1implementing a hearing aid as taught by Brown to include a
biometric sensor would not have been a “predictable result” because Aumer 1s not
the same field of endeavor as Brown (or the "853 Patent). a POSITA would not
have been motivated to combine these references. See In re Clay, 966 F.2d at 658
(*[T]he Court should consider only “analogous™ prior art references, and need not

consider references which are so remote as to be “nonanalogous.”): Ex. 2007 ¥ 66.

PO REPLY to OPP at 5

Il B Demonstrative Exhibit - Not Evidence 36



Consumer Interest is
Irrelevant




Ground 1: PO’s Substitute Claims Are Patentable Over
Brown + Aumer

Any supposed consumer interest is irrelevant.

Third. any supposed “increased consumer interests i personal health and
advances i mimiaturizing sensors,” see Pet. Opp. at 8. that may have existed as of
Aumer’s filing 1s urrelevant. A POSITA concerned with the problems described in
Brown would not have been motivated to add the ability to read user biometric
signals to the hearing aid Brown discloses. This would not have helped develop a

more reliable switch for turning Brown'’s hearing aid on or off. Ex. 2007 ¥ 67.

PO REPLY to OPP at 5; Ex. 2007 {| 67
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Biometric Sensors for Power
Control Were Not Well Known




Ground 1: PO’s Substitute Claims Are Patentable Over
Brown + Aumer

Petitioner: A biometric sensor that allows an earpiece to switch off was “well known” as of the priority date.

Fourth. it was well known prior to the "853 patent’s priority date that a sensor
in a wireless earpiece could allow the earpiece to automatically switch on or off
depending on user biometrics. For example. as early as 20035, like Aumer. U.S.
Patent No. 7.522.739 disclosed “an in-the-ear hearing aid I” that automatically
switches on and off when the temperature sensed by ““a temperature sensor TS™ in
the hearing aid 1s above or below a threshold, respectively. Ex-1028-Rass, 2:63—
3:2. Figure 1: ¢f. Ex-1001-USP853, 5:16-19 (“biometric readings, such as heart beat
or temperature may be utilized by the wireless earpieces 142, 144 and smart case
102 to alter the power mode™). A POSITA would have been motivated to include.
in Brown’s hearing aid. a sensor that reads user biometrics, as taught by Aumer. to

automatically switch on and off the hearing aid. Ex-1021-Kaiei-Decl.. §19.

PO REPLY to OPP at 5-6; Ex. 2007 ] 68-69
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U.S. Patent No. 7,522,739 (“Rass”)

Ground 1: PO’s Substitute Claims Are Patentable Over
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(57) ABSTRACT

It is intendsed that the switching enand off of a hearing aid (1}
should be mede more nser-friendly. To this end the hearing
and (1) is fined with o rempersiune sensor (T5) 10 detect the
body heat of the hearing aid wearer and iherefore that ihe
henring mid is inseried in the suditory conal. The hearing aid is
then switched on and off again based oa the temperamre
signal. As an aliemative (o the temperaiure sensor, 1 is pos-
sible to use a pressure sensor to detect contact pressure of the
hesaring aid howsiog on the suditory canal, o resistiance sensor
o detect an electrical load resistance as a function of volume
or an aconstic sensor o detect o sound level, It is also possible
o switch the hearing aid {T) on and off wirelessly using a
remote contrml

15 Claims, 1 Drawing Sheet

TF

Brown + Aumer

Petitioner’s Opposition at 8-9

Patent No. 7.522.739 disclosed “an in-the-ear hearing aid I” that automatically
switches on and off when the temperature sensed by “a temperature sensor TS in

the hearing aid is above or below a threshold. respectively. Ex-1028-Rass. 2:63—

3:2. Figure 1: ¢f Ex-1001-USP853. 5:16—19 (*biometric readings. such as heart beat

Rass at 2:63-3:2

DETAILED DESCRIPTION OF INVENTION

FIG. 1 shows a schematic diagram of an in-the-ear hearing
aid L. It has a temperature sensor T'S. When worm, the hearing
aid [ or its shell heats up. The temperature sensor TS registers
this heat. Once a certain temperature threshold is exceeded,
the device is switched on. If the temperature drops back to

below a lower temperature threshold, the hearing aid I
sw4tchcs off again. This temperature-controlled switching on
and off 1s also possible in principle with a single temperature
threshold.

PO REPLY to OPP at 5-6; Ex. 2007 ] 68-69
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DETAILED DESCRIPTION OF INVENTION

FIG. 1 shows a schematic diagram of an in-the-ear hearing
aid L. It has a temperature sensor T'S. When worm, the hearing
aid [ or its shell heats up. The temperature sensor TS registers
this heat. Once a certain temperature threshold is exceeded,
the device is switched on. If the temperature drops back to

below a lower temperature threshold, the hearing aid I
SW 4tchcs off again. This temperature- ccrntrcrl]cd switching on
and off 1s also possible in principle with a single temperature
threshold.
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The Combination of Brown + Aumer Does Not Render
Claims 31 and 35 Obvious

No Reasonable Expectation of Success Because There’s No Motivation to Combine.

Fifth. a POSITA would not have had a reasonable expectation of success in
combining Brown and Aumer because, as explained. there was no motivation to

combine these references. Ex. 2007 9 70.
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Hain and Aumer Are Not Analogous.
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Certified English translation of EP Patent Application No. 1727395 (“Steinbrecher”)
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(57) ABSTRACT
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ture configured to receive an earbud, and circuitry configured
to simultaneously charge the earbud and the mobile electronic

device.
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Substitute Claims Are Enabled

“The specification of a patent must teach [a POSITA] how to make and use the full
scope of the claimed invention without undue experimentation.”

Genentech, Inc. v. Novo Nordisk A/S, 108 F.3d 1361, 1365
(Fed. Cir. 1997) (emphasis added); 35 § 112 (a).

When a patent specification has a broad disclosure, it is not required that every
embodiment be exemplified.

Amgen Inc. v. Sanofi, 598 U.S. 594, 611 (2023).

PO REPLY to OPP at 8
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Substitute Claims Are Enabled

Wands Factors

“Factors to be considered in determining whether a disclosure would require undue
experimentation . . . include (1) the quantity of experimentation necessary, (2) the
amount of direction or guidance presented, (3) the presence or absence of working
examples, (4) the nature of the invention, (5) the state of the prior art, (6) the relative
skill of those in the art, (7) the predictability or unpredictability of the art, and (8) the
breadth of the claims.”

In re Wands, 858 F.2d 731, 736-37 (Fed. Cir. 1988).

PO REPLY to OPP at 9-10
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Substitute Claims Are Enabled

* The breath of the claims

» “[A] POSITA would understand that only a limited set of biometrics would be appropriate for use in an earpiece worn within the ear and for performing
associated functions, which would include powering down.”

* “In my opinion, a POSITA would not implement Petitioner’s examples for reading biometrics in a wireless earpiece system, such as retinal scan and
facial recognition because these examples relate to the face and eyes, while the claims earpieces are worn within the ears.”

N
* The nature of the claims
 “[T]he suitable user biometrics are limited by the structure of the earpiece because it is worn in the ear.”
* Petitioner is incorrect to state that the only point of novelty is related to user biometrics because “[t]he invention is all of the claimed elements in their
entirety, of which reading biometrics is one aspect.”
J
\
» The presence or absence of working examples
» “The specification provides a working example of the invention being used to read biometrics to alter the power mode.”
W,

» The state of the prior art
* “The ‘evolving’ research Petitioner points to relating DNA sequencing, facial recognition, and retinal scans is irrelevant as these techniques would not be
employed in an earpiece, particularly to adjust the power mode.”

PO REPLY to OPP at 6-7; Ex. 2007 ] 60i-iv

Il B Demonstrative Exhibit - Not Evidence



Substitute Claims Are Enabled

» The relative skill of those in the art
* “In my opinion, a POSITA would understand how to implement the techniques disclosed in the specification within a wireless earpiece
system.”

N
» The predictability or unpredictability of the art
» “[T]echniques to read biometrics that would be implemented in an earpiece, such as heartbeat or temperature, were known in the art and
within the skill level of a POSITA to implement as of the priority date.”
J
* The level of experimentation necessary h
« “Little experimentation would be needed to make or use the claimed earpiece system because the types of biometrics that can be read by an
earpiece [ ... ] were known to a POSITA[....]
* “[T]he specification further describes how embodiments would use the biometric readings to alter the power mode of the claims earpieces.” )

» The amount of direction or guidance presented

* “The specification provides detailed guidance for how to implement the claims in an embodiment of an invention.”

* “Given the claimed structure is limited to wireless earpieces and the purpose of the invention is providing for power mode adjustments, the
specification provides sufficient guidance for using the invention.”

PO REPLY to OPP at 6-7; Ex. 2007 ] 60v-viii
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Substitute Claims Are Not Indefinite

“A claim is indefinite when it contains words or phrases whose meaning is unclear. [ .
.. ] Obviously, however, the failure to provide explicit antecedent basis for terms
does not always render a claim indefinite. If the scope of a claim would be
reasonably ascertainable by those skilled in the art, then the claim is not indefinite.”

MPEP § 2173.05(e)

Il B Demonstrative Exhibit - Not Evidence 63



Substitute Claims Are Not Indefinite

Claims 22-42

Claim 32

Claim 42

“the ear canal opening”

“the smart case”

PO: antecedent basis is not
required; POSITA would
reasonably ascertain that it is the
ear canal opening of the user

“the wireless earpiece”

PO: antecedent basis may be

implicit

Petitioner: lacks antecedent basis

\. J

( )

PO: there is antecedent basis; “the

first wireless earpiece” is disclosed in
the preceding line

\. J

PO REPLY to OPP at 11-12; Ex. 2007 ] 94-97
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