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PO asserts inconsistent constructions of “spacings” before the Board and the 

district court.  In this IPR, PO argues that disclaimers during prosecution require a 

narrow construction that excludes the fibrous cloths on the prior art valves (below 

left).  Yet, in the district court, PO argues that it made no disclaimer, and that the 

plain and ordinary meaning should apply so that the claims encompass the fibrous 

cloth on Petitioner’s SAPIEN 3 Ultra valve (below right).   

 

“A patent may not, like a ‘nose of wax,’ be twisted one way to avoid 

[invalidity] and another to find infringement.”  Amazon.com, Inc. v. 

Barnesandnoble.com, Inc., 239 F.3d 1343, 1351 (Fed. Cir. 2001) (internal quotation 

omitted); see also Ericsson v. Intellectual Ventures II LLC, IPR2014-00915, Paper 

37 at 8 (P.T.A.B. Dec. 7, 2015) (criticizing inconsistent positions).  Yet, that is what 

PO is doing here.  PO’s transparent attempt to construe “spacings” to exclude 

whatever is in the prior art but include the accused product is improper.  

While PO resists the plain and ordinary meaning of “spacings” in this IPR, 

PO never affirmatively offers an alternative construction.  Nor can it because the 
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’834 patent specification does not even include the term “spacings.”  PO introduced 

the term during prosecution and relied on the ’834 patent figures alone for written 

description support.  (Ex. 1002, 1000.)  However, the figures are not to scale and, 

therefore, cannot narrow the claim scope.  PO also argued during prosecution that 

the prior art cloths do not have “spacings.”  Yet, PO and its expert have now 

conceded that all cloths have spacings between their fibers.  PO never explains why 

the spacings in the prior art cloths are outside the claims but the spacings in the 

SAPIEN 3 Ultra cloth are covered.  Here, the Board should apply the plain and 

ordinary meaning of “spacings” because it is the only affirmative definition offered 

in this IPR and PO has advocated for this construction in the district court. 

I.  PO’S INCONSISTENT POSITIONS ON “SPACINGS”  

In this IPR, PO argues that “[t]he Applicant’s specific identification of 

Spenser II’s compressible material as not disclosing ‘spacings’ operates as a 

disclaimer.”  POPR, 11 (emphasis in original).1  For support, PO cites attorney 

arguments made during prosecution purportedly contrasting the fibers in the ’834 

 
1 While PO’s arguments can constitute a disclaimer in subsequent proceedings, such 

as district court litigation, PO’s arguments do not create a binding disclaimer in this 

IPR.  Cupp Computing AS v. Trend Micro Inc., 53 F.4th 1376, 1383 (Fed. Cir. 2022). 
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patent’s figures with Walther and Spenser II.  Id. at 9.  PO’s argument fails.   

First, PO and its expert, Dr. Brecker, propose a contrary construction in 

district court.  There, PO asserts that “spacings” should be given its plain and 

ordinary meaning, and Dr. Brecker declared with respect to the “spacings” 

limitation, “I did not see any disavowal or disclaimer in the specification, claims, for 

[sic] the prosecution history requiring that all sleeves, layers, and cloths be excluded 

from the term ‘spacings.’”  Ex. 1147 at 44-47; Ex. 1145 at ¶92.   

The Board has repeatedly applied patent owners’ district court constructions 

in IPRs.  10X Genomics, Inc. v. Bio-Rad Labs., Inc., IPR2020-00087, Paper 9, at 9-

10, 15-19 (P.T.A.B. Apr. 27, 2020); Nintendo Co. v. Gamevice, Inc., IPR2018-

01521, Paper 7, at 7, n.5 (P.T.A.B. Mar. 11, 2019).  Precluding petitioners from 

relying on a patent owner’s “inconsistent constructions would usurp the Board’s rule 

obligating parties to disclose ‘information that is inconsistent with a position 

advanced by the party during the proceeding.’”  Nintendo, IPR2018-01521, Paper 7, 

at 7, n.5 (quoting 37 C.F.R. §42.51(b)(1)(iii)).  Thus, while Petitioner disagrees with 

PO’s infringement allegations and proposes a construction of “spacings” in the 

district court that excludes the SAPIEN 3 Ultra valve or finds the term indefinite, it 

is nonetheless appropriate for the Board to rely on PO’s constructions in this IPR.   

Second, if a disclaimer occurred, PO inaccurately describes the disclaimer.  
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PO did not limit its prosecution arguments to Spenser II, as it suggests here.  Rather, 

PO argued the spacings in any “very tightly knitted outer seal made of tightly knitted 

fibers” were outside the claims, and merely cited Spenser II and Walther as 

examples.  (Ex. 1002, 1001.)  PO also generically distinguished the claims from 

spacings found in “grafts,” “graft coverings,” “sleeves,” and “cloths.”  (Ex. 1148, 7-

8, 12-13; Ex. 1149, 8-9, 13-14; Ex. 1002, 1001.)  In this IPR, PO again argues that 

Spenser II’s compressible material lacks spacings because it “forms a tight outer 

seal, which is confirmed by its description as a ‘sleeve,’ ‘layer,’ or ‘cloth.’”  (Id., 

10.)  Thus, if a disclaimer occurred, it is much broader than just Spenser II and, at 

least, includes materials like the cloth on Petitioner’s accused SAPIEN 3 Ultra valve, 

which has “tightly knitted fibers” and/or is a “graft covering,” “sleeve,” or “cloth.”  

Third, PO’s prosecution statements do not provide any objective boundaries 

for the “spacings.”  See Interval Licensing LLC v. AOL, Inc., 766 F.3d 1364, 1371-

73 (Fed. Cir. 2014).  PO and its expert admit that all cloths have spacings between 

their fibers.  Infra §II.  Yet, PO never identifies any boundaries that would enable 

POSITAs to determine which spacings are within the claims.  PO’s prosecution 

argument that the claims exclude “tightly knitted fibers” is too vague to define 

“spacings.”  PO never defines “tightly knitted,” and, more importantly, the ’834 

patent does not exclude, or even mention, “tightly knitted” fibers.  In fact, the ’834 
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patent does not contain any disclosure regarding fiber density.  For these added 

reasons, the Board should apply the plain and ordinary meaning of spacings here.     

II.  ALL FIBROUS CLOTHS HAVE “SPACINGS” 

Both PO and Dr. Brecker have admitted that all fibrous cloths have “spacings” 

between their fibers.  In a related IPR, Dr. Brecker testified that “[a]ny piece of fabric 

would have spaces between the fibers however it was produced.”  (Ex. 1146, 185:18-

20.)  Similarly, when discussing Spenser II’s fibrous cloth during prosecution of 

related patents, PO acknowledged that “all fibers have some degree of being spaced-

apart.”  (Ex. 1148, 13; Ex. 1149, 14.)  PO argued that “Applicant’s claimed invention 

clearly requires some level more spacing.”  (Id.)  However, PO never defined “some 

level more spacing” and never identified any disclosure in the ’834 patent creating 

such a requirement.  As shown above, PO’s admissions were unqualified and 

encompass all fibers in a cloth, including those extending outwardly from the cloth’s 

surface (i.e., the first plurality) and those in any base layer (i.e., the second plurality).   

Given these admissions, PO cannot dispute that Spenser II discloses the 

claimed “spacings” under the plain and ordinary meaning.  For this reason and those 

in the Petition, the Board should institute this IPR and cancel the challenged claims. 

 Respectfully submitted, 
  
Dated:   November 22, 2023  By:   /Joshua J. Stowell/  

Joshua J. Stowell (Reg. No. 64,096) 
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